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REQUEST FOR RECONSIDERATION AFTER FINAL ACTION DENIED

 

Issue date:  June 12, 2024

Applicant’s request for reconsideration is denied.  See 37 C.F.R. §2.63(b)(3).  The trademark 
examining attorney has carefully reviewed applicant’s request and determined the request did not:  (1) 
raise a new issue, (2) resolve all the outstanding issue(s), (3) provide any new or compelling evidence 
with regard to the outstanding issue(s), or (4) present analysis and arguments that were persuasive or 
shed new light on the outstanding issue(s).  TMEP §§715.03(a)(ii)(B), 715.04(a).  
 
Accordingly, the following requirement(s) and/or refusal(s) made final in the Office action dated 
September 26, 2023 are maintained and continued: 
 

Section 2(d) - Likelihood of Confusion Refusal•
 
See TMEP §§715.03(a)(ii)(B), 715.04(a).  
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Applicant argues that the stylization in the respective marks distinguishes them from each other. The 
word portion is normally accorded greater weight in a mark because it is likely to make a greater 
impression upon purchasers, be remembered by them, and be used by them to refer to or request the 
goods and/or services.  In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 
2012) (quoting CBS Inc. v. Morrow, 708 F.2d 1579, 1581-82, 218 USPQ 198, 200 (Fed. Cir. 1983)); 
Made in Nature, LLC v. Pharmavite LLC, 2022 USPQ2d 557, at *41 (TTAB 2022) (quoting Sabhnani 
v. Mirage Brands, LLC, 2021 USPQ2d 1241, at *31 (TTAB 2021)); TMEP §1207.01(c)(ii).  Thus, 
although marks must be compared in their entireties, the word portion is often considered the dominant 
feature and is accorded greater weight in determining whether marks are confusingly similar, even 
where the word portion has been disclaimed.  In re Viterra Inc., 671 F.3d at 1366-67, 101 USPQ2d at 
1911 (citing Giant Food, Inc. v. Nation’s Foodservice, Inc., 710 F.2d 1565, 1570-71, 218 USPQ2d 390, 
395 (Fed. Cir. 1983)). 
 
Applicant next argues that the term AMI should not be weighed more heavily than MON, and that 
consumers are more likely to focus on MON as the first term in applicant's mark. Marks must be 
compared in their entireties and should not be dissected; however, a trademark examining attorney may 
weigh the individual components of a mark to determine its overall commercial impression.  In re 
Detroit Athletic Co., 903 F.3d 1297, 1305, 128 USPQ2d 1047, 1050 (Fed. Cir. 2018) (“[Regarding the 
issue of confusion,] there is nothing improper in stating that . . . more or less weight has been given to a 
particular feature of a mark, provided the ultimate conclusion rests on consideration of the marks in 
their entireties.” (quoting In re Nat’l Data Corp., 753 F.2d 1056, 1058, 224 USPQ 749, 751 (Fed. Cir. 
1985))). 
 
Further, although marks are compared in their entireties, one feature of a mark may be more significant 
or dominant in creating a commercial impression. See In re Detroit Athletic Co., 903 F.3d 1297, 1305, 
128 USPQ2d 1047, 1050 (Fed. Cir. 2018) (citing In re Dixie Rests., 105 F.3d 1405, 1407, 41 USPQ2d 
1531, 1533-34 (Fed. Cir. 1997)); TMEP §1207.01(b)(viii), (c)(ii). Greater weight is often given to this 
dominant feature when determining whether marks are confusingly similar. See In re Detroit Athletic 
Co., 903 F.3d at 1305, 128 USPQ2d at 1050 (citing In re Dixie Rests., 105 F.3d at 1407, 41 USPQ2d at 
1533-34).
 
Moreover, even to the extent that potential purchasers may realize the apparent differences between the 
marks, they could still reasonably assume, due to the overall similarities in sound, appearance, 
connotation, and commercial impression in the respective marks, that applicant's goods and services 
sold under the “MON AMI NATURAL DOG TREAT” mark constitute a new or additional product 
line from the same source as the goods and services sold under the “AMÌ” mark with which they are 
acquainted or familiar, or vice versa, and that applicant’s mark is merely a variation of the registrant’s 
mark.  See, e.g., SMS, Inc. v. Byn-Mar Inc. 228 USPQ 219, 220 (TTAB 1985) (applicant’s marks 
ALSO ANDREA and ANDREA SPORT were “likely to evoke an association by consumers with 
opposer's preexisting mark [ANDREA SIMONE] for its established line of clothing.”). 
 
Applicant argues that registrant is using their mark differently in the marketplace. The marks are 
compared as they appear in the drawing of the application and in the registration; the USPTO does not 
consider how an applicant and registrant actually use their marks in the marketplace. In re Aquitaine 
Wine USA, LLC, 126 USPQ2d 1181, 1186 (TTAB 2018) (citing In re i.am.symbolic, llc, 866 F.3d 
1315, 1324, 123 USPQ2d 1744, 1749 (Fed. Cir. 2017)).
 
Applicant next argues that the term "AMI" is "weak". The addition of a term to a registered mark has 



often been found to increase the similarity between the compared marks where the dominant portion of 
the marks is the same.  See, e.g., In re Chatam Int’l Inc., 380 F.3d 1340, 1343, 71 USPQ2d 1944, 1946 
(Fed. Cir. 2004); In re Toshiba Med. Sys. Corp., 91 USPQ2d 1266, 1269, 1271 (TTAB 2009).  The 
exceptions to this are when (1) the matter common to the marks is merely descriptive or diluted, and 
not likely to be perceived by purchasers as distinguishing source, or (2) the compared marks in their 
entireties convey a significantly different commercial impression – neither of which is the case here.  
See, Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d 1344, 1356, 98 USPQ2d 1253, 1261 (Fed. 
Cir. 2011); Shen Mfg. Co. v. Ritz Hotel Ltd., 393 F.3d 1238, 1245, 73 USPQ2d 1350, 1356-57 (Fed. 
Cir. 2004); TMEP §1207.01(b)(iii). 
 
In this case, the matter common to the marks is not merely descriptive or diluted because, applicant has 
only provided six registrations which feature AMI for pet related goods and/or services. In addition, 
when comparing the marks in their entireties, the marks do not convey a significantly different 
commercial impression from the other because MON AMI in applicant's mark, which translates to MY 
FRIEND, just adds the term MON, or my, to registrant's mark. 
 
Applicant further argues that there are "many FRIEND-formative" marks for similar goods. Initially, 
the issue of the doctrine of foreign equivalents was addressed in the September 26, 2023 final Office 
action. Further, prior decisions and actions of other trademark examining attorneys in applications for 
other marks have little evidentiary value and are not binding upon the USPTO or the Trademark Trial 
and Appeal Board. TMEP §1207.01(d)(vi); see In re USA Warriors Ice Hockey Program, Inc., 122 
USPQ2d 1790, 1793 n.10 (TTAB 2017). Each case is decided on its own facts, and each mark stands 
on its own merits. In re Cordua Rests., Inc., 823 F.3d 594, 600, 118 USPQ2d 1632, 1635 (Fed. Cir. 
2016) (citing In re Shinnecock Smoke Shop, 571 F.3d 1171, 1174, 91 USPQ2d 1218, 1221 (Fed. Cir. 
2009); In re Nett Designs, Inc., 236 F.3d 1339, 1342, 57 USPQ2d 1564, 1566 (Fed. Cir. 2001)).
 
Moreover, applicant argues that the accent mark over the "I" in registrant's mark distinguishes the 
marks. Punctuation is generally not sufficient to alter the connotation and overall commercial 
impression of otherwise confusingly similar marks and, as such, is not sufficient to distinguish marks. 
See, e.g., In re St. Helena Hosp., 774 F.3d 747, 750-51, 113 USPQ2d 1082, 1084-85 (Fed. Cir. 2014) 
(finding punctuation in registrant’s mark, TAKE 10!, did not alter the pronunciation or distinguish it in 
any significant way from applicant’s mark, TAKETEN); Mini Melts, Inc. v. Reckitt Benckiser LLC, 118 
USPQ2d 1464, 1470 (TTAB 2016) (finding “the hyphen in [a]pplicant’s mark MINI-MELTS [did] not 
distinguish it from [o]pposer’s mark [MINI MELTS]”); Mag Instrument Inc. v. Brinkmann Corp., 96 
USPQ2d 1701, 1712 (TTAB 2010) (citing Goodyear Tire & Rubber Co. v. Dayco Corp., 201 USPQ 
485, 488 n.1 (TTAB 1978)) (finding hyphen did not distinguish opposer’s mark, MAG-NUM STAR, 
from applicant’s mark, MAGNUM MAXFIRE).  
 
Further, there is no correct pronunciation of a mark; thus, consumers may pronounce a mark differently 
than intended by the mark owner. See In re Viterra, Inc., 671 F.3d 1358, 1367, 101 USPQ2d 1905, 
1912 (Fed. Cir. 2012) (citing Interlego AG v. Abrams/Gentile Entm’t, Inc., 63 USPQ2d 1862, 1863 
(TTAB 2002)); TMEP §1207.01(b)(iv). In the present case, AMI in both marks could clearly be 
pronounced the same. Such similarity in sound alone may be sufficient to support a finding that the 
compared marks are confusingly similar. In re 1st USA Realty Prof’ls, Inc., 84 USPQ2d 1581, 1586 
(TTAB 2007) (citing Krim-Ko Corp. v. Coca-Cola Bottling Co., 390 F.2d 728, 732, 156 USPQ 523, 
526 (C.C.P.A. 1968)); TMEP §1207.01(b)(iv).  
 
Moreover, even to the extent consumers may recognize a difference in the pronunciations of the term 
AMI in the marks, slight differences in the sound of similar marks will not avoid a likelihood of 



confusion. In re Energy Telecomms. & Elec. Ass’n, 222 USPQ 350, 351 (TTAB 1983); see In re 
Viterra Inc., 671 F.3d 1358, 1367, 101 USPQ2d 1905, 1912 (Fed. Cir. 2012).
 
In addition, the following requirement(s) and/or refusal(s) made final in that Office action are satisfied: 
 
 

Disclaimer of Descriptive Wording Required•
 
See TMEP §§715.03(a)(ii)(B), 715.04(a).
 
If applicant has already filed an appeal with the Trademark Trial and Appeal Board, the Board will 
be notified to resume the appeal.  See TMEP §715.04(a).  
 
If applicant has not filed an appeal and time remains in the response period for the final Office 
action, applicant has the remainder of that time to (1) file another request for reconsideration that 
complies with and/or overcomes any outstanding final requirement(s) and/or refusal(s), and/or (2) file a 
notice of appeal to the Board.  TMEP §715.03(a)(ii)(B).

 

/Molly B. Sweeney/
Molly B. Sweeney
Trademark Examining Attorney
Law Office 121
(571) 270-0892
Molly.Sweeney@uspto.gov
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United States Patent and Trademark Office (USPTO)

USPTO OFFICIAL NOTICE

Office Action (Official Letter) has issued  
on June 12, 2024 for  

U.S. Trademark Application Serial No. 97548401

A USPTO examining attorney has reviewed your trademark application and issued an Office 
action.  You must respond to this Office action to avoid your application abandoning.  Follow 
the steps below.  

(1)  Read the Office action.  This email is NOT the Office action.  

(2)  Respond to the Office action by the deadline using the Trademark Electronic Application 
System (TEAS) or the Electronic System for Trademark Trials and Appeals (ESTTA), as 
appropriate.  Your response and/or appeal must be received by the USPTO on or before 11:59 
p.m. Eastern Time of the last day of the response deadline.  Otherwise, your application will 
be abandoned.  See the Office action itself regarding how to respond.  

(3)  Direct general questions about using USPTO electronic forms, the USPTO website, the 
application process, the status of your application, and whether there are outstanding deadlines 
to the Trademark Assistance Center (TAC).  

After reading the Office action, address any question(s) regarding the specific content to the 
USPTO examining attorney identified in the Office action.  

GENERAL GUIDANCE
Check the status of your application periodically in the Trademark Status & 
Document Retrieval (TSDR) database to avoid missing critical deadlines.  

•

Update your correspondence email address to ensure you receive important USPTO 
notices about your application.  

•

Beware of trademark-related scams.  Protect yourself from people and companies that 
may try to take financial advantage of you.  Private companies may call you and pretend 
to be the USPTO or may send you communications that resemble official USPTO 
documents to trick you.  We will never request your credit card number or social security 
number over the phone.  Verify the correspondence originated from us by using your 
serial number in our database, TSDR, to confirm that it appears under the “Documents” 
tab, or contact the Trademark Assistance Center.  

•

http://tsdr.uspto.gov/documentviewer?caseId=sn97548401&docId=RRD20240612
https://www.uspto.gov/trademarks/apply/abandoned-applications
https://www.uspto.gov/trademark
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center
https://www.uspto.gov/trademarks/apply/check-status-view-documents
http://tsdr.uspto.gov/documentviewer?caseId=sn97548401&docId=RRD20240612
http://tsdr.uspto.gov/documentviewer?caseId=sn97548401&docId=RRD20240612
https://teas.uspto.gov/ccr/cca
https://www.uspto.gov/trademarks/protect
http://tsdr.uspto.gov/documentviewer?caseId=sn97548401&docId=RRD20240612
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center


Hiring a U.S.-licensed attorney.  If you do not have an attorney and are not required to 
have one under the trademark rules, we encourage you to hire a U.S.-licensed attorney 
specializing in trademark law to help guide you through the registration process.  The 
USPTO examining attorney is not your attorney and cannot give you legal advice, but 
rather works for and represents the USPTO in trademark matters.  

•

 

https://www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney

