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United States Patent and Trademark Office (USPTO)
Office Action (Official Letter) About Applicant’s Trademark Application

U.S. Application Serial No. 97464177

Mark: COCKPI-T

Correspondence Address:

KARL M. ZIELAZNICKI

TROUTMAN PEPPER HAMILTON SANDERSLLP
875 THIRD AVENUE

C/OIPSERVICESNYC

NEW YORK NY 10022

UNITED STATES

Applicant: Takeda Pharmaceutical Company Limited
Reference/Docket No. 255541000377

Correspondence Email Address: ipservicesnyc@troutman.com

REQUEST FOR RECONSIDERATION AFTER FINAL ACTION DENIED

Issue date: November 6, 2023

Applicant’s request for reconsideration is denied with respect to the following international
classes: 42. See 37 C.F.R. 82.63(b)(3). The trademark examining attorney has carefully reviewed
applicant’s request and determined the request did not: (1) raise a new issue, (2) resolve al the
outstanding issue(s), (3) provide any new or compelling evidence with regard to the outstanding
issue(s), or (4) present analysis and arguments that were persuasive or shed new light on the
outstanding issue(s). See TMEP §8715.03(a)(i1)(B), 715.04(a).

Accordingly, the following requirement(s) and/or refusal(s) made final in the Office action dated
January 24, 2023 are maintained and continued asto International Class(es) 42:

* Partial Section 2(d) Refusal
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* Partial Identification Requirement
See TMEP 8§8715.03(a)(ii)(B), 715.04(a).

PARTIAL SECTION 2(d) REFUSAL- LIKELIHOOD OF CONFUSION

THISREFUSAL APPLIESTO CLASS42 ONLY

Applicant argues that no likelihood of confusion exists because (1) applicant owns a prior registration
for a substantially similar or identical mark for identical or identical in part goods and/or services to
those in the application, and (2) such registration has co-existed with the cited registration. Applicant
concludes there is no likelihood of confusion between the applied-for mark and registrant’s mark;
therefore, the trademark examining attorney should withdraw the Trademark Act Section 2(d) refusal.

However, in In re Srategic Partners, Inc.,, 102 USPQ2d 1397, 1399-1400 (TTAB 2012), the
Trademark Trial and Appea Board only reversed a Section 2(d) refusal based on an applicant’s prior
registration for the following unique set of facts. (1) the marks in applicant’s prior registration and
application were virtualy identical (*no meaningful difference” existed between them, such that they
were “substantially similar”); (2) the goods were identical in part; and (3) the prior registration had co-
existed for at least five years with the cited registration (both being more than five years old and thus
immune from attack on likelihood of confusion grounds). See TMEP 81207.01. The Board
acknowledged these facts constituted a “unique Situation,” such that an applicant’s prior registration
would generally need to fit within these parameters to overcome a Section 2(d) refusal. In re Strategic
Partners, Inc., 102 USPQ2d at 1400; see In re USA Warriors Ice Hockey Program, Inc., 122 USPQ2d
1790, 1793-94 (TTAB 2017); TMEP §1207.01.

In this case, by contrast, applicant’s prior registration does not correspond to the facts set forthin Inre
Srategic Partners, Inc. See TMEP 81207.01. Specifically, applicant’s prior registration the marks at
issue have not coexisted, even in consideration of applicant's cancelled registration, for a period of at
least five years. Thus applicant’s prior registration does not obviate the Section 2(d) refusal.

Furthermore, applicant submitted evidence that its previous mark has since cancelled. A cancelled or
expired registration is “only evidence that the registration issued and it does not carry any of the legal
presumptions under [Trademark Act] Section 7(b),” such as the presumption that the registration is
valid, owned by the registrant, and that the registrant has the exclusive right to use the mark in
commerce in connection with the goods and/or services specified in the registration certificate. Inre
Inn at &. John’'s, LLC, 126 USPQ2d 1742, 1746 (TTAB 2018) (citing Bond v. Taylor, 119 USPQ2d
1049, 1054-55 (TTAB 2016); In re Kysela Pere et Fils Ltd., 98 USPQ2d 1261, 1264 (TTAB 2011)),
aff'd per curiam, 777 F. App’'x 516, 2019 BL 343921 (Fed. Cir. 2019)); see Anderson, Clayton & Co.
v. Krier, 478 F.2d 1246, 1248, 178 USPQ 46, 47 (C.C.P.A. 1973) (statutory benefits of registration
disappear when the registration is cancelled); TBMP §1208.02; TMEP §1207.01(d)(iii), (d)(iv). Nor
does a cancelled or expired registration provide constructive notice under Section 22, in which
registration serves as constructive notice to the public of aregistrant’s ownership of amark. See Action
Temp. Servs. Inc. v. Labor Force Inc., 870 F.2d 1563, 1566, 10 USPQ2d 1307, 1309 (Fed. Cir. 1989)
(“[A] canceled registration does not provide constructive notice of anything.”).

Thus, applicant's arguments are unpersuasive.

Thus, for the reasons discussed above and at length previously, the previously issued Partial Section



2(d) Refusal is continued and MAINTAINED.

PARTIAL IDENTIFICATION REQUIREMENT

THISREQUIREMENT APPLIESTO THE FOLLOWING SERVICES: Conducting experiments
in the nature of conducting clinical trials for others

Particular wording in the proposed amendment to the identification is not acceptable because it exceeds
the scope of the identification in the application. See 37 C.F.R. §82.32()(6), 2.71(a); TMEP 88805,
1402.06 et seq., 1402.07. Applicant’s goods and/or services may be clarified or limited, but may not be
expanded beyond those originally itemized in the application or as acceptably amended. See 37 C.F.R.
§2.71(a); TMEP 81402.06. Therefore, the original identification in the application, and any previously
accepted amendments, remain operative for purposes of future amendment. See 37 C.F.R. 82.71(a);
TMEP §1402.07(d).

In this case, the application originally identified the goods and/or services as follows: “Conducting
experiments, research and development of pharmaceuticals, and provision of guidance, advice and
information thereto.”

However, the proposed amendment identifies the following goods and/or services: “Conducting
experiments in the nature of conducting clinical trials for others.”

This portion of the proposed amendment is beyond the scope of the original identification because it
removes the limiting field of "pharmaceuticals’ from the identification. As the attached internet
evidence demontratest, the wording "Clinical trials" is not limited merely to pharmaceuticals despite
applicant's original limitation to pharmaceuticals, and thus, the removal of this wording exceeds the
scope of the original identification.

Applicant may respond by (1) withdrawing this request to amend the identification, or (2) arguing that
the proposed amendment does not exceed the scope of the identification in the application.

If applicant has already filed an appeal with the Trademark Trial and Appea Board, the Board will
be notified to resume the appeal. See TMEP §715.04(a).

If applicant has not filed an appeal and time remains in the response period for the final Office
action, applicant has the remainder of that time to (1) file another request for reconsideration that
complies with and/or overcomes any outstanding final requirement(s) and/or refusal(s), and/or (2) file a
notice of appeal to the Board. TMEP 8§715.03(a)(ii)(B).

Failure to respond or appeal before the response deadline will result in partial abandonment of
the application. See 37 C.F.R. 8§2.65(a)(1); TMEP 8§718.02(a). The following classwill be held
abandoned and deleted from the application: 42.

The application will proceed with the following class only: 36.
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What Are Clinical Trials and Studies?

Espafiol

On this page:

What is clinical research?

Why participate in a clinical trial?

What happens in a clinical trial or study?

What happens when a clinical trial or study ends?

What are the different phases of clinical trials?

Questions to ask before participating in clinical research

* How do researchers decide who will participate?

Clinical research needs participants with diverse backgrounds

By participating in clinical research, you can help scientists develop new medications
and other strategies to treat and prevent disease. Many effective treatments that are
used today, such as chemotherapy, cholesterol-lowering drugs, vaccines, and
cognitive-behavioral therapy, would not exist without research participants. Whether
you're healthy or have a medical condition, people of all ages and backgrounds can
participate in clinical trials. This article can help you learn more about clinical
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Mr. Jackson is 73 years old and was just diagnosed with Alzheimer’s disease. He
is worried about how it will affect his daily life. Will he forget to take his
medicine? Will he forget his favorite memories, like the births of his children or
hiking the Appalachian Trail? When Mr. Jackson talked to his doctor about his
concerns, she told him about a clinical trial that is testing a possible new
Alzheimer’s treatment. But Mr. Jackson has concerns about clinical trials. He

does not want to feel like a lab rat or take the chance of getting a treatment that
may not work or could make him feel worse. The doctor explained that there
are both risks and benefits to being part of a clinical trial, and she talked with
Mr. Jackson about research studies — what they are, how they work, and why
they need volunteers. This information helped Mr. Jackson feel better about
clinical trials. He plans to learn more about how to participate.

What is clinical research?

Clinical research is the study of health and illness in people. There are two main types
of clinical research: observational studies and clinical trials.

Observational studies monitor people in normal

settings. Researchers gather information from WHY DO o,
: RESEARCHERS -
people and compare changes over time. For DO DIFFERENT KINDS OF \t..l'

7
example, researchers may ask a group of older O e

adults about their exercise habits and provide
monthly memory tests for a year to learn how
physical activity is associated with cognitive
health. Observational studies do not test a
medical intervention, such as a drug or device,
but may help identify new treatments or
prevention strategies to test in clinical trials.

Clinical trials are research studies that test a
medical, surgical, or behavioral intervention in
people. These trials are the primary way that
researchers determine if a new form of treatment

Read and share this infographic (PDF,

317K) to learn why researchers do
different kinds of clinical studies.



or prevention, such as a new drug, diet, or

medical device (for example, a pacemaker), is safe and effective in people. Often, a
clinical trial is designed to learn if a new treatment is more effective or has less
harmful side effects than existing treatments.

Other aims of clinical research include:

Testing ways to diagnose a disease early, sometimes before there are symptoms
Finding approaches to prevent a health problem, including in people who are
healthy but at increased risk of developing a disease

Improving quality of life for people living with a life-threatening disease or chronic
health problem

Studying the role of caregivers or support groups

Learn more about clinical research from MedlinePlus and ClinicalTrials.gov.

What is a Clinical Trial? (English)




problem did not work or there is no treatment \
for their health problem.

e ' o e .-
o The treatments they have tried for their health ~ 7 T
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Read and share this infographic to learn
Whatever the motivation, when you choose to moreabatthawclinical reseacchmight
participate in a clinical trial, you become a HEIER o
partner in scientific discovery. Participating in
research can help future generations lead healthier lives. Major medical breakthroughs
could not happen without the generosity of clinical trial participants — young and old,

healthy, or diagnosed with a disease.

Where can I find a clinical trial?

Looking for clinical trials related to aging and age-related health conditions?
Talk to your health care provider and use online resources to:

* Search for a clinical trial
e Look for clinical trials on Alzheimer's, other dementias, and caregiving
e Find a registry for a particular diagnosis or condition

After you find one or more studies that you are interested in, the next step is for
you or your doctor to contact the study research staff and ask questions. You
can usually find contact information in the description of the study.

Let your health care provider know if you are thinking about joining a clinical
trial. Your provider may want to talk to the research team to make sure the
study is safe for you and to help coordinate your care.



Joining a clinical trial is a personal decision with potential benefits and some risks.
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study.

How do researchers decide which interventions are safe to test in
people?

Before a clinical trial is designed and launched, scientists perform laboratory
tests and often conduct studies in animals to test a potential intervention’s
safety and effectiveness. If these studies show favorable results, the U.S. Food
and Drug Administration (FDA) approves the intervention to be tested in
humans. Learn more about how the safety of clinical trial participants is
protected.

What happens when a clinical trial or study ends?



Once a clinical trial or study ends, the researchers analyze the data to determine what
the findings mean and to plan the next steps. As a participant, you should be provided
information before the study starts about how long it will last, whether you will
continue receiving the treatment after the trial ends (if applicable), and how the
results of the research will be shared. If you have specific questions about what will
happen when the trial or study ends, ask the research coordinator or staff.

What are the different phases of clinical trials?

Clinical trials of drugs and medical devices advance through several phases to test
safety, determine effectiveness, and identify any side effects. The FDA typically
requires Phase 1, 2, and 3 trials to be conducted to determine if the drug or device can
be approved for further use. If researchers find the intervention to be safe and
effective after the first three phases, the FDA approves it for clinical use and continues
to monitor its effects.

Clinical trials that test a behavior change. rather than a drug or medical device.



advance through similar steps, but behavioral interventions are not regulated by the
FDA. Learn more about clinical trials, including the types of trials and the four phases.

Questions to ask before participating in clinical
research

Choosing to participate in research is an important personal decision. If you are
considering joining a trial or study, get answers to your questions and know your
options before you decide. Here are questions you might ask the research team when
thinking about participating.

About the study

Medical care

Costs and reimbursement

After the study ends

How do researchers decide who will participate?

Clinical trials often test how a medical intervention affects people with a certain
disease, family history, or lifestyle. Because of this focus, not everyone meets the
criteria to participate in every trial. After you consent to participate, the research staff
will ask questions and perform tests to see if you are eligible for the trial. The
screening may involve blood and other laboratory tests, thinking and memory tests,
and a physical examination.

To be eligible to participate, you may need to
have certain characteristics, called inclusion
criteria. For example, a clinical trial may
need participants to have a certain stage of
disease, version of a gene, or family history.
Some trials require that participants have a
study partner who can accompany them to clinic visits.




Participants with certain characteristics may not be allowed to participate in some
trials. These characteristics are called exclusion criteria. They include factors such as
specific health conditions or medications that could interfere with the treatment being
tested.

Many volunteers must be screened to find enough people who are eligible for a trial or
study. Generally, you can participate in only one clinical trial at a time, although this is
not necessarily the case for observational studies. Different trials have different
criteria, so being excluded from one trial does not necessarily mean you will be
excluded from another.

From a US national research authority >
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Clinical research needs participants with diverse
backgrounds

When research only includes people with similar backgrounds, the findings may not
apply to or benefit a broader population. The results of clinical trials and studies with
diverse participants may apply to more people. That's why research benefits from
having participants of different ages, sexes, races, and ethnicities.



Researchers need older adults to participate
in clinical research so that scientists can
learn more about how new drugs, tests, and
other interventions will work for them. Many
older adults have health needs that are
different from those of younger people. For
example, as people age, their bodies may
react differently to certain drugs. Older adults may need different dosages of a drug to
have the intended result. Also, some drugs may have different side effects in older
people than in younger individuals. Having older adults enrolled in clinical trials and
studies helps researchers get the information they need to develop the right

treatments for this age group.

NH) Why These Four People Participate in Alzheimer's Research
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Researchers know that it may be challenging for some older adults to join a clinical
trial or study. For example, if you have multiple health problems, can you participate
in research that is looking at only one condition? If you are frail or have a disability, will
you be strong enough to participate? If you no longer drive, how can you get to the
research site? Talk to the research coordinator or staff about vour concerns. The



research team may have already thought about some of the potential obstacles and
have a plan to make it easier for you to participate.

Read more about diversity in clinical trials.

Sign up for email updates on healthy aging

* Email Address

For more information about clinical trials

Alzheimers.gov

www.alzheimers.gov

Explore the Alzheimers.gov website for information and resources on Alzheimer’s and
related dementias from across the federal government.

Clinical Research Trials and You
National Institutes of Health
www.nih.gov/health-information/nih-clinical-research-trials-you

ClinicalTrials.gov
www.clinicaltrials.gov.

This content is provided by the NIH National Institute on Aging (NIA). NIA scientists and other experts

review this content to ensure it is accurate and up to date.

Content reviewed: March 22, 2023
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United States Patent and Trademark Office (USPTO)
USPTO OFFICIAL NOTICE

Office Action (Official Letter) hasissued
on November 6, 2023 for
U.S. Trademark Application Serial No. 97464177

A USPTO examining attorney has reviewed your trademark application and issued an Office
action. Y ou must respond to this Office action to avoid your application abandoning. Follow
the steps below.

(1) Read the Office action. Thisemail isNOT the Office action.

(2) Respond to the Office action by the deadline using the Trademark Electronic Application
System (TEAS) or the Electronic System for Trademark Trials and Appeals (ESTTA), as
appropriate. Y our response and/or appeal must be received by the USPTO on or before 11:59
p.m. Eastern Time of the last day of the response deadline. Otherwise, your application will
be abandoned. See the Office action itself regarding how to respond.

(3) Direct general questions about using USPTO electronic forms, the USPTO website, the
application process, the status of your application, and whether there are outstanding deadlines
to the Trademark Assistance Center (TAC).

After reading the Office action, address any question(s) regarding the specific content to the
USPTO examining attorney identified in the Office action.

GENERAL GUIDANCE

» Check the status of your application periodically in the Trademark Status &
Document Retrieval (TSDR) database to avoid missing critical deadlines.

» Update your correspondence email addressto ensure you receive important USPTO
notices about your application.

» Beware of trademark-related scams. Protect yourself from people and companies that
may try to take financial advantage of you. Private companies may call you and pretend
to be the USPTO or may send you communications that resemble official USPTO
documentsto trick you. We will never request your credit card number or social security
number over the phone. Verify the correspondence originated from us by using your
serial number in our database, TSDR, to confirm that it appears under the “Documents”
tab, or contact the Trademark Assistance Center.



http://tsdr.uspto.gov/documentviewer?caseId=sn97464177&docId=RRD20231106
https://www.uspto.gov/trademarks/apply/abandoned-applications
https://www.uspto.gov/trademark
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center
https://www.uspto.gov/trademarks/apply/check-status-view-documents
http://tsdr.uspto.gov/documentviewer?caseId=sn97464177&docId=RRD20231106
http://tsdr.uspto.gov/documentviewer?caseId=sn97464177&docId=RRD20231106
https://teas.uspto.gov/ccr/cca
https://www.uspto.gov/trademarks/protect
http://tsdr.uspto.gov/documentviewer?caseId=sn97464177&docId=RRD20231106
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center

» HiringaU.S-licensed attorney. If you do not have an attorney and are not required to
have one under the trademark rules, we encourage you to hire a U.S.-licensed attorney
specializing in trademark law to help guide you through the registration process. The
USPTO examining attorney is not your attorney and cannot give you legal advice, but
rather works for and represents the USPTO in trademark matters.
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