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Attorney Docket: 09843.0144-01000 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant:  Sozosei Foundation 
Serial Number: 97351330 
Filing Date:  April 7, 2022 
Mark:   MENTAL ILLNESS IS NOT A CRIME 

Examining Atty: Trenton Davis  
Law Office:  109 

Commissioner for Trademarks 
P.O. Box 1451 
Alexandria, Virginia 22313-1451 
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�3�X�U�V�X�D�Q�W���W�R���������&���)���5�����†���������������G�����D�Q�G���7�%�0�3���†���������������������$�S�S�O�L�F�D�Q�W���U�H�V�S�H�F�W�I�X�O�O�\���U�H�T�X�H�V�W�V��

�W�K�D�W���W�K�H���%�R�D�U�G���V�X�V�S�H�Q�G���W�K�H���D�S�S�H�D�O���S�U�R�F�H�H�G�L�Q�J�V���I�R�U���W�K�H���D�E�R�Y�H���L�G�H�Q�W�L�I�L�H�G���D�S�S�O�L�F�D�W�L�R�Q���D�Q�G���U�H�P�D�Q�G��

�W�K�H���D�S�S�O�L�F�D�W�L�R�Q���W�R���W�K�H���(�[�D�P�L�Q�L�Q�J���$�W�W�R�U�Q�H�\���I�R�U���I�X�U�W�K�H�U���F�R�Q�V�L�G�H�U�D�W�L�R�Q�������7�K�L�V���U�H�T�X�H�V�W���L�V���I�L�O�H�G���I�R�U��

�J�R�R�G���F�D�X�V�H���D�Q�G���Z�L�O�O���U�H�V�R�O�Y�H���D�O�O���R�X�W�V�W�D�Q�G�L�Q�J���L�V�V�X�H�V���I�R�U���W�K�L�V���D�S�S�O�L�F�D�W�L�R�Q���D�Q�G���W�K�X�V���U�H�Q�G�H�U���W�K�H��

�S�H�Q�G�L�Q�J���H�[���S�D�U�W�H���D�S�S�H�D�O���P�R�R�W������ 

REQUEST FOR RECONSIDERATION 

Applicant submits the following Remarks in response to the Final Office Action issued 

January 15, 2025. 

REMARKS 

�7�K�H���(�[�D�P�L�Q�L�Q�J���$�W�W�R�U�Q�H�\���K�D�V���U�H�I�X�V�H�G���W�R���U�H�J�L�V�W�H�U���$�S�S�O�L�F�D�Q�W�¶�V���0�(�1�7�$�/���,�/�/�1�(�6�6���,�6��

NOT A CRIME Mark for downloadable electronic publications related to mental health in Class 

9, charitable grantmaking in Class 36, and providing online information in the field of mental 

health in Class 44. The Examining Attorney based his refusal on the grounds that (1) the Mark 

fails to function as a trademark because it is a widely used social message, and (2) the submitted 



�� 
 

specimen did not show a direct association between the Mark and the identified services. For the 

reasons set forth below, Applicant respectfully disagrees with the Examining Attorney and 

requests that the refusal be withdrawn so that the Mark can proceed to publication. 

�,�� �7�K�H���(�[�D�P�L�Q�L�Q�J���$�W�W�R�U�Q�H�\�¶�V���(�Y�L�G�H�Q�F�H���)�D�L�O�V���W�R���6�K�R�Z���7�K�D�W���&�R�Q�V�X�P�H�U�V���:�R�X�O�G���3�H�U�F�H�L�Y�H��
�$�S�S�O�L�F�D�Q�W�¶�V���0�D�U�N���D�V���D���:�L�G�H�O�\���8�V�H�G���6�R�F�L�D�O���0�H�V�V�D�J�H���L�Q���W�K�H���&�R�Q�W�H�[�W���R�I���$�S�S�O�L�F�D�Q�W�¶�V��
�*�R�R�G�V���D�Q�G���6�H�U�Y�L�F�H�V���W�R���6�X�S�S�R�U�W���D���)�D�L�O�X�U�H���W�R���)�X�Q�F�W�L�R�Q���5�H�I�X�V�D�O 

�7�K�H���(�[�D�P�L�Q�L�Q�J���$�W�W�R�U�Q�H�\���U�H�I�X�V�H�G���U�H�J�L�V�W�U�D�W�L�R�Q�����D�V�V�H�U�W�L�Q�J���W�K�D�W��MENTAL ILLNESS IS NOT 

A CRIME is a widely used social message and submitting evidence comprised of dictionary 

definitions �I�R�U���³�P�H�Q�W�D�O���L�O�O�Q�H�V�V�´���D�Q�G���³�F�U�L�P�H�´���U�H�V�S�H�F�W�L�Y�H�O�\���D�Q�G���������L�Q�V�W�D�Q�F�H�V���R�I���W�K�L�U�G-party non-

trademark uses of the Mark. However, this volume of usage is insufficient to show that the Mark 

is incapable of functioning as a source identifier for a failure to function refusal. Supporting such 

a refusal requires �³�>�H�@�Y�L�G�H�Q�F�H���G�H�P�R�Q�V�W�U�D�W�L�Q�J���W�K�D�W���W�K�H���S�X�E�O�L�F���Z�R�X�O�G���S�H�U�F�H�L�Y�H���W�K�H���Z�R�U�G�L�Q�J���P�H�U�H�O�\��

�D�V���F�R�Q�Y�H�\�L�Q�J���W�K�H���R�U�G�L�Q�D�U�\���P�H�D�Q�L�Q�J���R�I���W�K�H���P�H�V�V�D�J�H�����R�U���H�Q�W�K�X�V�L�D�V�P���I�R�U�����D�I�I�L�Q�L�W�\���Z�L�W�K�����R�U��

�H�Q�G�R�U�V�H�P�H�Q�W���R�I���W�K�H���P�H�V�V�D�J�H�����Z�K�H�Q���H�Q�F�R�X�Q�W�H�U�L�Q�J���L�W���L�Q���W�K�H���F�R�Q�W�H�[�W���R�I���W�K�H���D�S�S�O�L�F�D�Q�W�¶�V���J�R�R�G�V���R�U��

�V�H�U�Y�L�F�H�V���´���7�(�0�3���† �����������������E�������H�P�S�K�D�V�L�V���D�G�G�H�G�������:�K�L�O�H���W�K�H���(�[�D�P�L�Q�L�Q�J���$�W�W�R�U�Q�H�\���F�L�W�H�G��In re GO 

& Associates, LLC and In re Hulting, these cases are distinguishable, as substantially more 

evidence showing a widely used social message was submitted when compared to what was 

submitted in the instant case.  

The Federal Circuit in Go �D�I�I�L�U�P�H�G���W�K�H���%�R�D�U�G�¶�V���K�R�O�G�L�Q�J that EVERYBODY VS RACISM 

was not registrable for tote bags, apparel, and services promoting awareness of the need for 

racial reconciliation because the examining attorney submitted substantial evidence, showing the 

�P�D�U�N���R�Q���³�U�H�W�D�L�O���L�W�H�P�V���V�R�O�G���E�\���W�K�L�U�G-parties to convey an anti-�U�D�F�L�V�W���V�H�Q�W�L�P�H�Q�W�´���D�Q�G���³�L�Q���R�S�L�Q�L�R�Q��

pieces, in music, podcasts, and YouTube videos, and by organizations (websites) that support 

�H�I�I�R�U�W�V���W�R���H�U�D�G�L�F�D�W�H���U�D�F�L�V�P���´��In re GO & Assocs., LLC, 90 F.4th 1354, 1357 (Fed. Cir. 2024). 

Specifically, the examining attorney�¶�V TTAB appeal brief in the GO case cited 35 product pages 
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for the identified goods; 15 usages of the mark in articles, videos, advertisements, songs, 

podcasts, websites, and social media posts; and 3 product pages for other similar goods. See 

Exhibit A. Likewise, the Board in Hulting held that NO MORE RINOS! was not registrable, 

because the record included evidence that explicitly defined NO MORE RINOS! as a political 

�V�O�R�J�D�Q���P�H�D�Q�L�Q�J���³�1�R���0�R�U�H���5�H�S�X�E�O�L�F�D�Q�V���,�Q���1�D�P�H���2�Q�O�\�´���D�Q�G���V�K�R�Z�H�G���W�K�D�W���V�O�R�J�D�Q���X�V�H�G���L�Q���W�K�H��

�P�D�U�N�H�W�S�O�D�F�H���L�Q���F�R�Q�Q�H�F�W�L�R�Q���Z�L�W�K���W�K�H���D�S�S�O�L�F�D�Q�W�¶�V���L�G�H�Q�W�L�I�L�H�G���J�R�R�G�V����In re Hulting, 107 U.S.P.Q.2D 

(BNA) 1175, 1178�±79, 1781 (TTAB 2013). The examining attorney in Hulting cited the 

following evidence in her TTAB appeal brief: 31 ecommerce merchants selling NO MORE 

RINOS! or RINO-formative goods related to the above political slogan, a Google search result 

page showing ���������������V�H�D�U�F�K���U�H�V�X�O�W�V���I�R�U���³�Q�R���P�R�U�H���U�L�Q�R���V�K�L�U�W�V���´���D�Q�G������usages on forum posts, 

blogs, and news articles. See Exhibit B. �7�K�H���*�R���D�Q�G���+�X�O�W�L�Q�J���F�D�V�H�V���V�K�R�Z���W�K�D�W���D���I�D�L�O�X�U�H���W�R���I�X�Q�F�W�L�R�Q��

�U�H�I�X�V�D�O���U�H�T�X�L�U�H�V���D�W���O�H�D�V�W���������W�K�L�U�G���S�D�U�W�\���X�V�H�V���L�Q���F�R�Q�Q�H�F�W�L�R�Q���Z�L�W�K���D�Q���D�S�S�O�L�F�D�Q�W�¶�V���L�G�H�Q�W�L�I�L�H�G���J�R�R�G�V���D�Q�G��

�V�H�U�Y�L�F�H�V���� 

�,�Q���F�R�Q�W�U�D�V�W�����W�K�H���%�R�D�U�G���K�D�V���U�H�Y�H�U�V�H�G���D�Q���H�[�D�P�L�Q�L�Q�J���D�W�W�R�U�Q�H�\�¶�V���I�D�L�O�X�U�H���W�R���I�X�Q�F�W�L�R�Q���U�H�I�X�V�D�O��

�Z�K�H�Q���W�K�H���U�H�F�R�U�G���R�Q�O�\���L�Q�F�O�X�G�H�G���������L�Q�V�W�D�Q�F�H�V���R�I���W�K�H���P�D�U�N���X�V�H�G���E�\���W�K�L�U�G���S�D�U�W�L�H�V���E�X�W���Q�R�W���L�Q���G�L�U�H�F�W��

�F�R�Q�Q�H�F�W�L�R�Q���Z�L�W�K���W�K�H���D�S�S�O�L�H�G���I�R�U���J�R�R�G�V���D�Q�G���V�H�U�Y�L�F�H�V�����,�Q���U�H���/�R�U�L���$�O�O�H�Q���(�Q�W�H�U�V�������/�/�&���������������7�7�$�%��

�/�(�;�,�6�����������D�W���
���±���� �����7�7�$�%�����������������Q�R�Q���S�U�H�F�H�G�H�Q�W�L�D�O�������,�Q���/�R�U�L���$�O�O�H�Q���(�Q�W�H�U�S�U�L�V�H�V�����W�K�H���U�H�F�R�U�G���R�Q�O�\��

�L�Q�F�O�X�G�H�G���������L�Q�V�W�D�Q�F�H�V���R�I���6�$�<���<�(�6���7�2���:�+�$�7�¶�6���1�(�;�7���L�Q���W�K�H���F�R�Q�W�H�[�W�V���R�I���F�R�D�F�K�L�Q�J����

�I�D�L�W�K���P�L�Q�L�V�W�U�\�����L�Q�I�R�U�P�D�W�L�R�Q���R�Q���S�H�U�V�R�Q�D�O���J�U�R�Z�W�K�����D�Q�G���E�H�Y�H�U�D�J�H���D�G�Y�H�U�W�L�V�H�P�H�Q�W�����,�G�����D�W���
�������6�X�F�K���D��

�U�H�F�R�U�G�����D�F�F�R�U�G�L�Q�J���W�R���W�K�H���%�R�D�U�G�����R�Q�O�\���³�V�K�R�Z�>�H�G�@���G�H���P�L�Q�L�P�L�V���X�V�H���L�Q���F�R�Q�Q�H�F�W�L�R�Q���Z�L�W�K���P�L�Q�L�V�W�U�\���I�D�L�W�K��

�J�U�R�X�S�V���D�Q�G���S�U�R�J�U�D�P�V���U�H�O�D�W�H�G���W�R���Z�R�P�H�Q�
�V���J�U�R�Z�W�K���D�Q�G���V�X�F�F�H�V�V�´���U�D�W�K�H�U���W�K�D�Q���Z�L�W�K���W�K�H���L�G�H�Q�W�L�I�L�H�G��

�J�R�R�G�V�����U�H�O�L�J�L�R�X�V���E�R�R�N�V���D�Q�G���Z�R�P�H�Q�
�V���F�O�R�W�K�L�Q�J�����R�U���V�H�U�Y�L�F�H�V�����Z�R�U�N�V�K�R�S�V�����V�H�P�L�Q�D�U�V�����S�D�Q�H�O�V�����U�D�G�L�R��

�D�Q�G���W�H�O�H�Y�L�V�L�R�Q���V�K�R�Z�V���U�H�O�D�W�H�G���W�R���Z�R�P�H�Q�
�V���D�J�L�Q�J���D�Q�G���L�P�S�U�R�Y�L�Q�J���T�X�D�O�L�W�\���R�I���O�L�I�H���� �,�G�� �D�W��
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�
������ �$�F�F�R�U�G�L�Q�J�O�\�����W�K�H���%�R�D�U�G���K�H�O�G���W�K�D�W���E�D�V�H�G���R�Q���W�K�H���U�H�F�R�U�G�����W�K�H���H�[�D�P�L�Q�L�Q�J���D�W�W�R�U�Q�H�\���I�D�L�O�H�G���W�R���P�H�H�W��

�K�L�V���H�Y�L�G�H�Q�W�L�D�U�\���E�X�U�G�H�Q�����D�Q�G���W�K�H���%�R�D�U�G���U�H�Y�H�U�V�H�G���W�K�H���I�D�L�O�X�U�H���W�R���I�X�Q�F�W�L�R�Q���U�H�I�X�V�D�O�����,�G�� �D�W���
������ 

�+�H�U�H�����W�K�H���H�Y�L�G�H�Q�F�H���L�Q���W�K�H���L�Q�V�W�D�Q�W���F�D�V�H���L�V���P�R�U�H���D�N�L�Q���W�R���W�K�H���H�Y�L�G�H�Q�F�H���L�Q���/�R�U�L���$�O�O�H�Q��

�(�Q�W�H�U�S�U�L�V�H�V�����Z�K�H�U�H���W�K�H���I�D�L�O�X�U�H���W�R���I�X�Q�F�W�L�R�Q���U�H�I�X�V�D�O���Z�D�V���U�H�Y�H�U�V�H�G�����W�K�D�Q���W�K�H���H�Y�L�G�H�Q�F�H���U�H�O�L�H�G���X�S�R�Q���L�Q��

�W�K�H���*�R���R�U��Hulting cases. T�K�H���(�[�D�P�L�Q�L�Q�J���$�W�W�R�U�Q�H�\�¶�V���V�X�E�P�L�W�W�H�G��evidence, excluding the foreign 

uses and dictionary definitions, only showed 15 instances of third-party non-trademark uses of 

the Mark: 8 opinion pieces, 4 government reports or proposed programs, 2 petitions to drop a 

�V�S�H�F�L�I�L�F���L�Q�G�L�Y�L�G�X�D�O�¶�V���F�U�L�P�L�Q�D�O���F�K�D�U�J�H�V���G�X�H���W�R���P�H�Q�W�D�O���L�O�O�Q�H�V�V�����D�Q�G�������O�D�Z�\�H�U�¶�V���Z�H�E�V�L�W�H promoting 

legal services for those with mental illness. January 15, 2025 Final Office Action at TDSR 7�±30; 

August 9, 2024 Non-Final Office Action at TDSR 7�±72. �1�R�Q�H���R�I���W�K�H���(�[�D�P�L�Q�L�Q�J���$�W�W�R�U�Q�H�\�¶�V��

evidence showed any trademark use of the Mark �I�R�U���$�S�S�O�L�F�D�Q�W�¶�V���L�G�H�Q�W�L�I�L�H�G���J�R�R�G�V���D�Q�G���V�H�U�Y�L�F�H�V����

Unlike the Go and Hulting cases, where more than 30 trademark uses for the identified goods 

along with a multitude of other trademark and non-trademark uses were submitted, the 

�(�[�D�P�L�Q�L�Q�J���$�W�W�R�U�Q�H�\�¶�V���������L�Q�V�W�D�Q�F�H�V���R�I���W�K�L�U�G-party non-trademark uses are insufficient to show 

that consumers would perceive the Mark as widely used social message in the context of 

�$�S�S�O�L�F�D�Q�W�¶�V��identified goods and services to justify a failure to function refusal. Moreover, the 

substantial evidence across different mediums in Go showed that EVERYONE VS RACISM 

was a widely used social message in the racial justice field, and the evidence in Hulting likewise 

showed that NO MORE RINOS! was ubiquitous in Republican politics.  

�:�L�W�K���D���U�H�F�R�U�G���R�I���R�Q�O�\���������L�Q�V�W�D�Q�F�H�V���R�I���W�K�L�U�G���S�D�U�W�\���Q�R�Q���W�U�D�G�H�P�D�U�N���X�V�H�V���Q�R�W���L�Q���F�R�Q�Q�H�F�W�L�R�Q��

�Z�L�W�K���W�K�H���L�G�H�Q�W�L�I�L�H�G���J�R�R�G�V���D�Q�G���V�H�U�Y�L�F�H�V�����W�K�H���(�[�D�P�L�Q�L�Q�J���$�W�W�R�U�Q�H�\���K�H�U�H���S�U�H�V�H�Q�W�V���D���F�D�V�H���W�K�D�W���L�V���Q�H�D�U�O�\��

�L�G�H�Q�W�L�F�D�O���W�R���W�K�H���/�R�U�L���$�O�O�H�Q���(�Q�W�H�U�S�U�L�V�H�V���F�D�V�H�����Z�K�H�U�H���W�K�H���U�H�F�R�U�G���R�Q�O�\���L�Q�F�O�X�G�H�G���������X�V�H�V���R�I���6�$�<���<�(�6��

�7�2���:�+�$�7�¶�6���1�(�;�7���Q�R�W���L�Q���F�R�Q�Q�H�F�W�L�R�Q���Z�L�W�K���W�K�H���D�S�S�O�L�H�G���I�R�U���J�R�R�G�V���D�Q�G���V�H�U�Y�L�F�H�V�����6�R�����M�X�V�W���D�V���L�Q���/�R�U�L��
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�$�O�O�H�Q���(�Q�W�H�U�S�U�L�V�H�V�����W�K�H���U�H�F�R�U�G���K�H�U�H���I�D�O�O�V���V�K�R�U�W���L�Q���P�H�H�W�L�Q�J���W�K�H���H�Y�L�G�H�Q�W�L�D�U�\���E�X�U�G�H�Q���Q�H�F�H�V�V�D�U�\���W�R��

�V�X�S�S�R�U�W���D���I�D�L�O�X�U�H���W�R���I�X�Q�F�W�L�R�Q���U�H�I�X�V�D�O�� Accordingly, Applicant respectfully requests that the 

Examining Attorney withdraw his failure to function refusal. 

�,�,�� �7�K�H���(�[�D�P�L�Q�L�Q�J���$�W�W�R�U�Q�H�\�¶�V���&�R�Q�F�O�X�V�L�R�Q��That Only �³�6�R�]�R�V�L���)�R�X�Q�G�D�W�L�R�Q�´���,�V��
Associated with the Identified Services Rather than the Mark Because the 
�)�R�X�Q�G�D�W�L�R�Q�¶�V���1�D�P�H Appears on the Specimen Is Unfounded  

�$�Q���D�S�S�O�L�F�D�Q�W�¶�V���P�D�U�N���L�V���V�W�L�O�O���G�L�U�H�F�W�O�\���D�V�V�R�F�L�D�W�H�G���Z�L�W�K���W�K�H���L�G�H�Q�W�L�I�L�H�G���J�R�R�G�V���R�U���V�H�U�Y�L�F�H�V���H�Y�H�Q��

when there are other marks on the specimen. �,�Q���U�H���/�D���4�X�L�Q�W�D���:�R�U�O�G�Z�L�G�H�����/�/�&���������������7�7�$�%��

�/�(�;�,�6�������������D�W���
�����±���� �����7�7�$�%��������������(non-precedential) (finding that LA QUINTA on the 

s�S�H�F�L�P�H�Q���G�L�G���Q�R�W���S�U�H�F�O�X�G�H���/�4���,�1�6�7�$�1�7���+�2�/�'���I�U�R�P���L�G�H�Q�W�L�I�\�L�Q�J���$�S�S�O�L�F�D�Q�W�¶�V��room reservation 

service); see In re Holiday Inns, Inc., 223 U.S.P.Q. (BNA) 149, 151 (TTAB 1984) ���³�,�W���K�D�V���O�R�Q�J��

been recognized that a trademark owner may use more than one mark to identify particular goods 

�R�U���V�H�U�Y�L�F�H�V���D�Q�G���P�D�\���X�V�H���W�K�H�P���D�W���W�K�H���V�D�P�H���W�L�P�H���´��. In the instant case, the Examining Attorney 

incorrectly concluded that �$�S�S�O�L�F�D�Q�W�¶�V���V�S�H�F�L�P�H�Q�V���G�L�G���Q�R�W���V�K�R�Z��the identified services because 

�W�K�H���V�S�H�F�L�P�H�Q�V���D�O�V�R���L�Q�F�O�X�G�H�G���³�6�R�]�R�V�L���)�R�X�Q�G�D�W�L�R�Q.�  ́According to the Examining Attorney, 

�³consumers are more likely to view the wording �µSozosei Foundation�¶ as the source of the 

applicant's services because . . . the �µSozosei Foundation�¶ is the entity providing all of the 

relevant services���´���+�R�Z�H�Y�H�U����just as in �/�D���4�X�L�Q�W�D���:�R�U�O�G�Z�L�G�H�����Z�K�H�U�H���W�K�H���%�R�D�U�G���I�R�X�Q�G���W�K�D�W��LQ 

INSTANT HOLD was associated with �$�S�S�O�L�F�D�Q�W�¶�V���U�R�R�P���U�H�V�H�U�Y�D�W�L�R�Q���V�H�U�Y�L�F�H���H�Y�H�Q���W�K�R�X�J�K���W�K�H��

specimen also included LA QUINTA, the Mark is likewise still directly associated with the 

identified services even though the submitted specimen included �³�6�R�]�R�V�L���)�R�X�Q�G�D�W�L�R�Q���´ 

�$�F�F�R�U�G�L�Q�J�O�\�����W�K�H���S�U�H�V�H�Q�F�H���R�I���³�6�R�]�R�V�L���)�R�X�Q�G�D�W�L�R�Q�´���R�Q���W�K�H���V�S�H�F�L�P�H�Q���G�R�H�V���Q�R�W���S�U�H�F�O�X�G�H the Mark 

from identifying �$�S�S�O�L�F�D�Q�W�¶�V��services.  

 

 



�� 
 

CONCLUSION 

�$�S�S�O�L�F�D�Q�W���E�H�O�L�H�Y�H�V���L�W���K�D�V���V�X�I�I�L�F�L�H�Q�W�O�\���D�G�G�U�H�V�V�H�G���W�K�H���L�V�V�X�H�V���U�D�L�V�H�G���L�Q���W�K�H���2�I�I�L�F�H���$�F�W�L�R�Q���D�Q�G��

�U�H�V�S�H�F�W�I�X�O�O�\���U�H�T�X�H�V�W�V���W�K�D�W���W�K�H���(�[�D�P�L�Q�L�Q�J���$�W�W�R�U�Q�H�\���D�S�S�U�R�Y�H���W�K�L�V���D�S�S�O�L�F�D�W�L�R�Q���I�R�U���S�X�E�O�L�F�D�W�L�R�Q�� 

 

Respectfully submitted, 

Dated: July 16, 2025 By:   
B. Brett Heavner 
Attorney for Applicant 
 
Finnegan, Henderson, Farabow, 
   Garrett & Dunner, L.L.P. 
901 New York Avenue, N.W. 
Washington, D.C. 20001-4413 
Telephone:  202-408-4073 

 

 





















































































































































































































































































































































 

 

EXHIBIT B 



From:  Sonneborn, Tricia 
 
Sent:  7/3/2012 8:38:38 AM 
 
To:  TTAB EFiling 
 
CC:   
 
Subject:  U.S. TRADEMARK APPLICATION NO. 77666826 - NO MORE RINOS! - 
N/A - EXAMINER BRIEF 
 
 
 
************************************************* 
Attachment Information: 
Count:  1 
Files:  77666826.doc 



UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
 

    APPLICATION SERIAL NO.  77666826 
 
    MARK : NO MORE RINOS!  
 

 
          

*77666826*  
    CORRESPONDENT ADDRESS: 
          EVAN T HULTING  
            
          10729 PARK HEIGHTS AVENUE 
          OWINGS MILLS, MD 21117  
            

  
GENERAL TRADEMARK INFORMATION:  
http://www.uspto.gov/main/trademarks.htm 
 
TTAB INFORMATION: 
http://www.uspto.gov/web/offices/dcom/ttab/index.html  

    APPLICANT :   HULTING, THOMAS J.  
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO:    
          N/A          
    CORRESPONDENT E-MAIL ADDRESS:   
           thomashulting@gmail.com 

 

 
 

EXAMINING ATTORNEY'S APPEAL BRIEF 
 
 
I. Statement of the Case 

     Applicant has appealed the examining attorney’s final refusal to register the proposed 

mark, NO MORE RINOs!, in standard characters for “Adhesive-backed letters and 

numbers for use in making posters; Advertising signs of paper or cardboard; Bumper 

stickers; Printed paper signs; Printed paper signs, namely, table tents; Stickers; Stickers 

and decalcomanias” in International Class 016, “Shirts; Short-sleeved or long-sleeved t-

shirts; Short-sleeved shirts; T-shirts; Wearable garments and clothing, namely, shirts” in 

International Class 025, and “Campaign buttons; Novelty buttons” in International Class 

026.   

     The examining attorney finally refused registration on the grounds that the applied-for 

mark, as used on the specimens of record, is solely ornamental in nature and incapable of 

functioning as a trademark to identify and distinguish applicant’s goods from those of 



others and to indicate the source of applicant’s goods under Trademark Act Sections 1, 2 

and 45, 15 U.S.C. §§1051-1052, 1127; TMEP §§1202.03 et seq.   

 

II. Facts 

     On February 9, 2009, applicant filed an intent-to-use based application for the mark 

NO MORE RINOs! seeking registration on the Principal Register for the above noted 

goods in International Classes 016, 025 and 026.  Following examination and publication, 

a Notice of Allowance was issued on August 25, 2009.  Applicant filed a Statement of 

Use on January 8, 2010, supported by three specimens showing the mark on a bumper 

sticker/lawn sign, a t-shirt and a button.   

     A non-final Office action issued on March 20, 2010 refusing registration in all classes 

on the grounds that the specimens were ornamental but capable in nature and thus, failed 

to function as a trademark to identify and distinguish applicant’s goods from those of 

others and to indicate the source of the goods.  Prior to receiving a response, the 

examining attorney issued a superceding Office action on July 6, 2010 thereby 

withdrawing the merely ornamental but capable refusal and, instead, refusing registration 

in all classes on the grounds that the specimens consisted of informational matter and 

thus failed to function as a trademark to identify and distinguish applicant’s goods from 

those of others and to indicate the source of the goods.  

     On January 6, 2011, applicant filed a response to the non-final Office action with 

substitute specimens of use.  Applicant contended that these specimens should be 

accepted because of the addition of “by Statesman Enterprises” beneath the proposed 

mark NO MORE RINOs!. 



     On January 31, 2011 the examining attorney issued another non-final Office action 

maintaining the refusal on the grounds that the specimens consisted of informational 

matter, but additionally refusing registration on the grounds that the applied-for mark, as 

used on the specimens of record, is solely ornamental in nature and incapable of 

functioning as a source-identifier for applicant’s goods.  On August 1, 2011, applicant 

responded to the non-final Office action arguing that the use of NO MORE RINOs! on 

lawn signs, bumper stickers, t-shirts and buttons equated to the use of an inverted Y 

design on underwear.  In re Jockey Int’l, Inc., 192 USPQ 579 (TTAB 1976).  On August 

19, 2011, the examining attorney issued an Office action finally refusing the mark solely 

on the grounds that the applied-for mark, as used on the specimens of record, is clearly 

ornamental in nature and incapable of functioning as a source-identifier for applicant’s 

goods.  The examining attorney did not issue a final with respect to the informational 

matter refusal.   

     On February 21, 2012, applicant filed a Request for Reconsideration and a Notice of 

Appeal to the Board.  The Request for Reconsideration was denied on March 13, 2012.  

 

III. Argument  

     The only issue before the Board is the ornamentality of the applied-for-mark as used 

on all specimens of record. 

     When evaluating a mark that appears to be ornamental, “the size, location, dominance 

and significance of the alleged mark as applied to the goods” are all relevant factors in 

determining whether it is inherently distinctive.  E.g., In re Pro-Line Corp., 28 USPQ2d 

1141, 1142 (TTAB 1993); In re Dimitri’s Inc., 9 USPQ2d 1666, 1667 (TTAB 1988); In re 



Astro-Gods Inc., 223 USPQ 621, 623 (TTAB 1984); TMEP §1202.03(a).  Although there is 

no prescribed method or place for affixation of a mark to goods, the location of a mark on 

the goods “is part of the environment in which the [mark] is perceived by the public and . 

. . may influence how the [mark] is perceived.”  In re Tilcon Warren Inc., 221 USPQ 86, 

88 (TTAB 1984); see In re Paramount Pictures Corp., 213 USPQ 1111, 1115 (TTAB 

1982).  Thus, where consumers have been conditioned to recognize trademarks in a 

certain location, as on the breast area of a shirt, ornamental matter placed in a different 

location is less likely to be perceived as an indicator of source.  See TMEP §1202.03(a), 

(b).  Finally, not every word, design, symbol or slogan used in the sale or advertising of 

goods and/or services functions as a mark, even though an individual may have adopted it 

with the intent to do so.  The USPTO will not register a designation unless purchasers 

would be likely to regard it as a source-indicator for the goods.  In re Manco, Inc., 24 

USPQ2d 1938 (TTAB 1992); TMEP §1202. 

     In the present application, the  bumper sticker, lawn sign and button specimens show 

the mark NO MORE RINOs! appearing in large letters splayed across the entire item.  

The slogan has no source-indicating significance for the goods themselves.  Rather, upon 

seeing the bumper stickers, lawn signs, t-shirts and buttons, consumers and others will 

not know the source of the goods but will instead understand the meaning behind the 

slogan of rejecting Republicans In Name Only (RINOs), i.e., a political statement.  

Political slogans are commonplace and often found on items such as lawn signs, bumper 

stickers, clothing and campaign buttons.  Purchasers would not be likely to regard 

applicant’s mark as a source indicator because they have been conditioned to recognize 

similar statements or slogans for their political intent.  Based upon the evidence attached 



to the examining attorney’s March 13, 2012 Request for Reconsideration denial, it is 

clear that applicant’s proposed mark is a political slogan commonly used on goods such 

as applicant’s thereby negating its function as a source-identifier in this instance.       

     Applicant contends that the refusal should be obviated due to a change in ownership 

from the individual United States citizen “Thomas J. Hulting DBA Statesman 

Enterprises” to the individual United States citizen “Thomas J. Hulting DBA NO MORE 

RINOS! ENTERPRISES. Applicant’s Brief pg.3.  However, a change in the DBA or any 

ownership change has no bearing whatsoever on trademark entitlement in this or any 

application.  The sole issue on appeal is the acceptability of the specimens of use.  As 

discussed above, the mark as used on the specimens simply does not function as a source-

identifier.  The change in the DBA does not change the acceptability of the specimens of 

record. 

      Applicant also suggests that the examining attorney’s January 31, 2011 Office action 

discussion of the wording “By Statesman Enterprises” in small type below the mark on 

the specimens of record was misplaced in that he argued it was not the mark at issue.  

Applicant’s Brief pg.3.  However, this was previously raised and discussed in the 

examining attorney’s August 19, 2011 Final Office action.  The examining attorney 

stated in that Final:  “ . . . the examining attorney was merely pointing out a use on the 

goods that would be easily perceived as a source-identifier as compared to the mark as 

used on the submitted specimens wherein NO MORE RINOS! appears in large letters 

across the entire good.  The latter use merely referencing a political consciousness of 

rejecting those who call themselves Republicans but vote liberally, i.e., Republicans In 

Name Only (RINO) and not as a source-identifier for the signs, shirts and buttons 



themselves.”  The discussion of the wording “By Statesman Enterprises” was to illustrate 

an example of a good source-identifier, nothing more. 

     Finally, applicant hints that the examining attorney may not be viewing the mark at 

issue on a case-by-case basis as is required by law. Applicant’s Brief pg.3. Again, this 

was previously raised and discussed in the examining attorney’s August 19, 2011 Final 

Office action as follows:  “As applicant aptly points out, each case must be decided on 

the merits.  The examining attorney has reviewed this application based upon its 

individual merits.  Given the specimens, consumers simply would not view applicant’s 

mark NO MORE RINOS! as the source of the goods.”  Specifically, consumers would 

not view the political statement NO MORE RINOs! emblazoned across political 

paraphernalia including lawn signs, bumper stickers, t-shirts and buttons as a source 

identifier, unlike the use of the inverted Y design on underwear.  Thus, the In re Jockey 

Int’l, Inc., 192 USPQ 579 (TTAB 1976) case referenced by applicant is inapplicable. 

 



IV. Conclusion 

     The specimens of record are purely ornamental in nature and do not indicate source.  

Accordingly, the mark is refused on the grounds that the applied-for mark, as used on the 

specimens of record, is solely ornamental in nature and incapable of functioning as a 

trademark to identify and distinguish applicant’s goods from those of others and to 

indicate the source of applicant’s goods under Trademark Act Sections 1, 2 and 45, 15 

U.S.C. §§1051-1052, 1127; TMEP §§1202.03 et seq.  It is therefore respectfully 

requested that the refusal to register the mark be affirmed. 

 

 
 
 
 
 Respectfully submitted, 
 
 

/Tricia Sonneborn/ 
Trademark Examining Attorney 
Law Office 110 
571.272.9225 
tricia.sonneborn@uspto.gov  
 
 
Chris A. F. Pedersen 
Managing Attorney 
Law Office 110 

 
 
 
 



To: HULTING, THOMAS J. (thomashulting@gmail.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77666826 - NO MORE RINOS! - N/A - SU - Request for
Reconsideration Denied - Return to TTAB

Sent: 3/13/2012 3:14:50 PM

Sent As: ECOM110@USPTO.GOV
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Attachment - 44
Attachment - 45
Attachment - 46
Attachment - 47
Attachment - 48
Attachment - 49
Attachment - 50
Attachment - 51
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Attachment - 53
Attachment - 54
Attachment - 55

 
UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
    APPLICATION SERIAL NO.        77666826
 
    MARK : NO MORE RINOS!          
 

 
        

*77666826*
    CORRESPONDENT ADDRESS:
          THOMAS JACK HULTING     
          NO MORE RINOS! ENTERPRISES     
          6717 AUTO CLUB RD
          BLOOMINGTON, MN 55438-2410        
           

 
 
 
GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/main/trademarks.htm
 
 

 
    APPLICANT :           HULTING, THOMAS J.        
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO :  
          N/A        
    CORRESPONDENT E-MAIL ADDRESS: 
           thomashulting@gmail.com

 

 
 

REQUEST FOR RECONSIDERATION DENIED
 
ISSUE/MAILING DATE: 3/13/2012
 
 
The trademark examining attorney has carefully reviewed applicant’s February 21, 2012 request for reconsideration and is denying the request
for the reasons stated below.  See 37 C.F.R. §2.64(b); TMEP §§715.03(a), 715.04(a).  The requirement(s) and/or refusal(s) made final in the
Office action dated August 19, 2011 are maintained and continue to be final.  See TMEP §§715.03(a), 715.04(a).
 
In the present case, applicant’s request has not resolved the outstanding issue, nor does it raise a new issue or provide any new or compelling
evidence with regard to the outstanding issue in the final Office action.  In addition, applicant’s analysis and arguments are not persuasive nor do
they shed new light on the issues.  Accordingly, the request is denied.
 
Specifically, applicant has amended the DBA section of the application from STATESMAN ENTERPRISES to NO MORE RINOS!
ENTERPRISES believing this will overcome the refusal that the mark is incapable of functioning as a trademark.  However, it does not change
the final refusal under Trademark Act Sections 1, 2 and 45 for failure to function as a trademark as used on the specimen(s) of record.  See 15
U.S.C. §§1051, 1052, 1127; 37 C.F.R. §2.64(a).
 
Simply put, the mark NO MORE RINOS! is in common use in the public domain.  Therefore, no one may obtain trademark rights in this mark. 
See attached website pages depicting use of the mark NO MORE RINOS as a political slogan in general and as used on t-shirts.  Applicant is but
one person who may use the mark NO MORE RINOS! and may not exclude others from doing the same.



 
The filing of a request for reconsideration does not extend the time for filing a proper response to a final Office action or an appeal with the
Trademark Trial and Appeal Board (Board), which runs from the date the final Office action was issued/mailed.  See 37 C.F.R. §2.64(b); TMEP
§§715.03, 715.03(a), (c). 
 
If time remains in the six-month response period to the final Office action, applicant has the remainder of the response period to comply with
and/or overcome any outstanding final requirement(s) and/or refusal(s) and/or to file an appeal with the Board.  TMEP §715.03(a), (c).  However,
if applicant has already filed a timely notice of appeal with the Board, the Board will be notified to resume the appeal when the time for
responding to the final Office action has expired.  See TMEP §715.04(a).
 
 

/Tricia Sonneborn/
United States Patent & Trademark Office
Trademark Examining Attorney
Law Office 110
phone (571) 272-9225
tricia.sonneborn@uspto.gov

 
 
 

















































































































To: HULTING, THOMAS J. (thomashulting@gmail.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77666826 - NO MORE RINOS! - N/A - SU - Request for
Reconsideration Denied - Return to TTAB

Sent: 3/13/2012 3:14:53 PM

Sent As: ECOM110@USPTO.GOV

Attachments:
 

IMPORTANT NOTICE REGARDING YOUR TRADEMARK APPLICATION
Your trademark application (Serial No. 77666826) has been reviewed.   The examining attorney assigned by the
United States Patent and Trademark Office (“USPTO”) has written a letter (an “Office Action”) on 3/13/2012to
which you must respond.  Please follow these steps:
 
1. Read the Office letter by clicking on thislink OR go tohttp://tmportal.uspto.gov/external/portal/tow and enter your serial number to
accessthe Office letter.       
 
 PLEASE NOTE: The Office letter may not be immediately available but will be viewable within 24 hours of this e-mail notification. 
 
2. Respondwithin 6 months, calculated from3/13/2012(or sooner if specified in the Office letter), using the Trademark Electronic Application
System Response to Office Actionform. If you have difficulty using the USPTO website, contact TDR@uspto.gov. 
 
3. Contact the examining attorney who reviewed your application with any questions about the content of the office letter:
 
/Tricia Sonneborn/
United States Patent & Trademark Office
Trademark Examining Attorney
Law Office 110
phone (571) 272-9225
tricia.sonneborn@

WARNING
Failure to file any required response by the applicable deadline will result in the ABANDONMENT  of your application.
Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the USPTO does NOT accept e-mailed
responses.  Instead, please use the Trademark Electronic Application System Response to Office Actionform.
 
 


