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Attorney Docket: 09843.0144-01000

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: Sozosei Foundation

Serial Number: 97351330

Filing Date: April 7, 2022

Mark: MENTAL ILLNESS IS NOT A CRIME
Examining Atty: Trenton Davis

Law Office: 109

Commissioner for Trademarks
P.O. Box 1451
Alexandria, Virginia 22313-1451
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3XUVXDQW WR & )5 ¢t G DQG 7%03 t $SSOLFI
WKDW WKH %RDUG VXVSHQG WKH DSSHDO SURFHHGLQJV IRU '
WKH DSSOLFDWLRQ WR WKH ([DPLQLQJ $WWRUQH\ IRU IXUWKHF
JRRG FDXVH DQG ZLOO UHVROYH DOO RXWVWDQGLQJ LVVXHV
SHQGLQJ H[ SDUWH DSSHDO PRRW

REQUEST FOR RECONSIDERATION

Applicant submits the following Remarks in response to the Final Office Action issued
January 15, 2025.
REMARKS
7KH ([DPLQLQJ $WWRUQH\ KDV UHIXVHG WR UHJLVWHU $S
NOT A CRIME Mark for downloadable electronic publications related to mental health in Class
9, charitable grantmaking in Class 36, and providing online information in the field of mental
health in Class 44. The Examining Attorney based his refusal on the grounds that (1) the Mark

fails to function as a trademark because it is a widely used social message, and (2) the submitted



specimen did not show a direct association between the Mark and the identified services. For the
reasons set forth below, Applicant respectfully disagrees with the Examining Attorney and

requests that the refusal be withdrawn so that the Mark can proceed to publication.

, 7KH ([DPLQLQJIMYWEBHQHFM )DLOV WR 6KRZ 7KDW &RQVXPH

$SSOLFDQWSYYV ODUN DV D :LGHO\ 8VHG 6RFLDO OHVVDJH L
*RRGV DQG 6HUYLFHV WR 6XSSRUW D )DLOXUH WR )XQFW|

7KH ([DPLQLQJ $SWWRUQH\ UHIXV WMENTALJUNEFS BWQIRQ DVVL
A CRIME is a widely used social message and submitting evidence comprised of dictionary
definitons IRU 3SPHQWDO LOOQHVV  DQG 3FULPH ™ WodyyashFWLYHO\ D
trademark uses of the Mark. However, this volume of usage is insufficient to show that the Mark
is incapable of functioning as a source identifier for a failure to function refusal. Supporting such
arefusal requires>H@ YLGHQFH GHPRQVWUDWLQJ WKDW WKH SXEOLF
DV FRQYH\LQJ WKH RUGLQDU\ PHDQLQJ RI WKH PHVVDJH RU I
HQGRUVHPHQW RI WKH PHVVIDY W KK If @ GHVQHF [R\X @ W WK HQD SISO L F
VHUYLFKHOS T E HPSKDVLV DGGHG "KLOH WK GMMPLQLQJ
& Associates, LLGndIn re Hulting these cases are distinguishable, as substantially more
evidence showing a widely used social message was submitted when compared to what was
submitted in the instant case.

The Federal Circuitico DIILUPHG WKH %tRaDEVERNBOOR USRATIEM
was not registrable for tote bags, apparel, and services promoting awareness of the need for
racial reconciliation because the examining attorney submitted substantial evidence, showing the
PDUN RQ 2UHWDLO -paitiesRo/coviRYOaB aBt DWWK VIWGVHQWLPHQW™ DQG 3
pieces, in music, podcasts, and YouTube videos, and by organizations (websites) that support
HITRUWYV WR HU D @IGOXWssots DIH [0 F.4th 1354, 1357 (Fed. Cir. 2024).

Specifically, the examining attorn&yWVTAB appeal briefn the GO case cited 35 product pages



for the identified goods; 15 usages of the mark in articles, videos, advertisements, songs,
podcasts, websites, and social media pasts 3 product pages for other similar go&ise
Exhibit A. Likewise, the Board iRlulting held that NO MORE RINOS! was not registrable,
because the record included evidence that explicitly defined NO MORE RINOS! as a political
VORJDQ PHDQLQJ 31R ORUH 5HSXEOLFDQV ,Q 1DPH 2Q0O\" DQG
PDUNHWSODFH LQ FRQQHFWLRQ ZL W ke Mikindg IDBFS.OR.QRDMW IV LG}
(BNA) 1175, 117879, 1781 (TTAB 2013). The examining attorneyHaulting cited the
following evidence in her TTAB appeal brief: 31 ecommerce merchants selling NO MORE
RINOS! or RINO-formative goods related to the above political slogan, a Google search result
page showing VHDUFK UHVXOWYV IRU 3QuRageRahHbrum @Rs,VKLUWYV ~
blogs, and news articleSeeExhibit B. 7KKHR D & OWHOMHY VKRZ WKDW D IDLOXLU
UHIXVDO UHTXLUHY DW OHDVW WKLUG SDUW\ XVHV LQ FRQC
VHUYLFHV

,Q FRQWUDVW WKH %RDUG KDV UHYHUVHG DQ H[DPLQLQ.
ZKHQ WKH UHFRUG RQO\ LQFOXGHG LQVWDQFHV RI WKH PDI
FRQQHFWLRQ ZLWK WKH DSSOUHG/RRUUL JRORGN\Q O{Q & Wy LFH V
I(;,6 DW #7$% QRQ SUHFRIGHHYOQBDQ ( @EHUSHARME RQ
LQFOXGHG LQVWDQFHV RI 6%< <(6 72 :+3$796 1(;7 LQ WKH FRC
IDLWK PLQLVWU\ LQIRUPDWLRQ RQ SHUVRGDAVIJURZX\WHKK DQG
UHFRUG DFFRUGLQJ WR WKH %RDUG RQO\ 3VKRZ>HG@ GH PL
JURXSY DQG SURJUDPV UHODWHG WRWARPHY RDIQURZWK WRB V
JRRGV UHOLJLRXV ERRNV DQG ZRPHQ V FORWKLQJ RU VHUYI

DQG WHOHYLVLRQ VKRZY UHODWHG WR ZRPEGOW DJLQJ DQG L



$FFRUGLQJO\ WKH %RDUG KHOG WKDW EDVHG RQ WKH UHF

KLV HYLGHQWLDU\ EXUGHQ DQG WKH %RDUGDWHYHUVHG WKH
+HUH WKH HYLGHQFH LQ WKH LQVWDQRUEDMHOHWY PRUH D
(QWHUSUDKMHM WKH IDLOXUH WR IXQFWLRQ UHIXVDO ZDV UHY
W KR RHultingcases. KH ([DPLQLQJ $W W R&/iQdidd] excluiBgRheVibkighG
uses and dictionary definitions, only showed 15 instances of third-party non-trademark uses of
the Mark: 8 opinion pieces, 4 government reports or proposed programs, 2 petitions to drop a
VSHFLILF LQGLYLGXDOYV FULPLQDO FKDUJHYV goddtindy R PHQW D 1
legal services for those with mental illness. January 15, 2025 Final Office Action at TBSR 7
August 9, 2024 Non-Final Office Action at TDSRF2. 1R QH RI WKH ([DPLQLQJ $WWR
evidence shoed any trademark use of the MatlRU $SSOLFDQWYV LGHQWLILHG JR
Unlike theGo andHulting cases, where more than 30 trademark uses for the identified goods
along with a multitude of other trademark and non-trademark uses were submitted, the
([DPLQLQJ $WWRUQH\ Y V-party ripvvedeQdrkHugedare\WsUfitlght to show
that consumers would perceive the Mark as widely used social message in the context of
$ S S O L kder)fdfigdods and services to justify a failure to function refusal. Moreover, the
substantial evidence across different mediunGarshowed that EVERYONE VS RACISM
was a widely used social message in the racial justice field, and the evidehdtnig likewise
showed that NO MORE RINOS! was ubiquitous in Republican politics.
'LWK D UHFRUG RI RQO\ LQVWDQFHV RI WKLUG SDUW\ Q

ZLWK WKH LGHQWLILHG JRRGV DQG VHUYLFHV WKH ([DPLQLQ
LGHQWLFRO LW KO (FDVHU ZBKHWUHYWKH UHFRUG RQO\ LQFOXG

72 :+3$796 1(;7 QRW LQ FRQQHFWLRQ ZLWK WKH DSSORWIG IRU .



$OOHQ (QWWKBULWHRUG KHUH IDOOV VKRUW LQ PHHWLQJ WKF
VXSSRUW D IDLO XU H\coRInglyQNpplidar @spektiuiyvregQests that the

Examining Attorney withdraw his failure to function refusal.

7KH ([DPLQLQJ $WWR U Qh#at Ohy 8 BRJFRONVIFRXQR GDWLRQ ™ ,V

Associated with the Identified Services Rather than the Mark Because the
)RX QG DWLR gppdarg énRhié¢ Specimen Is Unfounded

$Q DSSOLFDQWTTV PDUN LV VWLOO GLUHFWO\ DVVRFLDWH

when there are other marks on the specimép. UH /D 4XLQWD :RUOGZB®&H //&

/(;,6 DW 7% % (non-precedential) (finding that LA QUINTA on the

SSHFLPHQ GLG QRW SUHFOXGH /4 ,1673%$17 +2o06m tefePratidBHQ W LI\L
service);seeln re Holiday Inns, In¢.223 U.S.P.Q. (BNA) 149, 151 (TTAB 1984 , W KDV ORQJ
been recognized that a trademark owner may use more than one mark to identify particular goods
RU VHUYLFHV DQG PD\ XV H. WtkeHiistdhWasd, khid EXabnihtig Wiloméy

incorrectly concludedtha$ SSOLFD QW V V S H F the idéWie@ se®ic@sbetalsk R Z

WKH VSHFLPHQV DOVR LQFOAX®idigy foate]Bahhining XtQIGey,W L R Q
fonsumers are more likely to view the wordifg®zosei Foundatiofias the source of the

applicant's services because . . . fpezosei Foundatiofis the entity providing all of the

relevant services’ + RZHustasin/D 4XLQWD :REROKBZHGHKH % RRQUG IRXQG
INSTANT HOLD was associated witBSSOLFDQWYYVY URRP UHVHUYDWLRQ VHU
specimen also included LA QUINTA, the Mark is likewise still directly associated with the

identified services even though the submitted specimen inclt6e®R]|RVL JRXQGDWLRQ °
$FFRUGLQJO\ WKH SUHVHQFH RI 36R]JRVL )RXQGBWAIKRQ RQ W

from identifying $S S O L E&\Q¥8.1 V



CONCLUSION

$SSOLFDQW EHOLHYHV LW KDV VXIILFLHQWO\ DGGUHVVHC

UHVSHFWIXOO\ UHTXHVWV WKDW WKH ([DPLQLQJ $SWWRUQH\ D

Respectfully submitted,
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Byr~ /-

B. Brett Heavner
Attorney for Applicant

Dated: July 16, 2025

Finnegan, Henderson, Farabow,
Garrett & Dunner, L.L.P.

901 New York Avenue, N.W.

Washington, D.C. 20001-4413

Telephone: 202-408-4073
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From: Hack, Andrea

Sent: 1/10/2022 11:13:44 AM

To: TTAB EFiling

CC:

Subject: U.S.Trademark Application Serial No. 88944728 - EVERYBODY VSRACISM - 014547-60801 -
EXAMINER BRIEF
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Attachment Information:
Count: 1

Files: 88944728.doc



United States Patent and Trademark Office (USPTO)

U.S. Application Serial No. 88944728

Mark: EVERYBODY VS RACISM

Correspondence Address:
PAUL W KRUSE

BONE MCALLESTER NORTON PLLC
511 UNIONSTREET SUITE 1000
NASHVILLE, TN 37219

Applicant: GO & Associates, LLC

Reference/Docket No.014547-60801

Correspondence Email Address:

trademarks@bonelaw.com

EXAMINING ATTORNEY’S APPEAL BRIEF

INTRODUCTION

Applicant has appealed the final refusal based on the failure of applicant’smark, “EVERYBODY
VS RACISM”, to function as a source-identifying mark. The examining attorney respectfully requests that

the final refusal be affirmed.



STATEMENT OF FACTS

The applicant filed the instant application on June 5, 2020. On September 3, 2020, the
examining attorneyrefused registration based on the mark being a non-source-identifying informational
slogan that does not function as a trademark or service mark pursuant to Sections 1, 2, 3, and 45 of the
TrademarkAct. 15 U.5.C. §1051-1053, 1127. The applicant filed a response to the refusal on March 3,
2021, however, the examining attorney issued a final refusal on March 19, 2021. Applicant filed the

instant appeal on September 17, 2021.

OBJECTIONTO NEW EVIDENCE

Applicant has submitted new evidence with its appeal brief. Specifically, applicant has asked the
board to “take judicial notice of the fact that thereis relevant online evidence” of how applicant’s mark
is perceived. With its appeal brief, applicant has now provided new evidence that a friend of the
applicant’s, singer Kacey Musgraves, has tweeted to her Twitter followers that she loves the applicant’s
initiative and hoodies. Also in its appeal brief, applicant has provided new evidence regarding the

number of Twitter followers Ms. Musgraves has.

The record in an application should be complete prior to the filing of an appeal. 37 C.F.R.
§2.142(d); TBMP §§1203.02(e), 1207.01; TMEP §710.01(c). Because applicant’s new evidence was
untimely submitted during an appeal, the trademark examining attorney objects to this evidence and
requests that the Board disregardit, and rejectsthe notion that the Board should take judicial notice of
any online evidence not made of record. See Inre Innat St. John's, LLC, 126 USPQ2d 1742, 1744 (TTAB
2018), aff’'d per curiam, 777 F. App’x 516, 2019 BL 343921 (Fed. Cir. 2019); TBMP §§1203.02(e}), 1207.01;

TMEP §710.01(c).



ISSUE ON APPEAL

The sole issue on appeal is whether the applicant’smark, “EVERYBODY VSRACISM” instandard

characters, is a non-source-identifying slogan that cannot function as a mark for the following goods and

services:

International Class 018: Tote bags.

International Class 025: T-shirts, hoodies as clothing, tops as clothing, bottoms as clothing, and

headwear.

International Class 035: Promoting public interest and awareness of the need for racial

reconciliation and encouraging people to know their neighbor and then affect change in their

own sphere of influence.

ARGUMENTS

L LEGAL STANDARD

A mark that would merely be perceived as a political or social slogan does not function as a
trademark or service mark to indicate the source of applicant’s goods and/or services and to identify
and distinguish them from others. TrademarkAct Sections 1, 2, 3, and 45, 15 U.5.C. §§1051-1053, 1127.
Where a mark consists of an informational social, political, religious, or similar kind of message that
merely conveys suppaort of, admirationfor, or affiliation with the ideals conveyed by the message, it fails
to convey source-identifying significance. See, In re Wal-Mart Stores, inc., 129 USPQ2d 1148, 1160
(TTAB 2018) (holding “INVESTING IN AMERICAN JOBS” not registrable for retail store services or

promoting public awareness of goods made or assembled by American workers because the mark would



be perceived as a phrase “commonly used in the marketplace to convey a particular social and economic

informational message”); TMEP §1202.04(b).

Terms and phrases that merely convey an informational message are not registrable. See lnre
Eagle Crest, Inc., 96 USPQ2d 1227, 1229 (TTAB 2010)(finding “ONCE A MARINE, ALWAYSA MARINE"” an
informational slogan). Determining whether aterm or phrase functions as a trademark or service mark
depends on how it would be perceived by the relevant public. In re Wal-Mart Stores, Inc., 129 USPQ2d
at 1150 (citing D.C. One Wholesaler, inc. v. Chien, 120 USPQ2d 1710, 1713 (TTAB 2016)); TMEP
§1202.04. “The more commonly a [term, phrase, or informational slogan] is used, the less likely that the
public will use it to identify only one source and the less likely that it will be recognized by purchasers as
a trademark [or service mark].” In re Hulting, 107 USPQ2d at 1177 (quoting in re Eagle Crest, Inc., 96
USPQ2d at 1229); TMEP §1202.04(b). Frequent use by others is sufficient to establish a failure of a
slogan to function as a source indicator without any determination of how the applicant uses the mark.
See, D.C. One Wholesaler, Inc., v. Chien, 120 USPQ2d, at 1713 {“the marketplace is awash in products

that display the term| ®DC").

Determining how a mark would be perceived, therefore, involves much more than examining
how the applicant uses the mark, and in fact, applicant’s own manner of usage is significantly less
important thanan examination of usage by others, as it is generally the usage by others that establishes
how commaonly consumers would encounter the slogan. /d. The determination of whethera markis a
commonly used message that conveys meaning about the message rather thanthe source of the goods
and/or services is made by examining how consumers have encountered the term or phrase in use by
different sources in ordinary life, not how consumers have encountered the mark as used by the

applicant. See, in re Hulting, 107 USPQ2d 1175, 1177-79 (TTAB 2013) (holding “NO MORE RINOS!”, a



slogan meaning “No More Republicans In Name Only,” not registrable for a variety of paper items,
shirts, and novelty buttons because the mark would be perceived merely as a commonly used political
message); TMEP §1202.04(b). Where consumers have encountered the term or phrase in common use
by others as conveying an informational message, they would not perceive the applicant’s use as a

source-identifying mark.

Applicant arguesthat the standard to determine whether the mark fails to function as a mark
should be based on how consumers would perceive the slogan “EVERYBODY VS RACISM” as used by the
applicant. However, as stated above, that is not the standard. Applicant relies on non-precedential
cases involving failure-to-function refusals that did not involve informational matter involving political or
social justice slogans to argue that the manner of applicant’s usage should be the primary standardto
determine whether the slogan functions as a mark. For instance, applicant relies on Inre KC Brangs
Food & Beverage Co. LLC, (TTAB Opposition 91203236, May 24, 2013), which involved a mark consisting
entirely of punctuation marks, and in re J. Russell Phelps, Serial No. 76274519 (TTAB April 13, 2004),

which involved ornamental usage of matter not alleged to be informational.

Where the mark is informational, a failure-to-function refusal is appropriate even where the
filing basis is based on the applicant’sintent to use the mark in commerce precisely because applicant’s
usage is much less important than the informational nature of the mark. See, inre Right-On Co., 87
USPQ2d 1152, 1157 (TTAB 2008); TMEP § 1202.04. Any third-party evidence demonstrating that the
public would perceive “EVERYBODY VS RACISM” as merely conveying the ordinary meaning of the
message, or enthusiasm for, affinity with, or endorsement of the message, supports this refusal. TMEP

§1202.04.



The usage of the trademark or service mark symbols (TM and SM) cannot transform
informational matterinto a trademarkor service mark. See, In re Volvo Cars of N. Am. inc., 46 USPQ2d

1455, 1461 (TTAB 1998) (holding that the slogan “DRIVE SAFELY” wasinformational); TMEP § 1202.04.

1. APPLICANT’S MARK, “EVERYBODY ¥S RACISM” IS A WIDELY USED ANTI-RACISIM SLOGAN.

Applicant has applied to register the mark, “EVERYBODY VSRACISM” in standard charactersfor:

International Class 018: Tote bags.

International Class 025: T-shirts, hoodies as clothing, tops as clothing, bottoms as clothing, and

headwear.

International Class 035: Promoting public interest and awareness of the need for racial

reconciliation and encouraging people to know their neighbor and then affect change in their

own sphere of influence.

The phrase “EVERYBODY VSRACISM” is a commonly used message used to convey anti-racist
sentiment. Examplesof the usage of the phrase have been attached as evidence to the Office actions in

this matter. They include:

e An article in the military newsletter for Joint Base Andrews, written by Senior Master Sargeant
Shania Porter, titled “Everybody vs. Racism: My Money is on Everybody” discussing the Black Lives
Matter movement, and specifically the killings of Ahmaud Arberyand George Floyd, in relationto
racial disparities in the Air Force's military justice system. Sept. 3, 2020 Office Action, TSDR pp. 4-
8.

e An article by Bracken Darrel, the CEO of Logitech, titled “Everybody vs Racism” with a photograph

of a hand-scrawled sign on a piece of cardboard held by a protestor also reading “Everybody vs



racism” and discussing what companies must do to fight racist practices and people within their
organizations. Sept. 3, 2020 Office Action, TSDR pp. 27-29.

A YouTube video, showing a conversation between professional football players titled “This is
Everybody vs. Racism” listed as being “about racism and the recent protests.” Sept. 3, 2020 Office
Action, TSDR pp. 30-31.

n

A video on the NBA.com website titled “Mark Davis: ‘It is Everybody vs. Racism,”” showing an NBA
official discussing the “decision to march in support of NBA players’ decision to protest.” Sept. 3,

2020 Office Action, TSDR pp. 32-35.

An advertisement on www.Amazon.com for a rap single titled “Everybody Vs. Racism” by ¥R that

asks “Why is condemning racism a debate?” March 19, 2021 Office Action, TSDR pp. 26-28.

A song on Spotify by Jah Digga titled “Everybody VS Racism.” March 19, 2021 Office Action, TSDR
pp. 15-16.

A song on Apple Music titled “Everybody Vs. Racism” by Lamingo Tomlin. March 19, 2021 Office
Action, TSDR pp. 24-25.

An article on CompeteNetwork.com discussing why NBA referees wore “Everybody vs. Racism” t-
shirts in support of the NBA’sdecision to postpone playoff games after the Jacob Blake shooting
by police. The refereesissued a statement that their wearing of the shirts indicated their stand
against racism and their grief for black lives taken too soon. The graphics in the article include a
gray square prominently displaying the slogan “Everybody vs. Racism.” Sept. 3, 2020 Office
Action, TSDR pp. 40-41.

A podcast on the Michael V Marvelous Podcast on Stitcher, showing that episode number 149,
titled “Everybody Vs Racism!!!”, discusses the Black Lives Matter movement and how racism is

“still real.” Sept. 3, 2020 Office Action, TSDR pp. 46-47.



The website for the National Basketball Referees Association shows a photograph of the referees,
all cladin shirts reading “Everybody vs. Racism” with an article about how the referee association
is “Anchored in Anti-Racism.” The photograph has the wording “Everybody vs. Racism”
prominently displayed over the facesof the referees. The website indicates that theyare fighting
“against the continued unjustified killing and systemic racism” and statesthat theyare partnering
with Men for Hope (an organization that does not appearto be related to applicant) in selling t-
shirts emblazoned with the slogan “Everybody vs. Racism.” They state that all proceeds from the
sale of the shirts will go to Men for Hope. Sept. 3, 2020 Office Action, TSDR pp. 50-51.

A video on the First Baptist Church of Aurora, Indiana website with a message from the pastor
preaching against racism. The title of the video is “Everybody vs. Racism.” Sept. 3, 2020 Office
Action, TSDR pp. 52-54

A DeadlineDetroit.com editorial from Greg Bowens, a past president of the local NAACP branch,
titled “Detroit, London, Grosse Pointe — It's Not Black Vs White, It's Everybody Vs Racism.” March
19, 2021 Office Action, TSDR pp. 17-18.

A Southeast Youth and Family Services website page with a message from their Board of Directors
titled “It's Everybody Vs. Racism” discussing how the deaths of George Floyd, Breonna Taylor,
Manuel Ellis, and Charleena Lyles have caused protests throughout the country, and particularly
in Seattle, to stand against police violence and racism. The article ends with the statement that
“it all boils down to a simple idea: It’s everybody vs. racism.” March 19, 2021 Office Action, TSDR
pp. 19-21.

Momina Rehman’s Dribble page showing her design portfolio that includes designs for posters
and shirts with “Everybody Vs Racism” repeated three times with design elements. March 19,

2021 Office Action, TSDR p. 36.



¢ |nstagram posts showing protestors with anti-racism signs, discussing pervasive racism, and using
the wording “Everybody vs. Racism.” March 19, 2021 Office Action, TSDR pp. 41-42.
The evidence in this case includes a significant number of shirt sales, showing that the mark is
widely used by others to convey their political and social sentiment through the wearing of the shirt in
public and at political protests. Significantly, many of the sellers of these shirts specifically address the

message of the shirts in their advertising. For instance:

¢ The t-shirts advertised on www.shoprehabtime.com, captured during the time of Black Lives

Matter protesting, indicate that “during this time of crisis,” all the profits from the shirt will go to
minority families in need because “[w]hen we all come together, there’'s nothing that can stop
us!”. Sept. 3, 2020 Office Action, TSDR pp. 17-19.

e The evidence from the Etsy website shows significant usage of the “EVERYBODY VS” and “VS
EVERYBODY” in the t-shirt category, with “EVERYBODY” being “VS” dogs, Detroit, Wakanda,
Trump, injustice, Covid, etc. Importantly, “EVERYBODY VS” on the Etsy evidence provided shows
the “¥S” target is racists and racism in shirts sold by 23 providers. Sept. 3, 2020 Office Action,
TSDR pp. 22-26. Additional products are shown with similar, but not verbatim, sentiments. Note
that derivatives or variations of widely used messages fail to function where the conveyed
message includes the same informational matter. See, In re Remington Prods., Inc., 3 USPQ2d
1714, 1715 (TTAB 1987) (finding “PROUDLY MADE IN THE USA” informational in nature despite
“PROUDLY” not being part of the message when used by third parties).

e So Fantasy website, selling files compatible with screen printing and cutting machines with the
“Everybody vs Racism” slogan so that protesters can print their own shirts, which categorizes

these files under their “Black Lives Matter” category. Sept. 3, 2020 Office Action, TSDR pp. 42-45.



The clothing on www.suppliesforallies is sold under the tagline “The goal is simple: Eliminate

Racism. Everybody. Everyday.” March 19, 2021 Office Action, TSDR pp. 7 and 61-66; Sept. 3,
2020 Office Action, TSDR pp. 48-49.

The shirt on www.teepublic.comis listed in their “Black Lives Matter” designs category, and they

advise that if consumers are interested in related categories for shirts, they can search in the
African American, Black Power, or Black History Month categories. Sept. 3, 2020 Office Action,
TSDR pp. 15-21.

FTWRBrand.com lists a hoodie with “Everybody vs Racism” on it wherein proceeds are donated
to Color of Change, Equal Justice Initiative, BlackLivesMatter.com, andthe NAACFP Legal Defense
and Education Fund. Sept. 3, 2020 Office Action, TSDR pp. 9-11.

Redbubble.com lists its “Everybody vs Racism” shirts tagged with the following tags: social justice,
racism, slavery, reparations, African American, black lives matter, police brutality, protest, white
supremacy, George Floyd, Ahmaud Arbery, Breonna Taylor, and police, among other tags,
indicating that they expect consumers looking for these shirts touse these searchterms. Sept. 3,
2020 Office Action, TSDR pp. 12-18.

The shirts on Bonfire.com, with the wording “Everybody vs. Racism,” show that the website
advertises that “We are one human family. Together we can end racism.” The shirts are listed
under their advocacy and social justice categories on their website. March 19, 2021 Office Action,
TSDR pp. 2-4.

The Brianna Blue website advertises t-shirts as well as blankets emblazoned with an image of a
woman wearing an “Everybody vs Racism” t-shirt. March 19, 2021 Office Action, TSDR pp. 22-23.
TeeHarivar.com lists its “Everybody vs Racism” shirts under the following categories: Political,
Black Lives Matter, | Can’t Breathe, BLM, and Anti-Racism. March 19, 2021 Office Action, TSDR

pp. 31-33.



e The “Everybody vs Racism” hats advertised on LivingMyLife.com have the wording “one race,
human race” on the back side of the hats. March 19, 2021 Office Action, TSDR pp. 34-35.

e Other “Everybody vs Racism” shirts are sold on SoloBoxing.com (March 18, 2021 Office Action,
TSDR p. 29) and VsEverybody.com (Sept. 3, 2021 Office Action, TSDR pp. 2-4), tote bags on
Redbubble.com (March 19, 2021 Office Action, TSDR pp. 43-48) and ArtByBriannaBlue.com
(March 18, 2021 Office Action, TSDR pp. 52-53), stickers and pins on Etsy.com (March 19, 2021
Office Action, TSDR pp. 49-51), mugs on Amazon.com {(March 13, 2021 Office Action, TSDR pp. 54-
57), bibs and mugs on Kidozi.com (March 1%, 2021 Office Action, TSDR pp. 58-60), hats on
CDKfitness.com (Office Action March 19, 2021 TSDR p. 9}, etc.

The evidence shows widespread usage of the wording in applicant’s mark (or highly similar,
derivative, wording) used specifically as a political or social justice informational message: that all
people should combat racism, that racism must be fought by everyone as it pervades society as a whole.
The message’ssuccinct, directimpact makes it useful as an informational message — it fits well on t-
shirts and protest signs, and it sends the message that all people are responsible for combating the ills of
racism in society — it lets no one off the hook. The evidence shows that anti-racists have quickly seen
the impact of the message and used it, repeatedly, to convey their sentiment. The widespread use
throughout the country, as shown by the evidence of record, shows that consumers will gravitate
toward the message as an informational battle cry. See, D.C. One Wholesaler, inc., 120 USPQ2d at 1716
{“customers purchase the product precisely because it is ornamented with a display of the term in an

informational manner, not associated with a particular source").

By contrast, there is no evidence showing that consumers will recognize the wording
“EVERYBODY VSRACISM” asan indicator of source, that they recognize the wording as a
trademark/service mark, or that they purchase goods or services from the applicant due to a recognition

of applicant as the source of goods and services.



Applicant’s evidence regarding the timeline of the usage by the public does not establish that
the mark is used by others to identify the source of applicant’s goods and services. Rather, thistimeline
shows the general timeline for the anti-police violence and anti-racism protests in the wake of the
George Floyd killing, as shown by the article from the New York Times. March 19, 2021 Office Action,
TSDR pp. 67-85. As shown by this article, George Floyd was killed on May 25, 2020, the time that
applicant claims there was a significant uptick in searches for “EVERYBODY VSRACISM”. id. Inother
words, those who wished to purchase goods that reflected their political and social sentiment — goods
that expressed their outrage, hurt, and fear regarding continued assault on black bodies — searched for

these goods, and searched for anti-racism information, during a time of heated, daily nationwide

protests involving protected political speech.

The drop in searches during late summer of 2020 coincides with the reduction in nationwide
protests, as shown by the New York Times evidence. [d. This article shows that there was a drop in
searches during a time when people felt less of a call to express the overall sentiment that applicant’s
mark conveys, or suffered from protest-exhaustion, ratherthan applicant’s successful policing of its
mark and education of the public regarding any source-indicative nature of the phrase “EVERYBODY VS
RACISM”. Itis noted that applicant’sdates of use for its mark post-date the date of George Floyd's

killing and coincide with nationwide expression of outrage against racism.

Applicant’s argument that the drop in searches for “EVERYBODY VSRACISM” by October, 2020
show that applicant successfully policed its markis not supported by evidence. Applicant argues that
the NBA ceased using the slogan after learning that Applicant claimed ownership of the slogan.
However, there is no evidence that the NBA has actually learned of applicant’s claim of ownership.
There is no evidence that the NBA has abandoned the slogan, does not currently use the slogan, or has

issued any statement that the applicant has a proprietaryinterest in the slogan. Rather, the evidence of



record shows that the NBA referees partnered with a different organization, Men for Hope, to sell their
own shirts emblazoned with the slogan. Sept. 3, 2020 Office Action, TSDR pp. 50-51. Applicant has not
presented any evidence of any third parties acknowledging applicant’s ownership of the slogan

whatsoever.

That the usage of the phrase “EVERYBODY VS RACISM” is less ubiquitous than it was at the
height of the George Floyd protests does not mean that it is not still in common use or should be taken
out of the parlance of free expression of palitical and social sentiment. |In a precedential decision, the
Boardrecently upheld the finding that the phrase “40-0” failed to function as a mark as it succinctly
expresses an informational slogan, namely, the desire for a perfect NCAA Division 1 basketball season.
University of Kentucky v. 40-0, LLC, Opposition No. 91224310 (March 4, 2021). It is quite likely that the
public’s use of the phrase “40-0" is cyclical as well, with consumers expressing the sentiment during

basketball season much more so than during other times of the year.

Just as the sentiment that “thoughtsand prayers” should be sent to victims of gun violence are
cyclical, with the sentiment being expressed in the wake of mass shootings, the phrase “EVERYBODY VS
RACISM” is cyclical. It has, and will continue, to be used in the wake of widely publicized racist incidents.
Sadly, it is unlikely that the George Floyd killing will be the last racially inspired killing of a black man in
this country. Sadly, there will likely be another incident before too long that will re-ignite the public’s
passion and inspire people to again express their desire for a unified attackagainst racism. Sadly, the
need to be able to express that one believes everyone should be against racism will arise again. Those
who wish to be able to express that sentiment should be free to do so without paying a licensing fee to
someone who sees an opportunity to co-opt a political message by filing for a registration for that

message.



1l. ALLOWING ONE PARTY TCO CO-OPT A WIDELY USED PROTEST SLOGAN INHIBITS FREE
EXPRESSION AND LIMITS POLITICAL SPEECH.

Applicant arguesthat because the Office no longer refuses marks based on an immoral or
scandalous message, it should extend the same leewayto informational matter. However, the free
speech considerations in matterssuch as Matalv. Tam point to exactly the opposite conclusion. 582
U.S.__ {2017). The considerations behind the Tam decision were based on the “bedrock principle” of

First Amendment law — the need to enable the expression of ideas that some may find offensive. Matal

v. Tam (“speech may not be banned on the grounds that it expresses ideas that offend.”)

Unlike applications refused based on the potentially offensive content of the mark, the rationale
behind not allowing registration of common and/or informational slogans is that registration on the
Principal Register grants exclusive right to use the mark in commerce, which includes implicitly the right
to exclude others from using the mark. B&B Hardware, Inc. v. Hargis ind., Inc., 135S. Ct. 1293, 1300
(2015). A refusal based on offensiveness was a limitation on commercial speech, limiting a provider of
goods and/or services from protection for its use of offensive (but not informational) mattertoindicate

the source of its goods and/or services.

A refusal based on a failure to function due to the informational nature of the mark is not a
limitation on speech, but rather an expansion of commercial speech in that it enables the marketplace
as a whole to use the informational speech to communicate the information within the speech. See, In
re Styleclick.com inc., 58 USPQ2d 1523, 1527 (TTAB 2001). Granting applicant the right to exclude
others from using the wording “EVERYBODY VS RACISM” to promote the need for racial reconciliation
would seriously impede the heartfelt need of citizens of the country toexpress what is (hopefully) a

commonly shared sentiment: that everybody should be against racism.



Iv. APPLICANT’S MANNER OF USAGE DOES NOT OVERCOME THE FAILURE-TO-FUNCTION
REFUSAL.

Applicant arguesthat, because thereis no direct evidence of record regarding how consumers
have perceived applicant’s usage, the examining attorney has failed to establish a failure of the slogan to
function as a mark. Hwever, the standard is not reliant on the manner of the applicant’susage. D.C.
One Wholesaler, inc., 120 USPQ at 1716 (holding that “I ®DC” would be perceived as informational

IH

“even when displayed on a hangtag or label”). Evidence of widespread usage by others, the primary
means to establish how consumers would view an informational slogan, is clear:itis in the actual usage,
time and again, by a wide variety of consumers, as marshalled above. That there is no direct evidence of
usage by the applicant, other than the applicant’s specimen, is perhaps indicative of applicant’ssmall

footprint in the marketplace —and in the marketplace of ideas — regarding the sentiment expressed by

this political and social justice slogan.

Applicant’s specimen does little, if anything, to establish applicant’s presence in the
marketplace. The specimen shows applicant using the mark (in what would be an ornamental manner if
not for applicant’s usage in International Class 035} on shirts and bags offered for sale, and also with a
website replete with broad statements about the need for racial harmony and change. What the
website specimen does not establish is any actual accomplishments or presence on the national (or
other) stage. While the applicant’s specimen presents many goals and aspirations, it does not show any
partnerships, achievements, or third-party coverage. Applicant’sargument that it heavily promotes and
advertises its goods and services through social media accounts is conclusory, not supported by

evidence, and pales compared to the widespread usage by others that is of evidence.

Applicant’s argument that it regularly uses the trademark (TM) symbol in conjunction with

“EVERYBODY VS RACISM” does not overcome a refusal based on informational matter. TMEP § 1202.04.



Moreover, while applicant’s specimen shows that applicant does use the trademark symbol in some
places on the website, the usage is inconsistent. For instance, in the applicant’s mission statementand
in the section titled “our vision,” the wording is used without any trademark or service mark symbols.

March 11, 2021 Amendment to Allege Use, TSDR pp. 2-25.

CONCLUSION

The applicant’smark, “EVERYBODY VSRACISM” in standard characters, is informational in
relation to applicant’sgoods and services. The widespread usage by a variety of other sources, usage
that has been specifically shown to be inextricably tied to the content of the message, shows that
consumers would perceive the slogan as indicating a political message or a message of social importance

rather than as indicating the source of the goods and services.

For the foregoing reasons, it is respectfully requested that the Trademark Trialand Appeal

Board affirm the examining attorney’srefusal to register the mark under Sections 1, 2, 3, and 45 of the

Trademark Act.

Respectfully submitted,

/Andrea R. Hack/
Andrea Hack
Examining Attorney
Law Office 108
571-272-5413

andrea.hack@ uspto.gov



Kathryn E. Coward
Managing Attorney
Law Office 108
571-272-9468

kathryn.coward@ uspto.gov
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United States Patent and Trademark Office (USPTO)
Office Action (Official Letter) About Applicant’s Trademark Application

U.S. Application Serial
No. §8944728

Mark: EVERYBODY
VS RACISM

Correspondence
Address:

PAUL W.KRUSE
BONE MCALLESTER
NORTON PLLC

511 UNION STREET,
SUITE 1600
NASHVILLE, TN 37219

Applicant: GO &
Associates, LLC

Reference/Docket No.
014547-60801

Correspondence Email
Address:

trademarks@bonelaw_com

NONFINAL OFFICE ACTION

The USPTO must receive applicant’s response to this letter within six months of the issue date below or the application will be abandoned.
Respond using the Trademark Electronic Application System (TEAS). A link to the appropriate TEAS response form appears at the end of this
Office action.

Issue date: September 03, 2020

The referenced application has been reviewed by the assigned trademark examining attorney. Applicant must respond timely and completely to
the issue(s) below. 15 U.S.C. §1062(b); 37 C.E.R. §§2.62(a). 2.65(a): TMEP §§711, 718.03.

Search Results

The trademark examining attorney searched the USPTO database of registered and pending marks and found no conflicting marks that would bar
registration under Trademark Act Section 2(d). 15 U.S.C. §1052(d); TMEP §704.02.



However. the applicant must address the following issues detailed below:

« Common slogan refusal; and
» Classification requirement.

Refusal — Non-Source Identifying Slogan

Registration is refused because the applied-for mark is a slogan or term that does not function as a trademark or service mark to indicate the
source of applicant’s goods and/or services and to identify and distinguish them from others. Trademark Act Sections 1, 2, 3, and 45, 15 U.S.C.
§§1051-1053. 1127. In this case, the applied-for mark is an informational social. political, religious, or similar kind of message that merely
conveys supportt of, admiration for, or affiliation with the ideals conveyed by the message. See In re Wal-Mart Stores, Inc.. 129 USPQ2d 1148.
1160 (TTAB 2019) (holding INVESTING IN AMERICAN JOBS not registrable for retail store services or promoting public awareness of goods
made or assembled by American workers because the mark would be perceived as a phrase “‘commonly used in the marketplace to convey a
particular social and economic informational message™): Jr re Hulting, 107 USPQ2d 1175, 1177-79 (TTAB 2013) (holding NO MORE RINOS!.
a slogan meaning “No More Republicans In Name Only.” not registrable for a variety of paper items, shirts, and novelty buitons because the
mark would be perceived merely as a commonly used political message); TMEP §1202.04(b).

Terms and phrases that merely convey an informational message are not registrable. See In re Eagle Crest, Inc.. 96 USPQ2d at 1229.
Determiining whether a term or phrase functions as a trademark or service mark depends on how it would be perceived by the relevant public. In
re Wal-Mart Stores, Inc.. 129 USPQ2d at 1150 (citing D.C. One Wholesaler, Inc. v. Chien, 120 USPQ2d 1710, 1713 (TTAB 2016)): In re Eagle
Crest, Inc., 96 USPQ2d 1227, 1229 (TTAB 2010); TMEP §1202.04. “The more commonly a [term or plirase] is used. the less likely that the
public will use it to identify only one source and the less likely that it will be recognized by purchasers as a trademark [or service mark].” In re
Hulting, 107 USPQ2d at 1177 (quoting In re Eagle Crest, Inc.. 96 USPQ2d at 1229): TMEP §1202.04(b).

The attached evidence shows that this terin or phrase is a comunonly used message that conveys an anti-racist sentiment. Because consumers are
accustoined to seeing this 1nessage used in ordinary language by many different sources, they would not perceive it as a mark that identifies the
source of applicant’s goods and/or services but rather only as conveying an informational message.

Specifically, the evidence shows that this phrase has been adopted by the referees in the National Basketball Association, is the title of rap songs.
used as the subject matter of various articles, podcasts, church serinons, YouTube videos, etc. The evidence also shows the widespread use and
sale of articles of clothing (mostly t-shirts) by multiple and varied sources such that consumers would be accustomed to seeing the saying
“EVERYBODY VS RACISM” and would perceive this as a slogan meant to convey a condemmation of racism and racist acts. Consumers
would not perceive the mark “EVERYBODY VS RACISM?” as conveying source-identifying information based on the widespread use. Rather,
they would imimediately understand the mark as conveying informational matter.

Accordingly. the mark is refused regisiration on the Principal Register. Although applicant’s mark has been refused regisiration, applicant may
respond to the refusal by submitting evidence and arguments in support of registration.

An applicant may not overcoine this refusal by amending the application to seek registration on the Supplemental Register or asserting a claiin of
acquired distinctiveness under Section 2(f). TMEP §1202.04(d): see In re Eagle Crest, Inc.. 96 USPQ2d at 1229. Nor will submitting a
substitute specitnen overcome this refusal. See TMEP §1202.04(d).

Requiremeut — Classification

Proper classification of goods and services is a purely adminisirative matter within the sole discretion of the USPTQ. See In re Faucher Indus.
Inc.. 107 USPQ2d 1355, 1357 (TTAB 2013) (quoting In re Tee-Pak, Inc.. 164 USPQ 88. 89 (TTAB 1969)).

Current Identification and Classification

Applicant’s cwrrent identification reads (applicant should note that the wording requiring amendment, as discussed further below, has been
highlighted in bold font):

International Class 035: Tote bags; t-shirts, hoodies as clothing, tops as clothing, bottoms as clothing, and head wear; and
promoting public interest and awareness of the need for racial reconciliation and encouraging people to know their neighbor and
then affect change in their own sphere of influence.




The proper classification for the highlighted items is as follows:

International Class 018: Tote bags:

International Class 025: T-shirts. hoodies as clothing, tops as clothing. bottoms as clothing, and headwear.

International Class 035: Promoting public interest and awareness of the need for racial reconciliation and encouraging people to
know their neighbor and then affect change in their own sphere of influence.

Additionally, applicant has provided the application fee for only one intemational class. Thus, not all international classes in the application are

covered by the application fee. Because of this disparity, applicant inust clarify the number of classes for which registration is sought. See 37
C.FR. §§2.32(d), 2.86.

Applicant may respond by (1) adding one or more international class(es) to the application, and reclassifying the above goods and/or services
accordingly; or (2) deleting from the application the goods and/or services for all but the number of international class(es) for which the
application fee was submitted. See 37 C.F.R. §§2.86(a). 6.1; TMEP §§1403.02 ef seq. If applicant adds one or more international classes to the
application. applicant must comply with the multiple-class application requirements specified in this Office action.

While an application may be amended to clarify or limit the identification, additions to the identification are not permitted. 37 C.F.R. Section
2.71(a); TMEP §1402.06. Trademark Rule 2.71(a). 37 C.F.R. §2.71(a), restricts amendments to the identification of goods or services as
follows, “The applicant may amend the application to clarify or limit, but not to broaden, the identification of goods and/or services.” This rule
applies to all applications.

Therefore, the applicant may not amend to include any goods or services that are not within the scope of goods or service set forth in the present
identification.

For assistance with identifying and classifying goods and services in trademark applications. please see the USPTO’s online searchable U.S.
Acceptable Identification of Goods and Services Manual. See TMEP §1402.04.

Adding Classes

The application identifies goods and/or services that must be classified in wore than one intemational class; therefore, applicant must satisfy all
the requirements below for each intemational class based on Trademark Act Section 1(b):

(1)  List the goods and/or services by their international class number in consecutive numerical order. starting with the lowest
mmbered class.

(2) Submit a filing fee for each international elass not covered by the fee{s) already paid (view the USPTO’s current fee schedule ).
Applicant must either submit the filing fees for the classes not covered by the submitted fees or restrict the application to the number
of classes covered by the fees already paid.

See 37 C.F.R. §2.86(a); TMEP §§1403.01. 1403.02(c).

For an overview of the requirements for a Section 1(b) 1nultiple-class application and how to satisfy the requireinents online using the Trademark
Electronic Application System (TEAS) form, see the Multiple-class Application webpage.

Advisory — Potentially Ornamental Usage

Applicant is advised that. upon consideration of an allegation of use. registration may be refused on the ground that the applied-for mark as used
on the specimen of record is merely a decorative or ornainental feature of the goods and. thus. does not function as a trademark to indicate the
source of applicant’s goods and to identify and distinguish them from others. Trademark Act Sections 1, 2, and 45, 15 U.8.C. §§1051-1052,
1127; see In re David Crystal, Inc., 296 F.2d 771, 773, 132 USPQ 1, 2 (C.C.P.A. 1961); In re Villeroy & Boch S.A.R.L.. 5 USPQ2d 1451,
1454-55 (TTAB 1987); TMEP §§904.07(b). 1202.03 et seq.

The following factors are considered when detenmining whether the public would perceive the applied-for mark as a trademark or merely as a
decorative or omamental feature: the conunercial impression made by the mark on the specimen, any prior registrations of the same mark for
other goods and/or services, promotion of the applied-for mark as a trademark. and the practices of the relevant trade. See In re The Todd Co.,
290 F.2d 597, 599-600, 129 USPQ 408, 409-10 (C.C.P.A. 1961); In re Dimitri’s Inc.. 9 USPQ2d 1666, 1668 (TTAB 1988); In re Paramount



Pictures Corp., 213 USPQ 1111, 1115 (TTAB 1982); In re Jockey Int’l, Inc.. 192 USPQ 579, 581-83 (TTAB 1976): TMEP §§1202.03 ef seq.
For more information. see the Ornamental Refusal webpage.

Response Guidelines

For this application to proceed toward registration, applicant must explicitly address each refusal and/or requirement raised in this Office action.
If the action includes a refusal, applicant may provide arguments and/or evidence as to why the refusal should be withdrawn and the mark should
register. Applicant may also have other options for responding to a refusal and should consider such options carefully. To respond to
requirements and certain refusal response options, applicant should set forth in writing the required changes or statements.

Please call or email the assigned trademark examining attorney with questions about this Office action. Although an examining attomey cannot
provide legal advice. the examining attorney can provide additional explanation about the issues in this Office action. See TMEP §§705.02,
709.06.

The USPTO does not accept emails as responses to Office actions; however. emails can be used for informal communications and are included in
the application record. See 37 C.F.R. §§2.62(c), 2.191; TMEP §§304.01-.02. 709.04-.05.

How to respond. Click to file a response to this nonfinal Office action.

/Andrea R. Hack/
Andrea Hack
Examining Attorney
Law Office 108
571-272-5413
andrea.hack@uspto.gov

RESPONSE GUIDANCE
« Missing the response deadline to this letter will cause the application to abandon. A response or notice of appeal must be received by
the USPTO before nridnight Easteru Time of the last day of the response period. TEAS and ESTTA maintenance or unforeseen
circumstances could affect an applicant’s ability to timely respond.

« Responses signed by an unauthorized party are not accepted and can cause the application to abandon. If applicant does not have an
attorney, the response must be signed by the individual applicant. all joint applicants. or someone with legal authority to bind a juristic
applicant. If applicant has an attorney, the response must be signed by the attorney.

« If needed. lind contact information for the supervisor of the office or unit listed in the signature block.
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who was explaiming to his Airmen how he = opposed to black peopia maving inlo s communiy and we are only good for playing haskeibail | did
everything | was tramed to do. | addressed the officer and told fim fis: were iste, and then | o my |eadership and reparted
fhe incident tn Equal Opportunity

Wy leadership did evaryihing bul what they were irained fo do. They fumed their backs on ma and told me | was bringing negatve attention to tha
sauadron. My leadershin's actions violeted our Al Force velues. Although this was a i EXper for me, | d optimistic. One bad
Airman doesn 1 erase the many great leaders 've worked for and with

| am sl optimistic about the Tulura of our country ant the Alr Fores. Having our Alf Forea lsadars admilting there sdre problems within our branch,
waorking towards the justice system reform, and diversitying the leadersnip tiers is.a great start. We are moving in the nght direction. All within the
21 cantury we have e st black i . & black Thig! Master Sergoeant of the Air Force, & black famale Thenderbird officar, and
mosl recently, we are calebrating the apponting of the first black Chiel of Staff of the &r Force and the first woman CIMSAF. Thess ars amanng
accomplishments and are long overdue. | ook forward to seeing the first woman and other firsts from different sthnic groups. Seeng the diversity
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From: Sonneborn, Tricia
Sent: 7/3/2012 8:38:38 AM
To: TTAB EFiling

CC:

Subject: U.S. TRADEMARK APPLIBTION NO. 77666826 - NO MORE RINOS! -
N/A - EXAMINER BRIEF
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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

APPLICATION SERIAL NO. 77666826
MARK : NO MORE RINOS! *77666826*
CORRESPONDENT ADDRESS

EVAN T HULTING GENERAL TRADEMARK INFORMATION:

http://www.uspto.gov/main/trademarks.htm
10729 PARK HEIGHTS AVENUE

OWINGS MILLS, MD 21117 TTAB INFORMATION:
http://www.uspto.gov/web/offices/dcom/ttab/index.html

APPLICANT : HULTING, THOMAS J.

CORRESPONDENT’'S REFERENCE/DOCKET NO:
N/A

CORRESPONDENT E-MAIL ADDRESS:
thomashulting@gmail.com

EXAMINING ATTORNEY'S APPEAL BRIEF

|. Statement of the Case

Applicant has appealed the examinirigraiey’s final refusal to register the proposed
mark, NO MORE RINOs!, in standardatacters for “Adhesive-backed letters and
numbers for use in making posters; Adventyssigns of paper or cardboard; Bumper
stickers; Printed paper signsjriRed paper signs, namely, talikents; Stickers; Stickers
and decalcomanias” in International Class 088ijrts; Short-sleeved or long-sleeved t-
shirts; Short-sleeved shirts;shirts; Wearable gements and clothing, namely, shirts” in
International Class 025, and “Campaign butfdwisvelty buttons” innternational Class
026.

The examining attorney finally refusesgistration on the grounds that the applied-for
mark, as used on the specimens of record |étysornamental in nare and incapable of

functioning as a trademark to identify andtdiguish applicant'goods from those of



others and to indicate tls®urce of applicant’'s goods umde@ademark Act Sections 1, 2

and 45, 15 U.S.C. 881051-1052, 1127; TMEP §81202t828q

Il. Facts

On February 9, 2009, applicant filediatent-to-use based application for the mark
NO MORE RINOs! seeking registration on tRencipal Register for the above noted
goods in International Classes 016, 025 and 026. Following examination and publication,
a Notice of Allowance was issued on AupBS, 2009. Applicant filed a Statement of
Use on January 8, 2010, supported by three specimens showing the mark on a bumper
sticker/lawn sign, a t-shirt and a button.

A non-final Office actin issued on March 20, 2010 refugiregistration in all classes
on the grounds that the specimens were ornahbkut capable in nature and thus, failed
to function as a trademark to identify asidtinguish applicant’s goods from those of
others and to indicate the source @& oods. Prior to receiving a response, the
examining attorney issued a supermgdOffice action on July 6, 2010 thereby
withdrawing the merely ornamental but calgatefusal and, instéarefusing registration
in all classes on the grounds that the gpeais consisted of informational matter and
thus failed to function as a trademarkdentify and distinguish applicant’s goods from
those of others and to irddite the source of the goods.

On January 6, 2011, applicant filedeaponse to the non-final Office action with
substitute specimens of use. Applicaohtended that these specimens should be
accepted because of the addition of “by &atan Enterprises” beneath the proposed

mark NO MORE RINOs!.



On January 31, 2011 the examining attorney issued another non-final Office action
maintaining the refusal on the grounds tih@t specimens consisted of informational
matter, but additionally refusing registration the grounds that the applied-for mark, as
used on the specimens of record, is sabehamental in nate and incapable of
functioning as a source-identifier fop@icant’s goods. On August 1, 2011, applicant
responded to the non-final Office action arguthat the use of NO MORE RINOs! on
lawn signs, bumper stickers, t-shirts anttdms equated to the use of an inverted Y
design on underweain re Jockey Int’l, Inc 192 USPQ 579 (TTAB 1976pn August
19, 2011, the examining attorney issued an Office action finally refusing the mark solely
on the grounds that the applied-for mark, as used on the specimens of record, is clearly
ornamental in nature and incapable of tioyuing as a source-identifier for applicant’s
goods. The examining attorney did not isadal with respect to the informational
matter refusal.

On February 21, 2012, applicant filed a Request for Reconsideration and a Notice of

Appeal to the Board. The Request for Reconsideration was denied on March 13, 2012.

[ll. Argument

The only issue before the Board is dineamentality of the applied-for-mark as used
on all specimens of record.

When evaluating a mark that appdarnse ornamental, “the size, location, dominance
and significance of the alleged mark as apigitethe goods” are lakelevant factors in
determining whether it is inherently distinctiie.g., In re Pro-Line Corp 28 USPQ2d

1141, 1142 (TTAB 1993)n re Dimitri’s Inc., 9 USPQ2d 1666, 1667 (TTAB 1988);re



Astro-Gods Ing 223 USPQ 621, 623 (TTAB 1984); TMEP 81202.03(a). Although there is
no prescribed method or place for affixatioraahark to goods, the location of a mark on
the goods “is part of the environment in white [mark] is perceed by the public and .
.. may influence how the [mark] is perceivedii're Tilcon Warren In¢.221 USPQ 86,
88 (TTAB 1984);see In re Paramount Pictures Cor@l3 USPQ 1111, 1115 (TTAB
1982). Thus, where consumers have bmmditioned to recognize trademarks in a
certain location, as on the breasta of a shirt, ornamentalatter placed in a different
location is less likely to be pereeid as an indicator of sourc€eeTMEP §1202.03(a),
(b). Finally, not every word, design, symbolsbogan used in the sale or advertising of
goods and/or services functioas a mark, even though anlividual may have adopted it
with the intent to do soThe USPTO will not register a designation unless purchasers
would be likely to regard it as source-indicator for the goodk re Manco, Ing.24
USPQ2d 1938 (TTAB 1992); TMEP 81202.

In the present application, the bumgticker, lawn sign and button specimens show
the mark NO MORE RINOs! appearing in larkptters splayed acss the entire item.
The slogan has no source-iadiing significance for the gootteemselves. Rather, upon
seeing the bumper stickers, lawn signs,ittstand buttons, consumers and others will
not know the source of the goods but will instead understand the meaning behind the
slogan of rejecting Republicaiin Name Only (RINOS), i.e., a political statement.
Political slogans are commonplace and oftemd on items such as lawn signs, bumper
stickers, clothing and campaign buttons. BRasers would not be likely to regard
applicant’'s mark as a source indicator becdheg have been conditioned to recognize

similar statements or slogans for their poéil intent. Based upahe evidence attached



to the examining attorney’s March 13, 2@R2quest for Reconsideration denial, it is
clear that applicant’s proped mark is a political slogan commonly used on goods such
as applicant’s thereby negating its function as@arce-identifier in this instance.

Applicant contends thé#te refusal should be obviatdde to a change in ownership
from the individual United Statestizien “Thomas J. Hulting DBA Statesman
Enterprises” to the individual United Stat@szen “Thomas J. Hulting DBA NO MORE
RINOS! ENTERPRISESApplicant’s Brief pg.3.However, a change in the DBA or any
ownership change has no bearing whatsoendrademark entitlement in this or any
application. The sole issue on appeal esdhceptability of the specimens of use. As
discussed above, the mark as used on thersens simply does not function as a source-
identifier. The change in the DBA does obange the acceptability of the specimens of
record.

Applicant also suggests that theamining attorney’s daiary 31, 2011 Office action
discussion of the wording “By Statesman Eptises” in small type below the mark on
the specimens of record was misplaced in tieaéirgued it was ntthe mark at issue.
Applicant’sBrief pg.3. However, this was previoushaised and discussed in the
examining attorney’s August 19, 2011 Final Office action. The examining attorney
stated in that Final: “. .. the examiniatjorney was merely paiing out a use on the
goods that would be easily perceived as a source-identifier as compared to the mark as
used on the submitted specimens whereinNNCRE RINOS! appears in large letters
across the entire good. The latter use marfrencing a political consciousness of
rejecting those who call themselves Repwsigbut vote liberallyi,e., Republicans In

Name Only (RINO) and not as a source-iifear for the signs, shirts and buttons



themselves.” The discussion of the wordiny ‘Btatesman Enterprises” was to illustrate

an example of a good source-identifier, nothing more.

Finally, applicant hintthat the examining attorney may not be viewing the mark at
issue on a case-by-case basiss required by lawApplicant’s Brief pg.3Again, this
was previously raised and discussed amékamining attorney’s August 19, 2011 Final
Office action as follows: “As applicant aptboints out, each case must be decided on
the merits. The examining attorney megiewed this apation based upon its
individual merits. Given the specimensnsumers simply would not view applicant’s
mark NO MORE RINOS! as the source oéttpoods.” Specifically, consumers would
not view the political statement NO MRE RINOs! emblazoned across political
paraphernalia including lawn signs, bumpe&kers, t-shirts anuttons as a source
identifier, unlike the use of the insted Y design on underwear. Thus, thee Jockey

Int’l, Inc., 192 USPQ 579 (TTAB 1976ase referenced by applicant is inapplicable.



IV. Conclusion

The specimens of record are purelyasnental in nature and do not indicate source.
Accordingly, the mark is refused on the groutit the applied-for mark, as used on the
specimens of record, is solely ornamemailature and incapabtd functioning as a
trademark to identify and distinguish dippnt’s goods from those of others and to
indicate the source @pplicant’'s goods under Tradera#ct Sections 1, 2 and 45, 15
U.S.C. 881051-1052, 1127; TMEP 8§81202¢03eq It is therefore respectfully

requested that the refusal tgister the mark be affirmed.

Respectfullysubmitted,

[Tricia Sonneborn/

Trademark Examining Attorney
Law Office 110

571.272.9225
tricia.sonneborn@uspto.gov

Chris A. F. Pedersen
Managing Attorney
Law Office 110



To: HULTING, THOMAS J. (homashulting@gmail.com

Subject: U.S. TRADEMARK APPLICATION NO. 77666826 - NO MORE RINOS! - N/A - SU - Request for
Reconsideration Denied - Return to TTAB

Sent: 3/13/2012 3:14:50 PM

Sent As: ECOM110@USPTO.GOV
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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'S TRADEMARK APPLICATION

APPLICATION SERIAL NO. 77666826

MARK : NO MORE RINOS! *77666826*

CORRESPONDENT ADDRESS
THOMAS JACK HULTING
NO MORE RINOS! ENTERPRISES

6717 AUTO CLUB RD GENERAL TRADEMARK INFORMATION:
BLOOMINGTON, MN 55438-2410 http://www.uspto.gov/main/trademarks.htm
APPLICANT : HULTING, THOMAS J.

CORRESPONDENT'S REFERENCE/DOCKET NO :
N/A

CORRESPONDENT E-MAIL ADDRESS:
thomashulting@gmail.com

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 3/13/2012

The trademark examining attorney has carefully reviewed applicant’s February 21, 2012 request for reconsideration and is denying tl
for the reasons stated beloBee37 C.F.R. §2.64(b); TMEP 88715.03(a), 715.04(a). The requirement(s) and/or refusal(s) made final ir
Office action dated August 19, 2011 are maintained and continue to beSE&lIMEP §§715.03(a), 715.04(a).

In the present case, applicant’s request has not resolved the outstanding issue, nor does it raise a new issue or provide any new or ¢
evidence with regard to the outstanding issue in the final Office action. In addition, applicant’s analysis and arguments are not persu
they shed new light on the issues. Accordingly, the request is denied.

Specifically, applicant has amended the DBA section of the application from STATESMAN ENTERPRISES to NO MORE RINOS!
ENTERPRISES believing this will overcome the refusal that the mark is incapable of functioning as a trademark. However, it does n
the final refusal under Trademark Act Sections 1, 2 and 45 for failure to function as a trademark as used on the specimen(Sedlriecor
U.S.C. 881051, 1052, 1127; 37 C.F.R. §2.64(a).

Simply put, the mark NO MORE RINOS! is in common use in the public domain. Therefore, no one may obtain trademark rights in tt
Seeattached website pages depicting use of the mark NO MORE RINOS as a political slogan in general and as used on t-shirts. Ap|
one person who may use the mark NO MORE RINOS! and may not exclude others from doing the same.



The filing of a request for reconsideration does not extend the time for filing a proper response to a final Office action or an appeal wit|

Trademark Trial and Appeal Board (Board), which runs from the date the final Office action was issued®ea@dC.F.R. §2.64(b); TMEP
§8715.03, 715.03(a), (c).

If time remains in the six-month response period to the final Office action, applicant has the remainder of the response period to co
and/or overcome any outstanding final requirement(s) and/or refusal(s) and/or to file an appeal with the Board. TMEP §715.03(a), (c).
if applicant has already filed a timely notice of appeal with the Board, the Board will be notified to resume the appeal when the
responding to the final Office action has expir&keTMEP §715.04(a).

[Tricia Sonneborn/

United States Patent & Trademark Office
Trademark Examining Attorney

Law Office 110

phone (571) 272-9225
tricia.sonneborn@uspto.gov
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To: HULTING, THOMAS J. (homashulting@gmail.com

Subject: U.S. TRADEMARK APPLICATION NO. 77666826 - NO MORE RINOS! - N/A - SU - Request for
Reconsideration Denied - Return to TTAB

Sent: 3/13/2012 3:14:53 PM

Sent As: ECOM110@USPTO.GOV

Attachments:

IMPORTANT NOTICE REGARDING YOUR TRADEMARK APPLICATION

Your trademark application (Serial No. 77666826) has been reviewed. The examining attorney assigned by
United States Patent and Trademark Office (‘USPTQO”) has written a letter (an “Office Action”) on 3/13/2012to
which you must respond. Please follow these steps:

1. Read the Office letter by clicking on thisink OR go tohttp://tmportal.uspto.gov/external/portal/tow and enter your serial number
accesghe Office letter.

PLEASE NOTE: The Office letter may not be immediately available but will be viewable within 24 hours of this e-mail notification.

2. Respondwithin 6 months, calculated frori/13/2012(or sooner if specified in the Office letdeusing the Trademark Electronic Applicat
SystemResponse to Office Actiorform. If you have difficulty using the USPTO website, confaBbR@uspto.gov

3. Contact the examining attorney who reviewed your application with any questions about the content of the office letter:

[Tricia Sonneborn/

United States Patent & Trademark Office
Trademark Examining Attorney

Law Office 110

phone (571) 272-9225
tricia.sonneborn@

WARNING

Failure to file any required response by the applicable deadline will result in thABANDONMENT of your application.
Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the USPTO does NOT accept e-maile
responses. Instead, please use the Trademark Electronic Application Syst&asponse to Office Actiorform.



