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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

In re Utility Associates, Inc.  ) 

     ) Ex Parte Appeal No. 97068689 

    ______ ) Mark: HELIOS BY UTILITY  

  

 

MOTION FOR REMAND AND SUSPENSION 

 

 Pursuant to TBMP § 1209.04 and §1205.01(b)(1), Applicant moves that this Honorable Board 

remand this application to the USPTO Examining Attorney for good cause. Applicant Utility 

Associates, Inc. has been granted an extension of time up until November 12, 2024, to file an appeal 

brief. As of October 25, 2024. Applicant and the owner of U.S. Trademark Registration Number 

6,078,594 (SINGLESTORE, INC.) have entered into a written coexistence agreement (the 

“Agreement”) which is enclosed as an attachment to this Motion. The Agreement obviates the section 

2d refusal which is the sole issue in this appeal; the owner of the cited registration has consented to 

Applicant’s registration of Applicant’s Mark. One requirement is that Applicant amend its listing of 

services to expressly exclude “SAAS for database management”. Applicant, therefore, requests that 

this matter be remanded and suspended so that such amendment may be entered into the listing of 

Applicant’s services, Applicant’s application be reconsidered in light of the Agreement, and 

Applicant’s application be passed to publication.   

 Respectfully submitted this 30th day of October, 2024. 

ROBINSON IP LAW, PLLC 

 

     By:  ___/Michael E Robinson/________ 

 

Michael E. Robinson, Esq. 

William C. Pannell, Esq. 

ROBINSON IP LAW, PLLC 

9724 Kingston Pike, Suite 1102 

Knoxville, TN 37922 

P:  (865) 978-6480 

Attorneys for Applicant 
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COEXISTENCE AGREEMENT 

THIS AGREEMENT (“Agreement”) is made and entered into as of the latest signature 

date at the end of this document (“Effective Date”), by and between SINGLESTORE, INC., a 

corporation organized and existing under the laws of the State of Delaware, located at 534 4TH 

Street, San Francisco, California 94107 (“SINGLESTORE”); and Utility Associates, Inc., a 

corporation organized and existing under the laws of the State of Delaware, located at 250 E. Ponce 

de Leon Ave., Suite 700, Decatur, Georgia 30030  (“Utility”) (each individually a “Party” and 

collectively the “Parties”). 

WHEREAS, SINGLESTORE owns the trademark HELIOS (the “SINGLESTORE 

Mark”) and the United States Patent and Trademark Office (“USPTO”) Registration therefor (Reg. 

No. 6,078,594) for “Software as a service (SAAS) services featuring software for use in database 

management by professionals in the fields of financial services, media communications, energy, 

utilities, technology, government and ecommerce; Software as a service (SAAS) services, namely, 

hosting software for use by others for use in database management by professionals in the fields 

of financial services, media communications, energy, utilities, technology, government and 

ecommerce; Cloud computing featuring software for use in database management by professionals 

in the fields of financial services, media communications, energy, utilities, technology, 

government and ecommerce; Providing a web site featuring temporary use of non-downloadable 

software for use in database management by professionals in the fields of financial services, media 

communications, energy, utilities, technology, government and ecommerce; Providing a website 

featuring non-downloadable software for use in database management by professionals in the 

fields of financial services, media communications, energy, utilities, technology, government and 

ecommerce; Providing temporary use of on-line non-downloadable software and applications for 

use in database management by professionals in the fields of financial services, media 

communications, energy, utilities, technology, government and ecommerce; Providing temporary 

use of on-line non-downloadable cloud computing software for use in database management by 

professionals in the fields of financial services, media communications, energy, utilities, 

technology, government and ecommerce” (hereinafter, “the SINGLESTORE Services”) in 

International Class 42, issued on June 16, 2020 (hereinafter, collectively, “the SINGLESTORE 

Registration”); and 

WHEREAS, Utility owns the trademark HELIOS BY UTILITY (the “Utility Mark”) and 

the USPTO Application therefor (Ser. No. 97/068,689) for “Software as a Service (SaaS) services 

for storing and managing data files for use in the fields of law enforcement, emergency responders 

and persons in the chain of evidence, including video files, audio files and other digital media; 

Software as a Service (Saas) services for storing and managing digital evidence, including 

transcribing, translating and redacting data files” (hereinafter, “the Utility Services”) in 

International Class 42 (hereinafter, collectively, “the Utility Application”);  

WHEREAS, the SINGLESTORE Registration has been cited by the USPTO against the 

Utility Application; 

WHEREAS, SINGLESTORE objects to certain uses of the term “HELIOS” by Utility; 

and 

ｄｯ｣ｵｳｩｧｮ＠ｅｮｶ･ｬｯｰ･＠ｉｄＺ＠ＹＶｂＱＰＰＳＴＭｂＵＰＹＭＴＰｂＶＭａＰＵＸＭＱＰｄＶｅａＵｅｃＵｃｆｄｯ｣ｵｳｩｧｮ＠ｅｮｶ･ｬｯｰ･＠ｉｄＺ＠ｃＸａＸＰｄＳＹＭＸｃＷｄＭＴＰｂｂＭｂＸＱＴＭＸＲＶｂＱＳｃＷＹｂＷＴ
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WHEREAS, the Parties wish to resolve the issues described above between them 

amicably; 

 

NOW THEREFORE, in consideration of the agreements and undertakings contained 

herein, and other good and valuable consideration, the receipt and sufficiency of which are 

acknowledged, and intending to be legally bound, the Parties agree as follows: 

1. Utility acknowledges the validity, and SINGLESTORE’s exclusive ownership, of 

the SINGLESTORE Mark, and will not, directly or indirectly, object to or contest, or cause, 

authorize or assist any Person to object to or contest, SINGLESTORE’s use and registration of the 

SINGLESTORE Mark for the SINGLESTORE Services. 

2. Utility covenants and agrees that it will not use or register or cause or assist any 

Person to use or register the Utility Mark for or in connection with SAAS for database 

management. 

3. Utility covenants and agrees that it will not use or register, or cause or assist any 

Person to use or register, a trademark which consists of the word “HELIOS” for SAAS for database 

management. 

4. Utility agrees to amend its listing of services in the Utility Application to exclude 

SAAS for database management. 

5. Utility agrees to obtain SINGLESTORE’s consent for any use of or attempt to 

register the mark HELIOS for any services in class 42 relating to or similar to SAAS for 

database management. Utility further agrees to obtain SINGLESTORE’S consent for any use of 

or attempt to register the mark HELIOS for any downloadable software goods in class 9 related 

to or similar to software for database management, wherein such consent shall not be 

unreasonably withheld so long as the applicable goods conform to the same content and context 

as the software services in class 42 that are being consented to in the Utility Application.   

6. SINGLESTORE acknowledges the validity, and Utility’s ownership, of the 

Utility Mark, and will not, directly or indirectly, object to or contest, or cause, authorize or assist 

any Person to object to or contest, Utility’s use and registration of the Utility Mark for the Utility 

Services. SINGLESTORE further consents to Utility’s use and registration of the Utility Mark 

and the Utility Application. 

7. SINGLESTORE covenants and agrees that it will not use or register or cause or 

assist any Person to use or register the SINGLESTORE Mark for or in connection with the Utility 

Services. 

8. SINGLESTORE consents to Utility’s use and registration of the mark HELIOS for 

goods and services in classes other than class 42 for goods and services other than software for 

database management. 

ｄｯ｣ｵｳｩｧｮ＠ｅｮｶ･ｬｯｰ･＠ｉｄＺ＠ＹＶｂＱＰＰＳＴＭｂＵＰＹＭＴＰｂＶＭａＰＵＸＭＱＰｄＶｅａＵｅｃＵｃｆｄｯ｣ｵｳｩｧｮ＠ｅｮｶ･ｬｯｰ･＠ｉｄＺ＠ｃＸａＸＰｄＳＹＭＸｃＷｄＭＴＰｂｂＭｂＸＱＴＭＸＲＶｂＱＳｃＷＹｂＷＴ
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9. Nothing contained in this Agreement shall give either Party any rights under any 

trademarks or trade names of the other Party. 

10. SINGLESTORE consents to a compliance transition period of one year from the 

Effective Date for Utility to transition any uses of the mark HELIOS to the mark HELIOS BY 

UTILITY.  

11. Except with respect to a breach by Utility of this Agreement, SINGLESTORE, for 

itself and its successors, assigns, agents, employees, representatives, and attorneys (hereinafter 

collectively referred to as the “SINGLESTORE Releasors”), hereby absolutely, fully and forever 

releases, relieves, waives, relinquishes and discharges Utility and its affiliates, and each of their 

respective successors, assigns, owners, members, managers, officers, directors, agents, employees, 

representatives, and attorneys (hereinafter the “Utility Releasees”) of and from any and all manner 

of action or actions, suits, debts, liabilities, demands, claims, obligations, costs, expenses, sums of 

money, controversies, damages, accounts, reckonings and liens of every kind or nature whatsoever, 

under any U.S. federal, state, territory and possessions laws, whether known or unknown, 

suspected or unsuspected, which SINGLESTORE Releasors may currently have, own or hold, or 

which they at any time heretofore had owned or held, against Utility Releasees by reason of, arising 

out of or in connection with the SINGLESTORE Claim, the Utility Mark, and the advertising, use 

and sale of goods and services in connection with the Utility Mark, and any actions performed by 

or on behalf of Utility in connection therewith, through the Effective Date hereof. 

12. Except with respect to a breach by SINGLESTORE of this Agreement, Utility, for 

itself and its successors, assigns, agents, employees, representatives, and attorneys (hereinafter 

collectively referred to as the “Utility Releasors”), hereby absolutely, fully and forever releases, 

relieves, waives, relinquishes and discharges SINGLESTORE and its affiliates, and each of their 

respective successors, assigns, owners, members, managers, officers, directors, agents, employees, 

representatives, and attorneys (hereinafter the “SINGLESTORE Releasees”) of and from any and 

all manner of action or actions, suits, debts, liabilities, demands, claims, obligations, costs, 

expenses, sums of money, controversies, damages, accounts, reckonings and liens of every kind 

or nature whatsoever, under any U.S. federal, state, territory and possessions laws, whether known 

or unknown, suspected or unsuspected, which Utility Releasors may currently have, own or hold, 

or which they at any time heretofore had owned or held, against SINGLESTORE Releasees by 

reason of, arising out of or in connection with the SINGLESTORE Mark, and the advertising, use 

and sale of goods and services in connection with the SINGLESTORE Mark, and any actions 

performed by or on behalf of SINGLESTORE in connection therewith, through the Effective Date 

hereof.  

13. Except in the case of merger of, or acquisition of all or substantially all of the assets 

of or ownership interests in, a Party, neither this Agreement nor any portion of it may be assigned 

by either Party without the prior written consent of the other Party, which consent will not be 

withheld unreasonably.  The provisions of this Agreement shall be binding upon and inure to the 

benefit of each of the Parties and their respective permitted successors and assigns. 

14. The Parties represent that advice of counsel has been obtained in connection with 

this Agreement and that this Agreement is being entered into voluntarily and with full knowledge 

of the consequences. 

ｄｯ｣ｵｳｩｧｮ＠ｅｮｶ･ｬｯｰ･＠ｉｄＺ＠ＹＶｂＱＰＰＳＴＭｂＵＰＹＭＴＰｂＶＭａＰＵＸＭＱＰｄＶｅａＵｅｃＵｃｆｄｯ｣ｵｳｩｧｮ＠ｅｮｶ･ｬｯｰ･＠ｉｄＺ＠ｃＸａＸＰｄＳＹＭＸｃＷｄＭＴＰｂｂＭｂＸＱＴＭＸＲＶｂＱＳｃＷＹｂＷＴ
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15. In the event that any provision of this Agreement is determined to be unenforceable 

by a court of competent jurisdiction, it shall be stricken to only to the extent required to make it 

comply with the applicable law, and the remainder of the Agreement shall remain in full force and 

effect and shall be construed by the parties and the court to the greatest extent possible to effectuate 

the intent of the parties had the stricken provision remained.  Failure to enforce any provision of 

this Agreement will not constitute or be construed as a waiver of such provision or of the right to 

enforce such provision. 

16. The Parties covenant and agree that they shall each bear their own costs and 

expenses, including but not limited to attorneys’ fees, incurred in connection with entering into 

this Agreement.  In the event of a breach of this Agreement by a Party, the other Party shall be 

entitled to (a) obtain immediate temporary, preliminary and permanent injunctive relief without 

having to post a bond or other surety or security. 

17. The Parties are independent contractors.  No partnership, joint venture, principal-

agent, or employer-employee relationship is intended to be created by this Agreement. 

18. The Parties represent and warrant that they have not assigned any right, title, 

interest or claim that is or was resolved or covered by this Agreement, and that they are not aware 

of any other Person or entity who may have or who has asserted any right, title, interest or claim 

in any matter that is or was resolved or covered by this Agreement. 

19. The Parties to this Agreement represent and warrant that they have the sole right 

and exclusive authority to execute this Agreement and that the Parties are authorized to enter into 

this Agreement on behalf of themselves and their respective affiliates.  Each individual executing 

this Agreement on behalf of a Party hereby represents and warrants that they are duly authorized 

to do so on behalf of that Party and its or his affiliates. 

20. This Agreement shall be considered to have been prepared jointly by the Parties 

and, in any dispute in connection with this Agreement, shall not be construed against either Party 

based solely upon authorship.  Terms other than those defined in this Agreement will be given their 

plain English meaning, and terms of art having a specialized meaning in the relevant industry will 

be construed in accordance with industry standards.  Unless the context otherwise requires, words 

importing the singular include the plural and vice-versa, and words importing the masculine 

include the feminine and neuter and vice-versa.  The term “Person” (whether capitalized or not) 

means any individual or entity, including corporations, limited liability companies, partnerships, 

associations, unincorporated organizations, governmental body or unit, agency or subdivision 

thereof, and the like.  The term “including” means “including, but not limited to”.  The terms 

“herein”, “hereunder”, “hereof”, “therein”, “thereunder”, “thereof”, and similar expressions, refer 

to the Agreement in its entirety unless otherwise expressly stated. 

21. Notices by a Party hereto shall be given to the other Party in writing at the address 

set forth above or such other address specified in a prior written notice. 

22. This Agreement is effective worldwide.  It is agreed that this Agreement shall be 

interpreted according to the laws of the State of New York, United States of America, without 

regard to its conflict of law principles, and by federal law where applicable.  Further, any action 

ｄｯ｣ｵｳｩｧｮ＠ｅｮｶ･ｬｯｰ･＠ｉｄＺ＠ＹＶｂＱＰＰＳＴＭｂＵＰＹＭＴＰｂＶＭａＰＵＸＭＱＰｄＶｅａＵｅｃＵｃｆｄｯ｣ｵｳｩｧｮ＠ｅｮｶ･ｬｯｰ･＠ｉｄＺ＠ｃＸａＸＰｄＳＹＭＸｃＷｄＭＴＰｂｂＭｂＸＱＴＭＸＲＶｂＱＳｃＷＹｂＷＴ
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or proceeding pertaining to this Agreement shall be brought only in a court of appropriate 

jurisdiction and venue in the State of New York, United States of America, and the parties hereto 

consent to the exclusive venue and personal jurisdiction over them by such court(s). 

23. This Agreement may be executed in separate counterparts which, when taken 

together, shall constitute a single instrument, and shall be effective when both Parties have 

executed a counterpart.  The Agreement may be executed by facsimile or PDF signature, with all 

facsimile and PDF signatures to be deemed original signatures and equivalent thereto for all 

purposes. A fully executed copy of this Agreement shall be as effective as an original. 

24. This Agreement contains the entire understanding of the Parties and supersedes all 

prior and contemporaneous agreements, discussions, promises, assurances, and understandings 

with respect to the subject matter of this Agreement.  All agreements and understandings between 

the Parties concerning the subject matter of this Agreement are expressed and embodied herein.  

No representation, warranty, promise or inducement not expressed herein has been relied upon, 

and no prior or contemporaneous discussions or writings shall have any force or effect. 

25. This Agreement may not be amended, modified, superseded, or terminated orally, 

and no claimed understanding, modification, supersession, rescission, or waiver shall be binding 

on a Party unless in writing signed by a duly authorized representative of each of the Parties that 

specifically mentions the intent of the Parties to amend, modify or otherwise alter this Agreement. 

IN WITNESS THEREOF, the Parties have caused this Agreement to be executed by their 

authorized representatives as of the date set forth below. 

SINGLESTORE, INC 

 

By:       

                Signature 

 

Name:       

                Print 

 

Title:       

 

Date:       

Utility Associates, Inc. 

 

By:       

                Signature 

 

Name:       

                Print 

 

Title:       

 

Date:       

 

 

 

ｄｯ｣ｵｳｩｧｮ＠ｅｮｶ･ｬｯｰ･＠ｉｄＺ＠ＹＶｂＱＰＰＳＴＭｂＵＰＹＭＴＰｂＶＭａＰＵＸＭＱＰｄＶｅａＵｅｃＵｃｆ

ｃｌｏ

ＲＰＲＴＭＱＰＭＲＳ＠ｼ＠ＰＷＺＳＳＺＴＷ＠ｐｄｔ

ｊ｡ｹ＠ｄ･ｇｯｯｹ･ｲ

ｄｯ｣ｵｳｩｧｮ＠ｅｮｶ･ｬｯｰ･＠ｉｄＺ＠ｃＸａＸＰｄＳＹＭＸｃＷｄＭＴＰｂｂＭｂＸＱＴＭＸＲＶｂＱＳｃＷＹｂＷＴ

ｍｩ｣ｨ｡･ｬ＠ｈ｡ｭｭ･ｲ

ｃｏｏ

ＱＰＯＲＵＯＲＰＲＴ


