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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

HANSCOMB CONSULTING, INC., )
)
Plaintiff, ) Concurrent Use No. 94002720
)
V. ) Mark: HANSCOMB CONSULTING
) Serial No. 87/100,385
HANSCOMB, LTD., ) Filed: July 12,2016
)  Published: December 27, 2016
Defendant. )
)

Commissioner for Trademarks
PO Box 1451

Alexandria, VA 22313-1451

SUBMISSION OF EVIDENCE BY PLAINTIFF HANSCOMB CONSULTING, INC.:

PART V, CONSISTING OF NOTICE OF RELIANCE NO. 8 FILED PURSUANT TO 37
C.F.R. 2.122 AND TBMP § 704.02 ET. SEQ.

Submitted herewith is Part V of Plaintiff’s Submission of Evidence during its rebuttal
testimony period. The evidence submitted herewith is Plaintiff’s Notice of Reliance No. 8,
submitted in compliance with 37 C.F.R. 2.122 and TBMP § 704.02 et. seq. It consists of pages
identified by Bates Numbers HC 6879-81 which are true copies of a Response to Office Action
dated F ebruary 11, 2016 in Defendant’s pending application Serial No. 86/644,350, for
registration of the service mark “HANSCOMB? in standard characters. During the prosecution
history of Defendant’s application, the Examining Attorney refused registration under section
2(e)(4) alleging that the subject mark is primarily merely a surname. The response attached
hereto was in response to that refusal and includes an Amendment to Defendant’s application
under section 2(f) of the Trademark Act stating that “The mark has become distinctive of the

goods/services through the applicant’s substantially exclusive and continuous use of the mark in

1



commerce that the U.S. Congress may lawfully regulate for at least the five years immediately
before the date of this statement.” This was the only evidence Defendant presented to support
their allegation of acquired distinctiveness. The strength of Defendant’s mark is an issue that
will be determined by the Trademark Trial and Appeal Board (TTAB) in this proceeding. The
circumstances surrounding submission of the section 2(f) statement are involved in this
determination. Although the file history of Defendant’s application is automatically of record in
this proceeding under 37 C.F.R. 2.122(b) (see The Cold War Museum, Inc. v. Cold War Air
Museum, Inc., 586 F.3d 1352, 1356-57 (Fed. Cir. 2009)), the attached pages are submitted to

stress the importance of them to the TTAB’s consideration of the issues in this proceeding.

Date: December 17, 2018 Respectfully submitted,

HANSCOMB CONSULTING, INC.

Is/ %f% W

By H. Jay Spiegel
Attorney for Plaintiff
Registration No. 30,722

H. JAY SPIEGEL & ASSOCIATES
P.O.Box 11

Mount Vernon, VA 22121

(703) 619-0101 - Phone

(703) 619-0110 - Facsimile
jayspiegel@aol.com - e-mail




CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing SUBMISSION OF EVIDENCE BY

PLAINTIFF HANSCOMB CONSULTING, INC.: PART V was served on Defendant’s

Counsel via e-mail this 17" day of December, 2018, addressed to:

Thomas A. O’Rourke

BODNER & O°’ROURKE

425 Broadhollow Road, Suite 120
Melville, NY 11530
torourke@bodnerorourke.com

Date: _ December 17, 2018 By: /s/ % (y¢a_# 5%&_1'

H. Jay Spiegel




k Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Response to Office Action

The table below presents the data as entered.

86644350

LAW OFFICE 117

e e Saaa

http://tmng-al.uspto.gov/resting2/api/img/86644350/large

HANSCOMB

. The mark consists of standard characters, without claim to any particular font style,
ize or color. :

Likelihood of Confusion
Applicant respectfully requests that their Application be suspended pending final disposition of Application Serial No. 85968143,

Section 2(e)(4) Refusal - Primarily Merely a Surname

Applicant submits an amendment to the Application and seeks registration on the Principal Register under Trademark Act Section 2(f) based
onacquired distinctiveness.

The mark has become distinctive of the goods/services through the applicant's

ive | substantially exclusive and continuous use of the mark in commerce that the U.S.
Congress may lawfully regulate for at least the five years immediately before the
date of this statement.

/Thomas A. O'Rourke/

Thomas A. O'Rourke

Attorney

631-249-7500

. 02/11/2016

~ /Thomas A. O'Rourke/

. Thomas A. O'Rourke

Attorney

i 631-249-7500

HC 6879




Thu Feb 11 13:46:15 EST 2016

USPTO/ROA-XX.XX.XXX.XXX-2
0160211134615919728-86644
350-5507268b1€93f05db94 5¢
09a652bd8f575bdb259dea8a3
ed155b72d1535fe9b73-N/A-N

1 /A-20160211132649977646

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number.
BT

Response to Office Action
To the Commissioner for Trademarks:

Application serial no. 86644350 HANSCOMB(Standard Characters, see http://tmng-al.uspto.gov/resting2/api/img/86644350/large) has been
amended as follows:

ARGUMENT(S)

In response to the substantive refusal(s), please note the following:

Likelihood of Confusion

Applicant respectfully requests that their Application be suspended pending final disposition of Application Serial No. 85968143,

Section 2(e)(4) Refusal - Primarily Merely a Surname

Applicant submits an amendment to the Application and seeks registration on the Principal Register under Trademark Act Section 2(f) based on
acquired distinctiveness.

ADDITIONAL STATEMENTS

SECTION 2(f) Claim of Acquired Distinctiveness, based on Five or More Years' Use

The mark has become distinctive of the goods/services through the applicant's substantially exclusive and continuous use of the mark in
commerce that the U.S. Congress may lawfully regulate for at least the five years immediately before the date of this statement.

SIGNATURE(S)
Declaration Signature

DECLARATION: The signatory being warned that willful false statements and the like are punishable by fine or imprisonment, or both,
under 18 U.S.C. § 1001, and that such willful false statements and the like may jeopardize the validity of the application or submission or
any registration resulting therefrom, declares that, if the applicant submitted the application or allegation of use (AOU) unsigned, all
statements in the application or AOU and this submission based on the signatory's own knowledge are true, and all statements in the
application or AOU and this submission made on information and belief are believed to be true.

STATEMENTS FOR UNSIGNED SECTION 1(a) APPLICATION/AOU: If the applicant filed an unsigned application under 15 U.S.C.
§1051(a) or AOU under 15 U.S.C. §1051(c), the signatory additionally believes that: the applicant is the owner of the mark sought to be
registered; the mark is in use in commerce and was in use in commerce as of the filing date of the application or AOU on or in connection with
the goods/services/collective membership organization in the application or AOU; the original specimen(s), if applicable, shows the mark in use
in commerce as of the filing date of the application or AOU on or in connection with the goods/services/collective membership organization in
the application or AOU; for a collective trademark, collective service mark, collective membership mark application, or certification mark

HC 6880



application, the applicant is exercising legitimate control over the use of the mark in commerce and was exercising legitimate control over the
use of the mark in commerce as of the filing date of the application or AOU; for a certification mark application, the applicant is not engaged in
the production or marketing of the goods/services to which the mark is applied, except to advertise or promote recognition of the certification
program or of the goods/services that meet the certification standards of the applicant. To the best of the signatory's knowledge and belief, no
other persons, except, if applicable, authorized users, members, and/or concurrent users, have the right to use the mark in commerce,
either in the identical form or in such near resemblance as to be likely, when used on or in connection with the goods/services/collective
membership organization of such other persons, to cause confusion or mistake, or to deceive.

STATEMENTS FOR UNSIGNED SECTION 1(b)/SECTION 44 APPLICATION AND FOR SECTION 66(a)
COLLECTIVE/CERTIFICATION MARK APPLICATION: If the applicant filed an unsigned application under 15 U.S.C. §§ 1051(b),
1126(d), and/or 1126(e), or filed a collective/certification mark application under 15 U.S.C. §1 1411(a), the signatory additionally believes that:
Jor a trademark or service mark application, the applicant is entitled to use the mark in commerce on or in connection with the goods/services
specified in the application; the applicant has a bona fide intention to use the mark in commerce and had a bona fide intention to use the mark in
commerce as of the application filing date; for a collective trademark, collective service mark, collective membership mark, or certification
mark application, the applicant has a bona fide intention, and is entitled, to exercise legitimate control over the use of the mark in commerce and
had a bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce as of the application filing date;
the signatory is properly authorized to execute the declaration on behalf of the applicant; for a certification mark application, the applicant will
not engage in the production or marketing of the goods/services to which the mark is applied, except to advertise or promote recognition of the
certification program or of the goods/services that meet the certification standards of the applicant. To the best of the signatory's knowledge
and belief, no other persons, except, if applicable, authorized users, members, and/or concurrent users, have the right to use the mark in
commerce, either in the identical form or in such near resemblance as to be likely, when used on or in connection with the
goods/services/collective membership organization of such other persons, to cause confusion or mistake, or to deceive.

Signature: /Thomas A. O'Rourke/  Date: 02/11/2016
Signatory's Name: Thomas A. O'Rourke

Signatory's Position: Attorney

Signatory's Phone Number: 631-249-7500

Response Signature

Signature: /Thomas A. O'Rourke/  Date: 02/11/2016
Signatory's Name: Thomas A. O'Rourke

Signatory's Position: Attorney

Signatory's Phone Number: 631-249-7500

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the highest court of a U.S. state, which
includes the District of Columbia, Puerto Rico, and other federal territories and possessions; and he/she is currently the owner's/holder's attorney
or an associate thereof; and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian attorney/agent
not currently associated with his/her company/firm previously represented the owner/holder in this matter: (1) the owner/holder has filed or is
concurrently filing a signed revocation of or substitute power of attorney with the USPTO; (2) the USPTO has granted the request of the prior
representative to withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the owner's/holder's
appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing him/her as an associate attorney in this matter.

Serial Number: 86644350

Internet Transmission Date: Thu Feb 11 13:46:15 EST 2016

TEAS Stamp: USPTO/ROA-XX. XX. XXX.XXX-2016021113461591
9728-86644350-5507268b1e93105db945¢09265
2bd8f575bdb259dea8a3ed155b72d1535fe9b73-
N/A-N/A-20160211132649977646

HC 6881



