
 

 

 
 
 
 
 
 
 
 
DUNN     Mailed: June 12, 2017 
 
 

Concurrent Use No. 94002720 

Hanscomb Consulting, Inc. 
 

v. 
 
Hanscomb Limited 
 

 
Elizabeth A. Dunn, Attorney (571-272-4267): 

On May 10, 2017, the parties filed a stipulation which the Board construes as a 

stipulation to treat discovery responses and documents produced in response to 

discovery requests in Opposition No. 9121632, now terminated1, as discovery 

                                                 
1 On August 22, 2016 in Opposition No. 9121632, the Board sustained Opposer’s notice of 
opposition pleading priority of use and likelihood of confusion between Opposer’s common 
law mark HANSCOMB for the same services listed in unrestricted Application Serial No. 
85968143 seeking registration of the mark HANSCOMB CONSULTING and design for: 

business consultation, particularly in the fields of estimating contract work, 
business and economic feasibility studies and data analysis/dissemination, cost 
analyses, project risk management, negotiation and settlement of commercial 
transactions for third parties, scheduling services, cost assessment services; project 
management services for others for business purposes in the fields of architecture, 
engineering interior design and urban planning design. 

  On July 12, 2016, Applicant filed a concurrent use application for the same mark for 
the same services but listing Opposer as an excepted user in geographic areas defined 
by Illinois and California zip codes.  
  On January 30, 2017, after Opposer filed a notice of opposition (Opposition No. 
91232560) to the concurrent use application, the Board converted the opposition to this 
concurrent use proceeding. 
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responses and documents produced in response to discovery requests in this 

proceeding between the same parties. The stipulation, as construed, is APPROVED.  

The parties also stipulate to “transfer of all discovery responses and document 

production from Opposition No. 9121632 (the prior proceeding) to this proceeding.” 

Pursuant to Trademark Rule 2.120(k)(8), “Written disclosures or disclosed 

documents, requests for discovery, responses thereto, and materials or depositions 

obtained through the disclosure or discovery process should not be filed with the 

Board, except when submitted with a motion relating to disclosure or discovery, or 

in support of or in response to a motion for summary judgment, or under a notice of 

reliance, when permitted, during a party’s testimony period.” Accordingly, discovery 

responses and document production from Opposition No. 9121632 only will become 

part of the record in this case if properly submitted in compliance with the Board’s 

rules. The stipulation to “transfer” all discovery responses and document production 

is DENIED.  

Finally, the parties seek a Board order stating that discovery limits will not 

change in view of this stipulation. To the extent that the Board would be bound to 

resolve discovery disputes arising from double the discovery requests allowed by the 

rules, the Board will not so constrict its ability to manage this case. If a party 

demonstrates the need for additional discovery, the Board will address that need as 

it arises. The stipulation regarding discovery limits is DENIED. 

Dates remain as set by the Board’s January 30, 2017 institution and trial order. 


