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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Richard A. Harris, a Professional
Corporation,

CONCURRENT USE NO. 94002429

v.
Ticket Busters, Inc., a New York
Corporation,

APPLICANT’S MOTION FOR SUMMARY JUDGMENT
Applicant, RICHARD A. HARRIS, a Professional Corporation (“Applicant” or
“Harris”), by and through its attorneys of record, the law firm of Greenberg Traurig, LLP, hereby
files this Motion for Summary Judgment (“Motion”) against respondent TICKET BUSTERS,
INC. (“Respondent” or “TBI”). The purpose of this Motion is to obtain an order from the Board
that Applicant is entitled to a concurrent use registration throughout the entire United States with
the exception of within the geographic area of the New York City limits.
This Motion is based upon the points and authorities as identified below, the supporting
exhibits attached hereto and the Declaration of Laraine M. I. Burrell.
I.

THE UNDISPUTED FACTS CONCERNING THE ISSUES OF: (1)
APPLICANT’S ENTITLEMENT TO A CONCURRENT USE REGISTRATION;
AND (2) THE GEOGRAPHIC SCOPE OF THAT REGISTRATION
1.

Applicant’s Use Of The TICKET BUSTERS Name And Mark

Applicant has been using the TICKET BUSTERS name and mark since at least as early
as November, 2005. See Application for Serial No. 77601383 attached hereto as Exhibit 1. In
fact, on August 18, 2009, applicant was issued federal registration no. 3668729 for a TICKET
BUSTERS design mark. See copy of Federal Registration 3668729 from the U.S.T.P.O. website
attached hereto as Exhibit 2. On October 27, 2008, Applicant also filed Serial No. 77601168 for
a TICKET BUSTERS word mark for legal services which is the application at issue in this
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concurrent use proceeding.
Applicant’s owner, Richard Harris, is a well-known and well-respected lawyer licensed
to practice law in the State of Nevada and in other jurisdictions. Harris’s website expressly
states: “Ticket Busters lawyers are experienced and knowledgeable in the area of traffic law. . . .”
See copy of Harris’s website provided to the U.S.P.T.O as a sample of use, attached hereto as
Exhibit 3. Harris offers legal services which are licensed and regulated, and which cannot be
legally offered by non-lawyers.
2.

Respondent’s Use Of The TICKET BUSTERS Name And Mark

Respondent’s President, Jing Gao, admits he is a non-lawyer and so cannot use the
TICKET BUSTERS name and mark for legal services. In fact, Respondent’s website expressly
states it is a consultant service only and does not provide legal advice. See 1/12/2012 print out
from Ticket Buster’s Flushing New York’s website attached hereto as Exhibit 4. TBI’s website
expressly states: “Ticket Buster is not a law firm and we do not provide legal services of any
kind. In no way do we represent ourselves as legal counsels in any shape, form or manner”. See
id.
Mr. Gao further admits that he started his business around November 2003, and that since
that time, his business has operated from only one location at 42-78 Main Street, Flushing, NY
11355. See November 13, 2009, and May 18, 2010 Affidavits of Jing Gao attached hereto
respectively as Exhibits 5 & 6. Mr. Gao’s statements further acknowledges that his business
operates in the specific geographic locations, “throughout New York City – which comprises
Bronx, Brooklyn, Manhattan, Queens, and Richmond….” See id. The evidence shows that
TBI’s use of a TICKET BUSTERS name and mark at the time this proceeding was filed in
October 2009 was limited in geographic scope and, in fact, has been static within that geographic
scope for more than eleven years. Significantly, at no time relevant to this proceeding has TBI
crossed over into the area of providing legal services.
2
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3.

It Is Undisputed That TBI Cannot Establish Its Rights In A TICKET
BUSTERS Name And Mark Beyond New York City Limits

The evidence, including the statements of TBI’s President and copies of TBI’s website,
indisputably show that TBI does not and cannot offer legal services under a TICKET BUSTERS
name and mark. Thus, TBI acknowledges that potential consumer confusion between the
offering of services by the parties under a TICKET BUSTERS name and mark is not an issue in
this proceeding.
The only issue to be resolved in this proceeding is the geographic scope of Harris’
concurrent use registration. By TBI’s own admission its geographic scope of use of its mark is
within the New York City limits and it identifies the specific boroughs of use within New York
City. Harris is entitled to a concurrent use registration throughout the United States except for
within the New York City limits
II.

LEGAL ARGUMENT
A.

TTAB STANDARD FOR SUMMARY JUDGMENT

Summary judgment is an appropriate method of disposing of a case in which there are no
genuine issues of material fact in dispute, thus leaving the case to be resolved as a matter of law.
See Fed. R. Civ. P. 56(c). The purpose of summary judgment is to avoid an unnecessary trial
where additional evidence would not reasonably be expected to change the outcome. See Pure
Gold, Inc. v. Syntex (U.S.A.), Inc., 739 F.2d 624, 222 U.S.P.Q. 741 (Fed. Cir. 1984). Such is the
case here.
Harris, as the movant, has the burden of demonstrating the absence of any genuine issue
of material fact, and that it is entitled to summary judgment as a matter of law. See Celotex
Corp. v. Catrett, 477 U.S. 317, 106 S. Ct. 2548 (1986). The evidence must be viewed in a light
favorable to TBI, and all justifiable inferences are to be drawn in TBI’s favor. See Old Tyme
Food, Inc. v. Roundy’s, Inc., 961 F.2d 200, 22 U.S.P.Q.2d 1542 (Fed. Cir. 1992). “In deciding a
motion for summary judgment, the function of the Board is not to try issues of fact, but to
determine instead if there are any genuine issues of material fact to be tried.” See Dyneer Corp.
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v. Automotive Products plc, 37 U.S.P.Q. 1251, 1254 (T.T.A.B. 1995). “A factual dispute is
genuine if sufficient evidence is present such that a reasonable fact finder could decide the
question in favor of the non-moving party.” See Opryland U.S.A, Inc. v. The Great American
Music Show, Inc., 970 F.2d 847 (Fed. Cir. 1992). Based upon the undisputed material facts,
Harris submits that no genuine issues of material fact remain to be tried and that summary
judgment in its favor is appropriate.
The burden of the moving party, in this instance Harris, may be met by showing, “that
there is an absence of evidence to support the nonmoving party’s case.” If the moving party
meets its burden, “the nonmoving party may not rest on mere denials or conclusory assertions,
but . . . must proffer countering evidence, … as . . . provided in Fed. R. Civ. P. 56, showing that
there is a genuine factual dispute for trial. See Celotex Corp. v. Catrett, 477 U.S. 317 (1986).
Harris submits that it can meet its burden of proof and that the uncontroverted evidence cannot
support TBI’s case.
Based upon the limited issue before the Board in this concurrent use proceeding, and
based upon the evidence produced, there is no dispute of material fact that Harris is entitled to a
concurrent use registration throughout the entire United States except as restricted by TBI’s use
within the limits of New York City. That is, Harris is entitled to national geographic rights to
use the mark except within the limits of New York City.
B.

SCOPE OF CONCURRENT USE PROCEEDING

Pursuant to the TBMP, “[t]he issue to be determined in a concurrent use proceeding is the
entitlement of the concurrent use applicant(s) to the registration(s) sought, and the extent, if any,
to which every other involved application or registration should be restricted as a result thereof”.
See T.B.M.P. § 1108; 37 C.F.R. § 2.116(b); Terrific Promotions, Inc. v. Vantax, Inc., 36
U.S.P.Q.2d 1349, 1353 (T.T.A.B. 1995). Significant to this proceeding is that, “[t]he Board
does not determine the right to registration of a party that is included in the proceeding
only as a common law concurrent user”. See id. [emphasis added]. 1
1

“Registration rights of a common law user can be determined only if such user were to file an application seeking
concurrent use registration and a concurrent use proceeding is instituted involving such application.” See T.B.M.P.
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As Harris is the only applicant in this proceeding, the only issue before the Board is
Harris’ entitlement to registration and the specific territorial rights to which it is entitled. TBI is
a common law user and its rights are not an issue in this proceeding except to the extent Harris’
territorial rights might be limited by TBI’s common law use. See id.
C.

ONLY HARRIS’ RIGHTS TO A CONCURRENT USE REGISTRATION
ARE AT ISSUE IN THIS PROCEEDING
1.

The Concurrent Use Standard

First, Harris as an applicant for a concurrent use registration has the burden of proving its
entitlement to such registration. See T.B.M.P. § 1104; Gray v. Daffy Dan’s Bargaintown, 823
F.2d 522, 3 U.S.P.Q.2d 1306, 1309 (Fed. Cir. 1987); CDS, Inc. v. I.C.E.C. Management, Inc., 80
U.S.P.Q.2d 1572, 1583-4 (T.T.A.B. 2006). Secondly, Harris has the burden of proving that no
likelihood of confusion will occur by reason of the concurrent use of the mark. See Weiner King,
Inc. v. Weiner King Corp., 615 F.2d 512, 204 U.S.P.Q. 820,832 (C.C.P.A. 1980); CDS, Inc. v.
I.C.E.C. Management, Inc., 80 U.S.P.Q.2d 1572, 1581 (T.T.A.B. 2006).
2.

There Is No Dispute That Harris Is Entitled To Concurrently Use The
Mark In Commerce

Harris meets its burden that it uses its mark in commerce. Further, it is undisputed that
Harris had no knowledge of TBI’s use of a similar mark for traffic consulting services in the
limited area of New York City before it adopted and used its own TICKET BUSTERS mark, or
before it filed its application for a federal registration in 2009. See Declaration of Richard A.
Harris incorporated into application for Serial No. 77601383 attached hereto as Exhibit 1. Thus,
Harris’ adoption and use of the mark was in good faith.
As the sole applicant in this proceeding, and with no other applications or registrations
for the Board to consider, Harris is eligible for this Board to find that it is entitled to a concurrent
use registration for the TICKET BUSTERS mark for legal services.

§ 1108; 37 C.F.R. § 2.116(b); Terrific Promotions, Inc. v. Vantax, Inc., 36 U.S.P.Q.2d 1349, 1353 (T.T.A.B. 1995).
It is undisputed that TBI has not filed for a concurrent use registration.

5
LV 420371055v4

D.

There Is No Likelihood Of Confusion If Harris Is Granted The Geographic
Rights It Seeks

This Board must consider whether there would be a likelihood of confusion if Harris
were to receive the concurrent use registration with the geographic restrictions it seeks. See
CDS, Inc. v. I.C.E.C. Management, Inc., 80 U.S.P.Q.2d 1572, 1583-4 (T.T.A.B. 2006). The
parties acknowledge the similarity of their respective marks and the dissimilarity of their
services. Harris further acknowledges that it is an innocent junior user of a TICKET BUSTERS
mark for legal services. It filed for, and later obtained, a federal registration 3668729 for a
TICKET BUSTERS mark for legal services before the Ticket Busters entity in Flushing, New
York, became known to Harris. See Declaration of Richard A. Harris incorporated into
application for Serial No. 77601383 attached hereto as Exhibit 1.
“[W]here a jurisdictionally entitled junior user innocently adopts a mark in a market area
remote from that of the senior user’s market area, ‘it is settled law that each party has a right to
use its mark in its own initial area of use’”. See Ole Taco, Inc. v. Tacos Ole, Inc., 221 U.S.P.Q.
912 (T.T.A.B. 1984) (citing Weiner King, Inc. v. The Weiner King Corp., 204 U.S.P.Q. 820, 829
(C.C.P.A. 1980)). Additionally, it follows that a later user who has adopted in good faith need
not be limited to its area of actual use, or area of use prior to notice of the senior user, nor is its
territorial expansion after learning of a senior user precluded as a matter of law. See id. In fact,
this Board has granted a concurrent use registration of national scope to an expanding later user,
excepting only a 20-mile radius for a non-expanding earlier user in Iowa, where the Iowa use
was “static.” See id., at n. 5 (citing Nark, Inc. v. v. Noah’s, Inc., 212 U.S.P.Q. 934 (T.T.A.B.
1981).
It is undisputed that the specific geographic areas where the parties offer their dissimilar
services at this time do not overlap. TBI has one brick-and-mortar facility in Flushing, New
York, and Harris does not have a facility anywhere within Flushing, New York area or, in fact,
6
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anywhere in New York State at this time. The only overlap between the parties’ dissimilar nonlegal consulting and legal services is through advertising on the Internet albeit at dissimilarly
named websites: Harris at <ticketbusters.com> and TBI at <tbinyc.com>. Importantly, both
parties advertising on the Internet does not automatically mean a likelihood of confusion is
likely. CDS, Inc. v. I.C.E.C. Management, Inc., 80 U.S.P.Q.2d 1572 (T.T.A.B. 2006). A key
distinction in the provision of the Applicant’s services is that Harris’s services are performed by
qualified attorneys and equate to legal services while TBI’s services are not legal services in
nature and are not offered by an attorney but, in fact, a lay person. Consumers seeking legal
services would not be confused into consulting with a lay person particularly when a lay person
is not legally permitted to offer legal services. TBI acknowledges this distinction by making
express disclaimers on its website that it does not offer legal services and its personnel do not
provide legal consultation services. See Exhibit 4.
This Board has found that although “the concurrent use provision in the Trademark Act
existed long prior to the creation of the Internet . . . .[w]e do not believe that the creation of the
Internet has rendered the concurrent use provision of the Trademark Act moot. See id. A
party’s use of a mark in a specific geographic area does not preclude its use on the Internet. See
id. “Courts have held in some cases that, despite a concurrent user with a territory of exclusive
use, an almost-national user should be permitted some form of national advertising.” See id.
The fact that both Harris and TBI engage in Internet advertising is insufficient for this
Board to find that there is a likelihood of confusion should Harris be granted a concurrent use
registration within the geographic area sought.
…
…
…
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III.

CONCLUSION
Based upon the foregoing, Harris believes it is entitled to summary judgment finding it is

entitled to a concurrent use registration for the entire United States except for within the
geographic area of the New York City limits.
DATED: January 16, 2015.

GREENBERG TRAURIG, LLP
/s/ Laraine M.I. Burrell
Lauri S. Thompson
Laraine M. I. Burrell
3773 Howard Hughes Parkway, Suite 400N
Las Vegas, Nevada 89169
Counsel for Concurrent Use Plaintiff Richard A.
Harris, a Professional Corporation.
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CERTIFICATE OF SERVICE
I hereby certify that on January 16, 2015, I served the aforementioned APPLICANT’S
MOTION FOR SUMMARY JUDGMENT on:
Jing Gao
Ticket Busters, Inc.
42-78 Main Street, Suite 2B
Flushing, NY 11355
by causing a full, true, and correct copy thereof to be sent by the following indicated
method or methods, on the date set forth below:
x

by mailing in a sealed, first-class postage-prepaid envelope, addressed to the lastknown office address of the attorney, and deposited with the United States Postal
Service at Las Vegas, Nevada.

/s/ Cynthia L. Ney
An employee of Greenberg Traurig
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Exhibt

1

PTO Form 1478 (Rev 9/2006)
OMB No. 0651-0009 (Exp 12/31/2008)

Trademark/Service Mark Application, Principal Register
TEAS Plus Application
Serial Number: 77601383
Filing Date: 10/27/2008
NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)" appears
where the field is only mandatory under the facts of the particular application.

The table below presents the data as entered.
Input Field
TEAS Plus

Entered
YES

MARK INFORMATION
*MARK

\\TICRS\EXPORT4\IMAGEOUT4
\776\013\77601383\xml1\FT K0002.JPG

*SPECIAL FORM

YES

USPTO-GENERATED IMAGE

NO

LITERAL ELEMENT

TICKET BUSTERS

*COLOR MARK

YES

*COLOR(S) CLAIMED
(If applicable)

The color(s) yellow, green, brown, orange,
beige, white, gray, black and red is/are
claimed as a feature of the mark.

*DESCRIPTION OF THE MARK
(and Color Location, if applicable)

The mark consists of a beige caricature
depicting a law enforcement officer wearing a
brown uniform with a yellow star on its hat
and arm, an orange holster with a yellow
buckle, black sunglasses and white teeth,
righting a ticket with a yellow pencil with a
red eraser on a grey and white pad against a
green star next to the stylized yellow words
TICKET BUSTERS with a green narrow
boarder around them.

PIXEL COUNT ACCEPTABLE

YES

PIXEL COUNT

609 x 250

REGISTER

Principal

APPLICANT INFORMATION
*OWNER OF MARK

Richard A. Harris, a Professional Corporation

*STREET

801 S. Fourth Street

*CITY

Las Vegas

*STATE
(Required for U.S. applicants)

Nevada

*COUNTRY

United States

*ZIP/POSTAL CODE
(Required for U.S. applicants only)

89101

LEGAL ENTITY INFORMATION
*TYPE

CORPORATION

* STATE/COUNTRY OF INCORPORATION

Nevada

GOODS AND/OR SERVICES AND BASIS INFORMATION
* INTERNATIONAL CLASS

045

FIRST USE ANYWHERE DATE

At least as early as 11/00/2005

FIRST USE IN COMMERCE DATE

At least as early as 11/00/2005

*IDENTIFICATION

Legal services

*FILING BASIS

SECTION 1(a)

FIRST USE ANYWHERE DATE

At least as early as 11/00/2005

FIRST USE IN COMMERCE DATE

At least as early as 11/00/2005

SPECIMEN
FILE NAME(S)

\\TICRS\EXPORT4\IMAGEOUT4
\776\013\77601383\xml1\FT K0003.JPG
\\TICRS\EXPORT4\IMAGEOUT4
\776\013\77601383\xml1\FT K0004.JPG

SPECIMEN DESCRIPTION

ADDITIONAL STATEMENTS SECTION
*TRANSLATION
(if applicable)
*TRANSLITERATION
(if applicable)
*CLAIMED PRIOR REGISTRATION
(if applicable)
*CONSENT (NAME/LIKENESS)
(if applicable)

page from applicant's website

*CONCURRENT USE CLAIM
(if applicable)

ATTORNEY INFORMATION
NAME

Lauri S. Thompson

ATTORNEY DOCKET NUMBER

106745.010300

FIRM NAME

Greenberg Traurig, LLP

STREET

3773 Howard Hughes Parkway

INTERNAL ADDRESS

Suite 500N

CITY

Las Vegas

STATE

Nevada

COUNTRY

United States

ZIP/POSTAL CODE

89169

PHONE

702-792-3773

FAX

702-792-9002

EMAIL ADDRESS

lvpto@gtlaw.com

AUTHORIZED TO COMMUNICATE VIA EMAIL

Yes

OTHER APPOINTED ATTORNEY

others of 502466

CORRESPONDENCE INFORMATION
*NAME

Lauri S. Thompson

FIRM NAME

Greenberg Traurig, LLP

*STREET

3773 Howard Hughes Parkway

INTERNAL ADDRESS

Suite 500N

*CITY

Las Vegas

*STATE
(Required for U.S. applicants)

Nevada

*COUNTRY

United States

*ZIP/POSTAL CODE

89169

PHONE

702-792-3773

FAX

702-792-9002

*EMAIL ADDRESS

lvpto@gtlaw.com

*AUTHORIZED TO COMMUNICATE VIA
EMAIL

Yes

FEE INFORMATION
NUMBER OF CLASSES

1

FEE PER CLASS

275

*TOTAL FEE PAID

275

SIGNATURE INFORMATION
* SIGNATURE

/Richard A. Harris/

* SIGNATORY'S NAME

Richard A. Harris

* SIGNATORY'S POSITION

President

* DATE SIGNED

10/27/2008

PTO Form 1478 (Rev 9/2006)
OMB No. 0651-0009 (Exp 12/31/2008)

Trademark/Service Mark Application, Principal Register
TEAS Plus Application
Serial Number: 77601383
Filing Date: 10/27/2008

To the Commissioner for Trademarks:
MARK: TICKET BUSTERS (stylized and/or with design, see mark)
The literal element of the mark consists of TICKET BUSTERS.
The color(s) yellow, green, brown, orange, beige, white, gray, black and red is/are claimed as a feature of
the mark. The mark consists of a beige caricature depicting a law enforcement officer wearing a brown
uniform with a yellow star on its hat and arm, an orange holster with a yellow buckle, black sunglasses
and white teeth, righting a ticket with a yellow pencil with a red eraser on a grey and white pad against a
green star next to the stylized yellow words TICKET BUSTERS with a green narrow boarder around
them.
The applicant, Richard A. Harris, a Professional Corporation, a corporation of Nevada, having an address
of
801 S. Fourth Street
Las Vegas, Nevada 89101
United States
requests registration of the trademark/service mark identified above in the United States Patent and
Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051
et seq.), as amended.
For specific filing basis information for each item, you must view the display within the Input Table.
International Class 045: Legal services
Use in Commerce: The applicant is using the mark in commerce, or the applicant's related company or
licensee is using the mark in commerce, or the applicant's predecessor in interest used the mark in
commerce, on or in connection with the identified goods and/or services. 15 U.S.C. Section 1051(a), as
amended.
In International Class 045, the mark was first used at least as early as 11/00/2005, and first used in
commerce at least as early as 11/00/2005, and is now in use in such commerce. The applicant is
submitting one specimen(s) showing the mark as used in commerce on or in connection with any item in
the class of listed goods and/or services, consisting of a(n) page from applicant's website.
Specimen File1
Specimen File2

The applicant hereby appoints Lauri S. Thompson and others of 502466 of Greenberg Traurig, LLP

Suite 500N
3773 Howard Hughes Parkway
Las Vegas, Nevada 89169
United States
to submit this application on behalf of the applicant. The attorney docket/reference number is
106745.010300.
Correspondence Information: Lauri S. Thompson
Suite 500N
3773 Howard Hughes Parkway
Las Vegas, Nevada 89169
702-792-3773(phone)
702-792-9002(fax)
lvpto@gtlaw.com (authorized)
A fee payment in the amount of $275 has been submitted with the application, representing payment for 1
class(es).
Declaration
The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and
the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right
to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with the goods/services of such other person, to cause confusion,
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are true; and
that all statements made on information and belief are believed to be true.

Signature: /Richard A. Harris/ Date Signed: 10/27/2008
Signatory's Name: Richard A. Harris
Signatory's Position: President

RAM Sale Number: 1954
RAM Accounting Date: 10/28/2008
Serial Number: 77601383
Internet Transmission Date: Mon Oct 27 16:33:31 EDT 2008
TEAS Stamp: USPTO/FTK-63.110.237.18-2008102716333102
3871-77601383-400f4e6e369cdfa13ea63ca7a7
5d664e576-DA-1954-20081027162757715233
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Exhibit 4
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EXHIBIT 6

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Richard A. Harris, a Professional
Corporation,

CONCURRENT USE NO. 94002429

v.
Ticket Busters, Inc., a New York
Corporation,

DECLARATION OF LARAINE M. I. BURRELL IN SUPPORT OF
APPLICANT’S MOTION FOR SUMMARY JUDGMENT

I, Laraine M. I. Burrell, declare under penalty of perjury under the laws of the United
States as follows:
1.

I am an associate with the law firm of Greenberg Traurig, LLP, Applicant’s

counsel in this case and I have personal knowledge of the facts set forth in this declaration.
2.

This declaration is made in support of Applicant’s Motion for Summary

Judgment.
3.

I verify that the documents attached to the opposition are the original documents,

or true and accurate copies of the original documents.
Executed this 16th day of January, 2015.
/s/ Laraine M. I. Burrell
LARAINE M. I. BURRELL, ESQ.
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