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/lalitha rao/

Lalitha Rao

THE BEACON MUTUAL INSURANCE COMPANY'’S
MOTION TO SUSPEND PROCEEDINGS.

Now comes The Beacon Mutual Insurance Company (“Beacon”), the Excepted
User, and pursuant to 37 CFR §2.117(a), moves to suspend the within concurrent use proceeding
on the grounds that the Applicant’s rights and obligations with respect to the use of the
OneBeacon name and lighthouse logo, the very marks that the Applicant is seeking to register in
this proceeding, are the subject of an action in the United States District Court for the District of
Rhode Island seeking, among other things, a declaration as to the Applicant’s use of the mark in

Rhode Island.

By way of background, on July 15, 2005, the United States District Court for the
District of Rhode Island enjoined the Applicant from using the OneBeacon name and lighthouse
logo in Rhode Island. In its order, the Court found that the Applicant’s use of the OneBeacon

name and lighthouse logo was fundamentally similar to the marks used by Beacon since the early



1990s and that there was a substantial likelihood of confusion amongst Rhode Island employers,
employees, vendors, doctors, court personnel and others as to the relationship between the
Applicant and Beacon and the source of their respective insurance products and services. The

Court entered judgment against the Applicant on July 19, 2005.

In contravention of the Court’s injunction order and judgment, since July 2005,
the Applicant has continued to use the name OneBeacon and/or the lighthouse logo in Rhode
Island. As a result, Beacon has filed a second complaint against the Applicant in the United
States District Court for the District of Rhode Island (the “Federal Court Action”) to find the
Applicant in contempt of the 2005 order and secking a further declaration of the parties’ rights
and obligations under that order that specifies precisely what the Applicant must do or refrain
from doing in order to comply with the injunction previously issued. A true and accurate copy of
the complaint filed in the Federal Court Action on December 7, 2007 is attached hereto as

Exhibit A.

In addition to the Applicant’s continued use of the OneBeacon name and
lighthouse logo in Rhode Island, it is evident from the Applicant’s pending concurrent use
application that the Applicant does not acknowledge the full extent of Beacon’s trademark rights
to the Beacon name and logo as declared by the United States District Court in July 2005. The
Applicant also fails to propose a mode of use of the requested marks in its application, creating
additional likelihood that the Applicant’s use of the marks will continue to cause confusion as to

the source of the goods and services provided by Beacon.

For all of these reasons, it is necessary for the United States District Court to

revisit the restrictions imposed on the Applicant’s use of the marks. The outcome of the Federal



Court Action will have a direct bearing on whether and under what circumstances the Applicant

can use the marks it is seeking to register. It is in the interests of this Board and the parties

hereto to have clarity concerning the Applicant’s use of the mark in Rhode Island before

proceeding with the pending concurrent use application.

Court Action.

Beacon requests that this matter be suspended until resolution of the Federal

CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing motion was transmitted by U. S.

Postal Service first-class mail, postage prepaid, on this 10" day of December, 2007 to the
attorney for Applicant at said attorney’s usual place of business as follows:
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UNITED STATES BISTRICT COURT
FOR THE DISTRICT OF RHODE ISLAND

THE BEACON MUTUAL INSURANCE
COMPANY,

Plaindiff oA N
V.

ONEBEACON INSURANCE GROUP LLC,
Defendant

COMPLAINT

1. Plaintiff, The Beacon Mutual Insurance Company, is a Rhode Esia‘nd domestic
mutual insurance company that maintains its principal place of business at One Beacon
Centre, Warwick, Rhode Island.

2. Defendant, OneBeacon Insurance Group LLC, formerly known as CGU, is a
foreign corporation that maintains its principal place of business at One Beacon Lane,
Canton, Massachusetts. Defendant does business under the name “OneBeacon Insurance
Company” and is licensed by the Rhode Istand Department of Business Regulation as a
property and casualty insurer,

JURISBICTION

3. The Court has jurisdiction over this action under 28 17.8.C, § 1338 as a case

arising under federal trademark law.



FACTS

Use of Trade Names and Service Marks

4. Both Plaintiff and Defendant advertise and promote, offer for sale, and sell
insurance products and services, including workers’ compensation insurance, in the State
of Rhode Island.

5. Since 1992, Plaintiff has adopied and used continuously the service marks and
trade names of “The Beacon Mutual Insurance Company,” “Beacon Insurance” and “The
Beacon™ together with a lighthouse logo as part of its advertising and promotion,
offering for sale, sale, and administration of its insurance products and services in the
State of Rhode Island.

6. Since 1992, Plaintiff has expended a significant amount of money, time, and
effort in actively promoting its insurance products and services under its service marks
and trade names, as a result of which it has acquired a substantial share of Rhode Island’s
workers' compensation insurance market.

7. Plaintiff exclusively used its service marks and trade names in Rhode Island
for almost nine years from 1992 to June of 2001.

8. In June of 2001, Defendant, which name had changed thai same year from
CGU Insurance to OneBeacon Insurance Group LLC, began advertising and promoting,
offering for sale, selling, and administering its insurance products and services in Rhode
Island under the name OneBeacon Insurance and employing a lighthouse logo.

8. Defendant’s use of deceptively sirilar marks to that of Plaintiff to advertise

and promote, offer for sale, sell, and administer insurance products and services similar to

that of Plaintiff caused confusion amongst Rhode Island employers, employees, vendors,



doctors, court personuel and others as to whether there existed a relationship between
Plaintiff and Defendant and led those persons to believe that Defendant’s insurance
products and services were somehow sponsored by or connected with Plaintiff’s business
when in fact there was no such convection.

10. As a result of the confusion engendered by Defendant’s use of the OneBeacon
name and lighthouse logo, the association between Plaintiff’s products and services and
its marks and trade names was weakened, causing Plaintiff to suffer damage to its
business, goodwill, reputation, and profits.

Underdving Action to Entein Uge of OueBeacon Name and Lighthouse Logo

11. In order to put an end to the apparent confusion amongst Rhode Island
consumers and beneficiaries of Plaintiffs insurance products and services and other third
parties, on or about July 5, 2001, Plaintiff filed a complaint in Rhode Island Superior
Court against Defendant asserting claims of federal and state unfair competition, and
service mark infringement and dilution of trademark under state law (the “Underlying
Action”).

12. In the Underlying Action, Plaintiff requesied, among other things, that the
Defendant be enjoined from using the name OneBeacon and the lighthouse logo, or any
colorable imitation thereof, in Rhode Island.

13. Defendant removed the Underlying Action to this Court where it was
docketed as C.A. No. 01-354 8.

14. After a bench trial, this Court issued a Decision and Order in favor of Plaintiff

on July 15, 2005 (the “Order™)

N
s

A true and accurate copy of the Order is appended

hereto as Exhibit A,



15, As part of the Order, the Court found that Plaintiff’s use of its descriptive
trade marks and logos had acquired secondary meaning in the Rhode Island market such
that individuals responsible for, or influential in, selecting their company’s workers’
compensation insurance and/or commercial/industrial insurance associated the Beacon
name and lighthouse logo with Plaintiff.

16. As part of the Order, the Court found that Defendant’s use of the OneBeacon
name and lighthouse logo was fundamentally similar to the marks used by Plamniiff and,
therefore, created a substantial likelihood of confusion amongst Rhode [sland employers,
eraployees, vendors, doctors, court personnel and others as to the relationship between
the two parties and the source of the relevant insurance products and services.

17. Based upon iis findings and pursuant to its equitable powers to issue
injunctive relief under the Lanham Act, the Court enjoined OneBeacon from using the
OneBeacon name and lighthouse logo in Rhode Island.

18. On or about July 19, 2005, the Court issued an Amended Judgment in favor of
Plaintiff pursnant to the Order. A true and accurate copy of that Amended Judgmeut is
appended hereto as Exhibit B.

Defendant’s Conduet Following Issuance of the Order in the Underiying Action

19. Upon information and belief, since the issuance of the Order in 2005,
Defendant has continued to use the name “OneBeacon” and/or the lighthouse logo in
Rhode Island, in addition to the name OBl Insurance.

28. Upon information and belief, for its claims and billing correspondence with ifs

Rhode Island policyholders, Defendant uses envelopes displaying the “OneBeacon” name



on the rear of the envelope and instructs its policyholders to tender thetr premium
payments to OneBeacon.

21. Defendant is currently registered with the Rhode Island Departiment of
Business Regulation as “OneBeacon Insurance Company™ and is listed by the NMational
Association of Insurance Commissioners (“NAIC”) as licensed in Rhode Island as
“OneBeacon Insurance Company.”

22. The website currently available for use by Rhode Island policvholders is that

of OneBeacon. That website, www.onebeacon.com, is not segregated for Rhode Island

policyholders and does not make available a separate web page for OBl information and
forms,

23. The webstte currently used by OneBeacon lists authorized agents in Rhode
Island under the name “OneBeacon” and a depiction of a lighthouse.

24. Entry of the web address of www.obiinsurance.com, directs the browser to the

www.onebeacon.com website.

23. The claims and billing telephone numbers currently offered for use by
Defendant’s Rhode Island policyholders indicate that the caller has reached “OneBeacon
Insurance.”

26. Defendant currently advertises the OneBeacon “OnePac” program, designed
for small businesses, as available in Rhode Isiand.

27. Many of the websites currently used by Defendant’s authorized agents

identity “OneBeacon”, not OBI, as the insurance company they represent.



28. Since the issuance of the Order through 2007, Defendant has brought
numerous actions against third parties in Rhode Island Superior Court identifying itself as
“OmneBeacon Insurance” or “OneBeacon Insurance Group.”

29. The information detailed in paragraphs 20-28, above, evidence Defendant’s
continued use of the OneBeacon name and lighthouse logo in Rhode Island.

30. As a result of Defendant’s contimued unpermitted use of the name OneBeacon
and lighthouse logo in Rhode Island, confusion remains among Rhode Island employers,
employees, vendors, doctors, and others about the distinction between Plaintift’s
insurance products and services and that of Defendant.

31. As aresult of Defendant’s continned and unpermitied use of the name
OneBeacon Insurance and/or the lighthouse logo in Rhode Island, Plaintiff’s trademarks
and names have been weakened, thereby damaging Plaintiff’s business, goodwill,
reputation, and profits.

Defendant’s Conenrrent Use Application to the United States Patent and
Trademark Office,

32. On or about hune 206, 2006, Defendant filed concurrent use application No.
78916566 with the United States Patent and Trademark Office (“Concwrrent Use
Application”).

33, In its Concurrent Use Application, Defendant secks to register its mark
“ONEBEACON for its exclusive use in connection with insurance vnderwriting services
in the fields of property, casualty, accident, liability, health, reinsurance, and surety, and
insurance agency services in the area comprising the entive United States except for the

State of Rhode Island.



34, In its Concurrent Use Application, Defendant does not acknowledge the full
extent of Plaintiffs trademark rights under federal law and as delineated by the Order.

35. The geographic resiriction proposed by Defendant in its Concurrent Use
Application is not sufficiently protective of Plaintiff’s trademark rights because, inter
alia, Plaintiff has used and is using its marks in areas outside of Rhode Island, such as
Massachusetts and Connecticut.

36. Defendant does not propose a mode of use of the ONEBEACON mark in its
Concurrent Use Application, which may be required in order to protect Plaintiff’s
trademarks rights,

37. If the Concurrent Use Application is granted, there is a likelihood that
Diefendant’s concurrent use of the ONEBEACON mark in connection with ifs goods and
services will cause confusion as to the source of the goods and services currently
provided by Plaintiff.

COUNT I
(Civil Contempt)

38. The allegations of Paragraphs 1 through 37 are incorporated by reference as if
fully set forth herein.

39. Defendant, as a party to the Underlying Action, has had notice of the Order and
its enjoinder of Defendant’s use of the OneBeacon name and lighthouse logo in Rhode
Island.

46, The Order is clear, definite, and unambiguous that as of July 15, 2005, the
Defendant is prohibited from using the name OneBeacon Insurance and the lghthouse
logo in Rhode Island.

41. Defendant has been at all times able to comply with the Order’s enjoinder.



42. Defendant has failed to talce reasonable steps to comply with or implement
administrative or operational changes to adhere to the terms of the Order.

43. In violation of the clear, definite and unambiguous terms of the Order,
Defendant has continued to use the name OneBeacon and lighthouse logo in Rhode
Island.

44. As a result of Defendant’s violation of the Order, Plaintiff trademarks and
names have been weakened, thereby damaging Plaintiff’s business, goodwill, reputation
and profits.

45. As a beneficiary of the injunction imposed by the Qrder, Plaintiff is entitled to
sanctions for Defendant’s conduct in violation of the injunction and a further order from
this Court requiring that Defendant, including its officers, agents, servants, employees
and representatives, abide by the terms of the Order.

WHERFORE, the Plaintiff, The Beacon Mutual Insurance Company, demands
judgment against Defendant OneBeacon Insurance Group LLC for civil contempt of the
Court’s July 15, 2005 Order and Decision, and for damages cansed by and sanctions for
Defendant’s conduct, together with interest, costs and expenses, including reasonable
attorney’s fees, incurred in bringing and pursuing this action, and for such other relief as
this Court deems just and proper.

COUNT I
{Declaratory Judgment)

46. The allegations of Paragraphs 1 through 45 are incorporated by reference as if
fully set forth herein,
47. A substantial controversy exists between Plaintiff and Defendant in that the

Defendant has not and is not abiding by the injunction imposed by the Order and has filed



the Concurrent Use Application which threatens violation of the Order, the purpose of
which is to protect the trademark righis of Plaintiff by restraining Defendant from the use of
similar trademarks in connection with its marketing and promotion, offer for sale, sale, and
administration of insurance producis and services in the State of Rhode Island.

48, Plaintiff has a right to ensure compliance with the injunction and that
Defendant’s proposed concurrent use registration does not have the effect of violating the
injunction and weaken its trade names and service marks.

49, Plaintiff is entitled to protect its trade names and service marks to the maximum
extent provided for under the Order.

50. Defendant has an obligation under the Order to refrain from conduct that would
negatively affect Plaintiff’s use of its trade names gnd service marks in the State of Rhode
Island.

51. If Defendant does not cease use of the OneBeacon name and lighthouse logo in
Rhode Island and appropriately restrict its concurrent use registration, confusion about the
distinction between the parties’ insurance products and services will be perpetuated, the
association between Plaintiff s marks and its own insurance products and services will be
weakened, and Plaintiff"s business, reputation, profits will be negatively impacted, and
damaged.

52. In order to fesai.ve the controversy, it is necessary for the Court to declare the
respective rights and obligations of the Plaintiff and Defendant under the Order and in
particular o specify precisely what Defendant must do or refrain from doing in order to

corply with the Order.



WHEREFORFE, the Plaintiff, The Beacon Mutual Insurance Corpany, demands
judgment delineating: 1) its rights under the Order to ensure protection of its trade names
and service marks; and 2) Defendant’s obligations under the Order to refrain from the use
of the OneBeacon name and lighthouse logo in connection with its advertising and
promotion, offer for sale, sale, and adwinistration of insurance products and services in
the State of Rhode Island.

THE BEACON MUTUAL
INSURANCE COMPANY

By lts Atforneys,

PARTRIDGE SNOW & HAHN we

e el

Steven E. Snow (#1774)
Jenmifer Corvenka (#6340
180 South Main Street
Providence, RE 02903
{401) 861-8200
{4011 861-8210 FAX

Hh

DATED: December &, 2007
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EXHIBIT A




UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF RHODE ISLAND

THE BEACON MUTUAL INSURANCE
COMPANY,

Plaintiff,
V. C.A., No. 01-3548
ONEBEACON INSURANCE GROUP,

Defendant.

R i g G it i i, G Vo oo e et

RECISTION AND ORDER

WILLIAM E. SMITH, United States District Judge.

I. Introduction

The Beacon Mutual Insurance Company (“Plaintiff? or “Beacon”)
is the largest writer of workers’ compensation insurance in the
atate of Rhode Island. It has used the name “The Beacon Mutual
Insurance Company” {along with a lighthouse logo} since 1992,
Meanwhile, OneBeacon Insurance Group (“Defendant” or “OneBeacon”),
formerly known as CGU Insurance, adopted its current name, and
began using a lighthouse logo as well, in June 2001. Following
this name change, Beacon brought this lawsuit claiming that
Defendant’ s adgption of the name “OneBeacon” and a lighthouse loge
violated federal and state unfair competition Llaw, Beacon also
asserted claims for service mark infringement and trademark
ailution under state law,

OneBeacon responded to Beacon’s suit with a Motion for Summary

Judgment, which this Court granted. Beagon Mut. Ins. Co,. ¥.




OneBeacon Ing. Group, 290 F. Supp. 2d 241 (D.R.I. 2003) (“Beacon
I, rev’d 376 F.3d & {lst Cir. 2004). In granting summary
judgment, this Court relied primarily on the First Circuit’s

opinion in Astra Pharm. Prods., Inc. v. Beckman Instruments, Ing.,

7l F.2d 1201 (1st Cir. 1983), which held that in order to find a
likelihcod of confusion between partieé' marks sufficient to
support a claim of unfair compstition, that confusion “must be
based on the confusion of some relevant person; i.e., a customer or
purchaser,” id. at 1206 {emphasis added}. Because “Plaintiff hafd]

not established that the [allegedly confused] entities and persons

- are [] consumers of the product,” Bsacon I, 290 F. Supp. 2d

at 246, this Court concluded that Plaintiff failed “to demonstrate
that the confusion it identifies is connected in any way to its
commercial interests,” id. at 252, as required to maintain an
unfair competition claim.

On appeal, the First Circuit reversed. Beagon Mut. Ins. Co.

v.. OneBeacon Ing. Group, 376 F.3d 8 ({lst Cir. 2004) (“Beacon II4Y.
Without addressing its earlier holding in Astra that the relevant
confusion mugt be shown to exzist in customers or purchasers, the
First Circuit implicitly abdicated the Astra standard by concluding
that evidence of actionable commercial injury in a case such as
this was “not restricted to the loss of sales te actual and
prospective buyers of the product in question.” Iid. at 1¢.

Instead, the PFirst Circuit enunciated a new standard for what



constitutes actionable confusion: “Confusion is relevant when it
exists in the minds of persons in a position to influesnce the

purchasing decision g¢x persons whose confusion presents a

significant risk to the sales, goodwill, or reputation of the
trademark owner.” Id. . {emphasis added). Further, “relevant
commercial injury includes not only loss of sales but also harm to
the trademark holder’s goodwill and reputation.” Id.

As a result of the First Circuit’s decision, the case returned
to this Court and a bench trial was held from February 28, 2005, to
March 4, 2005, with final arguments on March 9, 200¢5. What follows
are the Court’s findings of fact and conclusions of law.

II. FRindings of Fact and Conclusions of law

The marks that Plaintiff seeks to protect are not registered.
“Therefore the present claim is based upon § 43{a) of the Lanham

Act which covers unregistersd trademarks.” Boston Beer Co. v,

Slesar Bros. Brewing Co., 9 F.3d 175, 180 (lst Cir. 1993). Section

43(a} of the Lanham Act forbids persons from using,

in connection with any goods or services . . . any word,
term, name, symbol, or device, or any combination thereof
« +» . which --

(A} is likely to cause confusion, or to cause
mistake, or to decelve as to the affiliation,
connection, or assoclation of such person with
another person, or 4&as to the origin,
sponsorship, or approval of his or her goods,
services, or commercial activities by another
person.

15 U.8.C. § 1125{a) (1) (A).



To make out a claim under § 43{a), the owner of an
unregistered mark must establish that its mark is {1} either
inherently distinctive or has acquired secondary meaning, and {2)
is likely to be confused with the defendant’s mark. Twe Fesos,

inc. v. Taco Cabana, Inc., 505 U.S. 763, 769-70 (1952 .

A, Ihe Spectrum of Distinctiveness

In analyzing whether a mark is distinctive, marks are divided

ep A2} OUOUES LT

into four categories: {1} gensric, {2) descriptive, (3) suggestive,

and {(4) arbitrary or fanciful. Absrcrombie & Fitch Co, v. Hunting

World, Inc., 537 F.2d 4, 9 (24 Cir. 1976). Suggestive, arbitrary

and fanciful marks are considered inberently distinctive, while

descriptive marks are deemed distinctive only upon a showing that

they have acquired secondary meaning. 2. Lund Trading ApS v,
Kohler.CO., 163 B.3d 27, 39 {lst Cir. 1998). Generic marks are
generally not protected. Id, Whether a mark is inherently

distinctive is a question of fact. Baston Beer, 9 F.3d at 180.

To be classified as “fanciful,” terms wiil usually have to
have been ‘“invented solely for their use as trademarks,”
Abercrombie, 537 F.2d at 11 n.12. Arbitrary marks are “common
word{s] . . . applied in an unfamiliar way.” Id., Suggestive marks
“reguire imagination, thought and perception to reach a conclusion
as to the ﬁature of goods.” 537 F.2d at 11 {quoting Stix Prods. .,

Inc. V. United Merch, & Mfrs., Inc., 295 F. Supp. 479, 488

(83.D.N.Y. 1968}). ~ Finally, ™“[a] term is descriptive 1if it



forthwith conveys an immediate idea of the ingredients, gualities

d

4

or characteristics of the goods.” Id. (guoting Stix Prods.. Inc.,

295 F. Supp. at 488).

Beacon’s mark is most appropriately deemed descriptive. The
word “beacon” in the mark is meant to suggest that Beacon will
serve as a good gulde to consumers. Sze Miriam-Webster's
Colleglate Dicticnary 98 (10th ed. 2002) (defining “beacon” as a
“signal for guidance” and “a source of light or inspiration”); see

p=ASASY

also Plabdnum Home Mortgegs Corw. v. Platinum Pin, Groud. Ing,, 149

P.3d 722, 728 (7th Cir. 1898) {%In this instance, ‘platinum’
describes the quality of plaintiff’s mortgage services and suggests

that 1t provides a superior service . ., . .”); American Hexitags

7

Life Ins. Co., v. Heribage Life Ins. Co., 494 F.2d 3, 11 {5th Cir.

1974} {upholding a district court’s conclusion “that the word

‘heritage’ is generic or descriptive of life insurance”); Hiram

Walker & Sons, Inc. v, Penn-Marvland Coxrp., 79 F.2d 836, 838 {2d
Cir. 1835} (holding that “imperial” was descriptive of gquality éf
whiskey}. The descriptive nature of the mark is confirmed by the
widespread use of the term “beacon” with a lighthouse logo by many

other companies around the country.! Sse American Heritage Life

! For example, Sara Soubosky, a paralegal for the Defendant’s

law firm, Ropes & Gray, LLP, testified at trial that a search of
the internet revealed 289 businesses in Massachusetts used the nans
Beacon, with ten of those businesses being in the
financial/insurance industry, and five of thoss employing a
lighthouse logo as well. (Tr. of 3/3/05 at 119.)

§



Ins., 494 F.2d at 11 {“The industry itself evidently recognizes the
truth of the district court’s finding because the word ‘heritage’
is used in the corporate names of insurance companies all over the
country.”}. Finallyf Beacon itself has capitalized upon the

descriptive significance of its mark by putting out a newsletter

.
o]

{
oo
[85)

the past entitled “Guiding Light.” (Tr. of 2/28/05 at

rt

{testimony of Michael Lynch, Vice President of Legal Services a
Beacon) .)

B. Proving Secondary Meaning

Because Beacon’s mark 1s descriptive, and therefore not
inherently distinctive, Beacon must show secondary meaning to avail
itself of the protection of the Lanham Act. A mark that is not
inherently distinctive is protected under the Lanham Act only upon
a showing by the mark owner, by a fair preponderance of the
evidence, that the mark has acgquired secondary meaning. See 2 J.
Thomas McCarthy, McCarthy On Trademarks And Unfair Competition §
15:33 (4th ed. 2005) (hereinafter, *McCarthy”}. A mark has
acguired secondary meaning only if its primary significance in the
minds of the public is to identify the source of the product or
service. See I.P. Lund, 163 F.3d at 41. Market surveys have
“"become a well-recognized means of establishing secondary meaning.”

Boston Beer Co., 9 F.3d at 182. Other factors a court may look to

“in determining whether a term has acquired secondary meaning are:

{1} the length and manner of its use, (2) the nature and aextent of



advertising and promotion of the mark and (3} the e¢fforts made in

the direction of promoting a conscious connection . . . betwesn the
name . . . and a particular product . . . ¥ Id. {citation
omitted).

Beacon retained the services of Dr. Jacob Jacoby as an expert
witness on secondary meaning. Dr. Jacoby produced a written report

which concludes that the phrase “The Beacon,” has acguired a

Island responsible for selecting their company’s workers’

compensation insurance and/or commercial or industrial insurance.

(PL.7s Ex. 406.) This conclusion is based upon the results of
three surveys cconducted in Rhode Island in the Fall of 2001. In

thesse surveys, a total of 237 targeted respondents {perscns who
chooge, or help to choose, the provider of workers’ compensation or
commercial/industrial insurance for their company) were asked what
they thought of when they heard or saw the term “The Beacon.”
According to Jacoby, 69%% of the respondents who héard and 79% of
the respondents who saw the term “The Beacon” said that it
signified a workers’ compensation insurance company.

Dr. Jacob Jaccoby’s survey supports the conclusion that

Beacon’s marks have acquired secondary meaning.?® Dr. dJacoby’s

2 QOneBeacon éhallenges Dr. Jacoby’s methodelegy in conducting

the survey on a number of grounds. However, after an extensive
Daubert hearing on this matter, this Court concluded Dr. Jacoby's
survey evidence constitutes admissible expert testimony. Beacon
Mut. Ins. Co. v. OneBeacon Ins. Group, 253 F. Supp. 2d 2%Z1 (D.R.I.

7



survey demonstrates that individuals in Rhode Island rasponsible
for, or influential in, selecting their company’s workers’
compensation insurance and/or commercial or industrial insurance
are familiar with Beaconh’s name and lighthouse logo, and that they
associate it with a particular source of workers’ compensation
insurance.

OneBeacon argues that since Beacon has surveyed a narrower
population of perscons for purpeses of aestablishing secondary

R

meaning (those individuals likely to influence purchasing

e

decisicns} than that in which it is looking to establish a
likelihood of confusion (the general public), Beacon should he
precluded from relving on its survey evidence or, in the
alternative, the evidence of confusion among the general population
should be accorded less probative value. In support of this
contenticn, counsel for Defendant, in his clesing argument, stated

that a highly respected commentator, J. Thomas McCarthy, has

written that the respective universes “must” match. {Tr. of 3/9/05

2043} . OneBeacon also challenges br, Jacoby’s survey on the ground
that it only tested the term “The Beacon,” while Plaintif€f here is
claiming infringement of “The Beacon,” “Reacon Insurance, ” and “The
Beacon Mutual Insurance Company.” {Seg Def.’s Mot. to Exclude
Evidence Relating to Marks other than “The Beacon.”) The Court
concludes Dr. Jacoby’s explanation for constructing the surveys as
he did makes ssnse and denies Defendant’s motion. (See Pl.’s Ex.
406 at & (“Because the entire name, The Beacon Mutual Insurance
Company, actually tells the respondent that it ryefers {1} to &
company, and {2) that that company is an insurance company, no
effort was made to test whether the full name effectively
communicates that it is the name of an insurance company. ).}

8



at 89.) However, & reading of the cited source discloses no such

assertion. Rather, McCarthy mer

&
e-."
het

recognizes that there is
“interdependence between buyer confusion and secondary meaning.”
2 McCarthy § 15:11. Thus, the “basic principle is that if there is
no secondary meaning, there is no mark to protect and confusion is
not pessible.” Id. This has been understood to mean that “proof

of secondary meaning is a condition precedent to any discussion of

likely confusicn.” Upiversal Frozen Foods, Co. v, Lamb-Weston,

Inc., 687 ¥, Supp. 389, 3%4 (D. Or., 1587). This iz a far cry from
requiring that the respective populations for establishing
secondary meaning and likelihood of confusion must be identical.
OneBeacon acknowledges that it knows of no case that expressly
endorses its position on this point. OneBeacon does, however, citse
to one case that seemingly advances the proposition. In Landscape

]

Forms, Ing. v. Columbia Cascade Co., 113 F.3d 373 (24 Cir. 1997},

the Sscond Clrculit recognized that “{tlhe likelihood of confusion
test concerns not only potential purchasers but alsc the general
public,” id. at 382. The court went on to note, however, that
“such third parties are only relevant if their views are soﬁehﬁw
. related to the goodwlll of the aggrieved manufacturer.” Id, at
382-83. The court concluded that “where there is no showing that
the general public is aware of Landscape’s ‘dress,’ the district
court erved in giving this factor great weight.” id.  This

language could possibly be read to imply that secondary meaning



must be demonstrated as to the particular population in which
likelihcod of confusion is to be shown.

Nonetheless, the most generally accepted law is that: (1)
secondary meaning is determined on the basis of purchaser

perception, see Am. Assoc. for the Advancement of Science v. Hearst

Corm., 498 F. Supp. 244, 257

—

D.D.C. 1880} {“The qusstiocn is not

>

whether the general public, but the relevant buver class associates
a name with a product or its source.”) {(citing 1 McCarthy § 15:11)
{emphasis in original), and (2} non-purchasers are relevant for

purposes of finding an actionable likelilhcod of confusion, see

Beacon

I, 376 F.3d at 10 (including anyone “whose confusion
presents a significant risk to the sales, goodwill, or reputation
of the trademark owner”). Thus, Plaintiff may establish secondary
meaning via a survey of those individuals “likely to influence
purchasing decisions,” while establishing likelihood of confusion

among a broader population. See Perini Corp. v. Perini Constr..

Inc.; 915 F.2d 121, 125, 128 ({(4th Cir. 1990} {recognizing that
likelihood of confusion may ke demonstrated via a group made up of
“the public, but not typical purchasers,” while describing
secondary meaning as based upon “the consuming public’s
understanding”} (emphasis added). This Court has found nothing to
suggest that the 1962 amendment of the Lanham Act, which broadened
actionable confusion beyond that of purchasers was intended to

change the standards for proving validity of a descriptive mark

10



(i.e., establishing secondary meaning in the consuming public).

See Pavless Shossoures, Tng. v. Resbok Tnef 1 Ltd., 998 F.2d 985,

988 (Fed. Cir. 1993) (“Section 32 of the Lanham Act was amended in
1562 to include confusion of nonpurchasers as well as direct
purchasers by striking out language limiting its scope to confusion
of ‘purchasers as te the source of origin of such goods or
servicesg.’ "y,

Even if this Court did not find secondary meaning by virtue of
the Jacoby market survey evidence, Beacon would bhe able to

establish secondary meaning on the basis of its promotion efforts

and market share. Ses Boston Beer Co., 9 F.3d at 182 {“*Among the

factors this court generally loocks to in determining whether a term
has acquired secondary meaning are: {1) the length and manner of
its use, {(2) the nature and extent of advertising and promotion of
the mark and (3) the efforts made in the direction of promoting a
conscious connection, in the public's mind, between the name or
mark and a particular product or venture.”}. Here, the Beacon name
and lighthouse logo have been used by the company for over a decade
as the primary designator of its workers’ compensation product.
Beacon was formed in 1990 as the State Compensation Insurance Fund
to write workers’ compensation insurance for FRhode Island
employsrs. To better compete, Beacon adopted its current name and
lighthouse logo in June 1992. Since than, Beacon.has been using

“The Beacon Mutual Insurance Company,” “Beacon Insurance,” “The

11



Beacon” and a lighthouse logo as its marks. Beacon has extensively
promoted its name and logoe, and has acquired substantial market

share in Rhode Izland. {(3ee _generally Tr. of 2/28/05% at 60-108

{testimony of Michael Lynch, setting forth various promotional
efforts}.}) Beacon immediately began to promote its new name and
loge through advertising, sponsorships and civic participation
throughout FRhode Island. Beacon increased its advertising and
promotional expenditures between 1992 and 2001 from 24,600 to over
§1 million per year, spending nearly $5 million during that period
overalil. {Id. at 101-04.} 1In 2001, Beacon’s share of the Rhode
Island market for workers' compensation insurance was approximately
66%, having peaked at 84.47%. (Id. at 105.) Beacon’s drop in
market share reflects the success of the company in that it brought
compatition back into the market for workers’ compensation
insurance. As a result of this long term use, extensive and broad-
based promotional efforts, and large market share, it is reasonable
to infer that a significant pércentage of Rhode Islanders are
familiar with the Beacon name and logo and associate it with a
specific source for workers’ compensation insurance. See President
angd: Trs. of Colby Coll. v, Colby Coll.-New Hampshire, 508 F.2d 804,
808 (lst Cir. 1875) (“{Wlhile secondary meaning is shown by the
success rather than by the mere fact of an enterprise’s promotional
efforts, the normal consequence of substantial publicity may be

inferred.”}. Thus, based on Dr, dacoby’s survey sevidence and the

12



circumstantial evidence regarding tength of use, promoction, and
market share, the Court concludes that Beacon’s marks have acquired
sgcondary meaning.

C, Likelihood of Confusion

Likelihood of confusion is “an essential element of a claim of

trademark infringement.” Pignons $.A. de Mecanigue de Precision v.

Polaroid Corp., 657 F.2d 482, 486~87 {lst Cir. 1981). A plaintiff

must prove that there exists “a substantial likelihood that the
public will be confused as to the source” of the relevant goods or

services. Fisher Stoves, Ing, vo ALl _Nighter Stove Works. JIno.,

626 _F.2d 183, 194 ({lst Cir. 1980}, The First Circuit has
enumerated eight factors to be used as guides in assessing
likelihood of confusion as to source or affiliation: “ {1} the
similarity of the marks; (2) the similarity of the goods; (3} the
relationship between the parties’ channels of trade; {4} the
relationship between the parties’ advertising; (5) the classes of
prospective purchasers; (86) evidence of actual confusion; (7} the
defendant’s intent in adopting its mark; and (8) ﬁhe strength of

plaintiff’s mark.” Astra Pharm. Prods., 718 F.2d at 1205. “No one

factor is necessarily determinative, but each must be considered.”
id. In this case, application of the eight factor test favors

finding a substantial likelihood of confusion.

13



1. Similaritv of Marks

The fonts Besacon and OneBeacon use in their marks are not

=3

identical.” (8ee PLl.’s Ex, 411, 412 {setting forth OnsBesacon’s and
Beacon’s marks).) Beacon uses a standard typeface font in a
stylized orientation with the text placed to the right of the
illustration. OneBeacon uses a modern-looking, rounded font, with
the text centered below its illustration. Beacon uses a realistic
depiction of a traditional lighthouse on land. OneBeacon’s
illustration is a suggestion of a lighthouse illuminating the sky,
drawn in negative space and contained in an oval centered above the
text. In Beacon’s designation, the lighthouse appears in black and
white and the text in blue lettering. In OneBeacon’s designation,
the lighthouse image appesars in yellow and the text in blue. 1In
Beacon’s mark, the most prominent word is “beécen” and the word
“the” is oriented perpendicularly to “beacon.” In OneBeacon’s
mark, the words “one” and “heacon” are equally prominent, and there
is no space between them.

In spite of their differences, Beacon’s and OneRBeacon’s marks
are fundamentally similar. The marks have two identical elements:

use of the word “Beacon,” and incorporation of the visual reference

to a lighthouse. These marks are displayed without other names,

*  {neBeacon argues that the names “Beacon Mutual Insurance

Company” and “OneBeacon Insurance Group” should be compared hare.
However, this Court will follow the First Circult’s lead and focus
on the similarity of the visual marks. Sse Beacon II, 376 F.3d at
i8.
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logos, or source-identifying designations that would help to

differentiate them. Sge Beacon II, 376 F.3d at 18 {(“The first

factor, similarity of marks, weighs in Beacon Mutual's favor. This
facteor is evalnated based on the [} designation's total effect.
Here, the marks uss different fonts and colors, but a factfinder
could reasonably find the total effect to be similar.”) {(internal
quotation marks and citation omitted).

2. Similarity of Goods

Beacon sells only workers’ compensation insurance to employers
within the state. Beacon presently insures approximately 14,500
employers. (Tr. of 2/28/05 at 120 {testimony of Michael Lynch) .}
CneBeacon, on the other hand, offers property, casualty and other
forms of commercial insurance (including workers' compensation
insurance) in New York, New Jersey, and the six New England states.
In 2004, OneBeacon had twenty-four workers’ compensation policies
in all of Rhode Island. {Tr. of 3/3/05 at 102 {testimony of Roger
Pare, OneBeacon Branch Manager).) While OneBeacon sells other
insuranéé products besides workers’ compensation, and workers’
compensation makﬂes‘up only a small part of its business, the
workers’ compensation insurance coverage that is offered by
OneBeacon in Rhode Island is the same as that offered by Beacon.
(Tr. of 2/28/05 at 123 (testimony of Michael Lynch, citing R.I.

Gen. Laws § 28=36-5).) Thus, the Court concludes this factor

weighs in favor of Beacon. Both Beacon and OneBeacon deal in
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insurance, and both parties specifically offer workers’
compensation insurance. Sse Beacon II, 376 F.3d at 18 (“The second
factor, similarity of goods and services, also favors Beacon
Mutual. OneBeacon conceded this point in its summary judgment
papers before the district court and thus has abandoned any
argument to the contrary.”}.

3. Channels of Trade, Advertising, and Clasgses of
Prospective Purchasers

Employers with at least cne emplovee in Rhode Island must
purchase workers’ compensation insurance. R.I. Gen. Laws § 28-29-
6. The majority of Rhode Iszland employers who purchase workers’
compensation insurance are small businesses who asmploy less than

five people. ({(Tr. of 2/28/05 at 139 {(testimony of Michael Lynch).)

~h

Every insurance broker licensed by the State of Rhode Island
is an agent of Beacon. {Tr. of 2/28/05 at 132.) All insurance
offered by OneBeacon, in contrast, is sold exclusively through the
company’s independsnt insurance agents. (Id. at 133.} Bach of
these agents in Rhode Island is also an agent for Beacon. (Id.)
Besacon offers its wgrkérs’ compensation insurance through agents,
as well as through direct sales. {Id. at 132.} CneBeacon

restricts workers’ compensation offerings to those who purchase
L 2

othar types of coverage. {(Tr. of 3/3/05 at 109.) The rates

16



CneBeacon charges for workers’ compensation coverage are generally
the same as Reacon’s rates.! {Tr. of 2/28/05 at 124.)

The parties’ channels of trade, advertising, and classes of
prospective purchasers weigh against Beacon., Werkers’ compensation
insurance is a costly product generally purchased in consultation
with licensed insurance agents. Those agsnts know the difference

etween OneBeacon and Beacon, Meanwhile, OneBeacon does not

advertise its worksrs’ compensaticn insurance in Rhode Island.

¢ OneBeacon retained the services of Jessica Pollner, Ph.D.,

to determine whether there was a likelihood of confusion bhetween
OneBeacon and Beacon among OneBeacon agents in Rhodes Island who
produce commercial insurance policies. OneBsacon seeks to have the
testimony of Dr. Pollner admitted as expert testimony to the sffect
that the results of the survey she conducted demonstrate a lack of
likelihood of confusion among OneBeacon agents in Rhode TIsland.
Begacon filed a motion to exclude this testimony and the Court
conducted a Daubert hearing in the course of the trial, reserving
ruling until the issuance of this opinion. This Court grants
RBeacon’ s motion for the following reasons: PFirst, the Court does
not need an expert to festify to the non-startling conclusien that
OneBeacon agents in Rhode Island are not confused between OneBeacon
and Reacon. Cf, United States v. Sebaggala, 256 F.3d 59, 65 {lst
Cir. 20013. Second, Dr. Pollner’s methodelogy raises a number of
gquestions as to the reliability of her conclusions. As just one
example, after recelving responsses from only forty-eight of the 140
agents from whom she scught responses {for a response rate of 34%)},
Dr. Pollner’s primary effort to verify the representativeness of
the sample was to ask OnsBeacon itself whether the forty-sight
agents were representative of the larger group. This Court
concludes that such methodeology is not sufficiently rigorous to
meet the requirements of Rule 702 of the Federal Rules of Evidence,
{CE, Pl.’s Msin. for Exclusion at 14 {pointing out that the
Guidelines for Statistical Surveys issued by the former U.S. Office
of Statistical Standards provide that, in the case of probability
samples, “{plotential bilas should receive greater scrutiny when
response rate drops below 75%7 and “{i]f the response rate drops
below 50%, the survey should be regarded with szsignificant
caution”}.}
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Finally, the overlapping customers are business owners or
individuals charged with purchasing workers’ compensation insurance
on bhehalf of their emplovers. Thus, the relevant class of
consumers is sophisticated and has a professional incentive to make
informed judgments.

4. Actual Confusion

Shortly after OnsBeacon’s name change, Beacon became aware of

numerous instances of apparent confusion, (See generally Tr. of

2/28/05 at 149-217; Tr. of 3/1/05 at 16-85 (testimony of Michasl
Lynch, setting forth various instances of confusion).) Rhode
Island employers, employees, vendors, doctors, court personnsl and
others have all demonstrated confusion over the relationship
between the two companiss.

| Beacon has received checks from Rhode Island employers for
premiums on OneBeacon policies, letters from emplovers meant for
OneBeacon, and telephene and email inquiries indicating confusion
about the distinction between the two campanies, Beacon has also
received medical records, physician letters, health insurance claim
forms, and statements from health care providers intended for
OneBeacon.,” In addition, Beacon has received correspondence
intended for OneBeacon from third party insurance companies, as
well as from attorneys and workers’ compensation court personnel,

The reverse is also true: OneBeacon has received documents

ig



intended for Bsacon. Beacon has summarized much of this evidence
in a “confusion matrix,” which is further discussed below.
OneBeacon has challenged the admissibility of much, if not
all, of Beacon’s evidence of actual confusion (see Def.’s Mot. in
Limine to Exclude Evidence of Confusion), and some discussion of
the legal framswork which guided this Court’s rulings during trial
is in order. Where Beacon saﬁght to introduce evidence of actual
confusion on the part of a member of the public (as manifested by
behavior, rgther than a statement such as “I'm confused”} via the
live testimony of an employee (for example, a receptionist
‘testifying to someone calling Beacon locking for car insurance,
which OneBeacon sells but Beacon doees not), the testimony was ruled
admissible as non-hearsay since it was not being offered for the

truth of the matter asserted.® Where Beacon sought to introduce

 See Boston Athletis Assoo. v, gullivan, 867 F.2d 22, 31
{Ist Cir. 1%8%) {"Mickey Lawrence, president of Image Impact,
reported in her affidavit that she had sncountered a shopper at the
Filene's department store who expressed surprise when Lawrence told
her that defendants' shirt, which the shopper was wearing, was not
an ‘official’ Boston Marathon shirt, The district court refused to
consider this account, holding that it was inadmissible hearsay. We
think that the account was not hearsay, however, because it was not
‘offered in evidence to prove the truth of the matter asserted,’
Fed. R, Evid. 801{¢). The statement was made not to prove that the
defendants' shirts were in fact officially authorized, but rathar
to show that the declarant, a member of the public, believed that
they were officially authorized,”) {emphasis in original); Citizens
Fin., Grouwp, Inc. v. Citizens Nat’l Bank of Evans City, 383 w¥.id
110, 133 (3d Cir. 2004) (“Im this cage, the tellers described what
they saw and the action they took with respect to customers who
appeared to be confused with respect to CFG and CNBEC. This is not
hearsay.”).
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evidence of actual confusion on the part of a member of the public
(as manifested by a statement equivalent to: “I'm confused”) via
the live testimony of an employee, the testimony was admissible
under the then-existing state of mind exception to the hearsay
rule.® However, Beacon’s attempt to admit its “confusion matrix,
either directly or via the testimony of a corporate cfficer, could
not survive OneBeacon’s obijection. The matrix is hearsay {(i.e.,
the document states that someone said, in effect, “I received a
letter that indicated confusion on the part of the author”). The
business record exception is neot avalilable because the matrix was
prepared by Beacon in anticipation of litigation. Sze Source

Servs. Corp. V. Source Telecompubing Lorp., 635 F, Supp. 600, 612

n.% (N.D. IXl. 1986)}. Nor can Beacon ovércome OneBeacon’s
objection by arguing the matrix constitutes a recorded present
sense limpression of another’s then-existing mental state. See

Ocean Bio-Chem, Inc. v. Turner Network Television, Ing., 741 F.

Supp. 1546, 155% {5.D. Fla. 1850). Finally, the Court declined to
admit the matrix as a recorded present sense Impression of non-

hearsay behavior indicating confusion because the matrix does not

8 Bee Citizens, 383 F.3d at 133 (“Fed. R. Evid. 803(3) allows

statements, otherwise excluded as hearsay, to be received to show
the declarant's then-existing state of mind. To the extent that
any of the customers' statements may be deemad hearsay, we believe
Rule 803(3) would apply.”): Programmed Tax Svs., Inc. v, Raythson
£O.r 439 F. Supp. 1128, 1131 n.1 {S.D.N.V. 1877y (M {Aln gxcaption
[to the hearsay rulel is available for the statements of thoss
‘declarants’ who were describing to Kanofasky their ‘then existing
state of mind,’ i, e., their confusion.”). '
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disclose the time bastween forming the impression and recording the

information. See United States v. Ferber, %966 F. Supp. 920, 89 (D,

=

ass. 1997) (“A present sense impression, in contrast, is
admissible so long as it explaing an event immediately after it
happens.”} .

Defendant argues that the probative weight accorded the

admitted evidence should be de minimus.’ {Seg Def.’s Mot. in
Limine to Exclude Inadmissible Hearsay.) The cases Defendant

provides set out a number of reasons why Plaintiff’s actual
confusion evidence may be of limited probative worth. For

instance, courts have refused to give much credence to actual

confusion evidence similar to the misdirected communications here

7 Defendant also argues the evidence should be dsemed
irrelevant, However, the cases Defendant cites for this
propositisn are not partisularvly compelling. ®or exanple, in Lang

Yo Reb. Living Publfa 0o, Ina., 349 P.2a 576 (dd Cir. 1991}, the
Sescond Clrcult held that svidence of 400 misdirected phone calls
was not relevant becsuse it only showed {at best) that Noonsunerd
erronacusly balieved that the fendor usar {Lang} was the source of
the Jdunior user’s (Retirement Living) wagazine,” id, &t 583
{emphasis in oriqinal}. This was not sufficient becauss, according
to the Second Cireuit, in order to he relevant the evidence needed
to show that “purchasers or prospective purchasers of Langts
progdusts” belisved the products “were produced by or affiliared
with Retirement Living’'s magazing.” Id, ‘This Court, however, is
act bound by such a limitatien, Sae Beagon II, 3768 F.3d at 10
{noting that the evidence of misdirected communicabiions in this
case could support the inference that Beaacon's goodwill and
reputation had been damaged). The Sixth Circuit, in Therma~Scan,
also found evidence of actual confusion to be irrelsvant where the
communications that had been misdirected to plaintiff made no
mention of defendant’s product, 2985 ®.3d st 635, Since st least
some of the inquiries te Plaintiff hers did mention products sold
only by Defendant, this rationale for finding irvelevance is also
not applicabls,
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where: {1} the total number of misdirected communications
represents a small portion of the total number of communications

received, see Therma-Scan, Inc. v. Thermoscan, Inc., 295 F.3d 623,

632 (6th Cir. 2002); Checkpoint 38vs., Inc. v. Check Point Software

Techs.. Inc., 269 F.3d 270, 299 (3d Cir. 2001); (2

L

there is no

evidence that the misdirected communications were the result of

anything other than clerical error,? gses Therma-Scan, 295 F.3d at

636; Checkpoint, 269 F.3d at 298:; (3} the total amount of

misdirected communications was small in relation to the total time

Therma-Scan, 295 F.3d at 636; Checkpoint, 269 ¥.3d at 298-99; and

(4} the testimony regarding the misdirected communications came
.‘ = M

from employees of the plaintiff, see Checkpoint, 269 F.3d at 298,

All these reascons for giving limited weight to actual confusion
evidence are present here, and the Court accordingly limits the
probative weight accorded to evidence of actual confusion fitting
into one or more of the preceding categories.

Plaintiff, however, points out that at least some of the
misdirected communications not only were sent to the wrong address,
but included the wrong name as well-~thus indicating more than mere

clerical error. Also, the relatively small number of incidents

¥ In addition to the parties having similar names, they share

similar addresses. Beacon is located at One Beacon Centre in
Warwick, Rhode Island, while OneBeacon’s headquarters 1is at One
Beacon Streset in Boston, Massachusetts.
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cannot be held against Plaintiff without accounting for the fact
that Defendant has an admittedly small Rhode Island presence and
Plaintiff has not had similar confusion problems with other
insurers. Finally, Plaintiff points out that hecause “[a]ctual
confusion 1is often taken to be the most persuasive possible
evidence that there is a likelihood of confusion . . . felven a
minimal demonstration of actuwal confusion may be significant.”

Ihree Blind Mice Designe Co.. Inc. v. Cvrk, Inc., 892 F. Supp. 303,

312 (D, Mass. 1995} .
Furthermore, even if Plaintiff’s actual confusion eviderice is
found to be de minimus, Plaintiff points out that it can prove

likelihood of confusion independently. See Nautilus Group. Inc. v.

fcon Health and Fitpness, Inc., 372 F.3d 1330, 1339 {(Fed. Cir. 2004)

(concluding that “it was improper for the district cgurt to
consider [] scant and ambiguous evidence of actual confugsicon in
Nautilus’s favor for purposes of granting a preliminary
injunction,” but nonetheless upholding determination that there was
a likelihood of confusion as to registered mark on the basis of
plaintiff’s strength of mark and similarity between the marks and

products); Erelling Enters.. Ivc. v, Int’l Select Sroun, ing,, 19z

F.3d 1330, 1340 (1lth Cir. 199%) (stating that actual confusion
evidence “is not a prereguisite” and finding a likelihood of

confusion as to registered mark on the bhasis of plaintiff’s
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strength of mark, similarity of the marks, and defendant’s intent
to copy).

In light of all the above, the Court concludes thait the
evidence of actual confusion presented by Beacon, while clearly not
overwhelming, is sufficient to tip the scale in its favor as to
this factor.

5. Defendant’s Intent

OneBeacon {(then known as “CGU Insurancs”) was sold to #White
Mountains Insurance Group, Ltd. {(“White Mountains”} in 2001 and
OneBeacon adopted its current name and lighthouée loge in
connection with that sale. (Tr. of 3/3/05 at 58-5%.) The choice
of name and logo resulted from a year-long process that culminated
with a naming contest in which employees and agents submitted their

proposals., {Id. at 67-7%l.} The name “One Bsacon” was one of 2000

submissions. (Id. at 69.) It was chosen by senior managemsnt from
among twelve finalists. {(Id. at 70, 83.} The choice of the name

was influenced by ssveral factors, including the fact that (a) COne
Beacon Street in Boston was the longstanding address of the
Company’s corporate headguarters, which its employees and agents
had come to refer to as “One Beacon,” and {b} it connected the

Company to-its base in Boston and, more broadly, New England. (Id.

at 71, B4} Management of the company’'s new owner, White
Mountains, endorsed the choice. {Id. at 84,3 Throughout the

naming process, the Company was aware of the existence ¢f Beacon
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{(id. at 92-93), which it did not view as an impediment to the
adoption of “OneBeacon” because it did not view the companies as
being in direct competition {id. at 83) and the name had been
cleared for use by oubside counsel {id. at 81-82). Around the time
that “OneBeacon” was emerging as the consensus choice for ths new
name, the Cémpany’s in-house design staff and an advertising
consultant developed over fifty potential logos. {Id. at 84.) The
chosen logoe is a combination of a lighthouse and obelisk designed
by the cutside consultant. {Id. at 85-8¢.}

The seventh factor in the likelihood of confusion inquiry--the
defendant’s intent in adopting its mark--falls in OneBeacon’s
favor. In this case, the record is clear that OneBeacon adopted
its name and logo in good faith, without intending to copy Beacon’s
marks or deceive relevant purchasers. However, as the Circuit
Court pointed out, “{ulnder this circuit's precedents . . . this
factor usually matters only where an alleged infringer copied a
mark in bad faith; a converse finding of good falth carries ‘little
welght.’” Beagen II, 376 F.3d at 19.

6. Strength of Mark

OneBeacon offered the following evidence at trial: A search
of wyellowpages.com showed fourteen companies using “beacon” in
their names in Rhode Island. {Tr. of 3/3/085 at 117.) One of those
companies was in the insurance/financial industry and alsoc used a

lighthouse loge. (Id.} In Massachusetts, 289 companies listed in
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vellowpages.com uszed “beacon” in their name. {(Id. at 119.} Ten of
those companies were in the insurance/financial industry, and five

of those used

o]

lighthouse logo. {Id.) In New York, there were
233 listings, including one company in the insurance/financial

industry. {(Id. at 120.} In Connecticut, there were 161 such

listings, including three in the insurance/financial industry, one
of which used a lighthouse logo. (Id.} A search of the world wide
web showed, nationwide, an additional thirty-four companies in the

insurance/financial industry using “beacon” in their names, twenty-

nine of which also employed a lighthouse logo. (Id.

at 125.)

Beacon raised many legitimate challenges o the accuracy of
this evidence. Nonetheless, after reviewing all the evidence and
objections thereto, the Court finds that: {1} the word “beacon” has
been used by companies nationwide; (2) many of the companies using
the word ‘“beacon” in their mark are in the financial
services/insurance industries; and (3) it is not uncommon for these
marks to include a lighthouse logo.

However, even given this finding, the Court concludes that
Beacon’s marks are strong marks. As the Court of Appeals stated in
Beacon II:

OneBesacon argues that the mavrk is weak because & vallow

pages search shows that the tem ‘beacon’ is used by

other financial aﬁrvices companies in the Northeast, Bat

none of the Rhode Island companies listed appear to be

insurancs companies and thers is ne evidence that any of
the other companies do business in Rhede Island,
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376 F.3d at 18 n.5. And so the evidence remained after tria
Beacon has used its marks since 1992, has promoted them actively,
and has gained renown in the field, as evidenced by Dr. Jacchy’s
consumer survey and Beacon’s substantial market share. Thus, the
strength of the marks weighs in Beacon’s favor.

Having reviewed the eight féctors, the Court concludes Beacon
has carried its burdsn of proving & likelihood of confusion.
Defendant argues Plaintiff must directly prove harm to its goodwill

or reputation. But this is not correct, BSes Socists Des Produits

Nestle, S8.A. v. Casa Helvetia, Inc., 982 F.2d 633, 640 {1st Cir.

1892} (Selya, J.) {(™[Tlhe district court erred in suggesting that
preof of actual harm to Nestle's goodwill was a prerequisite to
finding a Lanham Trade-Mark Act vioclation. The Lanham Act contains
no such proof-of~injury requirement. By its very nature, trademark
infringement results in irrepaiable harm because the attendant loss
of profits, goodwill, and reputation cannot be satisfactorily
quantified and, thus, the trademark owner cannot adequately be
compensated. Hence, irreparable harm flows from an unlawful

trademark infringement as a matter of law.”}. PRlaintiff put on

evidence of, inter alia, mistaken cancellations of coverage for
failurs to pay premiums, impropsr disclosure of confidential
medical records, and ‘delayved reimbursement of health c¢are
providers. (See Tr. of 2/28/05 at 80.) This evidence, which this

Court accepts, provides independent support for concluding that
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Beacon’s goodwill and reputation have been damaged., The next issue
i8 remedy.
1. Remedy

The Lanham Act affords the Court the ‘“power to grant
injunctions, according to the principles of equity and upon such
terms as the court may deem reasonable.” 15 U.8.C. 8§ 1lis.
Indeed, “an injunction is the standard remedy in unfair competitioﬁ
cases.” 5 McCarthy § 30:2. While ths Court has a “wide rangs of
discretion in framing an injunction in terms it deems reasonable to

prevent wrongful conduct,” Soltex Polvmer Corp. v. Fortex Indus.,

Ing., 832 F.2d 1325, 132% {(2d Cir. 1987) {quoting Spring Mills,

Ins.. . v. Bltra-cashmere Houss. Litd., 724 F.2d 352, 355 (2d Cir.

1883} }, injunctive relief should be limited to the senior user's

geographic market, Ciltizens Fin. Group, 383 F.3d at 132 (“[Tlhe

genior user of a common law mark may not be able te obtain relief
against the junior user in an area where it has no established
trade, and hence no reputation and goodwill.”}.

OneBesacon has argued that it should not be enjoined from using
its mark in Rhode Island, but rather should be allowed to cure the
actionable confusion wvia disclaimers and, perhaps, a directed
advertising Campaign, The Court, however, is not convinced such a
solution would be effective, First of all, the efficacy of

disclaimers generally is in doubt. ee Home Box Office, Inc. v.

Showtime/The Movie Channel, Inc., 832 F.2d 1311, 1315-16 (2d Cir.
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1987} (recognizing “body of academic literature that guestions the
effectiveness of disclaimers in preventing consumer confusion as to

the source of a product”); se ~also Jacob Jacoby & George J.

Szybillo, Why Disclaimers Fail, 84 Trademark Rep. 224, 224 (1994)

i
{

{"most disclaimers do not in fact eliminate the potential for

confusion”}. Second, OneBeacon has put on no evidence to suggest
a disclaimer would be effective in this casze, Sze Vincent N.

Palladineo, Disclalmers Bafere  snd  After  HRO v, Showiima, 82

Trademark Rep. 203, 218 (1982) {(summarizing cases following HBO as
standing for the proposition that a disclaimer “should not be
ordered where plaintiff establishes a substantial likelihood of
confusion, unless defendant shoulders the heavy burden of proving
a disclaimer will effectively alleviate that substantial
likelihood”). Finally, because Beacon is the one doing the vast
majority of advertising in Rhodeilsland, the burden to correct

confusion via disclaimer would arguably fall to them.? Given that

* This fact may be the source of OneBeacon’s suggestion that

it be permitted to aveid an injunstion by implementing a directed
advertising campaign. This Court, however, forososs neadlessly
difficult logistical issues involving the form, gquantity, and
duration of such proposed advertising., Moveover, sueh & vampaign
might actually make the problem worse, Bee Jacobs v, Bsecham, 221
U.3. 263, 272 (1%11) (Holmes, J.} {(“To call pills Beecham's pills
is to call them the plaintiff's pills. The statement that the
defendant makes them does not save the fraud. That is not what the
public would notice or is intended to notice, and, if it did, its
natural interpretation would be that the defendant had bought the
criginal businesss out and was carrying it on.”); gee also Jacob
Jaccoby, Margaret <¢. Nelson, & Wayne D. Hoyer, Corrective
Advertising and Affirsative Disclosure Statements: Their Potential
for. Sonfusing and Misleading the Consumer, 46 J. Marketing 61
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Beacon s not the creator of the actionable confusion in this case,

it would be manifestly unfair to impose the burden of clearing up

that confusion on it. In light of thease concerns, the Court

T

_concludes that the only practical remady that can meaningfully

protect Beacon’s wark is an injunction prohibiting OneBeacon from

using the OneBeacon name and lighthouse logo in Rhode Island.

IV, Rhode Island Law Claims

Beacon alsc seeks injunctive relief under its state law

claima. Because this Court has already ‘concluded that Beacon is

entitled to the relief it szeeks

purauant to yssolution of its

Lanham Act claims, there is no need to further address Beacon’s

atate law claims,

{1282) ("studies on corrective advertising suggest that remedial
megsages wmay also fail to he correctly comprehended.
Adkingon ({1876, p. 182) noted that 39% of their subjects
misunderstood the corrsative message they used, while Russo et al.
{1281} obtained a wmedian miscomprehension rate of 61% for
corrective ade for 10 different products. In other words, remedial

statements may be at least as confusing and misleading as the

advertising they ave desmigned to counteract.”), Thus, the Court

deoes not view dirvected advertising as an effective solution to the
problem of confusion as to source in this cage.

Mazis and
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Vv, Conclusion
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O ORDERED,

William E. Smith
United States District Judge

Date: ,.?/jg, /ﬁém

Dafendant
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UNITED STATES DISTRICT COURT

FOR THE DISTRICT OF RHODE ISLAND

THE BEACON MUTUAL INSURANCE .
COMPANY AMERDED JUDGMENT IN A CIVIL CASE
V.

ONEBEACON INSURANCE GROUP Case Number: C.A. No. 01-3548

Jury Verdict.

X Decision by Court. This action came to trial o hearing before the Court. The issues have been tried or heard and
8 decision has been rendered.

IT IS ORDERED AND ADJUDGED

JUDGMENT IS HEREBY ENTERED IN FAVOR OF PLAINTIFF AGAINST DEFENDANT PURSUANT
TG THIS COURT'S DECISION AND ORDER ENTERED ON JULY 15, 2005 ENJOINING DEFENDANT
ONEBEACON INSURANCE GROUP FROM USING THE ONEBEACON NAME AND LIGHTHOUSE
LOGO IN RHODE ISLAND.

duly 19, 2003

, " - §. a4t «
Date . Ciwk s” ‘ Iy
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