UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

2900 Crystal Drive

Arlington, Virginia 22202-3513

csg Mai | ed: Septenber 17, 2003
Concurrent Use No. 94001250
CDS, Applicant?
V.

|.C.E.D. Managenent, Inc.,
Exception

This case now conmes up on excepted user |.C E D.’s
(hereinafter 1.C.E.D.) notion to conpel; filed February 3,
2003; I.C.ED.’s notion to extend dates, filed, February 3,
2003, and I.C.E.D.”s notion to dismss, filed July 11, 2003.
The notions are fully briefed.

The Board turns first to |.C E. D.”s notion for
judgment. |.C E. D. has noved for involuntary di sm ssal
under Trademark Rule 2.132(a) based on applicant CDS s
(hereinafter “CDS”) failure to take testinony or submt

evidence during its testinony period. CDS has responded by

! The parties are advised that inasmuch as Qpposition No.

91121374 was dism ssed in favor of this concurrent use proceedi ng
on July 30, 2002, no further reference should be made to this
opposition proceeding in any of the parties’ papers. Any filings
in this concurrent use proceedi ng should only reference the
concurrent use proceedi ng nunber, 94001250. Additionally, the
parties are advised that the junior party (concurrent use
applicant CDS) stands as plaintiff in this proceeding and the
senior party (excepted user |.C E. D.) stands as defendant as
provi ded for under Trademark Rule 2.116(b). See also TBW



arguing that the filing of 1.C.E.D.’s notion to conpel
suspended all matters not germane to the notion to conpel as
provided for in Trademark Rule 2.120(e)(2), even though no
suspensi on order was issued, and therefore, |.C E D.’s
request for dismssal should be denied.

It is standard Board practice to suspend proceedi ngs
when a notion to conpel is filed. See Trademark Rul es
2.120(e)(2) and (h)(2). Although the Board did not have the
opportunity to mail out a suspension order sooner,
proceedi ngs herein are considered to have been suspended
retroactive to February 3, 2003, the date of filing of
|.CE D.'s notion to conpel. See Trademark Rul e
2.120(e)(2). In viewthereof, I.CE D.'s notion for
judgnent for failure to prosecute is denied.

The Board now turns to the notion to conpel.
Prelimnarily we note that |.C E. D. requested better
responses to Interrogatory Nos. 6, 7, 8, 9, 11-15, and 16,
22, 23 and 27; production of Docunment Request Nos. 4-10, 17,
18, 19, 20 and 29. CDS responded to the notion to conpel by
serving better responses to opposer’s interrogatories and
docunent requests and filing a response to opposer’s notion
to conpel, asserting that the notion to conpel was now noot.

In reply, 1.C.E.D. advised the Board that despite

Section 1107. Al future filings in this concurrent use
proceedi ng should foll ow the proper captioning as shown above.



suppl enent ati on, applicant’s responses to sone of the
interrogatory requests and sone of the docunent requests
“remai n i nadequate. ”?

In particular 1.C.E.D. states that in Interrogatory
Nos. 9-15, CDS has failed to describe the manner of use;
that CDS nmust produce docunents show ng use in each cl ai ned
state or confirmthat no such docunents exist; that CDS
cannot limt its response to the seven states where actual
use is occurring and “nust be conpelled to disclose
geogr aphi c areas where prior use of THE COPY CLUB nark
occurred” and nust identify cities within the geographic
areas naned; that CDS' s privilege |og submtted wth the
suppl enental responses is deficient; that CDS must identify
its custoners or at least the first custoner in each state
where CDS has used the mark and in each state in which it
seeks a concurrent use registration; and that CDS nust
di sclose relevant facts in Interrogatory Nos. 22 and 27 and

Docunent Request No. 23.

Interrogatory Nos. 9-15

Wth regard to these interrogatories, |1.C E. D. seeks

i nformati on about “the manner of all such use” of CDS s THE

21t is unclear exactly which interrogatories and docunent

requests are still at issue because except for Interrogatory Nos.
9-15, I.CE D has failed to identify specific interrogatories
and docunment requests that it clains are still deficient and has

spoken only in general ternms about deficiencies in CDS s
responses.



COPY CLUB mark. Applicant has stated that its supplenenta
responses are conplete. However, |I.C E. D. argues that the
suppl enental responses are insufficient and that CDS be
“conpel l ed to describe how THE COPY CLUB mark has been used
in each state with regard to each good or service clained.”

Al t hough the Board is not entirely clear exactly what
information | .CE D. is requesting with regard to the term
“manner of use”, the reference back to Interrogatory No. 2
makes CDS s responses sonewhat unclear. |In view thereof,
|.CE D.'s notion to conpel with regard to Interrogatory
Nos. 9-15 is granted to the extent that CDS nust specify,
within TH RTY DAYS of the mailing date of this order,
exactly what goods or services it has used THE COPY CLUB
mark within each state as identified in Interrogatory Nos.
9-15, and produce correspondi ng docunents to indicate such
use, if those docunents exist. |[|f no docunments exist,
applicant should so state in witing.

Interrogatory Nos. 22, 27, Docunent Request No. 23

CDS' s suppl enental response to these interrogatories
and this docunent request is sufficient.
Accordingly, I.CED.’s notion to conpel is denied as

to these requests.



Docunent Request Nos. 4-10

| .C.E. D asserts inits notion to conpel that CDS
shoul d be conpelled to produce docunents showi ng first use
in the states clainmed in the concurrent use application.

In response, CDS states that its responses are
sufficient and that it has provided suppl enental responses
that set forth further specific regarding dates of first
use.

In reply, |.C E D argues that applicant nust confirm
that no such docunents exist.

The Board finds that despite |.C E.D.’s suppl enentation
of its discovery responses, it is apparently unclear to
opposer whet her any ot her responsive docunents exist that
have not already been provided. Oobviously, CDS cannot
produce docunents that do not exist. In viewthereof,
|.CE D 's notion to conpel is granted to the extent that
CDS nmust assert in witing within TH RTY DAYS of the mailing
date of this order that it has provided all docunents
responsive to these docunent requests and that no ot her
responsi ve docunents exi st.

Docunent Request Nos. 17, 18, 19, 20, and 29

In its notion to conpel, |1.C E.D. conplained that CDS
failed to produce a privilege log wth regard to Docunent
Request Nos. 17, 18, 19, 20 and 29 so as to allow I.C E. D.

to determ ne whether the docunents clainmed as privileged



were created in the context of giving | egal advice.

| .C.E. D has also conplained about CDS' s confidentiality
obj ections with regard to Docunent Request Nos. 17 and 18,
advising that the parties have not yet agreed to a
protective order.

In response to the notion to conpel, CDS advises that
it has provided .C.E.D. with a privilege log in support of
all objections based on attorney-client privilege and that
it has signed a protective agreenent.

In reply, 1.C.E.D. argues that the privilege | og nust
be clarified because “many entries in the privilege |log give
no i ndication of why any privilege applies.”

The Board has reviewed the privilege | og provided by
CDS to I.C.E.D. and has determned that with regard to the
docunents conpl ai ned about in I.CE D.’s letter of February
21, 2003, the privilege log is facially inadequate for
determ ning whether a privilege exists. [In viewthereof,
|.CED 's notion to conpel is granted to the extent that
CDS must provide, within TH RTY DAYS of the mailing date of
this order, a nore detailed | og of the docunents identified
inl.CED. s letter of February 21, 2003 by 1) listing the
i ndi vidual s who were authors or addressees or copied on the
docunents, (or were informed of the docunents substance),
and 2) providing counsel's representation as to whether the

docunents were prepared: (a) ...to assist in anticipated or



pending litigation or (b) contain information reflecting
communi cati ons between (i) counsel or counsel's
representatives and (ii) the client or the client's
representatives, for the purpose of facilitation in the
rendition of |egal services to the client.

In view of the signing of the protective agreenent,
|.CE D 's notion to conpel with regard to applicant’s
confidentiality objections is noot.

Interrogatory Nos. 6, 7, 8, and 16

|.CE D argues inits nmotion to conpel that CDS cannot
limt its discovery responses to information related solely
to geographic territory clained in its concurrent use
application and nust be based on actual use; that CDS shoul d
provide information regarding its prior use; and that
therefore, CDS s responses are insufficient.

In response, applicant states that opposer has cited no
authority that expands the scope of a likelihood of
confusion analysis in a concurrent use proceeding to areas
of prior use; that its clainmed area of use and its actual
use are “one in the sane”; and that it has provided
“suppl enent al responses to further specify an clarify that
its actual use of “THE COPY CLUB” is indeed limted to those

seven states identified in its concurrent use application.”



In reply, opposer argues that prior use of THE COPY
CLUB mark is highly relevant to the |ikelihood of confusion
anal ysis and therefore should be provided.

Because rel evancy for discovery purposes is broader
than trial, the Board finds that inquiry into applicant’s
prior use is relevant. However, |I.C. E.D. is cautioned
agai nst using the discovery process for purposes of
harassment. Moreover, |.C.E.D. is advised that sinply
because the Board finds that the inquiry is relevant for
di scovery purposes does not nean that this information is
relevant for trial purposes. |If |I.C. E D plans to argue at
trial that CDS prior overlapping use is relevant, there has
to be a conpelling reason to do so, not just a theory that
because past overl apping use was |likely to cause confusion,
there may again be such overlapping use in the future.

Accordingly, I.CED.’s notion to conpel is granted to
the extent that CDS nust disclose within TH RTY DAYS of the
mai | ing date of this order the geographic areas of prior use
(i.e., cities and states where CDS has shi pped goods under
the marks or serviced clients under the mark) which have now
been discontinued. CDS is not required to provide |I.C E.D.
wth client lists with regard to its areas of prior use.

| .CE D also conplains that CDS s original and

suppl enental interrogatory responses to Interrogatory no. 6



“fail to sufficiently identify cities wthin geographic
areas al ready naned.”

The Board agrees with I.C.E.D. that with respect to
Interrogatory No. 6, CDS s suppl enental responses are
sonewhat unclear. |In particular, the areas “greater Kansas
City netropolitan area”; “greater St. Louis netropolitan
area”, and “greater New York City netropolitan area”
identify areas which enconpass nore than one city.

Accordingly, I.CE. D.”s notion to conpel a better
response to Interrogatory No. 6 is granted to the extent
that CDS nust specify, within TH RTY DAYS of the nailing
date of this order, the cities conprising the greater
netropolitan areas of Kansas City, St. Louis and New York.

ldentity of CDS' s custoners

| . CE D argued inits nmotion to conpel that CDS nust
provide the nanmes of its custoners in each state CDS has
used its mark.

In response, CDS states that it has no obligation to
provi de confidential custonmer information; that this request
is made for purposes of harassnent; that the request is
unlimted as to tine and invol ves common | aw rights that
applicant established in certain geographic territories
prior to |l.CE D.'s filing for federal registration of its

mar k.



In reply, I.C.E.D. states that the Board shoul d conpel
applicant to reveal nanmes of at |east the first custoner in
each state where applicant has used its mark and in each
state in which applicant seeks a concurrent use
registration

The Board agrees with CDS that as a general rule, the
nanmes of custoners are not discoverable. However a party
may be required to furnish the nane and address of its first
custoner in order to verify its clainmed date of use.
Johnst on Punp/ General Valve, Inc. v. Chronalloy American
Corporation, 10 USPQ2d 1671 (TTAB 1988).

In view thereof, I.CED.’s notion to conpel is granted
to the extent that CDS nmust furnish, within TH RTY DAYS of
the mailing date of this order, the nane of its first
custoner in each state where applicant seeks a concurrent
use registration (Connecticut, Kansas, M ssouri, New Jersey,
New Yor k, Pennsylvania & Utah).

As stated above, CDS is allowed until TH RTY DAYS from
the mailing date of this order to serve suppl enental
responses to the discovery requests for which the notion to
conpel is granted.

|.CE D 's notion to extend is granted.

Proceedi ngs are resuned. Trial dates, including the

cl ose of discovery, are reset as follows:
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DISCOVERY PERIOD TO CLOSE: November 26, 2003

30-day testimony period for party in position of plaintiff February 24, 2004

to close:
30-day testimony period for party in position of defendant April 24, 2004
to close:
15-day rebuttal testimony period for party in position of June 8, 2004

plaintiff to close:

In each instance, a copy of the transcript of testinony
together wth copies of docunentary exhibits, nust be served
on the adverse party within thirty days after conpletion of
the taking of testinony. Trademark Rule 2.1 25.

Briefs shall be filed in accordance with Trademark Rul e
2.128(a) and (b). An oral hearing will be set only upon

request filed as provided by Trademark Rule 2.1 29.

By the Trademark Trial
and Appeal Board
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