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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

STIC LLC,

Petitioner,
V.

Cancellation No. 92089205
AMOREO EUROPE S.L.,

Respondent.

RESPONDENT’S OPPOSITION TO MOTION TO SUSPEND FOR CIVIL ACTION

On October 29, 2025, Petitioner, STIC LLC, moved the Board to suspend action on this
cancellation proceeding “pending the final disposition of Cancellation No. 3000709 in the Benelux
Office for Intellectual Property (BOIP).” 6 TTABVUE. For the reasons set forth herein, Respondent
submits that the final disposition of Cancellation No. 3000709 (the “BOIP Proceeding™) has no
bearing on the outcome of this proceeding and that Petitioner’s Motion for Suspension for Civil
Action (“Motion to Suspend’) should be denied.

As a preliminary matter, Respondent acknowledges that its U.S. Trademark Registration No.
6648984 that is the subject of this proceeding is a Registered Extension of Protection of International
Registration No. 1591280, which is owned by Respondent. International Registration No. 1591280
is based on Benelux Registration No. 1434754 that is also currently owned by Respondent. For
purposes of Article 6 of Protocol Relating to the Madrid Agreement Concerning the International
Registration of Marks (“Madrid Protocol”), the rules of which govern applications filed under
Section 66(a) of the Lanham Act, Benelux Registration No. 1434754 would be considered the basic

registration. See, e.g., TMEP § 1902.09.



In its Motion to Suspend Petitioner represented to the Board that the BOIP issued a decision
“canceling” Benelux Registration No. 1434754 and assigning Benelux Registration No. 1434754 to
it. In support of its representations to the Board, Petitioner supplied a copy of the decision in the
BOIP Proceeding dated September 29, 2025. However, the BOIP did not cancel Benelux
Registration No. 1434754 as Petitioner contends. The BOIP decision ordered that Benelux
Registration No. 1434754 be assigned to Petitioner. See 6 TTABVUE at Page 24. Thus, Petitioner’s
contention that the BOIP issued a decision canceling Benelux Registration No. 1434754 is
unfounded and false. Had the BOIP issued an order canceling Benelux Registration No. 1434754 in
its entirety the Motion to Suspend may have been appropriate pending expiration of the appeal
deadline or pendency of an appeal by Respondent. But, that is not what happened.

Ultimately, the question before the Board for consideration is whether the BOIP order
assigning Benelux Registration No. 1434754 to Petitioner has any bearing on this U.S. proceeding
that would justify Petitioner’s request for suspension. Petitioner acknowledges that the BOIP
decision may be appealed by Respondent.' 6 TTABVUE at Page 3. But, Petitioner also asks the
Board to believe that if the BOIP cancellation is upheld on appeal, or if Respondent fails to appeal
the decision, that Respondent “would no longer be the owner of the Benelux trademark registration,
would no longer be the holder of the International Registration, and therefore, would no longer be
entitled to the extension of protection in the USA (Reg. No. 6,648,984.” Id. Petitioner’s contentions
are, notably, unsupported by any statute or authority whatsoever.

If Respondent appeals the BOIP decision and the decision is upheld, or if Respondent fails to
appeal the decision, then ownership of Benelux Registration No. 1434754 will be transferred to

Petitioner. But, the impact of the BOIP decision ends there and has no impact on this cancellation

! Respondent has until November 29, 2025 to submit an appeal to the BOIP.
2



proceeding. Petitioner asks the Board to believe that the transfer or assignment of a basic registration
will somehow automatically impact ownership of International Registration No. 1591280 such that
Petitioner will become the owner of the International Registration. There is no provision in the
Madrid Protocol that provides for the automatic transfer or assignment of an International
Registration when a basic registration is assigned or otherwise transferred to a new owner. Once
again, Petitioner’s contentions are unfounded and without merit.

Petitioner stated that “[t]he validity of the International Registration was still dependent on
the Benelux trademark registration because five years had not yet passed at the time BOIP
Cancellation No. 3000709 was filed.” Id. Petitioner seems to suggest that an assignment of
International Registration No. 1591280 within the Article 6 five year dependency period will
somehow result in an gutomatic transfer of ownership of the International Registration. But, that is

also incorrect. Article 6(3) of the Madrid Protocol states: “The protection resulting from the

international registration, whether or not it has been the subject of a transfer, may no longer be
invoked if, before the expiry of five years from the date of the international registration, the basic
application or the registration resulting therefrom, or the basic registration, as the case may be, has
been withdrawn, has lapsed, has been renounced or has been the subject of a final decision of
rejection, revocation, cancellation or invalidation, in respect of all or some of the goods and services
listed in the international registration.” See, e.g., TMEP § 1902.09. Indeed, the text of Article 6(3)
of the Protocol makes it abundantly clear that an assignment or transfer of the basic application or
registration is irrelevant. The only thing that matters for the purpose of dependency is whether the
basic application or registration has been withdrawn, lapsed, renounced for all or some of the

goods/services listed in the International Registration.



Taking all of the above into account, if Benelux Registration No. 1434754 is assigned to
Petitioner, nothing will happen with respect to ownership of International Registration No. 1591280
and, consequently, U.S. Trademark Registration No. 6648984. Thus, Respondent submits that there

is no basis for suspension of this proceeding and Petitioner’s Motion to Suspend should be denied.?
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Dated: October 29, 2025
Mankato, Minnesota
Respectfully submitted,

Eﬂwm\,

Sean P. McMahon
SEAN P. MCMAHON, PLLC

100 Warren Street, Suite 322
Mankato, Minnesota 56001

Telephone: (507) 344-3122

Attorney for Respondent

% For purposes of future scheduling orders, the Board should note that counsel for Petitioner and Respondent
completed the required discovery conference on October 21, 2025.
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CERTIFICATE OF SERVICE

I hereby certify that the foregoing RESPONDENT’S OPPOSITION TO MOTION TO
SUSPEND FOR CIVIL ACTION was served upon Petitioner this 29™ day of October, 2025, by
emailing a copy thereof to its counsel at pto@yourtrademarkattorney.com and
morris@yourtrademarkattorney.com:

MORRIS ELI TUREK
YOURTRADEMARKATTORNEY.COM
167 LAMP AND LANTERN VILLAGE, #220
CHESTERFIELD, MO 63017-8208

pto@yourtrademarkattorney.com, morris @ yourtrademarkattorney.com

&MMM,

Sean P. McMahon
October 29, 2025



