Trademark Trial and Appeal Board Electronic Filing System. htips://estta.uspto.gov

ESTTA Tracking number: ESTTA1558132
Filing date: 07/06/2026

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding no.

92089205

Party

Defendant
Amoreo Europe S.L.

Correspondence | SEAN P. MCMAHON
address SEAN P MCMAHON, PLLC
100 WARREN STREET
SUITE 322
MANKATO, MN 56001
UNITED STATES
Primary email: sean@mcmahonplic.com
Secondary email(s): stephanie@mcmahonplic.com
507-344-3122
Submission Discovery/Trial Motions
Reply in Support of Motion
Filer's name Sean P. McMahon
Filer's email sean@mcmahonplic.com
Signature /SPM/
Date 07/06/2026
Attachments 20260706 Reply Brief in Support of Request for Reconsideration in PDF

pdf(154455 bytes )



https://estta.uspto.gov

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

STIC LLC,

Petitioner,
V.

Cancellation No. 92089205
AMOREO EUROPE S.L.,

Respondent.

RESPONDENT’S REPLY BRIEF IN SUPPORT OF REQUEST FOR RECONSIDERATION

Respondent Amoreo Europe S.L. (“Respondent”), by its counsel, respectfully submits its
reply brief in support of its Request for Reconsideration (13 TTABVUE) filed on May 26, 2026.

Petitioner contested the Request for Reconsideration and filed its opposition (“Opposition
Brief”) on June 15, 2026 (14 TTABVUE). Petitioner's Opposition Brief rests almost entirely on legal
conclusions unsupported by any controlling authority. Although Petitioner advances sweeping
propositions concerning the retroactive effect of an assignment, the ownership of a corresponding
Madrid Protocol registration, and Respondent's alleged lack of entitlement to obtain an international
registration, it cites no provision of the Madrid Protocol, no provision of the Benelux Convention on
Intellectual Property, no decision of the Benelux Court of Justice, no WIPO authority, and no TTAB
precedent supporting those propositions. Instead, Petitioner asks the Board to accept legal theories
derived largely from speculation and non-binding EUIPO administrative guidance governing entirely

different proceedings.



L No Retroactive Language in Decision in Benelux Cancellation No. 3000709

As Petitioner noted in its Opposition Brief, the Benelux Office of Intellectual Property
(“BOIP”) determined in Cancellation No. 3000709 (“BOIP Cancellation”) that the basic registration
will be assigned to Petitioner. 14 TTABVUE. Indeed, the BOIP Cancellation decision stated in no
uncertain terms that “the claimant’s request for the assignment of the contested trademark is upheld
and the contested trademark will be assigned to the claimant.” See 6 TTABVUE, Exhibit A
(emphasis added). It is important to note that the word “retroactive” mever appears in the BOIP
Cancellation decision. Yet, Petitioner submits that the assignment is a retroactive assignment of the
basic registration as of the date the application for the basic registration was filed. Petitioner failed to
identify anything in the BOIP Cancellation decision to that effect or even the relevant portion from
the Benelux Convention on Intellectual Property (“BCIP”) to that point. If Petitioner's theory is
correct, one would expect a citation to Article 2.20ter BCIP or a decision of the Benelux Court of
Justice holding that an assignment ordered under that Article relates back to the filing date.
Petitioner's Opposition Brief cites neither.

Instead, Petitioner submitted that “[a]ccording to European Union law (which is applicable in
this case since Benelux law is largely harmonized with EU law), if a claim for invalidity is
successful, “the applicant will become the proprietor of the EUTM with retroactive effect to the date
of filing, or where applicable, priority, of the contested EUTM.” Petitioner cited European Union
Trade Mark Guidelines in support of its position. A copy of the document was not supplied along
with the Opposition Brief and the document in question does not appear to be cited correctly. It
appears that the document may relate to the European Union Intellectual Property Office (EUIPO)
guidelines (“EUIPO Guidelines™) for cancellation procedures, which have no bearing on the BOIP
Cancellation at all. Petitioner's only cited authority is the EIUIPO Guidelines which do not govern
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proceedings before the BOIP. Petitioner's assertion that Benelux law is "largely harmonized" with EU
law does not transform EUIPO administrative guidance into controlling Benelux law.

The issue presented is governed by the BCIP, not EUIPO practice. The EUIPO Guidelines are
administrative guidance applicable to proceedings before the EUIPO; they are neither binding nor
authoritative with respect to the interpretation or application of Benelux law. Accordingly,
Petitioner's citation to the EUIPO Guidelines provides no legal support for its position on the
operation of the Benelux trademark system. Petitioner’s arguments are entirely misleading and the
Board should dismiss Petitioner’s arguments as completely unmeritorious.

11 No Authority to Support Registrant Was Not Entitled to File Application with WIPO

Petitioner submitted that Respondent “was never entitled to file an application for
international registration with WIPO.” 14 TTABVUE. But, this argument is also unsupported by
any legal authority whatsoever. Such a proposition would necessarily arise under the Madrid
Protocol or the Common Regulations. Yet Petitioner cites neither. The absence of any supporting
authority is telling because no provision appears to exist.

Petitioner fails to cite to the Madrid Protocol, or any WIPO policy or document for that
matter, to support its position. This is misleading because no such rule or policy exists. Petitioner
then relies on its misleading argument that a retroactive assignment will allow some sort of redress.
But, again, the BOIP Cancellation decision does not contain the word retroactive.

III.  Misleading Statements as to Cancellation of Basic Registration

Petitioner also seeks to confuse the Board by stating that “the International Registration will
still be invalidated if the basic registration is ultimately canceled as a result of the BOIP
cancellation.” See 14 TTABVUE at Page 5. Despite the very clear terminology of the BOIP
Cancellation decision (“the contested trademark will be assigned to [Petitioner]”, quoted above),
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Petitioner asks the Board to believe that the basic registration could still be cancelled and, as a result,
that certain provisions of Article 6(3) of the Protocol Relating to the Madrid Agreement Concerning
the International Registration of Marks (“Madrid Protocol”) apply. But, the provisions to which
Petitioner refers, only concern a final decision of rejection, revocation, cancellation or invalidation,
or ordering the withdrawal, of the basic application, or the registration resulting therefrom, or the
basic registration. Those provisions have no applicability to an assignment of the basic application
or registration - whether the assignment is voluntary or the result of another proceeding. Again,
Petitioner submits arguments that are intentionally misleading for the purposes of confusing the

Board.
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Respondent acknowledges the Board’s objective of achieving judicial economy and not
running two cases in parallel. Ultimately, Petitioner's Opposition asks the Board to continue the
suspension of this proceeding based not on what Benelux law or the Madrid Protocol actually
provide, but on what Petitioner believes they ought to provide. That is insufficient to justify
continuing the suspension.

In view of the above, Respondent respectfully requests that the Board lift the suspension
order of April 27, 2026, set a new trial schedule and order Petitioner to respond to Respondent’s
October 29, 2025 discovery requests within thirty days from resumption of the proceedings.

Dated: May 26, 2026

Mankato, Minnesota
Respectfully submitted,

&MMW

Sean P. McMahon
SEAN P. MCMAHON, PLLC

100 Warren Street, Suite 322
Mankato, Minnesota 56001

Telephone: (507) 344-3122

Attorney for Respondent



CERTIFICATE OF SERVICE

I hereby certify that the foregoing RESPONDENT’S REPLY BRIEF IN SUPPORT OF
REQUEST FOR RECONSIDERATION was served upon Petitioner this 6™ day of July, 2026, by
emailing a copy thereof to its counsel at pto@yourtrademarkattorney.com and
morris@yourtrademarkattorney.com:

MORRIS ELI TUREK
YOURTRADEMARKATTORNEY.COM
167 LAMP AND LANTERN VILLAGE, #220
CHESTERFIELD, MO 63017-8208

pto@yourtrademarkattorney.com, morris @ yourtrademarkattorney.com

&MMM,

Sean P. McMahon
July 6, 2026



