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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

      ) 

STIC LLC     ) 

  Petitioner,   )  

      )  

 v.     ) Cancellation No. 92089205   

) 

Amoreo Europe S.L.    ) 

  Registrant.   ) 

                                                                        ) 

 

 

PETITIONER’S RESPONSE IN OPPOSITION TO REGISTRANT’S 

REQUEST FOR RECONSIDERATION 

 

 Petitioner STIC LLC (“Petitioner”) hereby responds to the Request for Reconsideration 

filed by Registrant Amoreo Europe S.L. (“Registrant”) on May 26, 2026.  13 TTABVUE.  

Because Registrant’s Request for Reconsideration is meritless, Petitioner respectfully requests 

that the Board deny it and maintain suspension of this cancellation proceeding pending the final 

disposition of BOIP Cancellation No. 3000709. 

 Registrant essentially argues that the disposition of the BOIP cancellation will have no 

impact on International Registration No. 1591280 (the “International Registration”), and by 

extension, U.S. Registration No. 6,648,984.  Registrant bases its argument on (1) that there is no 

provision in the Madrid Protocol that provides for the automatic transfer or assignment of an 

international registration when a basic registration is assigned or otherwise transferred to a new 

owner, and (2) the five-year dependency period of the International Registration on Benelux 

Registration No. 1434754 (the “basic registration”) has expired.  Neither of Registrant’s 

arguments hold any water. 
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 If the BOIP decision is ultimately upheld on the ground that the trademark was applied 

for by an agent or representative of Petitioner (Registrant’s predecessor-in-interest) in its own 

name without the authorization of Petitioner, the basic registration will be assigned to Petitioner.  

(BOIP decision, pp. 2, 19).  Contrary to Registrant’s assertions, this is not a transfer of the basic 

registration from Registrant to Petitioner.  Rather, this is a retroactive assignment of the basic 

registration as of the date the application for the basic registration was filed (January 29, 2021).  

According to European Union law (which is applicable in this case since Benelux law is largely 

harmonized with EU law), if a claim for invalidity is successful, “the applicant will become the 

proprietor of the EUTM with retroactive effect to the date of filing, or where applicable, priority, 

of the contested EUTM.”  European Union Trade Mark Guidelines, Part D, Section 2, 1.3.3. 

 This would mean that Registrant’s predecessor-in-interest was never the legal owner of 

the trademark in the basic application and was never the legal owner of the basic registration.  

Because Registrant was never the legal owner of the basic registration, Registrant does not have 

the capacity to transfer the basic registration to Petitioner (since one cannot transfer something 

one does not own).  Furthermore, because Registrant was never the legal owner of the basic 

registration, Registrant was never entitled to file an application for international registration with 

WIPO.  Therefore, Registrant was never entitled to be the holder of Reg. No. 6,648,984. 

 Retroactive assignment of a basic registration allows Petitioner to seek redress for the 

legal rights and interests associated with the basic registration through administrative 

proceedings, or, failing that, through the courts. 

 In its prior decision, the Board cited Petitioner's ability to voluntarily cancel the basic 

registration as one of the reasons for suspending this cancellation proceeding.  The Board 

confirmed that an appeal decision should not automatically affect ownership of the International 
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Registration.  The Board confirmed that Petitioner has the right to perform subsequent legal 

action that could affect ownership of the International Registration.  Therefore, any possibility of 

affecting ownership of the International Registration is grounds for suspending this cancellation 

proceeding.  Petitioner notifies the Board of three such possibilities. 

I. Contrary to Registrant's assertions, voluntary cancellation of the basic registration during 

the cancellation process will affect the validity of the International Registration. This follows 

from Article 6(3) of the Madrid Protocol: 

The same also applies if the basic application is withdrawn, or the registration resulting 

from the basic application or the basic registration is renounced, after the expiry of 

the five-year period, provided that, at the time of the withdrawal or renunciation, the 

said application or registration was the subject of a proceeding referred to in (i), (ii) 

or (iii) and that such proceeding had begun before the expiry of the said period.” 

 

 The Protocol does not specify a specific deadline for a cancellation proceeding. 

Consequently, the cancellation proceeding ends on the date of entry in the register of the 

assignment of the basic registration to Petitioner after the cancellation decision becomes final. 

Since the assignment is retroactive, Petitioner may file a request for voluntary cancellation of the 

basic registration before or on the date of entry in the register (i.e. when the basic registration 

was the subject of the proceeding).  Thus, the requirements of Article 6(3) of the Madrid 

Protocol will be fully satisfied, and the International Registration will be considered invalid.  

Therefore, Registrant’s Request for Reconsideration should be denied as the consequences of a 

voluntary cancellation of the basic registration are unknown. 

II. Petitioner has the right to request an involuntary change of ownership of the International 

Registration on the ground that the owner of the basic registration is different from the owner of 

the International Registration on the filing date of the international application  The Madrid 

Protocol does not limit the grounds for a change of ownership and allows a request for a change 
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of ownership to be filed in the International Bureau through an Office.  For example, EU law 

allows such a change of ownership, in accordance with Trade Mark Guidelines, 2.4.2 - Cases 

where requests for the recording of changes will be forwarded after examination: 

Requests for the recording of a change in ownership, license or restriction of the holder’s 
right of disposal may be filed directly with WIPO by the international registration holder. 

However, it would be practically impossible to record a change of ownership or license 

with WIPO where: 

 

 the original holder no longer exists (merger, death); or 

 

the holder is either not cooperating with its licensee or (even more likely) is the 

beneficiary of an enforcement measure. 

 

For these reasons, the new holder, licensee or beneficiary of the right of disposal has 

no choice but to file their request with the office of the holderʼs Contracting Party. 

WIPO will register such requests, without any substantive examination, on the basis that 

they have been transmitted by that office.” 

 

 Petitioner will be able to make such a request once the retroactive assignment of the basic 

registration has been made.  Therefore, Registrant’s Request for Reconsideration should be 

denied since all avenues for involuntary change of ownership of the International Registration 

have not been exhausted. 

III. Registrant is factually incorrect that the final disposition of the BOIP cancellation could 

have no bearing on the outcome of this cancellation proceeding.  In the BOIP cancellation, there 

were two grounds asserted by Petitioner: (1) the basic application was filed in bad faith, and (2) 

the trademark was applied for by an agent or representative (Registrant’s predecessor-in-interest) 

in its own name without the authorization of the proprietor of a trademark (Petitioner) which is 

not protected in the Benelux.  (BOIP decision, p. 2).  BOIP did not assess the existence of bad 

faith because BOIP found that the application for the basic registration was filed by an agent or 

representative of Petitioner without Petitioner’s authorization.  (BOIP decision, pp. 2, 18). 
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 Now that Registrant has appealed BOIP’s decision, the appeal could result in the Benelux 

Court of Justice declaring the trademark invalid on the ground of bad faith registration (since that 

ground was not dismissed by BOIP).  In that event, the basic registration would be completely 

removed from the register (not assigned to Petitioner).  In turn, the International Registration 

would be invalidated, and Reg. No. 6,648,984 would be canceled. 

 Furthermore, given that the BOIP is not a party to the appeal, and the appeal is essentially 

a review of the application for cancellation, Petitioner may withdraw the request for assignment 

of the basic registration during the appeal process.  In that event, the Benelux Court of Justice 

declaring the trademark invalid on the ground of unauthorized registration by an agent or 

representative, the basic registration would be completely removed from the register (not 

assigned to Petitioner).  In turn, the International Registration would be invalidated, and Reg. 

No. 6,648,984 would be canceled. 

 Therefore, Registrant is factually incorrect that the International Registration currently 

exists independently of the basic registration.  Although the five-year dependency period 

technically expired on March 4, 2026, the International Registration will still be invalidated if the 

basic registration is ultimately canceled as a result of the BOIP cancellation.  This is because the 

BOIP cancellation commenced before the end of the five-year dependency period.  The relevant 

portion of Article 6(3) of the Madrid Protocol states the following (emphasis added): 

(3) The protection resulting from the international registration, whether or not it has been 

the subject of a transfer, may no longer be invoked if, before the expiry of five years from 

the date of the international registration, the basic application or the registration resulting 

therefrom, or the basic registration, as the case may be, has been withdrawn, has lapsed, 

has been renounced or has been the subject of a final decision of rejection, revocation, 

cancellation or invalidation, in respect of all or some of the goods and services listed in 

the international registration. The same applies if 

  

(ii) an action requesting the withdrawal of the basic application or the revocation, 

cancellation or invalidation of the registration resulting from the basic application or of 
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the basic registration results after the expiry of the five-year period, in a final decision of 

rejection, revocation, cancellation or invalidation, or ordering the withdrawal, of the basic 

application, or the registration resulting therefrom, or the basic registration, as the case 

may be, provided that such appeal, action or opposition had begun before the expiry 

of the said period 

 

 In this case, the BOIP cancellation commenced before the five-year dependency period 

expired.  Moreover, the cancellation decision in favor of Petitioner is currently on appeal and the 

final decision in the appeal has yet to be rendered.  As such, Registrant’s International 

Registration is still vulnerable to invalidation, and such invalidation would automatically result 

in the cancellation of U.S. Registration No. 6,648,984.  Therefore, Registrant’s Request for 

Reconsideration should be denied since a final decision on the appeal of the cancellation decision 

has not been made. 

Conclusion 

 In view of the foregoing, Petitioner respectfully requests that the Board deny Registrant’s 

Request for Consideration and maintain suspension of this cancellation proceeding pending the 

final disposition of BOIP Cancellation No. 3000709. 

 

 

Respectfully submitted, 

 

STIC LLC 

 

By:             /met20/                                Dated:  6/15/2026              

Morris E. Turek 

YourTrademarkAttorney.com 

167 Lamp and Lantern Village, #220 

Chesterfield, MO 63017-8208 

Tel: (314) 749-4059 

morris@yourtrademarkattorney.com 
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CERTIFICATE OF SERVICE 

 

 I hereby certify that a true and complete copy of the foregoing has been served by 

emailing said copy on          6/15/2026                 to: 

 

Sean P. McMahon 

Attorney for Registrant 

sean@mcmahonpllc.com 

 

 

  /met20/    

Morris E. Turek, Attorney for Petitioner 
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