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Jacob Vigil, Interlocutory Attorney:

This case comes before the Board for consideration of Petitioner’s motion (filed
October 9, 2025) to suspend pending disposition of a civil action. The motion is fully
briefed.

The Board has considered the parties’ briefs and arguments, addresses the record
only to the extent necessary to set forth its analysis and findings, and does not repeat
or address all of the parties’ arguments. See Guess? IP Holder LP v. Knowluxe LLC,
No. 92060707, 2015 TTAB LEXIS 482, at *5 (TTAB 2015).

L. Background

Respondent owns Registration No. 6648984 on the Principal Register for the mark

shown below.
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The registration is based on a request for extension of protection pursuant to
Trademark Act 66(a), 15 U.S.C. § 1141f(a), based on International Registration No.
1591280.

On August 9, 2025, Petitioner filed a petition to cancel Respondent’s registration
on the grounds of likelihood of confusion and lack of bona fide intent to use the mark.
On September 22, 2025, Respondent timely filed its answer to the petition to cancel.

On October 9, 2025, Petitioner filed the instant motion to suspend proceedings
pending disposition of Cancellation No. 3000709 in the Benelux Office for Intellectual
Property (“BOIP Cancellation”). 6 TTABVUE 2. In the BOIP Cancellation, Petitioner
seeks to cancel Benelux Registration No. 1434754, id. at 7, which Petitioner claims is
the basis for International Registration No. 1591280. Id. at 2. The decision in the
BOIP Cancellation assigned Benelux Registration No. 1434754 to Petitioner. Id. at
24. Petitioner notes that Respondent may still appeal the BOIP Cancellation decision.
Id. at 3.1

I1. Applicant’s Motion to Suspend

The Board’s policy is to suspend proceedings when one or both parties are involved
In a civil action that may have a bearing on the Board proceedings. See Trademark
Rule 2.117(a), 37 C.F.R. § 2.117(a); see also, e.g., General Motors Corp. v. Cadillac
Club Fashions Inc., No. 91018418, 1992 TTAB LEXIS 7, at *12 (TTAB 1992). The

decision to suspend is within the Board’s discretion. Trademark Rule 2.117(a);

1 Respondent’s response (filed October 29, 2025) acknowledged that it had until November
29, 2025 to appeal the decision. 7 TTABVUE 3.
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TRADEMARK TRIAL AND APPEAL BOARD MANUAL OF PROCEDURE (TBMP) § 510.02
(2025). The civil action need not be dispositive of the Board proceedings but only
needs to have a bearing on the issues before the Board. See New Orleans Saints LLC
v. Who Dat? Inc., No. 91198708, 2011 TTAB LEXIS 208, at *7 (TTAB 2011).

Petitioner argues that the BOIP Cancellation decision may have a bearing on
1ssues before the Board in this proceeding because “[Respondent] would no longer be
the owner of the Benelux trademark registration, would no longer be the holder of
the International Registration, and therefore, would no longer be entitled to the
extension of protection in the USA.” 6 TTABVUE 3.

Respondent argues that BOIP Cancellation decision will not have a bearing on
this proceeding because the Benelux registration was not cancelled and there is no
provision of the Madrid Protocol for assignment of the basic registration to
automatically result in assignment of the international registration. 7 TTABVUE 4.

Petitioner responds that assignment of the Benelux registration will allow
Petitioner to voluntarily cancel the Benelux registration, which would result in
cancellation of the international registration and the U.S. registration. 9 TTABVUE
2-3.

Because the disposition of the BOIP Cancellation could affect ownership of the
international registration, and by extension the subject U.S. registration, the
continuation of the cases in parallel would not promote judicial economy. The BOIP
Cancellation involves the same parties and the same marks as this proceeding. If the

decision to assign Respondent’s basic registration to Petitioner is affirmed on appeal,
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the assignment could have a bearing on ownership of the international registration
and U.S. registration, which could have a bearing on the issues in this proceeding.
See New Orleans Saints LLC, 2011 TTAB LEXIS 208, at *6-7.

In view thereof, Petitioner’s motion to suspend proceedings is granted.
Proceedings are suspended as of the filing date of Petitioner’s motion pending final
disposition of the BOIP Cancellation.2

Within twenty days after the final determination of the BOIP Cancellation, the
parties shall so notify the Board so that this proceeding may be called up for
appropriate action.? Such notification to the Board should include a copy of any final
order or final judgment which issued in the BOIP Cancellation.

During the suspension period, the parties must notify the Board of any address or
email address changes for the parties or their attorneys. In addition, the parties are
to promptly inform the Board of any other related cases, even if they become aware
of such cases during the suspension period. Upon resumption, if appropriate, the

Board may consolidate related Board cases.

2 Accordingly, Petitioner’s motion to suspend discovery is moot. Upon resumption of the
proceeding, Petitioner will be allowed thirty days to respond to discovery requests served on
October 29, 2025.

3 A proceeding is considered to have been finally determined when an order or ruling that
ends litigation has been rendered, and no appeal has been filed, or all appeals filed have been
decided and the time for any further review has expired. See TBMP § 510.02(b).



