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IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SUZHOU GOOD-ARK ELECTRONICS
CO., LTD.
Petitioner,

GSC USA, INC,,
Respondent.

Cancellation No. 92087613

Registration No. 7548282

PETITIONER’S MOTION TO STRIKE RESPONDENT’S AFFIRMATIVE DEFENSES




Pursuant to F.R.C.P. 12(f) and TBMP § 506, Petitioner Suzhou Good-Ark Electronics
Co., Ltd. (“Petitioner”) respectfully moves the Board to strike all Affirmative Defenses asserted

by Respondent GSC USA Inc. (“Respondent”) in its April 2, 2025 Answer.

I. Legal Standard.

Pursuant to Federal Rule of Civil Procedure 12(f) and TBMP § 506, the Board may order
stricken from a pleading any “insufficient defense, or any redundant, immaterial, impertinent or
scandalous matter.” The pleading of defenses must include enough factual support to give a
plaintiff fair notice of the basis for the defenses. See IdeasOne, Inc. v. Nationwide Better Health,
Inc., 89 USPQ2d 1952, 1953 (TTAB 2009) (explaining that a defense must be specific enough to
provide fair notice to adverse party); H.D. Lee Co. v. Maidenform, Inc., 87 USPQ2d 1715, 1720
(TTAB 2008); see also TBMP § 311.02(b). And while motions to strike may not be favored,

“the Board grants motions to strike in appropriate cases.” See TBMP § 506. This is such a case.

II. The First Affirmative Defense (“Lack of Standing”) Is Legally Insufficient.

Respondent’s First Affirmative Defense asserts that Petitioner lacks standing because
Petitioner is a shareholder of Good-Ark Semiconductor USA Corp. (“Good-Ark USA”), the
entity to which Respondent claims to have assigned the trademark registration. This defense
fails as a matter of law.

A party has standing to bring a cancellation action if it has a “real interest” in the
proceeding and a reasonable basis for its belief that it will be damaged. Ritchie v. Simpson, 170
F.3d 1092, 1095 (Fed. Cir. 1999); TBMP § 309.03(b). Petitioner has alleged ownership of the
“Good-Ark Semiconductor” mark and claims that Respondent fraudulently obtained the

registration of the mark. See 1 TTABVUE 94 5-9, 13-15. These allegations are sufficient to



confer standing. Whether Petitioner is a shareholder of Good-Ark USA has no bearing on its
ability to seek cancellation based on its own alleged rights and interest.

Accordingly, the First Affirmative Defense is legally insufficient and should be stricken.

III.  The Second Affirmative Defense (“Mootness / Barred by Assignment”) Is Also
Legally Insufficient.

Respondent’s Second Affirmative Defense contends that Petitioner’s claims are moot due
to an alleged assignment of the registration to Good-Ark USA. This defense also fails as a
matter of law.

When there has been an assignment of a mark that is the subject of, or relied upon in, an
inter partes proceeding before the Board, the assignee may be joined or substituted, as may be
appropriate, upon motion granted by the Board, or upon the Board’s own initiative. See, e.g.,
NSM Resources Corp. v. Microsoft Corp., 113 USPQ2d 1029, 1031 (TTAB 2014) (finding
joinder rather than substitution appropriate where assignment of pleaded mark was executed one
year after proceeding commenced and nothing in the record indicated petitioner or business
connected with mark no longer in existence); TBMP § 512.01. If the mark in an application or
registration that is the subject matter of an inter partes proceeding before the Board is assigned,
together with the application or registration, the assignee may be joined as a party. TBMP §
512.01. Assignee ordinarily will be substituted for the originally named party if the assignment
occurred prior to the commencement of the proceeding; otherwise, the assignee will be joined,
rather than substituted, to facilitate the taking of discovery and the introduction of evidence. See
Drive Trademark Holdings LP v. Inofin, 83 USPQ2d 1433, 1434 n.2 (TTAB 2007) (applicant’s
motion to join another defendant granted where assignment of application occurred after

commencement of proceeding); Pro-Cuts v. Schilz-Price Enterprises Inc., 27 USPQ2d 1224,



1229 (TTAB 1993) (joinder after assignment); Western Worldwide Enterprises Group Inc. v.
Qingdao Brewery, 17 USPQ2d 1137, 1138 n.4 (TTAB 1990) (assignee joined after filing copy of
an assignment which occurred subsequent to commencement of proceeding).

First, Petitioner questions the legitimacy of the alleged assignment from Respondent to
Good-Ark USA. The “Effective Date” of the assignment is “October 30, 2024”, the second day
after the registration of the “Good-Ark Semiconductor” mark. 5 TTABVUE *21. However, the
assignment was recorded on March 13, 2025, more than twenty days after the commencement of
the current proceeding. Id., *20. Furthermore, the signers of the assignment did not provide the
signing date at the signature lines, leaving a possibility that the assignment was executed after
the commencement of the current proceeding but was backdated to October of 2024. Id., *24-
25. Thus, it appears that this assignment was carefully crafted to get Respondent substituted by
Good-Ark USA — therefore letting Respondent off the hook.

However, even assuming such an assignment occurred, it does not render the cancellation
proceeding moot. Allowing this defense to stand would permit Respondent to evade cancellation
simply by assigning the registration after the fact.

At least for the above reasons, this defense should be stricken.

IV.  The Third Affirmative Defense (“Improper Forum / Subject Matter
Jurisdiction”) Should Be Stricken as Legally Insufficient.

Respondent’s Third Affirmative Defense asserts that the Board lacks subject matter
jurisdiction because Petitioner’s claims “revolve around internal corporate and contractual
questions,” including “which entity within Petitioner’s corporate structure truly has the right to
control the mark.”

This defense is legally insufficient and should be stricken for the following reasons:



The Board has jurisdiction over trademark validity and registrability. See TBMP §
102.01; 15 U.S.C. § 1067. While the Board may not be the proper tribunal to adjudicate claims
of contract breach or general unfair competition, it may consider factual issues relevant to those
questions if necessary to decide a properly pleaded ground for cancellation. See Selva & Sons,
Inc. v. Nina Footwear, Inc., 705 F.2d 1316, 1324 (Fed. Cir. 1983).

Petitioner’s claims include:

(1) Fraudulent procurement of the registration;
(2) Non-ownership of the mark at the time of filing; and
(3) Likelihood of confusion and false association under Sections 2(a) and 2(d) of the Lanham

Act.

Each of these claims is squarely within the Board’s jurisdiction under 15 U.S.C. § 1064
and § 1068. Even if Respondent contends that internal corporate relationships are relevant to
determining rightful ownership of the mark, that does not oust the Board’s jurisdiction. In fact,
disputes over whether an applicant or registrant was the rightful owner at the time of application
are routinely resolved by the Board. The Board is fully capable of evaluating whether
Respondent’s registration is invalid due to lack of ownership or fraud, even if doing so involves
considering surrounding corporate structures.

V. The Fourth Affirmative Defense (“Implied License”) Should Be Stricken as
Legally Insufficient.

Respondent’s Fourth Affirmative Defense asserts that Petitioner’s claims are barred by

principles of implied license, alleging that Petitioner benefitted from and acquiesced in

Respondent’s use of the mark.



This defense should be stricken because (1) an implied license, even if proven, does not
confer a right to register the mark, and (2) Respondent has failed to plead any facts that plausibly
support the existence of an implied license.

A. Even if an Implied License Existed, It Would Not Justify Registration in
Respondent’s Name.

The defense of implied license, even if properly supported by facts (which it is not),
would merely provide a defense to use-based infringement, not to improper registration. The
Board has repeatedly held that a licensee, implied or express, does not own the mark and may
not register it in its own name without the licensor’s authorization. See Illyrian Import, Inc. v.
ADOL Sh.p.k., Opposition 91234244, 91234345 (T.T.A.B. 2022). Accordingly, even if
Petitioner permitted Respondent to use the mark, such permission does not amount to consent to
register the mark. The very premise of Petitioner’s cancellation is that Respondent falsely
claimed ownership when it applied to register the mark. An implied license is not a defense to
fraudulent procurement or lack of ownership.

B. Respondent Fails to Plead Any Supporting Facts.

The pleading of defenses must include enough factual support to give a plaintiff fair
notice of the basis for the defenses. See IdeasOne, Inc. v. Nationwide Better Health, Inc., 89
USPQ2d 1952, 1953 (TTAB 2009). Respondent’s pleading consists of a conclusory assertion
that Petitioner “benefitted” from Respondent’s branding efforts and “acquiesced” in its use.
These allegations are devoid of factual content and fail to meet even the minimal notice pleading
standards under Fed. R. Civ. P. 8(a) as adopted by the TTAB. Particularly, Respondent does not
allege when the license allegedly arose, what conduct gave rise to it, or how that license supports

Respondent’s right to register the mark.



As such, the Fourth Affirmative Defense is a bare legal conclusion that fails to give fair
notice and should be stricken under TBMP § 506.01 and Fed. R. Civ. P. 12(f).

VI.  The Fifth Affirmative Defense (“Unclean Hands”) Should Be Stricken as Legally
Insufficient.

Respondent’s Fifth Affirmative Defense asserts that Petitioner’s claims are barred by the
doctrine of unclean hands, based on vague allegations that Petitioner “benefited from
Registrant’s extensive brand development” and “now seeks to seize the benefit of the brand’s
goodwill while denying Registrant’s role in creating that goodwill.”

This defense should be stricken for two independent reasons:

(1) It is facially irrelevant to the grounds for cancellation asserted in this proceeding, and
(2) It fails to allege any specific conduct by Petitioner that would constitute bad faith or
inequitable conduct within the scope of this doctrine.

A. The Defense is Legally Inapplicable to the Cancellation Grounds Asserted.

The TTAB has made clear that unclean hands is only applicable when the alleged
misconduct is directly related to the trademark rights at issue in the proceeding. See Tony Lama
Co. v. Di Stefano, 206 USPQ 176, 179 (TTAB 1980) (unclean hands must relate to the “matter at
issue” and not be merely a generalized equitable accusation). The defense is not a broad
equitable shield, and the Board will not entertain accusations that are unconnected to the
registrability or maintenance of the mark.

Here, Petitioner alleges that Respondent committed fraud on the USPTO and lacked
ownership at the time of registration. Respondent’s claim that Petitioner “benefitted from
Respondent’s branding” has no legal bearing on whether Respondent was the proper party to

register the mark or whether it procured the registration fraudulently. Even assuming Petitioner



knew or tolerated Respondent’s use of the mark, such conduct would not preclude Petitioner
from challenging a registration based on statutory grounds such as fraud or non-ownership.
Accordingly, the unclean hands defense is irrelevant to the legal grounds for cancellation.

B. Respondent Fails to Plead Any Specific or Actionable Misconduct.

“An unclean hands defense must be supported by specific allegations of misconduct by a
plaintiff that, if proved, would prevent the plaintiff from prevailing on its claim.” Doordash, Inc.
v. Greenerside Holdings, LLC, Opposition No. 91285160, 2024 WL 2723179, at *2 (TTAB May
23, 2024). Here, even if the doctrine of unclean hands were theoretically applicable, Respondent
has failed to allege any concrete facts that would support such a defense. There is no assertion of
what Petitioner did, when it did it, or how that conduct was fraudulent, misleading, or in
violation of equitable principles. Mere dissatisfaction that Petitioner is asserting trademark
rights against Respondent does not constitute inequitable conduct or bad faith.

Because the Fifth Affirmative Defense is factually unsupported and legally irrelevant to
the registrability of the mark, it should be stricken in its entirety under TBMP § 506.01 and Fed.

R. Civ. P. 12(D).

VII. Conclusion

For the foregoing reasons, Petitioner respectfully requests that the Board strike all

Affirmative Defenses from Respondent’s Answer.



April 23, 2025 Respectfully submitted,

Jigang Jin/

Jigang Jin

P.O. Box 1937

Union City, CA 94010-1455
(tel.) 408-220-4350

jigang. jin@jfuslaw.com

Attorney for Petitioner
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