ESTTA Tracking number: ESTTA1407096
Filing date: 01/09/2025

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation
Notice is hereby given that the following party has filed a petition to cancel the registration indicated below.

Petitioner information

Name OVERSEAS FRIENDS OF BJP
Entity Corporation Incorporated or Virginia
registered in
Address 2465 CENTREVILLE ROAD
HERNDON, VA 20171
UNITED STATES

Attorney informa- | OLIVER R. CHERNIN

tion MCLAUGHLIN & STERN, LLP

260 MADISON AVENUE

NEW YORK, NY 10016

UNITED STATES

Primary email: ochernin@mclaughlinstern.com
212-448-1100

Docket no. 72027.000

Registration subject to cancellation

Registration no. 7335039 | Registration date | 03/26/2024
Register Principal
Registrant Overseas Friends of BJP-USA

600 LAMESA CT
IRVING, TX 75063
UNITED STATES

Goods/services subject to cancellation

Class 041. First Use: Oct 1, 2021 First Use In Commerce: Oct 1, 2021
All goods and services in the class are subject to cancellation, namely: Organizing events in the field
of integral humanity for cultural or educational purposes

Grounds for cancellation

Priority and likelihood of confusion Trademark Act Sections 14(1) and 2(d)

Fraud on the USPTO Trademark Act Section 14(3); In re Bose Corp.,
580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir.
2009)

Related proceed- | Overseas Friends of The BJP-USA v. Overseas Friends of BJP, Ramesh An-
ings namreddy, Vasudev Patel, Adapa V. Prassad, Vijay Chauthaiwale, Federal
Court of the Northern District of Texas, Case No. 3.24-cv-01570-X




Marks cited by petitioner as basis for cancellation

U.S. application 98909927 Application date 12/18/2024

no.

Register Principal

Registration date | NONE Foreign priority NONE
date

Word mark OVERSEAS FRIENDS OF BJP
Design mark

OVERSEAS FRIEMDS OF BIP
Description of NONE

mark

Goods/services

Class 041. First use: First Use: Sep 3, 2004 First Use In Commerce: Sep 3,
2004

(Based on Use in Commerce) Publication of flyers, hand-outs, and announce-
ments, and other printed matter for the press, media, and general public, to
foster a cordial relationship between Asian American and North American
people, to project an accurate and positive image of India and to promote the
Bharatiya Janata Party in the United States; arranging, organizing, and conduct-
ing events to foster a cordial relationship between Asian American and North
American people, to project an accurate and positive image of India and to pro-
mote the Bharatiya Janata Party in the United States; disseminating information
and educational materials to foster a cordial relationship between Asian Americ-
an and North American people, to project an accurate and positive image of In-
dia and to promote the Bharatiya Janata Party in the United States via social
media channels; (Based on Intent To Use) ; On-line newsletters; arranging and
conducting educational conferences, symposia, seminars, lectures and work-
shops to foster a cordial relationship between Asian American and North Amer-
ican people, to project an accurate and positive image of India and to promote
the Bharatiya Janata Party in the United States, and distributing educational ma-
terials in connection therewith; disseminating information and educational mater-
ials to foster a cordial relationship between Asian American and North American
people, to project an accurate and positive image of India and to promote the
Bharatiya Janata Party in the United States via an internet website

U.S. application 98909992 Application date 12/18/2024

no.

Register Principal

Registration date | NONE Foreign priority NONE
date

Word mark OVESEAS FRIENDS OF BJP

Design mark

Description of
mark

The mark consists of a lotus blossom with five orange petals, all with a black
boundary, three green leaves, all with a black boundary, and a black two-legged
stem, above an United States flag, with red and white stripes and a blue rect-
angle with fifty white stars, and an India flag, with orange, white, and green ver-
tical bars, with a blue circle in the center of the white vertical bar, the flags sep-




arated by a red colored square with a yellow star, all above a white background
semi-circle, the entire design contained within an orange circle, containing the
words "OVERSEAS FRIENDS OF BJP" in upper case white letters and nine yel-
low stars, and an orange extension on each side of the circle.

Goods/services

Class 041. First use: First Use: Apr 15, 2014 First Use In Commerce: Apr 15,
2014

(Based on Use in Commerce) Publication of flyers, hand-outs, and announce-
ments, and other printed matter for the press, media, and general public, to
foster a cordial relationship between Asian American and North American
people, to project an accurate and positive image of India and to promote the
Bharatiya Janata Party in the United States; arranging, organizing, and conduct-
ing events to foster a cordial relationship between Asian American and North
American people, to project an accurate and positive image of India and to pro-
mote the Bharatiya Janata Party in the United States; disseminating information
and educational materials to foster a cordial relationship between Asian Americ-
an and North American people, to project an accurate and positive image of In-
dia and to promote the Bharatiya Janata Party in the United States via social
media channels; (Based on Intent To Use) ; On-line newsletters; arranging and
conducting educational conferences, symposia, seminars, lectures and work-
shops to foster a cordial relationship between Asian American and North Amer-
ican people, to project an accurate and positive image of India and to promote
the Bharatiya Janata Party in the United States, and distributing educational ma-
terials in connection therewith; disseminating information and educational mater-
ials to foster a cordial relationship between Asian American and North American
people, to project an accurate and positive image of India and to promote the
Bharatiya Janata Party in the United States via an internet website

Attachments

98909927#TMSN.png( bytes )
98909992#TMSN.png( bytes )
N0782246.PDF (536226 bytes )
N0782267.PDF(371368 bytes )

Signature

/Oliver R. Chernin/

Name

Oliver R. Chernin

Date

01/09/2025




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

OVERSEAS FRIENDS OF BJP : Reg. No.: 7,335,039

Petitioner, Mark: OVERSEAS FRIENDS OF
: BJP-USA (OFBJP-USA)

V. Registered: March 26, 2024
OVERSEAS FRIENDS OF BJP-USA

Respondent. : Cancellation No.

PETITION FOR CANCELLATION

OVERSEAS FRIENDS OF BJP (hereinafter "Petitioner"), a corporation duly
organized and existing under the laws of the State of Viginia, having its principal place
of business at 2465 Centreville Road, Herndon, VA 20171, believes that it is, and will
continue to be, damaged by the continued registration of the mark OVERSEAS
FRIENDS OF BJP-USA (OFBJP-USA) (U.S. Reg. No. 7,335,039) and hereby petitions
to cancel the same pursuant to 15 U.S.C. § 1064 and/or 15 U.S.C. § 1052(d).

The grounds for cancellation are as follows:

PETITIONER’S TRADEMARK RIGHTS

1. Petitioner is a corporation incorporated on January 19, 2021, under the laws
of the State of Virginia, having its principal place of business at 2465

Centreville Road, Herndon, VA 20171.



Petitioner is the successor in interest to Overseas Friends of BJP-USA, a
corporation incorporated on March 12, 1997, under the laws of the State of
New Jersey (hereinafter, the “New Jersey Corporation”)

The New Jersey Corporation was dissolved on June 23, 2021.

Petitioner, since on or about its January 19, 2021 date of incorporation, has
used and is now using the mark OVERSEAS FRIENDS OF BJP, (hereinafter,
the “Word Mark”) and the mark OVERSEAS FRIENDS OF BJP & Logo, as
shown below, (hereinafter, the “Logo Mark”) in connection with a variety of
cultural and educational services to foster a cordial relationship between
Asian American and North American people, to project an accurate and
positive image of India and promote the Bharatiya Janata Party (hereinafter,
the “BJP”) in the United States, and including, setting up and supporting local
and state chapters in the United States. To that end, Petitioner organizes
seminars, symposia, press conferences, public meetings, internet activities
and other programs on issues pertaining to India and Indo - American
cooperation and culture. Petitioner utilizes email and its media accounts to
collect and distribute information relevant to its members and engages in

fundraising activities to support its activities and objectives.



The New Jersey Corporation, Petitioner’s predecessor in interest, used the
Word Mark, in interstate commerce, in connection with the services identified
in § 4 since at least as early as September 3, 2004 until on or about January
19, 2021.

The New Jersey Corporation, Petitioner’s predecessor in interest, used the
Logo Mark, in interstate commerce, in connection with the services identified
in § 4 since at least as early as April 15, 2014 until on or about January 19,
2021.

Petitioner and the New Jersey Corporation, Petitioner’s predecessor in
interest, each has invested substantial time, effort, and financial resources
advertising and promoting the Word Mark and the Logo Mark, in connection
with the services identified in § 4. As a result, the Word Mark and the Logo
Mark have become, through widespread and favorable public acceptance and
recognition, an asset of substantial value as a symbol of Petitioner, its quality

services, and its goodwill. The consuming public in general, and the Indo-



American community particularly, recognizes the Word Mark and the Logo
Mark and associates them with Petitioner.

8. Petitioner has acquired common law trademark rights in the United States in
the Word Mark, as a result of its use and promotion coupled with the use and
promotion by the New Jersey Corporation, Petitioner’s predecessor in
interest, as alleged in €9 4, 5, and 7.

9. Petitioner has acquired common law trademark rights in the United States in
the Logo Mark, as a result of its use and promotion coupled with the use and
promotion by the New Jersey Corporation, Petitioner’s predecessor in
interest, as alleged in {4, 6, and 7.

RESPONDENT’S USE AND REGISTRATION

10.  Petitioner repeats and realleges each and every allegation set forth in 9 1
through 9 herein.

11.  Notwithstanding Petitioner’s established rights in the Word Mark and Logo
Mark, upon information and belief, OVERSEAS FRIENDS OF BJP-USA
(hereinafter “Respondent”), on September 18, 2021, incorporated in Texas
under the name Overseas Friends of the BJP-USA (OFBJP-USA), conducting
business under that name."

12.  Notwithstanding Petitioner’s rights in the Word Mark and the Logo,

Respondent on or about October 1, 2021, commenced use of the mark

1 Upon information and belief, the registrant’s name set forth in Reg. No. 7,335,039, is incorrect as the
publicly available incorporation documents of this entity sets forth the corporate name as Overseas
Friends of the BJP-USA (OFBJP-USA) (emphasis supplied).
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13.

14.

15.

16.

17.

OVERSEAS FRIENDS OF BJP-USA (OFBJP-USA) in connection with the
following services: Organizing events in the field of integral humanity for
cultural or educational purposes (hereinafter, “Respondent’s Mark”).
Notwithstanding Petitioner’s rights in the Word Mark and the Logo Mark,
Respondent, on August 15, 2022, filed an application in the Patent &
Trademark Office (hereinafter, the “PTQO”) to register Respondent’s Mark, in
connection with the following services: Organizing events in the field of
integral humanity for cultural or educational purposes. The PTO assigned
Serial No. 97/549,201 to said application.

The signatory of Respondent’s application is Subhopriyo Dasgupta, identified
as Respondent’s President.

Prior to filing Respondent’s application for registration, Mr. Dasgupta, was a
member of the New Jersey Corporation, and actively participated in, and/or
was aware of, various activities sponsored by the New Jersey Corporation,
wherein the New Jersey Corporation was using the Word Mark and Logo
Mark as service marks in interstate commerce on or in connection with the
services identified in § 4.

Prior to filing Respondent’s application for registration, Mr. Dasgupta was
aware of Petitioner’s incorporation and its use of the Word Mark and Logo
Mark as service marks in interstate commerce on or in connection with the
services identified in § 4.

Despite this actual knowledge of prior use by Petitioner and/or the New
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18.

19.

20.

21.

Jersey of the Word Mark and Logo Mark, in connection with the services
identified herein in § 4, Mr. Dasgupta signed the Serial No. 97/549,201

application on behalf of Respondent, declaring that:

To the best of the signatory's knowledge and belief, no other persons, except,
if applicable, concurrent users, have the right to use the mark in commerce,
either in the identical form or in such near resemblance as to be likely, when
used on or in connection with the goods/services of such other persons, to
cause confusion or mistake, or to deceive.

During the examination phase of Respondent’s Serial No. 97/549,201
application, in response to an Office Action issued by the PTO, requiring the
submission of substitute specimens of use, Respondent’s representative, now
identifying himself as Shubo Dasgupta, Co-President, reiterated the
declaration, set forth in § 17 herein, in an Affidavit, dated September 19,
2023, and submitted said affidavit to the PTO on or about October 2, 2023. A
copy of the Affidavit is appended as Exhibit A.

In the Serial No. 97/549,201 application, Respondent claims the date of first
use of Respondent’s Mark anywhere and the date of first use of Respondent’s
Mark in commerce is October 1, 2021. Upon information and belief, this is the
earliest date of use of Respondent’s Mark that Respondent can rely on.

The PTO, on March 24, 2024, registered Respondent’s Mark as Reg. No.
7,335,039.

PETITIONER’S APPLICATIONS

Petitioner repeats and realleges each and every allegation set forth in §q 1

through 20 herein.



22.

23.

24.

To confirm its common law rights in the Word Mark and the Logo Mark,

Petitioner, on December 18, 2024, filed in the PTO the following applications:

a.

Mark: OVERSEAS FRIENDS OF BJP-USA (the Word Mark)
Serial No: 98/909,927
Mark: OVERSEAS FRIENDS OF BJP-USA & Logo (the Logo Mark)

Serial No. 98/909,992

The services identified in each application are the following:

a.

Based on Use: Publication of flyers, hand-outs, and announcements, and
other printed matter for the press, media, and general public, to foster a
cordial relationship between Asian American and North American people,
to project an accurate and positive image of India and to promote the
Bharatiya Janata Party in the United States; arranging, organizing, and
conducting events to foster a cordial relationship between Asian American
and North American people, to project an accurate and positive image of
India and to promote the Bharatiya Janata Party in the United States;
disseminating information and educational materials to foster a cordial
relationship between Asian American and North American people, to
project an accurate and positive image of India and to promote the
Bharatiya Janata Party in the United States via social media channels

Based on an intent to use: On-line newsletters; arranging and conducting
educational conferences, symposia, seminars, lectures and workshops to
foster a cordial relationship between Asian American and North American
people, to project an accurate and positive image of India and to promote
the Bharatiya Janata Party in the United States, and distributing
educational materials in connection therewith; disseminating information
and educational materials to foster a cordial relationship between Asian
American and North American people, to project an accurate and positive
image of India and to promote the Bharatiya Janata Party in the United
States via an internet website

In application Serial No. 98/909,927 Petitioner claims September 3, 2004 as

its date of first use in interstate commerce of the Word Mark, in connection

with the services based on use recited in the application.



25.

26.

27.

28.

29.

In application Serial No. 98/909,992 Petitioner claims April 15, 2014 as its
date of first use in interstate commerce of the Logo Mark, in connection with

the services based on use recited in the application.

CANCELLATION OF FEDERAL TRADEMARK REGISTRATION
BASED ON PRIORITY AND LIKELIHOOD OF CONFUSION

Petitioner repeats and realleges each and every allegation set forth in 9 1
through 25 herein.

Respondent’s Mark when used in connection with the services identified in
Reg. No. 7,335,039, so resembles the Word Mark and the word portion of the
Logo Mark, when used in connection with services identified, respectively, in
Serial No: 98/909,927 and Serial No: 98/909,992, as to be likely to cause
confusion, mistake or deception.

Respondent’s claimed date of first use in commerce of October 1, 2021 is
later than Petitioner’s September 3, 2004 date of first use in commerce of the
Word Mark and later than Petitioner’s April 15, 2014 date of first use in
commerce of the Logo Mark. Therefore, Petitioner has priority of rights in the
Word Mark and the Logo Mark over any rights that Respondent can claim in
Respondent’s Mark.

Because Respondent’s Mark when used in connection with the services
identified in Reg. No. 7,335,039, so resembles the Word Mark and the word
portion of the Logo Mark, when used in connection with services identified,

respectively, in Serial No: 98/909,927 and Serial No: 98/909,992, as to be
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30.

31.

32.

likely to cause confusion, mistake or deception, Petitioner anticipates that the

PTO Examining Attorney(s) assigned to Petitioner's Word Mark and Logo

Mark application, will cite Respondent’s Mark as a bar to registration of the

Word Mark and Logo Mark, under Section 2(d) of the Trademark Act, 15

U.S.C. § 1052(d).

The continued registration of Respondent’s Mark, therefore, causes injury and

damages Petitioner, in that it bars Petitioner’s Applications from being

approved for publication by the PTO Examination Attorney(s).

As a result, Petitioner is damaged and continues to be damaged by the

registration of Respondent’s Mark in Reg. No. 7,335,039, in that

a. Petitioner’s legal use of the Word Mark and the Logo Mark, in connection
with the services set forth respectively, in Serial No: 98/909,927 and Serial
No: 98/909,992, is impaired, and

b. Petitioner potentially will not be able to obtain a registration for its pending
application Serial No: 98/909,927, for the Word Mark, and Serial No:
98/909,992, for the Logo Mark, to which it is otherwise entitled.

Petitioner is further damaged by the registration of Respondent’s Mark in

Reg. No. 7,335,039 in that Respondent is relying on that registration in a

lawsuit filed against Petitioner, on June 24, 2024, in the Federal Court of the

Northern District of Texas, as Case No. 3.24-cv-01570-X, alleging that

Petitioner is infringing Respondent’s Mark.



33.

34.

35.

36.

37.

CANCELLATION OF FEDERAL TRADEMARK
REGISTRATION BASED ON FRAUD

Petitioner repeats and realleges each and every allegation set forth in 9 1
through 32 herein.

As alleged in q9 14 through 16, Respondent’s principal, Mr. Dasgupta was
fully aware of Petitioner rights to the Word Mark and Logo Mark, when
Respondent filed its application to register Respondent’s Mark on August 15,
2022.

Mr. Dasgupta was further aware that Petitioner’s rights to the Word Mark and
Logo Mark were prior to any rights that Respondent can claim in
Respondent’s Mark.

Notwithstanding this knowledge, Mr. Dasgupta, on behalf of Respondent,
affirmed on August 15, 2022 and again on September 19, 2023, to the PTO in
connection with application Serial No. 97/549,201 that “[t]o the best of [his]
knowledge and belief, no other persons, except, if applicable, concurrent
users, have the right to use the mark in commerce, either in the identical form
or in such near resemblance as to be likely, when used on or in connection
with the goods/services of such other persons, to cause confusion or mistake,
or to deceive”, an affirmation that Mr. Dasgupta knew to be false.

Mr. Dasgupta made this material false statement, in connection with
application Serial No. 97/549,201, with knowledge of its falsity, and with the

intention to deceive the PTO.
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38.  As aresult, the PTO, in relying on Mr. Dasgupta’s material false statement,
made knowingly and with the intention to deceive, as to Respondent’s
exclusive rights to Respondent’s Mark, granted Respondent’s Reg. No.
7,335,039.

39. Respondent’s Reg. No. 7,335,039, therefore, was obtained through a
fraudulent statement to the PTO, made knowingly and with intention to
deceive, in order to obtain a registration that Respondent was not entitled to.

WHEREFORE, Petitioner prays that this Petition for Cancellation of Registration
No. 7,335,039, be granted.

Petitioner herein appoints Oliver R. Chernin, a member of the Bar of the State of
New York, whose address is McLaughlin & Stern, LLP, 260 Madison Avenue, New

York, NY 10016 (e-mail ochernin@mclaughlinstern.com), its attorney to prosecute the

above Petition for Cancellation with full powers of substitution and revocation and to

transact all business in the Patent and Trademark Office connected therewith.

Petitioner: OVERSEAS FRIENDS OF BJP

By: Cﬁ/l‘”’—‘(

Name: Adapa V. Prasad
Title:  President

Dated: January 09, 2025
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Exhibit A



OVERSEAS FRIENDS OF BJP-USA
OFBJP-USA

VERIFIED SUBSTITUTE STATEMENT - AFFIDAVIT Dated: 9/19/23.

The signatory believes that the applicant is the owner of the trademark/service mark sought to be
registered.

The mark is in use in commerce on or in connection with the goods/services in the application.

The specimen(s) shows the mark as used on or in connection with the goods/services in the
application.

To the best of the signatory’s knowledge and belief, the facts recited in the application are accurate.
To the best of the signatory's knowledge and belief, no other persons, except, if applicable, concurrent
users, have the right to use the mark in commerce, either in the identical form or in such near
resemblance as to be likely, when used on or in connection with the goods/services of such other
persons, to cause confusion or mistake, or to deceive.

The substitute (or new, or originally submitted, if appropriate) specimen(s) was/were in use in
commerce at least as early as the filing date of the application or prior to the filing of the amendment
to allege use.

With Best Regards,

Shubo Dasgupta
(Co-President: OFBJP-USA)
Cell: 469-363-6318

admin@ofbjpus.org
sdasguptal@yahoo.com
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