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Filing date: 11/11/2024

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party has filed a petition to cancel the registration indicated below.

Petitioner information

Name Lacoste Alligator SA
Entity Corporation Incorporated or Switzerland
registered in
Address 6, RUE CORNAVIN
GENEVA, 1201
SWITZERLAND
Attorney informa- | RICHARD LEHV
tion FROSS ZELNICK LEHRMAN & ZISSU, P.C.
151 WEST 42ND STREET
17TH FLOOR

NEW YORK, NY 10036

UNITED STATES

Primary email: rlehv@fzlz.com

Secondary email(s): ysharpy@fzlz.com, cmende@fzlz.com, ttabfiling@fzlz.com
2128135928

Docket no. LCA 2413075

Registration subject to cancellation

Registration no. 7558617 | Registration date | 11/05/2024
Register Principal
Registrant Hong, Binbin

PUYANG STREET, PUJIANG COUNTY
NO. 4, AREA 3, HUANGTAN COMMUNITY
JINHUA, 322200

CHINA

Goods/services subject to cancellation

Class 025. First Use: Nov 1, 2023 First Use In Commerce: Nov 1, 2023
All goods and services in the class are subject to cancellation, namely: Coats; Shirts; Trousers; Dress
suits; Outer jackets

Grounds for cancellation

Priority and likelihood of confusion Trademark Act Sections 14(1) and 2(d)

No use of mark in commerce before application, Trademark Act Sections 14(1) and 1(a), (c), and
amendment to allege use, or statement of use (d)

was due

Dilution by blurring Trademark Act Sections 14(1) and 43(c)




Marks cited by petitioner as basis for cancellation

U.S. registration 1108987 Application date 07/07/1970
no.
Register Principal
Registration date | 12/12/1978 Foreign priority NONE
date
Word mark NONE
Design mark
-\.l-\.—\_'.r'-‘
A
Description of NONE

mark

Goods/services

Class 039. First use: First Use: Dec 31, 1958 First Use In Commerce: Dec 31,
1958

MEN'S, WOMEN'S AND CHILDREN'S SPORT SHIRTS AND SWEATERS,
MEN'S SOCKS, OUTER SHORTS, HATS AND CAPS, WOMEN'S AND CHIL-
DREN'S DRESSES

U.S. registration 1178236 Application date 08/09/1979

no.

Register Principal

Registration date | 11/17/1981 Foreign priority NONE
date

Word mark NONE

Design mark )

Description of NONE

mark

Goods/services

Class 025. First use: First Use: Dec 31, 1958 First Use In Commerce: Dec 31,
1958

Men's Shirts, Jackets [, and Suits ]

U.S. registration 1233552 Application date 01/15/1982
no.
Register Principal
Registration date | 04/05/1983 Foreign priority NONE
date
Word mark NONE
Design mark
=L
Description of NONE

mark

Goods/services

Class 016. First use: First Use: Aug 1975 First Use In Commerce: Aug 1975
[ Plastic Shopping Bags ]

Class 018. First use: First Use: Aug 15, 1980 First Use In Commerce: Aug 15,
1980

[Luggage-Namely, Garment Bags for Travelling, Duffle Bags, and Leather Key




Fobs]

Class 025. First use: First Use: Dec 31, 1958 First Use In Commerce: Dec 31,
1958

Sport Shirts, Bathrobes, [Warm-Up Suits,] Beach Jackets, Swim Trunks, Tennis
Shorts, Skirts, Women's and Children's Socks, and Sun Visors

Class 028. First use: First Use: Aug 15, 1980 First Use In Commerce: Aug 15,
1980

[Golfbag Covers]

U.S. registration 1979939 Application date 05/20/1992

no.

Register Principal

Registration date | 06/11/1996 Foreign priority NONE
date

Word mark NONE

Design mark

Description of NONE

mark

Goods/services

Class 041. First use: First Use: Oct 1995 First Use In Commerce: Oct 1995
[ entertainment in the nature of golf [ and tennis ] tournaments |

Class 042. First use: First Use: Dec 12, 1994 First Use In Commerce: Dec 12,
1995

retail shops featuring clothing, footwear, toiletries, personal accessories and
sporting goods [ ; and retail store services; namely, a section of a store dealing
with clothing, footwear, toiletries, personal accessories and sporting goods ]

U.S. registration 2004314 Application date 09/29/1995

no.

Register Principal

Registration date | 10/01/1996 Foreign priority NONE
date

Word mark NONE

Design mark i

Description of NONE

mark

Goods/services

Class 025. First use: First Use: 1935 First Use In Commerce: 1950

polo shirts, sweatshirts, blousons, shirts, pants, shorts, skirts, dresses, jogging
suits, sweaters, jackets, parkas, headwear, robes, swimwear, footwear, socks,
belts, gloves

U.S. registration 3129817 Application date 09/15/2005

no.

Register Principal

Registration date | 08/15/2006 Foreign priority NONE
date




Word mark NONE
Design mark
Description of NONE

mark

Goods/services

Class 025. First use: First Use: Dec 2002 First Use In Commerce: Mar 2003

Sweaters, blazers, shirts, polo shirts, dress shirts, turtle neck shirts, tee-shirts,
sweatshirts, knit shirts, jackets, parkas, trousers, shorts, bermuda shorts, track
suit trousers, track suits, skirts, dresses, beachwear, socks, wrist bands, head
bands, scarves, headwear, neckwear, gloves, underwear, footwear

U.S. registration 6493862 Application date 05/20/2019

no.

Register Principal

Registration date | 09/21/2021 Foreign priority NONE
date

Word mark NONE

Design mark

(e

Description of
mark

The mark consists of a stylized alligator or crocodile.

Goods/services

Class 003. First use: First Use: Jan 1, 1970 First Use In Commerce: Jan 1, 1970

Sunscreen; Body lotions; non-medicated Soap; Ethereal oils; Shower gels; Per-
fumes; Shaving preparations; Make-up removing preparations; Cosmetics; After-
shave lotions; Leather preserving polishes; Lip rouge; Shampoos; Beauty
masks; Creams for leather; Depilatory preparations; After sun moisturisers; Anti-
perspirants; Shaving cream; Exfoliant creams; Hair lotions

Class 009. First use: First Use: Mar 25, 1979 First Use In Commerce: Mar 25,
1979

Optical glasses; Cell phone straps; Wireless headphones; Sunglasses; Spec-
tacle frames; Carrying cases for cellular phones; Spectacle chains; Headsets for
telephones; Computers; Hands-free kits for telephones; Covers for smart-
phones; Spectacle cords; Spectacles; Telephone receivers; Cases adapted for
mobile phones

Class 014. First use: First Use: Jan 1, 1983 First Use In Commerce: Jan 1, 1983

Wristwatches; Paste jewellery; Jewellery; Bracelet charms; Watches; Watch
glasses; Watch cases being parts of watches; Clock hands; electric watches;
Key rings comprised of split rings with trinket or decorative fob; Watch bands;
Necklaces being jewellery; Cases adapted for holding for watches

Class 018. First use: First Use: Mar 1, 2002 First Use In Commerce: Oct 1, 2004
Suitcases; Clutch bags; Leather and imitations of leather; Shoe bags for travel;
Saddlery; Beach bags; Vanity cases sold empty; Rucksacks; Briefcases; Card

wallets; School bags; Gym bags; Umbrellas; Bags for sports; Bumbags; Hand-
bags; Luggage; Pocket wallets; Purses; Coin purses, not of precious metal

Class 024. First use: First Use: Sep 1, 2003 First Use In Commerce: Oct 1, 2007




Linens for household purposes; Bed linen; Towels of textile; Covers for cush-
ions; Fabrics for textile use; Pillowcases; Bath linen; Labels of textile; Bath mitts;
Quilt covers; Comforters; Bath towels; Bed covers; Bed sheets; Bed blankets;
Towels of textile for the beach

Class 025. First use: First Use: Dec 31, 1958 First Use In Commerce: Dec 31,
1958

Dresses; Raincoats; Belts being clothing; Slips being underclothing; Hats;
Scarves; Sweaters; Boxer shorts; Shirts; Tee-shirts; Jackets being clothing;
Short-sleeve shirts; Sports jerseys; Skirts; Brassieres; Socks; Casual footwear;
Esparto shoes or sandals; Bathing trunks; Blouses; Polo shirts; Cardigans;
Shoes; Stockings; Waistcoats; Pea coats; Boots; Coats; Suits; Sashes for wear;
Slippers; Bermuda shorts; Jumper suits; Overcoats; Neckties; Pants; Caps be-
ing headwear; Pyjamas; Sports shoes; Blousons; Bathing suits; Chasubles;
Sandals; Bonnets; Sports pants; Blazers; Shoe soles; Bath sandals; Parkas;
Denim jeans; Tights; Trousers; Casual shirts; Bath robes; Gloves being clothing;
Shorts; Beach shoes; Tops being clothing; Tank tops; Dressing gowns

Class 035. First use: First Use: Dec 31, 1958 First Use In Commerce: Dec 31,
1958

Retail store services, and online retail store services, all in the field of toiletries
and fragrance products, sunglasses, jewelry and watches, small leather goods,
bags and luggage, bed linen, bath linen, clothing, footwear, gifts and personal
accessories

Attachments
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Signature

/Richard Lehv/

Name

Richard Lehv

Date

11/11/2024




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

LACOSTE ALLIGATOR S.A.,
Petitioner,
- against -
BINBIN HONG,

Registrant.

Cancellation No.

PETITION FOR CANCELLATION

Petitioner, Lacoste Alligator S.A., a corporation organized and existing under the laws of

Switzerland, believes that it will be damaged by registration of the Alligator Design shown in

Registration No. 7558617 (the “Registration”), and hereby petitions to cancel the same. As

grounds for this cancellation, Petitioner, by its counsel, Fross Zelnick Lehrman & Zissu, P.C.,

alleges as follows:

A. Petitioner and its Famous Logos

1. Petitioner is the owner of crocodile or alligator design marks (the “Lacoste

Logos”) for a wide variety of clothing and other items, including but not limited to polo shirts,

outerwear, hats, caps, shoes, athletic shoes, and socks, bags, luggage, and small leather goods.

Petitioner also offers a line of sports apparel bearing the Lacoste Logos, which includes apparel

and accessories for tennis and golf, as well as beachwear. Further, Petitioner uses its Lacoste

Logos in connection with retail store services offering the foregoing goods.

2. Petitioner, though licensees, has used the Lacoste Logos in the U.S. for the above

goods and services for many decades. Through extensive promotion and use and the success of

{F5351801.1 }



Petitioner’s offerings bearing the Lacoste Logos, the Lacoste Logos have become famous and are
uniquely and exclusively identified with Petitioner and its offerings. The Lacoste Logos became
famous long before any priority date upon which Registrant, Binbin Hong (“Registrant”), may
rely with respect to the mark in the Registration.

3. The Lacoste Logos shown below are widely used on and in connection with

Petitioner’s apparel and other items.

4. Petitioner has also used variants of the crocodile or alligator drawing over the

years, including the following embroidered version that is still in use.



5. Further, Lacoste has offered for sale numerous clothing items featuring cartoon

alligators. For example, Lacoste sells children’s clothing bearing the following designs:




6. In addition to its strong common law rights in the Lacoste Logos as a result of
extensive use and consumer recognition, Petitioner owns numerous federal registrations for its
Lacoste Logos, including, among others:

e Reg. No. 1108987, issued in 1978, for “men’s, women’s and children’s sport shirts and
sweaters, men’s socks, outer shorts, hats and caps, women’s and children’s dresses” in Class

25;



e Reg. No. 1178236, issued in 1981, for “men’s shirts, jackets” in Class 25;

e Reg. No. 1233552, issued in 1983, for, inter alia, “sport shirts, bathrobes, beach jackets,
swim trunks, tennis shorts, skirts, women’s and children’s socks, and sun visors” in Class 25;

e Reg. No. 1979939, issued in 1996, for “retail shops featuring clothing, footwear, toiletries,
personal accessories and sporting goods” in Class 41.

e Reg. No. 2004314, issued in 1996, for “polo shirts, sweatshirts, blousons, shirts, pants, shorts,
skirts, dresses, jogging suits, sweaters, jackets, parkas, headwear, robes, swimwear, footwear,
socks, belts, gloves” in Class 25; and

e Reg. No. 3129817, issued in 2006, for “sweaters, blazers, shirts, polo shirts, dress shirts,
turtle neck shirts, tee-shirts, sweatshirts, knit shirts, jackets, parkas, trousers, shorts, bermuda
shorts, track suit trousers, track suits, skirts, dresses, beachwear, socks, wrist bands, head
bands, scarves, headwear, neckwear, gloves, underwear, footwear” in Class 25.

e Reg. No. 6493862, issued in 2019, for, inter alia, “Retail store services, and online retail
store services, all in the field of toiletries and fragrance products, sunglasses, jewelry and
watches, small leather goods, bags and luggage, bed linen, bath linen, clothing, footwear,
gifts and personal accessories” in Class 35.

7. The foregoing registrations are valid, subsisting and in full force and effect.
Moreover, most of the above registrations are incontestable and therefore constitute conclusive
evidence of Lacoste’s exclusive right to use the Lacoste Logos for the goods identified therein.
B. Registrant’s Mark

8. On December 16, 2023, Registrant applied in Application Ser. No. 98317778 to
register a mark Registrant described as follows: “The mark consists of a crocodile graphic.”

(“Registrant’s Mark™).



9. Registrant’s Mark is shown below:

10. The goods identified in the Registration are “Coats; Shirts; Trousers; Dress suits;
Outer jackets” in Class 25.

11. Registrant claimed a date of first use in commerce of November 1, 2023

12. Prior to any adoption or use of Registrant’s Mark by Registrant, Registrant was on
constructive notice of Petitioner’s prior rights in the Lacoste Logos by virtue of Petitioner’s
above-referenced registrations (among others).

13. Upon information and belief, prior to any adoption and use of Registrant’s Mark
by Registrant, Registrant was on actual notice of Petitioner’s prior rights in the Lacoste Logos by
virtue of Petitioner’s extensive use thereof.

FIRST CLAIM FOR RELIEF: LIKELIHOOD OF CONFUSION

14. Petitioner repeats and realleges the allegations set forth in paragraphs 1 through
13.

15. Petitioner’s first use of the Lacoste Logos, Petitioner’s acquisition of exclusive
rights in the Lacoste Logos, and Petitioner’s registration of the Lacoste L.ogos all took place long
prior to any priority date upon which Registrant can rely. Therefore, Petitioner’s rights in the

Lacoste Logos are prior and superior to any rights Registrant may claim in Registrant’s Mark.



16.  Registrant’s Mark includes a stylized representation of an alligator or crocodile
and is highly similar to Petitioner’s Lacoste Logos in appearance and commercial impression.

17.  The goods identified in the Registration are identical to goods that have long been
offered by Petitioner or its licensees in connection with its Lacoste Logos, and for which the
Lacoste Logos are registered. Moreover, Petitioner owns service mark registrations for retail
store services covering the goods in the Registration.

18. In view of the similarity of the marks, goods, and services, use by Registrant of
Registrant’s Mark for the goods identified in the Registration is likely to confuse consumers into
believing, falsely, that Registrant’s goods originate with, are sponsored or approved by, or are
otherwise connected with Petitioner or the goods and services Petitioner offers in connection
with its Lacoste Logos. Any use of Registrant’s Mark by Registrant is, therefore, likely to cause
confusion, to cause mistake or to deceive the public, in violation of Section 2(d) of the Lanham
Act, 15 U.S.C. § 1052(d).

19. As aresult of the foregoing, the continued registration to Registrant of
Registrant’s Mark is inconsistent with Petitioner’s prior exclusive rights in the Lacoste Logos
and threatens Petitioner’s investment and goodwill in its Lacoste Logos. Petitioner therefore will
be injured by continued registration of Registrant’s Mark.

SECOND CLAIM FOR RELIEF: DILUTION BY BLURRING

20. Petitioner repeats and realleges the allegations set forth in paragraphs 1 through
19.

21. Petitioner’s Lacoste Logos are famous marks and became famous long before the

earliest priority date upon which Registrant can rely.



22.  Petitioner’s Lacoste Logos are registered and were registered long before the
earliest priority date upon which Registrant can rely.

23.  Registrant’s Mark is similar to Petitioner’s Lacoste Logos, and Registrant’s Mark
creates an association with Petitioner’s Lacoste Logos.

24.  Registrant’s use of Registrant’s Mark in connection with Registrant’s goods will
damage Petitioner by impairing the distinctiveness of Petitioner’s famous Lacoste Logos,
constituting dilution by blurring, in violation of Sections 13(a) and 43(c) of the Lanham Act, 15
U.S.C. §§ 1063(a), 1125(c).

25. By reason of the foregoing, Petitioner is likely to be harmed by the registration of
Registrant’s Mark as sought in the Registration.

THIRD CLAIM FOR RELIEF — NO USE IN COMMERCE

26. Petitioner repeats and realleges the allegations set forth in paragraphs 1 through 25.

27. Registrant claimed in Application Ser. No. 98317778 to be using the mark in
commerce on or in connection with all the goods identified in the Application.

28. On information and belief, as of the date of filing Application Ser. No. 98317778,
Registrant had not used the mark in commerce on or in connection with all the goods in the
Application.

29. Accordingly, under Section 1(a) of the Trademark Act, 15 U.S.C. § 1051(a),
Registrant was not and is not entitled to a Registration based on use in commerce.

WHEREFORE, Petitioner respectfully requests that this cancellation be sustained, that
the Registration of Registrant’s Mark be cancelled, and that the Board grant Petitioner such other

and further relief as it deems just and proper.



Dated: New York, New York Respectfully submitted,
November 11, 2024
FROSS ZELNICK LEHRMAN & ZISSU, P.C.

By: __ /Richard Lehv/
Richard Lehv
Craig S. Mende
151 West 42nd St., 17" Floor
New York, New York 10036
Telephone: (212) 813-5900
Email: rlehv@fzlz.com
cmende@fzlz.com

Attorneys for Petitioner
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