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UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In Re: Metareal Inc
Registration No. 7160545
Registration date: Sep. 12, 2023
Filing date: Feb. 21, 2022
Mark: METAREAL

For: software-as-a-service featuring software employing 360-degree photography and
video, lidar and structured-light based three-dimensional digital representation capture,
photogrammetry, web based display of three-dimensional digital representations, and
virtual- and augmented-reality technologies enabling photographers, and production,
web and interaction designers working in the fields of digital marketing and
communications, interactive entertainment, e-commerce and visual-effects to rapidly
capture, author and deploy fully three-dimensional, interactive, virtual reality
experiences to the web and in software applications in international class 042.



UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

YUPIX Inc.,

Petitioner,
V. Cancellation No.
Metareal Inc.,

Respondent,

AMENDED PETITION FOR CANCELLATION

Petitioner, YUPIX Inc. (“Petitioner”), a corporation of Delaware, with its
principal place of business at 6295 SW 126th St., Pinecrest, Florida 33156, believes that
itis, and will be damaged by the above-identified registration of the mark METAREAL
for the goods identified above and hereby petitions to cancel the same.! As grounds for
cancellation, Petitioner alleges as follows:

L. FACTS

1. Formed in 2020, Petitioner is engaged in the development and design of
virtual reality software primarily in the field of real estate.

2. On November 4, 2021, Petitioner filed a mark application (Serial No.
97108100) for the mark META-REALITY for design and development of virtual reality

software in International Class 042 (“Petitioner’s Application™).

! Petitioner amends its Petition for Cancellation for the first time as a matter of course pursuant to
Federal Rule of Civil Procedure 15(a)(1)(B).



3. Since at least as early as December 31, 2021, Petitioner has used, and
continues to use, in commerce in the United States the mark META-REALITY for design
and development of virtual reality software (“Petitioner’s Mark™).

4. On November 16, 2022, Petitioner amended its application for Petitioner’s
Mark to the Supplemental Register, which serves as its effective filing date.

5. Petitioner has expended substantial time, money, and resources marketing,
advertising, and promoting its design and development of virtual reality software services
(“Petitioner’s Services”) under Petitioner’s Mark including through its website
yupix.com, social media (Facebook, Instagram, and YouTube), and other media.

6. Petitioner partnered and collaborated with nationwide developer Property
Market Group extensively promoting to prospective buyers through multisensory META-
REALITY tours allowing them to interact with virtual reality simulations of the opulent
amenities, panoramic views, and high-design units of residential towers offered by the
developer before completion of construction.

7. For example, in partnership with Property Market Group, Greybrook (a
Canadian private equity firm), and Hilton (the global hospitality company), Petitioner
offered extensive META-REALITY virtual reality simulations and walkthroughs of
residences, such as the Waldorf Astoria Hotel & Residences, to prospective and current
customers.

8. Petitioner’s Mark has prominently appeared and been the subject of both
local and nationwide unsolicited news media coverage such as Law.com, Local 10 News
(Local10.com), Refresh Miami (refreshmiami.com), CityBiz (citybiz.co), and
PROFILEmiami (profilemiamire.com).

9. Due to impressive sales, extensive advertising, and unsolicited media



coverage, among other considerations, Petitioner’s Mark has acquired distinctiveness in
connection with Petitioner’s Services and has developed a valuable goodwill among
consumers. The public has come to know Petitioner’s Mark and recognize that
Petitioner’s Services so marked originate with Petitioner. In the minds of the public, the
primary significance of META-REALITY is to identify the source of Petitioner’s
Services rather than identifying the services.

10. On February 21, 2022, Respondent, Metareal Inc. (“Respondent”), a
corporation of Canada, filed an application, based on Section 44(e) of the Lanham Act, to
register the METAREAL mark for software-as-a-service featuring software employing
360-degree photography and video, lidar and structured-light based three-dimensional
digital representation capture, photogrammetry, web based display of three-dimensional
digital representations, and virtual- and augmented-reality technologies enabling
photographers, and production, web and interaction designers working in the fields of
digital marketing and communications, interactive entertainment, e-commerce and
visual-effects to rapidly capture, author and deploy fully three-dimensional, interactive,
virtual reality experiences to the web and in software applications in International Class
42 (“Respondent’s Services™).

11. Respondent’s mark application for METAREAL matured into
Registration No. 7160545 with the United States Patent and Trademark Office on
September 12, 2023 (“Respondent’s Registration”).

12.  Petitioner’s Application was rejected based on Respondent’s Registration

under Section 2(d) of the Lanham Act.



IL. PRIORITY AND LIKELIHOOD OF CONFUSION

13. Petitioner incorporates by reference the allegations set forth in the
previous paragraphs 1 through 12.

14. Petitioner has used in commerce META-REALITY for design and
development of virtual reality software from a date prior to the filing of the application
for Respondent’s Registration, prior to Respondent’s adoption of the mark, and prior to
any date Respondent can rely on.

15. Based on Petitioner’s extensive use, advertising, and unsolicited media
coverage of Petitioner’s Mark, it has acquired distinctiveness in connection with
Petitioner’s Services, even prior to Respondent’s filing date or any date Respondent can
rely on.

16. Respondent’s mark METAREAL, when used for Respondent’s Services,
is likely to cause confusion or mistake in the market and with relevant purchasers with
Petitioner’s similar mark for Petitioner’s Services.

17.  Petitioner’s Mark and Respondent’s Mark are confusingly similar. Both
share the dominant portion META with subsequent terms REAL and REALITY being
highly similar.

18. Petitioner’s Mark and Respondent’s Mark are used for related services as
both are used in connection with virtual reality software.

19. Registrant’s Registration will lessen the capacity of Petitioner to identify,
distinguish and render its services under Petitioner’s Mark, thereby causing harm and
damage to Petitioner.

20. Accordingly, Respondent's Registration should be cancelled because it

consists of or comprises a mark which so resembles Petitioner's previously used as to be



likely, when used in connection with Respondent's Services, to cause confusion, mistake,
or deception within the meaning of 15 U.S.C. § 1052(d).

III. LACK OF BONA FIDE INTENT TO USE

21. Petitioner incorporates by reference the allegations set forth in the
previous paragraphs 1 through 12.

22. Petitioner undertook a reasonable investigation, including searching
through Respondent’s website on the Wayback Machine, which revealed no promotion of
Respondent’s Services under the mark METAREAL directed to the customers in the
United States.

23.  Inits application, Respondent alleged a bona fide intent to use the mark
METAREAL in U.S. commerce in connection with Respondent’s Services as of the filing
date of its mark application.

24, However, Respondent lacked a bona fide intent to use the mark
METAREAL in U.S. commerce in connection with all of Respondent’s Services as of the
filing date of its application.

25. Because Respondent lacked a bona fide intent to use the mark
METAREAL in connection with Respondent’s Services as of the filing date of its
application, Respondent’s Registration is void ab initio.

IV.  MERELY DESCRIPTIVE

26. Petitioner incorporates by reference the allegations set forth in the
previous paragraphs 1 through 12.

27. The designation METAREAL is merely descriptive of Respondent's
Services, and Respondent has not shown and cannot show that the designation has

acquired distinctiveness.



28. As explained in Respondent’s Website, “Metareal Stage is a software as a
service (SaaS) application that lets photographers and designers transform 360 panoramas
and 3D renders into: 3D & VR-ready virtual tours, 3D Models, Floorplans.”

29.  META, meaning, "later in time" or "at a later stage in development" is
descriptive because it merely describes a feature of Respondent’s Services, namely,
Respondent’s software employs virtual- and augmented-reality technologies, which
allows users to experience reality that is not yet realized, or "later in time." See “Meta,”
American Heritage® Dictionary of the English Language, Fifth Edition (2022).

30. REAL, meaning, “being or occurring in fact or actuality” or “true and
actual” is descriptive because it merely describes a feature or characteristic of
Respondent’s Services, namely, Respondent provides software that features a quality or
state of being actual or true through the use of virtual- and augmented-reality
technologies. See “Real,” American Heritage® Dictionary of the English Language, Fifth
Edition (2022).

31. The composite term METAREAL does not create a unique, incongruous,
or otherwise nondescriptive meaning in relation to Respondent’s Services, thus the
composite term METAREAL is merely descriptive as it immediately informs consumers
that Respondent’s Services encompass the quality or state of being actual or true
occurring later in time.

32. As a descriptive designation without secondary meaning, METAREAL
does not distinguish Respondent's Services from those rendered by Petitioner and others
in the software and virtual reality industry.

33. By claiming exclusive rights in the designation METAREAL, Respondent

seeks to prevent Petitioner and others from using the descriptive designation, which is



necessary to accurately describe their software and related software services.

34.  Therefore, Petitioner is, and will continue to be, injured by the
Registration for the descriptive designation METAREAL because it grants Respondent
the right to exclude Petitioner and others in the industry from using ordinary terminology
to describe their goods and services.

35.  Based on the foregoing, Respondent's registration of METAREAL
exceeds the scope of permissible registration under 15 U.S.C. § 1052(e)(1), which
prohibits registration of merely descriptive terms.

V. DAMAGES

36.  Petitioner is damaged by Respondent’s Registration since Petitioner
cannot avail itself to the benefits of the Lanham Act.

Therefore, Petitioner respectfully requests that Respondent’s Registration

identified with Reg. No. 7160545 be cancelled.

Dated: October 31, 2024 Respectfully submitted,

/s/ Christian Sanchelima
Christian Sanchelima, Esq.
Florida Bar No. 107751

Email: chris@sanchelima.com
Liany Estevez, Esq.

Florida Bar No. 1024902
Email: estevez(@sanchelima.com
Sanchelima & Associates, P.A.
235 S.W. Le Jeune Road
Miami, Florida 33134
Telephone: (305) 447-1617
Facsimile: (305) 445-8484
Attorneys for Petitioner




CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing document was

emailed on October 31, 2024 to:

/s/ Christian Sanchelima
Christian Sanchelima, Esq.

SERVICE LIST

James Menker, Esq.

Holey & Menker, P.A.

60 Ocean Blvd #3

Atlantic Beach, FL 32233

Email: eastdocket@holleymenker.com;
jmenker@holleymenker.com;
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