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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

Thrive Causemetics, Inc.,
Cancellation No: 92085424

Petitioner,
V.

Always Available Management, Inc.,

Registrant.

PETITIONER’S MOTION TO STRIKE REGISTRANT’S AFFIRMATIVE DEFENSES

Pursuant to Fed. R. Civ. P. 12(f), Petitioner, Thrive Causemetics, Inc. (“Petitioner”), by
and through its undersigned counsel, hereby submits this Motion to Strike Registrant’s Affirmative
Defenses (the “Motion”) in response to the Answer to Petition for Cancellation and Affirmative
Defenses, filed by Always Available Management, Inc. (“Registrant”). Petitioner respectfully
requests that the Board suspend proceedings pending disposition of this Motion. In support of this
Motion, Petitioner states as follows:

I. BACKGROUND

On June 12, 2024, Petitioner filed Cancellation No. 92085424 (the “Cancellation”) against
Trademark Registration No. 6,113,146 for SKINSCRIPTION, owned by Registrant. On August
14, 2024, Registrant filed its Answer and Affirmative Defenses (the “Answer”) to the Cancellation.
See Answer, available at 5 TTABVUE. In its Answer, Registrant has asserted certain affirmative

defenses, which are the subject of Petitioner’s Motion.



II. APPLICABLE LEGAL STANDARD

The primary purpose of pleadings under the Federal Rules of Civil Procedure is simply to
give fair notice of the claims or defenses asserted. See TTAB Manual of Procedure (“TBMP”) §
506.01. Indeed, “[a]n answer may also include a short and plain statement of any defenses,
including affirmative defenses [such as] unclean hands, laches, estoppel, acquiescence, fraud,
mistake, prior registration (Morehouse) defense, prior judgment, or any other matter constituting
an avoidance or affirmative defense.” TBMP § 311.02(b). Therefore, “a defense must be specific
enough to provide fair notice to the adverse party.” Trademark Act § 18, 15 U.S.C. § 1068; see
also IdeasOne Inc. v. Nationwide Better Health Inc., 89 USPQ2d 1952, 1953 (TTAB 2009).

Conversely, it has been noted that the primary “purpose of a motion to strike is to clean up
the pleadings, streamline litigation, and avoid unnecessary forays into immaterial matters”. In re
Gabapentin Patent Litig., 648 F. Supp. 2d 641, 647 (D.N.J. 2009), citing to, McInerney v. Moyer
Lumber & Hardware, Inc., 244 F.Supp.2d 393, 402 (E.D.Pa.2002). As such, motions to strike should be
granted where appropriate to “streamline the ultimate resolution of the action.” C. Wright & A.
Miller, 5C Federal Practice and Procedure Civil § 1380 (3d ed. 2008). As such, and while motions
to strike are generally disfavored by the Board, “the Board grants motions to strike in appropriate
cases.” See TBMP § 506.01. This is one such appropriate case.

Under Federal Rule of Civil Procedure 12(f), the Board “may order stricken from a
pleading any insufficient defense or any redundant, immaterial, impertinent, or scandalous matter.”
See also TBMP § 506. The Board may grant a motion to strike or, on its own initiative, strike
from any pleading any insufficient defense or matter that clearly has no bearing on the issues in
the case. Ohio State Univ. v. Ohio Univ., 51 U.S.P.Q.2d 1289, 1292 (TTAB 1999). In other words,

a matter may be stricken if it raises no “factual issues that should be determined on the merits.”



See TBMP § 506.01; Harsco Corp. v. Electrical Sciences Inc., 9 U.S.P.Q.2d 1570, 1571 (TTAB
1988).

Here, Respondent’s affirmative defenses are insufficient to put Petitioner on notice of the
nature of the position Registrant intends to take in its defense against Petitioner’s claims.
Moreover, Petitioner believes that it will suffer prejudice from the inclusion of Registrant’s
affirmative defenses, making it necessary to strike Registrant’s affirmative defenses from the

Answer.

III. REGISTRANT’S AFFIRMATIVE DEFENSES ARE IMPROPER

a. Registrant’s First Affirmative Defense is Not an Affirmative Defense

Registrant’s First Affirmative Defense, that Petitioner has failed to state a claim upon
which relief can be granted, is insufficiently pled because it relates to an assertion of the
insufficiency of the pleading rather than a statement of a defense to a claim!. See Blackhorse v.
Pro Football, Inc., 98 USPQ2d 1633, 1637 (TTAB 2011); Hornblower & Weeks Inc. v.
Hornblower & Weeks Inc., 60 USPQ2d 1733, 1738 n.7 (TTAB 2001). To be legally sufficient, an
affirmative defense must include an “assertion raising new facts and arguments that, if true, will
defeat the plaintiff’s or prosecution’s claim, even if all allegations in the complaint are true.” H.D.
Lee Co. v. Maidenform Inc., 87 USPQ2d 1715, 1720 (TTAB 2008). Moreover, this “defense” has
no apparent merit in the present case. Registrant has not articulated any facts, filed a motion to
dismiss, or otherwise indicated any basis for its allegation that the Cancellation fails to state a
claim upon which relief may be granted. Accordingly, Registrant’s First Affirmative Defense

should be stricken.

! An affirmative defense is a “defendant’s assertion raising new facts and arguments that, if true, will defeat the
plaintiff’s or prosecution’s claim, even if all allegations in the complaint are true.” H.D. Lee Co. v. Maidenform Inc.,
87 USPQ2d 1715, 1720 (TTAB 2008).



b. Registrant’s Second Affirmative Defense is Insufficiently Pled

In Registrant’s Second Affirmative Defense, it claims that the Cancellation “is barred by
the doctrine of estoppel.” 5 TTABVUE 2. This defense is insufficiently pled, however, because a
defense of estoppel requires a defendant to show that it (i) relied on the plaintiff’s misleading
conduct indicating it is not asserting its trademark rights and (ii) will be materially prejudiced if
the plaintiff were permitted to pursue its claim. See e.g., Lincoln Logs Ltd. v. Lincoln Pre-Cut Log
Homes, Inc., 971 F.2d 732, 734 (Fed. Cir. 1992); Panda Travel, Inc. v. Resort Option Enters., Inc.,
94 U.S.P.Q.2d 1789, 2009 WL 5253036, at *10 (T.T.A.B. Dec. 29, 2009).

Here, Registrant’s Second Affirmative Defense merely states the defense of estoppel,
without alleging any facts upon which the defenses might be based. Registrant’s conclusory
assertion of the defense is legally insufficient because Registrant has not provided Petitioner with
fair notice of the factual bases for the defenses. Fed. R. Civ. P. 8(b)(1) and 12(f); see e.g., IdeasOne
Inc. v. Nationwide Better Health Inc., 89 USPQ2d 1952, 1953 (TTAB 2009); Midwest Plastic
Fabricators, Inc. v. Underwriters Labs. Inc., 5 USPQ2d 1067, 1069 (TTAB 1980); see also Ohio
State Univ., 51 USPQ2d at 1292 (primary purpose of pleadings “is to give fair notice of the claims
or defenses asserted”); TBMP § 311.02(b) (“[T]he pleading should include enough detail to give
the plaintiff fair notice of the basis for the defense.”). As such, Registrant’s Second Affirmative
Defense should be stricken.

c. Registrant’s Third Affirmative Defense is Insufficiently Pled and Improper

As its Third Affirmative Defense, Registrant asserts that “as a result of its own acts and
omissions, Petitioner has waived any right to pursue its petition” but fails to provide any detail

with respect to these purported acts and omissions. 5 TTABVUE 2. As such, this defense is



insufficiently pled because it lacks the required factual support. Moreover, for a defense of waiver?,

one must show that the Petitioner “consented to or encouraged the defendant's use of the mark set
out in the challenged application or registration” (Hitachi Metals Int'l, Ltd. v. Yamakyu Chain
Kabushiki Kaisha,209 U.S.P.Q. 1057, 1981 WL 48128, at *12 (T.T.A.B. Apr. 14, 1981); Christian
Broad. Network, 2007 WL 2253483, at *16).

That is not the case here. Indeed, even if properly pled the waiver defense is inapposite.
The Cancellation has been brought forth on the grounds of abandonment, and the waiver defense
is unavailable in Board proceedings against claims of abandonment. See Saint-Gobain Abrasives,
Inc. v. Unova Indus. Automation Sys., Inc., 66 U.S.P.Q.2d 1355, 2003 WL 880554, at *5 (T.T.A.B.
Mar. 4, 2003). As such, Registrant’s Third Affirmative Defense should be stricken.

d. Registrant’s Fourth Affirmative Defense is Insufficiently Plead
Registrant’s Fourth Affirmative Defense — i.e., that the Cancellation is “barred by the doctrine of
unclean hands™ (5 TTABVUE 2) is likewise insufficient because Registrant has not asserted any
facts related to Petitioner’s alleged misconduct. Civil courts have routinely held that an affirmative
defense of unclean hands must specify the adverse party’s misconduct and detail how the
misconduct relates to the defense. See e.g., 1-800-Contacts, Inc. v. Lens.com, Inc., 722 F.3d 1229,
1255 (10th Cir. 2013); Japan Telecom, Inc. v. Japan Telecom Am. Inc., 287 F.3d 866, 870 (9th
Cir. 2002); Gidatex, S.r.L. v. Campaniello Imps., Ltd., 82 F. Supp. 2d 126, 131 (S.D.N.Y. 1999);
see also J. Thomas McCarthy, Trademarks and Unfair Competition, § 31:44 (5th ed 2024)
(plausible pleading of unclean hands must include factual allegations; merely pleading an

affirmative defense using the words “unclean hands” is not sufficient). Similarly in Board

2 Petitioner is treating “waiver” as synonymous with “acquiescence,” per Third Circuit precedent, as courts have
not yet recognized “waiver” as an independent affirmative defense in trademark law. See J. Thomas McCarthy,
Trademarks and Unfair Competition, § 31:43 (5th ed 2024.).

5



proceedings, an unclean hands defense is usually rejected when the asserting party fails to plead
the specific alleged misconduct that is the basis of its defense. See e.g., Club Amenities, LLC v.
Pettenon Cosmetici SNC, 2005 WL 7054527, at *2-3 (T.T.A.B. Nov. 29, 2005). Accordingly,
Registrant’s Fourth Affirmative Defense should be stricken.

IvV. CONCLUSION

Registrant has not provided Petitioner with adequate notice of the basis for its defenses and
Petitioner will therefore be prejudiced if the affirmative defenses presented in the Answer remain
as filed. Accordingly, and for the reasons set forth above, this Motion should be granted, and

Registrant’s affirmative defenses should be stricken pursuant to Fed. R. Civ. P. 12(f).

Date: October 10, 2024 Respectfully submitted,

— —

Samantha M. Quimby

Carl Eppler

Cameron A. Ruffin

FROST BROWN TODD LLP
10 West Broad Street — Suite 2300
Columbus, Ohio 43215-3484
614.559.7282 Direct Dial
614.464.1737 Fax

squimby @fbtlaw.com
ceppler@fbtlaw.com
cruffin@fbt.law.com
fbtiplitigation@fbtlaw.com

Attorneys for Petitioner, Thrive Causemetics,
Inc.



CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing PETITIONER’S MOTION TO STRIKE

REGISTRANT’S AFFIRMATIVE DEFENSES was served via email to Registrant’s counsel in
this matter at the following email addresses of record on this 10" day of October 2024:

chris@ccardillo.com.
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Attorneys for Petitioner,
Thrive Causemetics, Inc.
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