ESTTA Tracking number: ESTTA1363481
Filing date: 06/06/2024

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party has filed a petition to cancel the registration indicated below.

Petitioner information

Name Fred Astaire Dance Studios, Inc.

Entity Corporation Incorporated or Florida
registered in

Address 151 HAZARD AVENUE, SUITE 12

ENFIELD, CT 06082
UNITED STATES

Attorney informa- | AMY BROZENIC

tion LATHROP GPM LLP

2345 GRAND BLVD., SUITE 2200

KANSAS CITY, MO 64108

UNITED STATES

Primary email: amy.brozenic@lathropgpm.com

Secondary email(s): trademark@lathropgpm.com, lee.bennin@lathropgpm.com,
terry.mueller@lathropgpm.com

913.451.5103

Docket no. 3424667

Registration subject to cancellation

Registration no. 6972894 | Registration date | 02/07/2023
Register Principal
Registrant Party of 5 Entertainment, Inc.

1107 SOUTH MAIN ST.
NORTH CANTON, OH 44720
UNITED STATES

Goods/services subject to cancellation

Class 041. First Use: Nov 1, 2019 First Use In Commerce: Nov 1, 2019

All goods and services in the class are subject to cancellation, namely: Dance studios, dance
schools, dance events, organization of dancing events, dance instruction, Entertainment in the nature
of Dance performances

Grounds for cancellation

Priority and likelihood of confusion Trademark Act Sections 14(1) and 2(d)

Fraud on the USPTO Trademark Act Section 14(3); In re Bose Corp.,
580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir.
2009)

Other Registrations are Void AB Initio for Non-Use
(Sections 1 and 45)




Registration subject to cancellation

Registration no. 6972896 | Registration date | 02/07/2023
Register Principal
Registrant Party of 5 Entertainment, Inc.

1107 SOUTH MAIN ST.
NORTH CANTON, OH 44720
UNITED STATES

Goods/services subject to cancellation

Class 041. First Use: Nov 1, 2019 First Use In Commerce: Nov 1, 2019

All goods and services in the class are subject to cancellation, namely: Dance studios, dance
schools, dance events, organization of dancing events, dance instruction, Entertainment in the nature
of Dance performances

Grounds for cancellation

Priority and likelihood of confusion Trademark Act Sections 14(1) and 2(d)

Fraud on the USPTO Trademark Act Section 14(3); In re Bose Corp.,

580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir.
2009)

Other

Registrations are Void AB Initio for Non-Use
(Sections 1 and 45)

Mark cited by petitioner as basis for cancellation

U.S. registration 2910230 Application date 12/31/2003

no.

Register Principal

Registration date | 12/14/2004 Foreign priority NONE
date

Word mark NONE

Design mark

Description of
mark

NONE

Goods/services Class 041. First use: First Use: Aug 1, 2003 First Use In Commerce: Aug 1,
2003
dance studio instructional services; the organization and running of dance con-
tests, recitals and competitions

Attachments 76567836#TMSN.png( bytes )




2024-06-06 Fred Astaire Consolidated Petition for Cancellation.pdf(43422 bytes

)
2024-06-06 Fred Astaire Consolidated Petition for Cancellation_Ex A.p
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Signature

/Amy Brozenic/

Name

Amy Brozenic

Date

06/06/2024




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Fred Astaire Dance Studios, Inc.,

Petitioner, Cancellation No.

V.
Registration No. 6,972,894
Party of 5 Entertainment, Inc.,

Respondent.

Mark:
Filed: January 7, 2022
Registered: February 7, 2023

Registration No. 6,972,896

Mark:
Filed: January 7, 2022
Registered: February 7, 2023

CONSOLIDATED PETITION FOR CANCELLATION

Petitioner Fred Astaire Dance Studios, Inc. (“FADS”), a Florida corporation having an
address of 151 Hazard Avenue, Suite 12, Enfield, Connecticut 06082, believes it is and will be
damaged by the continued registration of the above-identified marks, Registration Nos. 6,972,894
and 6,972,896 (collectively, “Respondent’s Marks”), owned by Respondent Party of 5
Entertainment, Inc. (“Respondent”), an Ohio corporation having an address of 1107 South Main
Street, North Canton, Ohio 44720. FADS therefore petitions for cancellation of the same pursuant
to Section 14 of the Trademark Act of 1946, 15 U.S.C. § 1064, as amended.

As grounds for cancellation, FADS alleges the following:



1. FADS is the owner of all right, title, and interest in and to a family of trademarks
and service marks, including but not limited to the following mark and registration therefor (the
“FADS Mark”) on the Principal Register of the United States Patent and Trademark Office

(“USPTO”):

Mark / Relevant Dates Services
Registration No.

Filed: IC 041: dance studio instructional
December 31, 2003 services; the organization and running

of dance contests, recitals and
Registered: competitions

December 14, 2004

First Use in Commerce:
Reg. No. 2,910,230 August 1, 2003

Printouts of the USPTO TSDR records showing the current status and title of the aforementioned
registration, and its registration certificate, are attached as Exhibit A.

2. The registration for the FADS Mark is incontestable and is therefore conclusive
evidence of the validity of the mark covered by the registration and of FADS’s ownership of and
exclusive right to use the mark covered by the registration.

3. The FADS Mark is inherently distinctive. Additionally, it has been extensively
used, promoted, and advertised by FADS, and is thus a distinctive indicator of FADS as the source
of high-quality services offered under the FADS Mark, generating valuable goodwill in the FADS
Mark and for FADS.

4. Notwithstanding FADS’s prior established rights in the FADS Mark, on January 7,
2022, the USPTO issued registration to Respondent for the above-captioned marks, more

completely described as follows:



Mark / Relevant Dates Services
Registration No.

Filed: IC 041: Dance studios, dance
January 7, 2022 schools, dance events, organization

of dancing events, dance instruction,
Registered: Entertainment in the nature of Dance
February 7, 2023 performances

Reg. No. 6,972,894
First Use in Commerce:

November 1, 2019

Filed: IC 041: Dance studios, dance
January 7, 2022 schools, dance events, organization

of dancing events, dance instruction,
Registered: Entertainment in the nature of Dance
February 7, 2023 performances

Reg. No. 6,972,896
First Use in Commerce:
November 1, 2019

5. The FADS Mark was first used in interstate commerce in connection with its
respective services well before the filing date of the applications for Respondent’s Marks; has been
used in interstate commerce in connection with such services since its date of first use; and is
currently in use in interstate commerce in connection with such services.

6. Upon information and belief, Respondent did not make use of Respondent’s Marks
in commerce in connection with the services listed Registration Nos. 6,972,894 and 6,972,896
before the time FADS acquired rights in the FADS Mark.

COUNT I: LIKELIHOOD OF CONFUSION (§ 2(d))

7. FADS repeats and realleges the allegations in all preceding paragraphs and

incorporates each paragraph by reference as if fully set forth herein.

8. FADS commenced use of the FADS Mark before Respondent filed the applications

and/or commenced use of Respondent’s Marks in United States commerce.



9. Respondent’s Marks are identical or highly similar to the FADS Mark in styling,
appearance, and overall commercial impression.

10. The services covered by the registrations for Respondent’s Marks are identical to,
similar to, and/or related to the services with which FADS is using the FADS Mark.

11. The services covered by the registrations for Respondent’s Marks are identical to,
similar to, and/or related to the services with which the FADS Mark is registered.

12. FADS has not given permission to, consented to, or otherwise authorized
Respondent’s use or registration of Respondent’s Marks.

13. Respondent’s use and registration of Respondent’s Marks for the services identified
in the registrations for Respondent’s Marks is likely to cause confusion, mistake, and deception
as to the source of origin of Respondent’s services, or to cause the public to erroneously assume
that Respondent’s services are in some way connected with or sponsored by or affiliated with
FADS, or vice versa, all within the meaning of Section 2(d) of the Trademark Act of 1946, 15
U.S.C. § 1052(d), as amended.

14. FADS is likely to be damaged by the continued registration of Respondent’s Marks.

COUNT II: REGISTRATIONS ARE VOID AB INITIO FOR NON-USE (§§ 1 and 45)

15. FADS repeats and realleges the allegations in all preceding paragraphs and

incorporates each paragraph by reference as if fully set forth herein.

16. Respondent’s Marks are used in connection with a dance studio located in Canton,

Ohio, called “Prestige Ballroom Dance Studios.” Indeed, the specimens Respondent submitted in
connection with the applications for Respondent’s Marks are screen captures of the “Prestige

Ballroom Dance Studios” website, www.prestigeballroom.com.




17. The Prestige Ballroom Dance Studios website, www.prestigeballroom.com, states

that Respondent’s Marks “are Registered Trademarks of Prestige Ballroom Dance Studios.”

18. Upon information and belief, Respondent did not make bona fide use of
Respondent’s Marks in commerce in connection with the services identified in the applications for
Respondent’s Marks.

19. Respondent’s failure to make bona fide use of Respondent’s Marks in commerce
as of the date Respondent filed the applications to use Respondent’s Marks, and Respondent’s
failure to provide a specimen demonstrating bona fide use of Respondent’s Marks, renders the
registrations for Respondent’s Marks void ab initio.

20. In view of the foregoing, Respondent’s Marks were registered in contravention to
the requirements of Sections 1 and 45 of the Trademark Act of 1946, 15 U.S.C. §§ 1051 and 1127,
as amended, and should be cancelled.

COUNT III: FRAUD ON THE TRADEMARK OFFICE

21. FADS repeats and realleges the allegations in all preceding paragraphs and
incorporates each paragraph by reference as if fully set forth herein.

22. Respondent’s corporate principals include, infer alia, individuals named Jerry
Satava and/or Jenny-Lee Satava (together, the “Satavas”).

23. In approximately 1998, the Satavas began operating a FRED ASTAIRE DANCE
STUDIOS® studio by and through one or more business entities that they owned or controlled.
The Satavas’ studio operated under a sub-franchise agreement with FADS and/or FADS’s

affiliates authorized to enter sub-franchise agreements in the state of Ohio.



24. Most relevant here, as of January 4, 2018, the Satavas’ sub-franchised FRED
ASTAIRE DANCE STUDIOS® studio in Canton, Ohio, operated through Mambo Kings, Inc.
(“Mambo Kings”), an Ohio corporation owned and controlled by the Satavas.

25. In 2019, FADS’s Ohio affiliate (Ohio Ballroom Production, LLC (“Ohio
Ballroom™)) issued notices of default to Mambo Kings and the Satavas for various violations of
the sub-franchise agreement.

26. Mambo Kings and the Satavas failed to timely cure the violations, prompting Ohio
Ballroom to terminate the sub-franchise agreement effective September 12, 2019.

217. Ohio Ballroom filed a lawsuit in the Northern District of Ohio, Eastern Division,
asserting claims against Mambo Kings and the Satavas for, inter alia, violations of the Lanham
Act related to the FADS Mark.

28. The parties negotiated a settlement throughout the end of calendar year 2019 and
into early 2020. Negotiations culminated in a written settlement agreement and release effective
January 10, 2020.

29. On information and belief, while negotiating the settlement agreement, the Satavas
rebranded their Canton studio location to “Prestige Ballroom Dance Studios” and began using

Respondent’s Marks in connection with the rebranded studio.

30. “Prestige Ballroom Dance Studios” is not registered to do business in the State of
Ohio.

31. “Prestige Ballroom Dance Studios” is not registered as a d/b/a in the State of Ohio.

32. The applications for Respondent’s Marks state that the marks were first used in

commerce on November 1, 2019—while the Satavas negotiated the settlement agreement with

FADS and Ohio Ballroom.



33. On information and belief, Mambo Kings—not Respondent Party of 5
Entertainment, Inc.—operates Prestige Ballroom Dance Studios and owns Respondent’s Marks.

34, On January 7, 2022, Respondent filed the use-based applications that matured into
Respondent’s Marks. In each application, Respondent declared that Respondent is “the owner of
the trademark/service mark sought to be registered.”

35. Upon information and belief, Mambo Kings was the rightful owner of
Respondent’s Marks at the time Respondent filed the applications for Respondent’s Marks,
meaning that Respondent was not the rightful owner of Respondent’s Marks at that time.

36. Upon information and belief, Respondent falsely represented to the USPTO that
Respondent was the rightful owner of Respondent’s Marks when it filed the applications for Marks
Applications on January 7, 2022.

37. Upon information and belief, Respondent made this false representation knowingly
with the intent to deceive the USPTO and failed to correct the misrepresentation during the
prosecution process.

38. Respondent’s false representation is material to the registrability of Respondent’s
Marks.

39. Respondent’s Marks should be declared void ab initio because respondent has
committed fraud on the USPTO.

40. In view of the foregoing, Respondent fraudulently obtained registration of
Respondent’s Marks, contrary to the Trademark Act of 1946, 15 U.S.C. §§ 1051 et seq., as
amended, and should be cancelled.

WHEREFORE, FADS prays that this Petition for Cancellation be sustained and the

registrations for Respondent’s Marks be cancelled.



Dated: June 6, 2024 Respectfully submitted,
LATHROP GPM

By: /Amy Brozenic/
Amy Brozenic
2345 Grand Blvd.
Suite 2200
Kansas City, MO 64108
Telephone: (816) 292-2000
amy.brozenic(@lathropgpm.com
trademark @lathropepm.com

Lee B. Bennin

80 South 8th Street

3100 IDS Center
Minneapolis, MN 55402
Telephone: (612) 632-3000
lee.bennin(@lathropgpm.com

Attorneys for Petitioner
Fred Astaire Dance Studios, Inc.

CERTIFICATE OF ONLINE SUBMISSION

I hereby certify that a true and correct copy of this CONSOLIDATED PETITION FOR
CANCELLATION was filed online with the Trademark Trial and Appeal Board using the ESTTA
on June 6, 2024.

/Amy Brozenic/
Amy Brozenic

63823399v3



EXHIBIT A



Generated on: This page was generated by TSDR on 2024-06-06 12:59:11 EDT

Mark:

US Serial Number: 76567836 Application Filing Dec. 31, 2003
Date:

US Registration 2910230 Registration Date: Dec. 14, 2004

Number:

Register: Principal

Mark Type: Service Mark
TM5 Common Status LIVE/REGISTRATION/Issued and Active
Descriptor:
The trademark application has been registered with the Office.
Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date:

Oct. 15, 2023

Publication Date:Sep. 21, 2004

Mark Information

Mark Literal
Elements:

Standard Character
Claim:

Mark Drawing
Type:

Color(s) Claimed:

Design Search
Code(s):

None
No
2 - AN ILLUSTRATION DRAWING WITHOUT ANY WORDS(S)/ LETTER(S) /NUMBER(S)

Color is not claimed as a feature of the mark.

02.01.02 - Men depicted as shadows or silhouettes of men; Silhouettes of men

02.01.33 - Grotesque men formed by letters, numbers, punctuation or geometric shapes; Stick figures
02.03.02 - Silhouettes of women; Women depicted as shadows or silhouettes of women

02.03.26 - Grotesque women formed by letters, numbers, punctuation or geometric shapes

02.09.14 - Dancing, humans; Humans, including men, women and children, depicted dancing
09.03.083 - Suits, men's

09.03.04 - Dresses; Gowns, ladies' ball; Skirts; Suits, Women's

09.07.08 - Arch supports; Heels, shoe; Supports, arch

Related Properties Information

International
Registration
Number:

International
Application(s)
/Registration(s)
Based on this
Property:

1762691

A0139652, A0139955/1762691

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.



For: dance studio instructional services; the organization and running of dance contests, recitals and competitions
International 041 - Primary Class U.S Class(es): 100, 101, 107
Class(es):
Class Status: ACTIVE
Basis: 1(a)
First Use: Aug. 01, 2003 Use in Commerce: Aug. 01, 2003
Basis Information (Case Level)
Filed Use: Yes Currently Use: Yes
Filed ITU: No Currently ITU: No
Filed 44D: No Currently 44D: No
Filed 44E: No Currently 44E: No
Filed 66A: No Currently 66A: No
Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name:

Owner Address:

Legal Entity Type:

Fred Astaire Dance Studios, Inc.

151 Hazard Avenue, Suite 12
Enfield, CONNECTICUT UNITED STATES 06082

CORPORATION State or Country FLORIDA
Where Organized:

Attorney/Correspondence Information

Attorney Name:

Attorney Primary

Email Address:

Attorney of Record

Amy Brozenic Docket Number: 3424667
trademark@gpmlaw.com Attorney Email Yes
Authorized:
Correspondent

Correspondent Amy Brozenic
Name/Address: Lathrop GPM LLP
2345 Grand Blvd., Suite 2200
Kansas City, MISSOURI UNITED STATES 64108-2618
Phone: 913.451.5103 Fax: 913.451.0875
Correspondent e- TMdocket@lathropgpm.com Correspondent e- No
mail: mail Authorized:
Domestic Representative - Not Found
Prosecution History
Date Description zLonc:te’:c:ing
Dec. 14, 2023 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED
Nov. 22, 2023 POST REGISTRATION ACTION MAILED - SEC. 7
Oct. 16, 2023 POST REGISTRATION ACTION MAILED - SEC. 7
Oct. 15, 2023 CASE ASSIGNED TO POST REGISTRATION PARALEGAL
Oct. 12, 2023 OTQR WITHDRAWAL FROM PUBLICATION
Sep. 20, 2023 TEAS WITHDRAWAL OF ATTORNEY RECEIVED-FIRM RETAINS
Sep. 20, 2023 TEAS CHANGE OF CORRESPONDENCE RECEIVED
Sep. 20, 2023 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED
Sep. 20, 2023 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED
Sep. 20, 2023 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED
Sep. 20, 2023 TEAS CHANGE OF OWNER ADDRESS RECEIVED
Aug. 26, 2023 CORRECTION UNDER SECTION 7 - PROCESSED

Aug.

25, 2023 ASSIGNED TO PARALEGAL



Aug. 25, 2023 TEAS SECTION 7 REQUEST RECEIVED

Jul. 23, 2020 REVIEW OF CORRESPONDENCE COMPLETE - ADDRESS UPDATED
Jun. 05, 2020 CORRESPONDENCE RECEIVED IN LAW OFFICE

Jul. 23,2018 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Jul. 23, 2018 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED
Dec. 29, 2014 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Dec. 29, 2014 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)

Dec. 29, 2014 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Dec. 29, 2014 CASE ASSIGNED TO POST REGISTRATION PARALEGAL

Dec. 08, 2014 TEAS SECTION 8 & 9 RECEIVED

Jul. 17,2013 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Dec. 22,2010 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Dec. 22,2010 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED
Dec. 17,2010 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

Dec. 17,2010 CASE ASSIGNED TO POST REGISTRATION PARALEGAL

Nov. 30, 2010 TEAS SECTION 8 & 15 RECEIVED

Dec. 14, 2004 REGISTERED-PRINCIPAL REGISTER

Sep. 21, 2004 PUBLISHED FOR OPPOSITION

Sep. 01, 2004 NOTICE OF PUBLICATION

Jul. 16, 2004 APPROVED FOR PUB - PRINCIPAL REGISTER

Jul. 16, 2004 ASSIGNED TO EXAMINER

Jan. 13, 2004 NEW APPLICATION ENTERED

TM Staff and Location Information

TM Staff Information - None
File Location
Current Location: POST REGISTRATION Date in Location: Nov. 22, 2023



Int. Cl.: 41

Prior U.S. Cls.: 100, 101 and 107
Reg. No. 2,910,230

United States Patent and Trademark Office  Registered Dec. 14, 2004

SERVICE MARK
PRINCIPAL REGISTER

FRED ASTAIRE DANCE STUDIOS, INC. (MAS- FIRST USE 8-1-2003; IN COMMERCE 8-1-2003.
SACHUSETTS CORPORATION)
10 BLISS ROAD
LONGMEADOW, MA 01106
SER. NO. 76-567,836, FILED 12-31-2003.
FOR: DANCE STUDIO INSTRUCTIONAL SERVI-
CES; THE ORGANIZATION AND RUNNING OF

DANCE CONTESTS, RECITALS AND COMPETI- )
TIONS, IN CLASS 41 (U.S. CLS. 100, 101 AND 107). YSA DEJESUS, EXAMINING ATTORNEY



