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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Michael Kors, L.L.C.,

Petitioner

v.

MKP Fashion, Inc.,

Respondent

Cancellation No.: 92085346

Mark: M MARCO

Registration No.: 7293689

MOTION TO AMENDED ANSWER TO PETITION FOR CANCELLATION

I. INTRODUCTION

COMES NOW Respondent, MKP Fashion, Inc. ("Respondent" or "MKP Fashion"), by and

through its undersigned counsel, Braunstein & Braunstein, PC, and hereby answers the Petition

for Cancellation filed by Michael Kors, L.L.C. ("Petitioner" or "Michael Kors"), concerning U.S.

Trademark Registration No. 7293689 for the mark "M MARCO" (hereinafter "Respondent's

Mark"). Respondent denies each and every allegation in the Petition for Cancellation except as

expressly admitted herein and submits the following in support of its defense.

Respondent's "M MARCO" mark is distinctive and has been in continuous use in commerce

since July 2022. Respondent asserts that there is no likelihood of confusion between this mark

and Petitioner's MK Circle Logos. Petitioner's claims that the MK Circle Logos are famous under

15 U.S.C. § 1125(c)(2)(A) are without merit. Fame under this provision requires recognition by

the general consuming public, which Petitioner cannot demonstrate. Additionally, Petitioner

cannot monopolize the generic elements of a circle or letters like MK, which are prevalent in the

luxury goods sector and beyond.



II. PETITIONER DOES NOT HAVE EXCLUSIVE RIGHTS TO "MK" FOR

BAGS OR RELATED GOODS

Michael Kors cannot claim exclusive rights to the "MK" designation for handbags, clothing,

glasses, or accessories. Mary Kay has long-held priority over the MK mark for bags, and through

the natural zone of expansion, Mary Kay's trademark rights extend to related categories such as

clothing and accessories. Petitioner's assertion of exclusivity is therefore unfounded, and they

cannot claim a monopoly over the use of MK in relation to bags, let alone the idea of placing

letters inside a circle.

Petitioner does not have the right to claim exclusive use of basic design elements, such as letters

inside a circle. Such common geometric designs are widespread in the fashion industry and

beyond, and cannot be considered distinctive or capable of trademark protection by themselves.

The MK Circle Logos are generic and functional in nature, lacking the requisite distinctiveness

to receive the trademark protection that Petitioner seeks.

III. DEFINITIONS AND LEGAL STANDARDS

A. Fame only matters outside of the same or coordinated classes

Fame under the Lanham Act is only relevant when marks are used in different International

Classes or unrelated product categories. Petitioner's focus on fame is irrelevant, as both

Respondent and Petitioner operate within the same or closely related International Classes (Class

25 for clothing and Class 18 for bags). Fame would be a pertinent consideration only if the marks

were used in widely disparate sectors, where recognition of a famous mark by the general public

could create a greater likelihood of confusion. However, in this case, where the marks operate

within the same sector and goods, fame is not a central issue.

B. Coach Services, Inc. v. Triumph Learning LLC and Luxury Market Limitations



Petitioner's reliance on fame is further undermined by the Coach Services, Inc. v. Triumph

Learning LLC, 668 F.3d 1356 (Fed. Cir. 2012) decision. In that case, Coach, a company with a

market capitalization exceeding $9.5 billion and billions in sales, failed to establish that its marks

were famous under the Lanham Act. The court concluded that Coach operates within the luxury

goods market, which is a niche and does not extend to broader public recognition, as would be

required to claim fame under 15 U.S.C. § 1125(c)(2)(A).

Michael Kors, like Coach, operates primarily within the luxury fashion market. Fame within this

narrowly defined sector cannot be construed as fame in the broader sense required by the

Lanham Act. The luxury goods sector remains specialized, and thus, the claim that Michael Kors'

MK Circle Logos are famous lacks a legal basis. This market segmentation further weakens the

foundation of Petitioner's fame-based arguments.

IV. GENERAL DENIALS AND LIKELIHOOD OF CONFUSION (LOC)

ARGUMENTS

A. General Denials

Respondent denies all allegations made by Petitioner, including any assertion that there is a

likelihood of confusion between "M MARCO" and Petitioner's "MK Circle Logos".

B. Mary Kay Marks Have Priority

Mary Kay has priority over the MK designation in connection with bags and other related goods,

pre-dating Petitioner's use of MK. Given Mary Kay's established priority, Petitioner cannot claim

superior rights over MK in these categories. As held in CreAgri, Inc. v. USANA Health

Sciences, Inc., 474 F.3d 626 (9th Cir. 2007), trademark rights arise only through lawful use in

commerce, which Petitioner's use of MK may not constitute given the prior rights held by Mary

Kay.

C. Literal Element Analysis Takes Precedence

In analyzing likelihood of confusion, the literal element of a mark generally takes precedence

over design elements, as stated in TMEP § 1207.01(c)(ii). The literal elements MK and M



MARCO are entirely distinct, both in sound and meaning. Additionally, M MARCO includes a

surname ("MARCO"), which distinguishes it from MK. This phonetic and literal difference

minimizes the likelihood of confusion, particularly in the luxury goods market.

D. Visual Element Differences

The visual design of Respondent's M MARCO mark is distinct from MK Circle Logos. The

angles and negative space in the M MARCO mark create a sharp and angular impression, in

contrast to the softer, circular design of Petitioner's MK Circle Logos. These clear visual

differences negate any claim of consumer confusion.

E. Admission of Typeface

Petitioner's admission that its MK Circle Logos are described as a font effectively undermines its

claim of distinctiveness. Typefaces are not protected under U.S. trademark law, per 37 C.F.R. §

202.1(e). As such, Petitioner's reliance on the distinctiveness of the MK Circle Logos as a

typeface is legally untenable.



Fame under the Lanham Act is only relevant when marks are used in different International

Classes or unrelated product categories. Petitioner’s focus on fame is irrelevant, as both

Respondent and Petitioner operate within the same or closely related International Classes

(Class 25 for clothing and Class 18 for bags). Fame would be a pertinent consideration only if

the marks were used in widely disparate sectors, where recognition of a famous mark by the

general public could create a greater likelihood of confusion. However, in this case, where the

marks operate within the same sector and goods, fame is not a central issue.

IV. COACH SERVICES, INC. V. TRIUMPH LEARNING LLC AND LUXURY

MARKET LIMITATIONS

Petitioner’s reliance on fame is further undermined by the Coach Services, Inc. v. Triumph

Learning LLC, 668 F.3d 1356 (Fed. Cir. 2012) decision. In that case, Coach, a company with a

market capitalization exceeding $9.5 billion and billions in sales, failed to establish that its

marks were famous under the Lanham Act. The court concluded that Coachoperates within the

luxury goods market, which is a niche and does not extend to broader public recognition, as

would be required to claim fame under 15 U.S.C. § 1125(c)(2)(A).

Michael Kors, like Coach, operates primarily within the luxury fashion market. Fame within

this narrowly defined sector cannot be construed as fame in the broader sense required by the

Lanham Act. The luxury goods sector remains specialized, and thus, the claim that Michael

Kors' MK Circle Logos are famous lacks a legal basis. This market segmentation further

weakens the foundation of Petitioner’s fame-based arguments.

V. GENERAL DENIALS AND LIKELIHOOD OF CONFUSION (LOC)

ARGUMENTS

General Denials: Respondent denies all allegations made by Petitioner, including any assertion

that there is a likelihood of confusion between "M MARCO" and Petitioner’s "MK Circle

Logos".



1. Mary Kay Marks Have Priority: Mary Kay has priority over the MK designation in

connection with bags and other related goods, pre-dating Petitioner’s use of MK. Given

Mary Kay’s established priority, Petitioner cannot claim superior rights over MK in these

categories. As held in CreAgri, Inc. v. USANA Health Sciences, Inc., 474 F.3d 626 (9th

Cir. 2007), trademark rights arise only through lawful use in commerce, which

Petitioner’s use of MK may not constitute given the prior rights held by Mary Kay.

2. Literal Element Analysis Takes Precedence: In analyzing likelihood of confusion, the

literal element of a mark generally takes precedence over design elements, as stated in

TMEP § 1207.01(c)(ii). The literal elements MK and M MARCO are entirely distinct,

both in sound and meaning. Additionally, M MARCO includes a surname ("MARCO"),

which distinguishes it from MK. This phonetic and literal difference minimizes the

likelihood of confusion, particularly in the luxury goods market.

3. Visual Element Differences: The visual design of Respondent’s M MARCO mark is

distinct from MK Circle Logos. The angles and negative space in the M MARCO mark

create a sharp and angular impression, in contrast to the softer, circular design of

Petitioner’s MK Circle Logos. These clear visual differences negate any claim of

consumer confusion.

4. Admission of Typeface: Petitioner’s admission that its MK Circle Logos are described

as a font effectively undermines its claim of distinctiveness. Typefaces are not protected

under U.S. trademark law, per 37 C.F.R. § 202.1(e). As such, Petitioner’s reliance on the

distinctiveness of the MK Circle Logos as a typeface is legally untenable.

5. Petitioner’s Words As Admissions Against Interest: "Iconic" vs. "Famous":

Petitioner’s use of the term "iconic" instead of "famous" in its pleadings suggests a

conscious recognition that the MK Circle Logos do not meet the stringent legal standard

for fame. This careful word choice weakens Petitioner’s argument and should be viewed

as a tacit acknowledgment that the logos are not famous as required under 15 U.S.C. §

1125(c)(2)(A).



6. Admission Regarding Typeface: By characterizing the MK Circle Logos as a font,

Petitioner effectively concedes that the logos are functional and thus ineligible for

trademark protection, as typefaces are expressly excluded from protection under 37

C.F.R. § 202.1(e). This admission further erodes Petitioner’s claim of distinctiveness.

VI. SPECIFIC DENIALS OR ADMISSIONS

1. Respondent is without information sufficient to form a belief as to the truth of the

allegations contained in Paragraph 1 of the Petition for Cancellation and therefore denies

the same. Respondent acknowledges that Michael Kors claims to have launched its brand

over 40 years ago but disputes the assertion that the MK Circle Logos are "famous."

Under 15 U.S.C. § 1125(c)(2)(A), fame requires recognition by the general consuming

public of the United States, not just within the luxury goods sector. The petitioner's use of

"iconic" instead of "famous" in other parts of their petition suggests an implicit

acknowledgment that their marks do not meet the stringent legal standard for fame.

Respondent admits that it is the owner of U.S. Trademark Registration No. 7293689 for

the mark "M MARCO," a circle logo containing the letter "M" and the literal element

"MARCO" at the base of the circle. The "M MARCO" mark has been in continuous use

in commerce since July 12, 2022, specifically in connection with footwear, shoes, and

slippers in International Class 25.

2. Respondent is without information sufficient to form a belief as to the truth of the

allegations contained in Paragraph 2 of the Petition for Cancellation and therefore denies

the same. While Petitioner's ownership of various MK Circle Logos is acknowledged, the

characterization of these logos as "famous" is contested. The logos consist of basic

geometric shapes (a circle) and letters (MK), which lack inherent distinctiveness. As seen

in Coach Services, Inc. v. Triumph Learning LLC, 668 F.3d 1356 (Fed. Cir. 2012), even

brands with greater market presence than Michael Kors have failed to establish fame.

Given that Michael Kors has a smaller market presence and financial footprint than

Coach, it is even less likely that its MK Circle Logos could achieve famous mark status.



3. Respondent is without information sufficient to form a belief as to the truth of the

allegations contained in Paragraph 3 of the Petition for Cancellation and therefore denies

the same. The assertion that the MK Circle Logos are "inherently distinctive and

non-functional" is refuted. These logos consist of basic elements that are not eligible for

copyright protection under 37 C.F.R. § 202.1(e) due to their functional nature as a

typeface. The Petitioner's reliance on secondary meaning further suggests a lack of

inherent distinctiveness. Moreover, the use of a circle and letters is a common design

element in trademarks and does not inherently indicate source or origin. The Trademark

Manual of Examining Procedure (TMEP) § 1202.11 notes that common geometric shapes

are not inherently distinctive, further weakening the Petitioner's claim.

4. Respondent denies the allegations contained in Paragraph 4 of the Petition for

Cancellation. While Respondent acknowledges that Petitioner may sell goods in

brick-and-mortar stores across the United States, this does not establish fame of the MK

Circle Logos. As demonstrated in the Coach Services case, even extensive retail presence

does not equate to fame under the Lanham Act. The mere presence of goods in physical

stores does not demonstrate the widespread recognition among the general consuming

public required for famous mark status. Furthermore, Respondent asserts that there is no

likelihood of confusion between the "M MARCO" mark and any mark owned by

Petitioner, given the significant differences in appearance, meaning, sound, and overall

commercial impression.

5. Respondent denies the allegations contained in Paragraph 5 of the Petition for

Cancellation and asserts that the Petitioner's claims are unfounded and unsupported by

the facts. While Petitioner may sell goods online, this does not establish fame of the MK

Circle Logos. Online availability does not demonstrate recognition by the general public

as required for famous mark status under 15 U.S.C. § 1125(c)(2)(A). Respondent avers

that the Petitioner's attempt to assert rights over the "M MARCO" mark is baseless, given

the significant differences between the parties' marks and the established precedence of

Mary Kay's long-standing registrations, which have priority over any rights claimed by

Petitioner. The TMEP § 1207.01(b)(v) emphasizes that the literal elements of a mark are



more influential in determining likelihood of confusion than minor visual similarities, and

in this case, the literal elements "M MARCO" and "MK" are distinctly different.

6. Respondent denies the allegations contained in Paragraph 6 of the Petition for

Cancellation. While Petitioner may have introduced the MICHAEL Michael Kors brand

in 2004, this does not confer fame on the MK Circle Logos. The use of simple geometric

shapes and letters lacks the distinctiveness required for a strong trademark claim,

particularly in the competitive luxury goods market. The dominant features of

Respondent's mark, specifically the drastic angles of the letter "M" and the placement of

"MARCO" at the base of the circle, are distinctive and not likely to cause confusion with

any mark owned by Petitioner. As noted in TMEP § 1207.01(b)(iii), the proper analysis

for identical goods should focus on the likelihood of confusion using the Sleekcraft

factors, rather than claims of fame.

7. Respondent denies the allegations contained in Paragraph 7 of the Petition for

Cancellation. The expansion of the brand to include various accessories is noted.

However, this expansion within a niche market does not support the claim of fame among

the general consuming public, as required by the Lanham Act. The stylization and the

overall design of the "M MARCO" mark, including the drastic angles of the letter "M"

and the specific placement of "MARCO" at the base of the circle, create a distinct visual

identity that is not likely to cause confusion with any of Petitioner's marks. TMEP §

1207.01(c)(ii) emphasizes that slight differences in design elements are often sufficient

for consumers to distinguish between marks, particularly when the literal elements are

different.

8. Respondent denies the allegations contained in Paragraph 8 of the Petition for

Cancellation. Petitioner's claim of earning billions in dollars in sales annually and

achieving "iconic" status is acknowledged. However, the use of "iconic" instead of

"famous" is telling. In Coach Services, Inc. v. Triumph Learning LLC, 668 F.3d 1356

(Fed. Cir. 2012), Coach, with annual revenues of $4.1 billion and a market cap of $9.5

billion, failed to establish fame. Michael Kors, with less market presence, is even less

likely to meet this standard. High sales within a niche market do not equate to fame under

the Lanham Act. The relevant consumers exercise a high degree of care in purchasing



decisions, particularly within the fashion industry, thereby reducing any potential for

confusion. Furthermore, TMEP § 1207.01(d)(ix) emphasizes that fame is not a decisive

factor when the marks and goods are identical, as the focus should be on the actual

confusion or likelihood thereof.

9. Respondent denies the allegations contained in Paragraph 9 of the Petition for

Cancellation. The continuous use of the MK Circle Logos since at least 2007 is

acknowledged. However, the longevity of use does not by itself establish the logos as

famous. The distinctiveness of Respondent's mark is further underscored by the lack of

any successful claims by Petitioner in previous proceedings, notably the withdrawal of

Petitioner's application for an "MK" circle logo due to the pre-existing rights of Mary

Kay in the handbag category. This history demonstrates the weakness of Petitioner's

marks and undermines any claim of fame or exclusive rights.

10. Respondent is without information sufficient to form a belief as to the truth of the

allegations contained in Paragraph 10 of the Petition for Cancellation and therefore

denies the same. The submission of images of Petitioner's goods bearing the MK Circle

Logos is acknowledged. However, these images alone do not provide evidence of

widespread public recognition necessary to claim fame. The visual presentation of a

simple circle and letters lacks the distinctiveness needed to stand out in the marketplace

and achieve the level of recognition required for famous mark status under 15 U.S.C. §

1125(c)(2)(A).

11. Respondent denies the allegations contained in Paragraph 11 of the Petition for

Cancellation and asserts that Petitioner's reliance on any purported similarities is

misplaced and unsupported by the facts. Petitioner's investment in promoting the MK

Circle Logos is acknowledged, but the claim that consumers associate the logos

exclusively with Petitioner is disputed. Without survey evidence showing broad public

recognition, the claim of exclusive association remains unsubstantiated. As established in

the Coach Services case, even substantial advertising expenditures do not automatically

translate to fame or exclusive consumer association.



12. Respondent denies the allegations contained in Paragraph 12 of the Petition for

Cancellation. The use of the MK Circle Logos as a charm, emblem, or design element is

acknowledged. However, this use is ornamental and does not constitute proper trademark

use as defined in TMEP § 1202.03. The ornamental use of the logos does not establish

them as source identifiers, weakening the Petitioner's claim of distinctiveness. The

USPTO's initial acceptance of Respondent's Mark, following a thorough examination

process, should stand as evidence of its distinctiveness and non-infringement of any

existing marks. Furthermore, the use of a mark as a decorative feature does not

necessarily indicate its function as a trademark, especially when the mark consists of

common elements like circles and letters.

13. Respondent denies the allegations contained in Paragraph 13 of the Petition for

Cancellation. Petitioner's extensive advertising efforts are acknowledged. However, these

efforts are primarily directed at the luxury goods market, a niche segment that does not

represent the general consuming public. As such, these efforts do not establish the MK

Circle Logos as famous under the Lanham Act. The Coach Services case demonstrated

that even billions in advertising expenditures were insufficient to establish fame when

recognition was limited to a specific market segment. Respondent asserts that Petitioner's

claims are speculative and without merit, as they fail to demonstrate the broad public

recognition required for famous mark status under 15 U.S.C. § 1125(c)(2)(A).

14. Respondent denies the allegations contained in Paragraph 14 of the Petition for

Cancellation. The submission of additional advertising and promotional materials is

acknowledged. However, these materials do not provide evidence of widespread public

recognition necessary to establish fame. Any alleged similarity in commercial impression

is unfounded, as Respondent's Mark is distinguishable in both design and concept from

Petitioner's marks. TMEP § 1207.01(b) emphasizes that the proper analysis for identical

goods should focus on the likelihood of confusion using the Sleekcraft factors, rather than

claims of fame or extensive advertising.

15. Respondent denies the allegations contained in Paragraph 15 of the Petition for

Cancellation. The inclusion of editorial coverage is acknowledged. However, third-party

acclaim within a niche market does not equate to recognition by the general public. The



mere presence of an "M" within a circular design does not entitle Petitioner to

monopolize such generic elements, particularly when Respondent's mark includes

additional distinctive elements, such as the word "MARCO." As established in Qualitex

Co. v. Jacobson Products Co., 514 U.S. 159, 164 (1995), color alone can meet the legal

requirements for a trademark, but only when it has acquired distinctiveness and serves to

identify the source of the goods. Similarly, basic shapes and letters must acquire

distinctiveness to function as trademarks, which Petitioner has not demonstrated.

16. Respondent denies the allegations contained in Paragraph 16 of the Petition for

Cancellation. The claim that the MK Circle Logos serve to identify Petitioner as the

source of goods is contested. While the logos may be recognized within the luxury goods

market, this does not satisfy the requirement for fame under the Lanham Act, which

demands recognition by the general public. The substantial differences between the goods

associated with Respondent's and Petitioner's marks further mitigate any likelihood of

confusion. TMEP § 1207.01(a)(i) states that the likelihood of confusion analysis must

consider the similarity or dissimilarity and nature of the goods or services as described in

an application or registration, which in this case significantly differ.

17. Respondent denies the allegations contained in Paragraph 17 of the Petition for

Cancellation. The assertion that consumers exclusively associate the MK Circle Logos

with Petitioner is unsubstantiated. Without survey evidence demonstrating broad public

recognition, the claim of exclusive association remains speculative. Respondent asserts

that Petitioner's arguments are an overreach and an attempt to improperly extend the

scope of their trademark rights. As noted in Wal-Mart Stores, Inc. v. Samara Brothers,

Inc., 529 U.S. 205, 212-13 (2000), consumer recognition of a mark as a badge of origin

must be proven for non-inherently distinctive marks, which Petitioner has failed to do.

18. Respondent denies the allegations contained in Paragraph 18 of the Petition for

Cancellation. The claim that the MK Circle Logos have developed strong secondary

meaning is an acknowledgment that the logos are not inherently distinctive. This reliance

on secondary meaning indicates that the logos are close to being merely descriptive or

generic, which weakens the Petitioner's claim of distinctiveness and fame. Respondent

reiterates that the distinct design elements of the "M MARCO" mark, including the sharp



angles of the "M" and the clear separation from any design or literal element associated

with Petitioner's marks, are sufficient to avoid confusion. As established in Two Pesos,

Inc. v. Taco Cabana, Inc., 505 U.S. 763, 769 (1992), secondary meaning is only relevant

for descriptive marks, and the need to prove it suggests that the mark is not inherently

distinctive.

19. Respondent denies the allegations contained in Paragraph 19 of the Petition for

Cancellation. Petitioner's assertion of famous mark status is highly disputed. The Coach

Services, Inc. v. Triumph Learning LLC case is particularly instructive here. Despite

Coach's extensive use of its marks, its billions in annual sales, and its significant

advertising expenditures, the Federal Circuit found that Coach could not establish that its

marks were famous under the Lanham Act. Michael Kors, with a significantly smaller

market share and less widespread recognition than Coach, is even less likely to meet this

rigorous standard. The history of Mary Kay's registrations, particularly in the handbag

category, should be noted as a factor that undermines Petitioner's claims. Petitioner, as a

junior user, has no standing to assert rights against Respondent's mark. Therefore, the

Petitioner's financial metrics, while significant within a niche market, do not establish

fame among the general public and should not be considered sufficient to claim famous

mark status.

20. Respondent denies the allegations contained in Paragraph 20 of the Petition for

Cancellation. The claim of widespread public exposure and recognition is unproven and

contradicted by the standards set in Coach Services, Inc. v. Triumph Learning LLC. Fame

under the Lanham Act requires concrete evidence, such as consumer surveys,

demonstrating that the mark is recognized by the general consuming public—not just

within a luxury market niche. The continued use and registration of Respondent's Mark

does not harm Petitioner in any way, as evidenced by the lack of consumer confusion

over the past years. TMEP § 1207.01(d)(ix) emphasizes that fame is not a decisive factor

when the marks and goods are identical, as the focus should be on the actual confusion or

likelihood thereof. The absence of broad public recognition evidence further weakens the

Petitioner's argument.



21. Respondent denies the allegations contained in Paragraph 21 of the Petition for

Cancellation. Petitioner's claim of widespread bona fide use is acknowledged, but the

Petitioner's reliance on a typeface, which is excluded from copyright protection under 37

C.F.R. § 202.1(e), undermines the claim of distinctiveness. Additionally, the Petitioner's

awareness of prior rights held by Mary Kay for the "MK" mark raises questions about the

good faith of their use. We unequivocally refuse that their use is bona fide if it knowingly

infringes the true senior user Mary Kay. The fact that Petitioner had to withdraw its

application for an "MK" circle logo due to existing rights held by Mary Kay further

demonstrates the weakness of Petitioner's claims. This history suggests that Petitioner's

use may not be in good faith, as they were aware of conflicting prior rights.

22. Respondent denies the allegations contained in Paragraph 22 of the Petition for

Cancellation. Respondent asserts that any claim to confusion by Petitioner is speculative

and unsupported by the evidence or actual marketplace conditions. The Federal Circuit in

In re E.I. DuPont DeNemours & Co., 476 F.2d 1357, 1361 (C.C.P.A. 1973), established

that the similarity of the marks must be considered in the context of the entire mark, not

just one component. When comparing "M MARCO" to "MK," it is clear that the literal

elements create distinct commercial impressions, significantly reducing any likelihood of

confusion.

23. Respondent denies the allegations contained in Paragraph 23 of the Petition for

Cancellation. The differences in commercial channels, consumer bases, and the

distinctiveness of Respondent's Mark mitigate any likelihood of confusion. TMEP §

1207.01(a)(i) emphasizes that the nature and trade channels of the goods or services must

be considered in the likelihood of confusion analysis. Respondent's goods are sold

through different channels and to a different consumer base than Petitioner's luxury

goods, further reducing any potential for confusion. The Federal Circuit in Federated

Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 1103 (C.C.P.A. 1976), held that

differences in trade channels can be a significant factor in finding no likelihood of

confusion.

24. Respondent denies the allegations contained in Paragraph 24 of the Petition for

Cancellation. The substantial differences between the marks in question preclude any



valid claim of confusion, and Respondent's Mark has been in use without issue for an

extended period. As established in In re Chatam Int'l Inc., 380 F.3d 1340, 1342 (Fed. Cir.

2004), the likelihood of confusion analysis must consider the marks in their entireties as

they appear in the marketplace. When viewed as a whole, the "M MARCO" mark is

distinctly different from Petitioner's MK Circle Logos in appearance, sound, meaning,

and commercial impression.

25. Respondent denies the allegations contained in Paragraph 25 of the Petition for

Cancellation. Petitioner's reliance on generic elements, such as circles and the letter "M,"

is insufficient to establish a likelihood of confusion with Respondent's distinct mark.

TMEP § 1207.01(b)(iii) notes that fame is irrelevant when goods are identical, as the

proper analysis should focus on the likelihood of confusion using the Sleekcraft factors.

The inclusion of "MARCO" in Respondent's mark provides a clear differentiator that

reduces any potential confusion between the two marks. Consumers are likely to

recognize "MARCO" as a surname and understand that it indicates a different source

from "MK," which is linked to Michael Kors.

26. Respondent denies the allegations contained in Paragraph 26 of the Petition for

Cancellation. The ongoing registration and use of Respondent's Mark serve as evidence

of its non-infringement and distinctiveness within the marketplace. The absence of any

reported instances of actual confusion over the years further supports the conclusion that

there is no likelihood of confusion between the marks. As noted in Bose Corp. v. QSC

Audio Prods., Inc., 293 F.3d 1367, 1375 (Fed. Cir. 2002), the absence of actual confusion

can be a significant factor in finding no likelihood of confusion, especially when the

marks have coexisted in the market for an extended period.

27. Respondent denies the allegations contained in Paragraph 27 of the Petition for

Cancellation. The visual and conceptual differences between the marks are clear and

significant, preventing any reasonable likelihood of confusion. The Federal Circuit in In

re Majestic Distilling Co., 315 F.3d 1311, 1315 (Fed. Cir. 2003), emphasized that the

marks must be considered in their entireties, including their appearance, sound,

connotation, and commercial impression. When applying this standard, the "M MARCO"

mark is clearly distinguishable from Petitioner's MK Circle Logos.



28. Respondent denies the allegations contained in Paragraph 28 of the Petition for

Cancellation. Respondent asserts that Petitioner has failed to provide sufficient evidence

of any actual confusion between the marks. The lack of evidence of actual confusion,

despite the coexistence of the marks in the marketplace, strongly suggests that there is no

likelihood of confusion. As stated in Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208, 228

(2d Cir. 1999), while evidence of actual confusion is not necessary to prove likelihood of

confusion, its absence can be a significant factor against finding such likelihood.

29. Respondent denies the allegations contained in Paragraph 29 of the Petition for

Cancellation. Respondent asserts that the design elements of the "M MARCO" mark,

particularly the stylized "M" with its drastic angles and the placement of "MARCO,"

create a strong and distinctive identity that is easily distinguishable from Petitioner's

marks. TMEP § 1207.01(b)(v) emphasizes that the literal elements of a mark are more

influential in determining likelihood of confusion than minor visual similarities. The

inclusion of "MARCO" in Respondent's mark provides a clear differentiator that reduces

any potential confusion between the two marks.

30. Respondent denies the allegations contained in Paragraph 30 of the Petition for

Cancellation. The relevant consumer base, which exercises a high degree of care in

purchasing decisions, is unlikely to be confused by the differences between the marks. As

noted in In re N.A.D. Inc., 754 F.2d 996, 999-1000 (Fed. Cir. 1985), sophisticated

purchasers exercising care are less likely to be confused. The luxury goods market, where

both parties operate, is characterized by highly sophisticated consumers who are likely to

exercise greater care in their purchasing decisions.

31. Respondent denies the allegations contained in Paragraph 31 of the Petition for

Cancellation. Respondent reiterates that the differences in design, meaning, and overall

impression between the marks are sufficient to avoid any likelihood of confusion. The

Federal Circuit in In re E.I. DuPont DeNemours & Co., 476 F.2d 1357, 1361 (C.C.P.A.

1973), established that the similarity of the marks must be considered in the context of

the entire mark, not just one component. When comparing "M MARCO" to "MK," it is

clear that the literal elements create distinct commercial impressions. The inclusion of

"MARCO" in Respondent's mark transforms the commercial impression, guiding



consumers to associate it with a different source than "MK." This distinction significantly

reduces the likelihood of confusion, as consumers are more likely to recognize and

differentiate between the two marks based on their overall impression.

32. Respondent denies the allegations contained in Paragraph 32 of the Petition for

Cancellation. The distinctiveness of Respondent's Mark is further established by the fact

that it has coexisted with other marks, including those of Mary Kay, without any reported

instances of confusion. As noted in Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208, 228

(2d Cir. 1999), the absence of actual confusion over a substantial period of time creates a

strong inference that there is no likelihood of confusion. The lack of any evidence of

actual confusion in the marketplace further supports Respondent's position that the marks

are sufficiently distinct and unlikely to cause confusion among consumers.

33. Respondent denies the allegations contained in Paragraph 33 of the Petition for

Cancellation. Respondent asserts that Petitioner's claims are an overreach and lack

sufficient basis in law or fact. Petitioner's admission that the bold font used for the letters

"MK" in their logos is nearly identical to the font used by the Respondent for the letter

"M" serves as an acknowledgment that their mark is merely a typeface. Under 37 C.F.R.

§ 202.1(e), typefaces are explicitly excluded from copyright protection because they are

functional tools for text communication, not creative works eligible for copyright. This

admission severely weakens the Petitioner's claim of distinctiveness, as the mark's

reliance on a typeface highlights its functional and generic nature. Therefore, any

similarity in the fonts used does not establish a likelihood of confusion, particularly when

the literal elements "M MARCO" and "MK" are distinctly different.

34. Respondent denies the allegations contained in Paragraph 34 of the Petition for

Cancellation. Respondent contends that the evidence presented by Petitioner is

insufficient to support a claim of likelihood of confusion. The Federal Circuit in In re

Majestic Distilling Co., 315 F.3d 1311, 1315 (Fed. Cir. 2003), emphasized that the marks

must be considered in their entireties, including their appearance, sound, connotation, and

commercial impression. When applying this standard, the "M MARCO" mark is clearly

distinguishable from Petitioner's MK Circle Logos. The visual differences between the

"M MARCO" mark and the MK Circle Logos are substantial. The "M MARCO" mark



has a more angular design, with fewer letters and a distinct placement of "MARCO"

within the circle. These differences are visually striking and help consumers differentiate

the marks at a glance.

35. Respondent denies the allegations contained in Paragraph 35 of the Petition for

Cancellation. The longstanding use and registration of Respondent's Mark further

demonstrate its distinctiveness and non-infringement of Petitioner's rights. As established

in Palm Bay Imports, Inc. v. Veuve Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d

1369, 1373 (Fed. Cir. 2005), evidence of the extensive registration and use of similar

marks by third parties can show that a mark is relatively weak and entitled to only a

narrow scope of protection. The existence of Mary Kay's prior registrations for "MK"

marks, which predate Petitioner's use, further weakens Petitioner's claims and establishes

that Petitioner is a junior user with limited rights.

36. Respondent denies the allegations contained in Paragraph 36 of the Petition for

Cancellation. Petitioner's reliance on generic elements, such as circles and the letter "M,"

does not entitle them to exclusive rights, particularly when those elements are combined

with other distinctive features in Respondent's Mark. The Supreme Court in Wal-Mart

Stores, Inc. v. Samara Brothers, Inc., 529 U.S. 205, 212 (2000), held that product design

trade dress is not inherently distinctive. Similarly, basic geometric shapes and letters

require a showing of acquired distinctiveness to function as trademarks. Petitioner has not

demonstrated that its use of a circle and the letters "MK" has acquired the level of

distinctiveness necessary to prevent others from using similar elements in different

combinations.

37. Respondent denies the allegations contained in Paragraph 37 of the Petition for

Cancellation. Respondent asserts that the "M MARCO" mark is sufficiently distinct in

design, meaning, and overall impression to avoid any likelihood of confusion with

Petitioner's marks. The Federal Circuit in In re Viterra Inc., 671 F.3d 1358, 1362 (Fed.

Cir. 2012), held that the similarity of the marks must be considered in light of the way the

marks are encountered by consumers in the marketplace and the normal conditions

surrounding the purchase of the goods. Given the sophisticated nature of luxury goods



consumers and the clear differences between "M MARCO" and "MK," it is unlikely that

consumers would confuse the source of the goods.

38. Respondent denies the allegations contained in Paragraph 38 of the Petition for

Cancellation. Respondent asserts that Petitioner has failed to establish any basis for

cancellation of Respondent's Mark and that the registration should be upheld. The totality

of the evidence and legal precedents support the conclusion that there is no likelihood of

confusion between Respondent's "M MARCO" mark and Petitioner's MK Circle Logos.

As established in In re E.I. DuPont DeNemours & Co., 476 F.2d 1357 (C.C.P.A. 1973),

the analysis of likelihood of confusion involves a multi-factor test, and when applied to

this case, the factors weigh strongly in favor of finding no likelihood of confusion.

Therefore, Respondent's registration should be maintained.



VI. AFFIRMATIVE DEFENSES

First Affirmative Defense: No Likelihood of Confusion

Respondent asserts that there is no likelihood of confusion between the "M MARCO" mark and

Petitioner's "MK Circle Logos" for the following reasons:

1. Visual and Conceptual Distinctiveness: The "M MARCO" mark is visually and

conceptually distinct from the "MK Circle Logos." Key differences include: a) The

prominent inclusion of "MARCO" in Respondent's mark, which is entirely absent from

Petitioner's logos. b) The unique stylization of the "M" in Respondent's mark, featuring

sharp angles and extended legs that contrast with the more traditional letterforms used in

Petitioner's logos. c) The balanced use of negative space in Respondent's mark, creating a

modern and distinctive aesthetic.

2. Different Commercial Impressions: The marks create different overall commercial

impressions: a) Respondent's "M MARCO" mark conveys a contemporary, geometric

aesthetic aligned with modern footwear design trends. b) Petitioner's "MK Circle Logos"

present a more traditional, luxury-oriented appearance consistent with its established

brand identity in handbags and accessories.

3. Distinct Product Categories: The parties' goods occupy different product categories: a)

Respondent's mark is used primarily on footwear, including dress shoes, casual shoes,

and athletic footwear. b) Petitioner's marks are most commonly associated with handbags,

wallets, and small leather goods.

4. Sophisticated Consumers: The relevant consumers for both parties' goods are

fashion-conscious individuals who exercise a high degree of care in purchasing decisions,

further reducing any likelihood of confusion.

5. Lack of Actual Confusion: Despite concurrent use in the marketplace since July 2022,

there have been no reported instances of actual confusion between the marks.

Second Affirmative Defense: Respondent is the Senior User



Respondent asserts that it is the senior user of the "M MARCO" mark in connection with

footwear and related goods in International Class 25:

1. First Use in Commerce: MKP Fashion has continuously used the "M MARCO" mark in

commerce since July 12, 2022, specifically in connection with footwear, shoes, and

slippers.

2. Evidence of Use: Respondent's use is documented through: a) Sales records showing

consistent sales of products bearing the "M MARCO" mark from July 12, 2022, to the

present. b) Marketing materials featuring the "M MARCO" mark, dating back to July

2022. c) Trademark application and registration documents, including specimens

submitted to the USPTO.

3. Priority Over Petitioner: Respondent's use predates any legitimate or lawful use by

Petitioner of the "MK Circle Logos" in the same or related product categories.

4. Continuous and Bona Fide Use: Respondent has maintained continuous and bona fide use

of the "M MARCO" mark since its introduction, including consistent placement on

products, packaging, and marketing materials.

Third Affirmative Defense: Unlawful Use in Commerce by Petitioner

Respondent asserts that Petitioner's use of the "MK Circle Logos" is unlawful and cannot serve

as the basis for any claim of trademark rights or priority:

1. Conflict with Mary Kay's Prior Rights: Petitioner's use of the "MK Circle Logos" directly

conflicts with Mary Kay, Inc.'s senior rights in the "MK" word mark for related goods in

International Class 18.

2. Legal Principle: As established in CreAgri, Inc. v. USANA Health Sciences, Inc., 474

F.3d 626 (9th Cir. 2007), only lawful use in commerce can give rise to trademark priority.

3. Ongoing Legal Disputes: Mary Kay has actively opposed Michael Kors' attempts to

register certain "MK" marks, including: a) Opposition No. 91187312, filed on December

30, 2009 b) Opposition No. 91195120, filed on May 12, 2010



4. Additional Unlawful Conduct: Petitioner's unlawful use extends to other areas: a) A $2.4

million fine by U.S. Customs and Border Protection in 2019 for importing handbags that

violated wildlife trafficking laws. b) Multiple class action lawsuits alleging deceptive

pricing practices at outlet stores.

Fourth Affirmative Defense: Failure to Establish Fame

Respondent asserts that Petitioner has failed to establish that its "MK Circle Logos" are famous

as required under 15 U.S.C. § 1125(c)(2)(A):

1. Legal Standard: Fame requires recognition by the general consuming public of the United

States, not merely within a niche luxury market.

2. Lack of Evidence: Petitioner has not presented: a) Consumer surveys demonstrating

widespread recognition among the general public. b) Evidence of recognition beyond its

target demographic of luxury fashion consumers.

3. Weakness of "MK" as a Source Identifier: The widespread use of "MK" marks by various

entities in commerce dilutes any claim of fame Petitioner might assert.

4. Petitioner's Own Admissions: Petitioner's use of terms like "iconic" rather than "famous"

in its marketing materials suggests an acknowledgment that its marks do not meet the

legal standard for fame.

Fifth Affirmative Defense: Estoppel:

Petitioner is estopped from claiming likelihood of confusion due to its attempt to monopolize

common design elements like typefaces and basic shapes, which cannot be exclusively owned

under U.S. trademark law.

Sixth Affirmative Defense: Laches:

Petitioner’s 18-month delay in bringing this action, despite public knowledge of Respondent’s

use of M MARCO, prejudices Respondent. The doctrine of laches should apply to bar

Petitioner’s claims.

Seventh Affirmative Defense: "Iconic" vs. "Famous": Petitioner’s use of the term "iconic"

instead of "famous" in its pleadings suggests a conscious recognition that the MK Circle Logos



do not meet the stringent legal standard for fame. This careful word choice weakens Petitioner’s

argument and should be viewed as a tacit acknowledgment that the logos are not famous as

required under 15 U.S.C. § 1125(c)(2)(A)

Eighth Affirmative Defense: Unclean Hands:

Petitioner’s failure to recognize Mary Kay’s prior rights, combined with its attempts to

monopolize common design elements, bars its claims under the doctrine of unclean hands..



9. Admission Regarding Typeface: By characterizing the MK Circle Logos as a font,

Petitioner effectively concedes that the logos are functional and thus ineligible for trademark

protection, as typefaces are expressly excluded from protection under 37 C.F.R. § 202.1(e). This

admission further erodes Petitioner’s claim of distinctiveness.



V. CONCLUSION

WHEREFORE, Respondent MKP Fashion, Inc. respectfully requests that the Trademark Trial

and Appeal Board:

1. Grant this motion to Amend Answer, As Counsel has Material New Evidence
2. Dismiss the Petition for Cancellation in its entirety;
3. Affirm the validity and enforceability of Respondent's U.S. Trademark Registration No. 7293689

for the "M MARCO" mark;
4. Find that Petitioner has failed to establish any likelihood of confusion between the marks;
5. Determine that Petitioner's use of the "MK Circle Logos" is unlawful and cannot serve as the

basis for any claim of trademark rights or priority;
6. Rule that Petitioner has failed to demonstrate fame of its "MK Circle Logos" as required under

the Lanham Act;
7. Hold that Petitioner's claims are barred by the doctrines of estoppel, laches, and unclean hands;
8. Award Respondent its costs and attorney's fees associated with this proceeding; and
9. Grant such other relief as the Board deems just and proper.
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