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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

RESPONDENT’S  MOTION FOR RECONSIDERATION,  

FOR LEAVE TO WITHDRAW THIRD AMENDED ANSWER  

AND THAT THE BOARD RULE ON DISPOSITIVE MOTIONS 

Respondent hereby moves for reconsideration of the Board's March 3, 2025, Order suspending 

proceedings pending civil litigation in Cancellation Nos. 92085346 (Parent Case), 92085352, and 

92085367. The Board's decision to suspend these proceedings was based on significant factual errors 

regarding the procedural status of the civil action, overlooked numerous procedural defects in Petitioner's 

filings, and disregarded Respondent's pending dispositive motions that should have been prioritized 

pursuant to established TTAB precedent and regulations. This motion is filed pursuant to Trademark 

Board Manual of Procedure ("TBMP") § 518, which explicitly permits reconsideration "where the 

Board's decision rests on significant factual or legal error." 
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As a preliminary matter, Respondent requests leave to withdraw the Third Amended Answer [16 

TTABVUE] filed on 02/25/2025, as it is substantively identical to the Second Amended Answer and 

unintentionally affected pending dispositive motions. This withdrawal would cause no prejudice to 

Petitioner and will streamline the record. Indeed, service of the civil complaint still has not occurred, and 

the first concrete procedural step in the civil action—the issuance of the Initial Pretrial Conference 

Order—did not take place until February 26, 2025, a day after Respondent had already filed its Motion 

for Summary Judgment on February 25, 2025, at 10:23 PM PST (ESTTA1417728). 
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The Board has every right to exercise its inherent authority to issue a suspension before a civil action has 

been served. However, the evidence demonstrates that the Board believed the Civil Case was properly 

filed on February 21, 2025, without fundamental flaws in the documents. The Board has been misled by 

Petitioner. Due to filing errors, the legal filing date of all mandatory forms was not until February 25, 

2025, and the case was not "Actively Proceeding" and is still not because it has not been served. 

Respondent requests that the Third Amended Answer be withdrawn, and both dispositive motions be 

briefed as timely and properly served before the Civil Case was filed. 

The ruling is consequently based on this misleading information, with the unintended consequence and 

injustice falling upon Respondent. We respectfully request the Board vacate the suspension, grant leave to 

withdraw the Third Amended Answer, and rule on the properly filed and pending dispositive motions that 

warrant immediate consideration. This motion is made pursuant to the standards articulated in TBMP § 

518 and the Board's inherent authority to revisit decisions resting on demonstrably incorrect assumptions 

of fact or law. 

Given that Petitioner violated TBMP rules and disrespected the Board by withdrawing their application 

without consent after opposition on March 24, 2014, in Mary Kay Inc. v. Michael Kors, L.L.C., 

Opposition No. 91212133 (TTAB 2013), Respondent is optimistic that the Board has a unique and 

incomparable interest in ruling on the matter of issue preclusion and the prejudice induced by such a rule 

violation. 

BOARD'S DUTY TO RECONSIDER DUE TO FACTUAL ERRORS 

TBMP § 518 explicitly provides grounds for reconsideration: "Reconsideration is warranted where the 

Board's decision rests on significant factual or legal error." The Board's March 3, 2025 Order [20 

TTABVUE] suspending this proceeding was premised on multiple factual and legal errors that have 

caused substantial prejudice to Respondent. 
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The decision to suspend rested on material misunderstandings regarding: (1) The procedural status of 

Petitioner's civil action, which was not properly commenced at the time of the suspension request; (2) 

Petitioner's improper purpose in filing the civil action, evidencing clear forum shopping; (3) The Board's 

failure to properly apply its own procedural rules under 37 C.F.R. § 2.127(d) regarding pending 

dispositive motions; (4) The Board's failure to adhere to precedent established in Pegasus Petroleum 

Corp. v. Mobil Oil Corp., 227 USPQ 1040, 1044 n.7 (TTAB 1985), which prohibits consideration of 

"fractions of a day" for determining filing priority. 

 

 

FACTUAL BACKGROUND 

On December 18, 2024 [10 TTABVUE], Respondent filed a dispositive motion (e.g., motion for 

summary judgment or motion to dismiss) and the TTAB suspended all matters not germane to that motion 

under 37 C.F.R. § 2.127(d). This ensures procedural efficiency while addressing potentially case-altering 

motions first. Since the suspension was not withdrawn, the current suspension was pending Respondent's 

motion for judgment on the pleadings, and motion for summary judgment. The Board never resumed 

proceedings at any point, even though that initial motion was not substantively considered due to length. 

Respondent diligently sought to cure defects, filing a Second Amended Answer on February 19, 2025, 

explicitly outlining affirmative defenses to ensure proper notice. On February 21, 2025, Respondent filed 

a Motion for Judgment on the Pleadings. On February 25, 2025, Respondent filed a motion for leave to 
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file a Third Amended Answer. That same day, Petitioner filed a motion to suspend the proceeding 

pending determination of a related civil action. Respondent then filed a motion for summary judgment, 

and Petitioner filed a motion to extend or suspend its deadline to respond. The Board subsequently issued 

an order suspending proceedings based on Petitioner's representations about the civil action, which this 

motion demonstrates were materially false and misleading. 

 

On February 25, 2025, Petitioner served pdf documents to Respondent which were offered with the intent 

to convey a Civil Case had actually commenced. Petitioner deliberately chose to include "Case Open 

Initial Assignment Notice" dated February 24th, while deliberately omitting Document 8 "Case Opening - 

Submitted" which was not filed until February 25th -- the same day as Petitioner's motion to suspend. The 

reason this is critical information and Petitioner has a duty of due diligence is that only when viewing 

both is it apparent that the Initial Assignment is merely assignment to a Judge with identification markers, 

but it is the "Case Open - Submitted" document that at least marks the date in which the full mandatory 

packet of forms were in one place and not defective. 

This misleading service constitutes a material misrepresentation that caused the Board to grant suspension 

without conducting the scrutiny legally required under TTAB precedent. The Board subsequently rejected 

Respondent's dispositive filings based on this procedurally defective civil action. This erroneous 

suspension has caused substantial prejudice and injury to Respondent, who is entitled to have this motion 

considered in the light most favorable to it as the non-moving party. 

CONCLUSORY NATURE OF THE BOARD'S RULING 

The Board's ruling was conclusory in nature and lacks the required scrutiny for a suspension pending civil 

action: 
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1. The Board simply stated "Upon review of the complaint, the Board determines that the outcome 

of the Civil Action may have a bearing on this proceeding" without scrutinizing the procedural 

status or timing of the civil action (20 TTABVUE 2-3) 

2. The Board failed to address the timing relationship between Respondent's affirmative defenses 

filing on February 19 and Petitioner's civil action filing on February 21 

3. The Board made no inquiry into whether the civil action was properly commenced or whether 

service had been completed 

CIVIL ACTION FILING ERROR AND LACKS PROOF OF SERVICE 

The Civil Case was not properly filed and has never been properly served, rendering Petitioner's February 

25, 2025 motion to suspend both premature and procedurally defective. Pursuant to TBMP § 510.02(a), 

the Board may exercise its discretion to determine that proper service constitutes a fundamental 

jurisdictional prerequisite for suspension. Accordingly, Respondent requests that the Board vacate the 

suspension order and permit Petitioner to refile its motion only after effectuating proper service and 

demonstrating that the civil action is actively proceeding. Given that Respondent's dispositive motions 

were inappropriately denied consideration due to this procedurally invalid suspension, Respondent 

respectfully requests that its Third Amended Answer be withdrawn and that both its Motion for Judgment 

on the Pleadings and Motion for Summary Judgment be ruled upon in accordance with the procedural 

timetable established under 37 C.F.R. § 2.127. 

A. Improper Suspension Without Proper Service 

The Board's factual assumptions regarding the procedural status of Petitioner's civil action were 

fundamentally incorrect and directly contradict the documented court record. The Board mischaracterized 

the case status on February 25, 2025, by treating the civil action as properly commenced and active when 

Petitioner requested suspension. The docket shows Petitioner's AO 120 Form was deficient and required 
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correction on February 25, the initial pretrial conference order was not issued until February 26, and no 

proof of completed service appears on record. 

Federal Rule of Civil Procedure 4(m) establishes a 90-day deadline for service of process, but this does 

not mean that a technically filed but unserved complaint can trigger suspension of TTAB proceedings. 

TTAB precedent clearly requires that service must be completed—not merely initiated—before 

suspension is appropriate. 

The court docket conclusively proves Petitioner's failure to properly commence the civil action before 

requesting suspension. Specifically, on February 24, 2025, a Notice to Attorney Regarding Deficient AO 

120 Form was issued, and the corrected form was not submitted until February 25, 2025—the same day 

Petitioner filed its Motion to Suspend. Additionally, the initial pretrial conference order was not issued 

until February 26, 2025, demonstrating the civil action was not actively proceeding at the time Petitioner 

moved for suspension. 

B. TBMP Clarification on Proper Commencement 

TBMP § 510.02(a) (2024) expressly states: "To be considered properly commenced, the civil action must 

be actively proceeding forward." This standard has not been met in the instant case. 

C. Mandatory Procedural Requirements 

Key case law establishes that procedural requirements (proper service and active progression) must be 

met before suspension is appropriate: See Boyds Collection Ltd. v. Herrpole, 90 USPQ2d 1837, 1838 

(TTAB 2009): "Suspension is inappropriate absent completed procedural milestones including effective 

service." Dragon Bleu (SARL) v. VENM, LLC, 112 USPQ2d 1925, 1927 (TTAB 2014): "[T]he mere filing 

of a civil action, without evidence of progression including proper service, may be insufficient to warrant 

suspension." New Orleans Louisiana Saints LLC v. Who Dat? Inc., 99 USPQ2d 1550, 1552 (TTAB 
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2011): "A civil action must be more than technically filed; it must be properly commenced and actively 

moving forward." Pro-Football Inc. v. Harjo, 45 USPQ2d 1789, 1791 (D.C. Cir. 1998): "Properly 

commenced litigation requires adherence to fundamental procedural requirements, including effective 

service of process." 

From these precedents, a multi-part test emerges for when suspension is appropriate. Proper service must 

be completed (not merely initiated). There must be evidence of active case progression. The timing of the 

suspension request is scrutinized relative to pending dispositive motions. Finally, a mere docket number 

and complaint filing are insufficient without completed procedural prerequisites. 

D. Federal Rules of Civil Procedure Requirements 

Federal Rule of Civil Procedure 4 ("Fed. R. Civ. P. 4") governs the requirements for proper service of 

process in federal civil cases. Being "properly served in accordance with Fed. R. Civ. P. 4" means that a 

defendant must be formally notified of a lawsuit through legally prescribed methods. Rule 4(m) requires 

that service be completed within 90 days of filing the complaint, and different methods of service apply to 

individuals and businesses under Rules 4(e) and 4(h). Proof of service, under Rule 4(l), must be filed with 

the court in the form of an affidavit or declaration detailing how, when, and to whom service was made. 

Summons issuance alone does not suffice. The summons and complaint must be delivered to the 

defendant via an authorized method, and proper proof of service must be filed with the court. In this 

instance, although a summons was issued on February 24, 2025, there is no entry showing that service 

was completed or that proof of service was filed before Petitioner requested suspension on February 25, 

2025. This omission directly contravenes Boyds Collection, which requires more than mere technical 

filing. 



Page 9 

E. Court Docket Confirms Petitioner's Procedural Deficiencies 

The court docket history conclusively proves Petitioner's failure to properly commence the civil action 

before requesting suspension. On February 24, 2025, there was a "Notice to Attorney Regarding Deficient 

AO 120/121 Form" indicating that the initial AO 120 Form filed on February 21, 2025 (Document 5), was 

deficient. The corrected form was not submitted until February 25, 2025 (Document 8), which is the same 

day Petitioner filed its Motion to Suspend. Additionally, there is no evidence of completed service in the 

docket. A summons was issued on February 24, 2025 (Document 7), but there is no proof of service 

filing.  

This contradicts the requirement from Boyds Collection that effective service under Rule 4 be completed 

before a TTAB suspension is appropriate. The initial pretrial conference order was not issued until 

February 26, 2025 (Document 9), demonstrating that the case was not "actively proceeding" at the time 

Petitioner moved for suspension, consistent with the standard set forth in Dragon Bleu. Petitioner's claim 

that the civil action was fully proper on February 21, 2025, is belied by multiple procedural corrections 

extending through February 26, 2025. These deficiencies align with TTAB precedent warning that "mere 

technical initiation of a proceeding, without more, may be insufficient to warrant suspension." 

PETITIONER'S MISLEADING STATEMENTS AND BAD FAITH PURPOSE 

A. Misleading Representations in Petitioner's Motion to Suspend 

 

Petitioner made several materially misleading statements in its Motion to Suspend [17 

TTABVUE] that the Board erroneously relied upon. Petitioner's assertion that it "respectfully 

requests suspension...pending the outcome of a potentially dispositive civil action involving the 

same parties regarding the same registered marks" [17 TTABVUE 1] implied the civil action 

was properly filed and actively proceeding at the time of the suspension request, which was 
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demonstrably untrue given the documented procedural defects that prevented proper 

commencement. Similarly, Petitioner's claim that it "has also asserted claims against MKP in the 

Civil Action, including false suggestion of connection... and dilution" [17 TTABVUE 2] 

misleadingly suggested active claims in a properly commenced civil action despite Petitioner's 

failure to complete fundamental procedural steps such as proper service. Even more problematic, 

Petitioner's statement that "The United States District Court's determination of the duplicative 

claims will obviate the need for them to be addressed by the Board" [17 TTABVUE 2] falsely 

represented that issues were actively proceeding and certain to be adjudicated imminently in 

federal court, misleading the Board into prematurely suspending proceedings. Perhaps most 

egregiously, Petitioner declared that "All of the requirements for suspension have been met, and 

principles of efficiency and economy of resources mandate a stay" [17 TTABVUE 3] when the 

civil action had not yet met fundamental procedural requirements, including effective service, 

making this statement materially false at the time it was made. Finally, Petitioner's claim that 

"Judicial economy warrants a consolidation of issues...into one forum" [17 TTABVUE 3] was 

made despite known procedural deficiencies, deliberately omitting critical facts to improperly 

expedite suspension, circumvent Respondent's pending dispositive motions, and engage in forum 

shopping. 

B. Petitioner's Pattern of Convenient Omissions 

Petitioner's February 25th submission of a zip file containing 'CASE OPENING INITIAL 

ASSIGNMENT NOTICE' document while deliberately withholding the 'CASE OPENING - 

SUBMITTED' document filed on February 25 constitutes a material misrepresentation designed to create 

the false impression that case opening procedures were complete when they were merely given a court 

and transmission stamp. This selective disclosure of court documents to create a misleading impression 
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rises to the level of procedural fraud and warrants examination under the Board's inherent authority to 

address litigation misconduct. 

C. Strategic Timing and Bad Faith Purpose 

Petitioner deliberately omitted Document 8 'Case Opening - Submitted,' which was filed on February 25, 

2025—the same day as Petitioner's motion to suspend—creating the false impression that the case was 

properly commenced. 

The timing and procedural deficiencies surrounding Petitioner's civil action filing and subsequent motion 

to suspend indicate a clear pattern of bad faith forum shopping: 

1. Petitioner filed its civil action on February 21, 2025, just two days after Respondent's February 

19, 2025 filing of affirmative defenses and stated intent to file dispositive motions 

2. Petitioner's Motion to Suspend (17 TTABVUE) was filed at 10:23 PM on February 25, 2025, as 

shown in the ESTTA Tracking information (ESTTA1417706) 

3. The record shows Petitioner's AO 120 Form was deficient and required correction on February 

25, the same day they filed the Motion to Suspend 

4. The timing pattern shows: (1) Respondent's affirmative defenses on February 19, (2) civil case 

filing February 21, (3) Respondent's motion for judgment on pleadings February 21, (4) rushed 

late-night filing by Petitioner on February 25 

Petitioner's strategic timing in filing a civil action with procedural defects, followed by a rapid motion to 

suspend, appears aimed at circumventing Respondent's dispositive motions rather than efficiently 

resolving the dispute. This pattern of procedural manipulation mirrors Petitioner's conduct in Opposition 

No. 91212133 and Opposition No. 91165106 involving Mary Kay, Inc., where Petitioner unilaterally 

withdrew trademark applications without consent to avoid adverse judgments, demonstrating a consistent 

strategy of forum shopping and procedural gamesmanship. 
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D. Strategic Maneuver in Bad Faith Intent 

In Pegasus Petroleum Corp. v. Mobil Oil Corp., 227 USPQ 1040, 1044 n.7 (TTAB 1985), the Board 

expressly cautioned against using technical filing differences to gain a tactical advantage by stating that 

the TTAB "shall not take cognizance of fractions of a day." This principle is fundamental to preventing 

parties from engaging in strategic filing maneuvers, such as the improper use of a suspension filing, 

which can be employed solely to preempt the adjudication of dispositive motions. 

In the present matter, Petitioner's filing of a civil case—initiated merely two days after Respondent's 

filing of Affirmative Defenses that clearly signaled an imminent dispositive motion—is a textbook 

example of such an improper purpose. Rather than being the result of an independent, bona fide filing, the 

timing of Petitioner's submission (admitted to have occurred at 10:00 PM, when no procedural deadline 

dictated such haste) indicates an intention to forum shop and delay a ruling on properly filed dispositive 

motions. 

This misuse of the suspension mechanism not only undermines the Board's commitment to judicial 

economy, as emphasized in TBMP § 510 and 37 C.F.R. § 2.127(d), but it also contravenes the TTAB's 

own precedents that prohibit filings designed to obstruct substantive resolution. As noted in Electronic 

Industries Association v. Potega, 50 USPQ2d 1775, 1776 n.4 (TTAB 1999), and reiterated in subsequent 

rulings, a motion to suspend must be predicated on genuine procedural or substantive concerns—not on a 

calculated effort to preempt dispositive motions that are meritoriously proper and timely filed. 

Moreover, the improper timing of Petitioner's civil case filing, coming shortly after Respondent's clear, 

affirmative notice of its intent to rely on dispositive motions (as documented in [14 TTABVUE]), creates 

an artificial scenario where the suspension is used as a tactical shield rather than a genuine procedural 

safeguard. This is precisely the kind of conduct that the Pegasus decision sought to neutralize, ensuring 
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that only filings made in good faith—and not those designed to delay adjudication—receive the benefit of 

a suspension. 

Thus, in light of Pegasus Petroleum and the relevant TBMP and TTAB rules, Petitioner's actions 

constitute an improper purpose for filing a civil case, as the filing was clearly engineered to block and 

delay the adjudication of dispositive motions rather than to address any independently meritorious claim. 

This strategic misuse of the suspension mechanism has not only disrupted the proper course of 

proceedings but has also caused undue harm to Respondent's ability to obtain a timely and fair resolution 

on the merits. 

BOARD PROCEDURAL ERRORS 

A. Conclusory and Erroneous Rulings 

The Board's March 3, 2025 Order [20 TTABVUE] contains several conclusory statements and errors of 

law: 

1. "The Board has discretion to suspend proceedings sua sponte." [20 TTABVUE 2] 

o Conclusory/Error: The Board exercised discretion without confirming proper 

procedural commencement, violating TBMP § 510.02(a), which explicitly requires an 

active and properly commenced civil action, including proper service. 

2. "The outcome of the Civil Action may have a bearing on this proceeding." [20 TTABVUE 2-3] 

o Conclusory: The Board summarily concluded this without assessing procedural defects 

in civil action filings, contrary to precedent requiring confirmation of proper 

commencement and active progression before suspension. 

3. "Petitioner submitted a copy of a complaint in a civil action...filed February 21, 2025." [20 

TTABVUE 2] 
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o Erroneous: The Board mistakenly took the complaint filing date at face value without 

scrutinizing Petitioner's deficient filings and lack of service under Fed. R. Civ. P. 4, 

contradicting Boyds Collection precedent requiring active progression. 

4. "The district court's factual findings, and the relief sought, could have a bearing on these 

consolidated proceedings." [20 TTABVUE 3] 

o Erroneous/Conclusory: This statement incorrectly presupposes the district court case 

was actively progressing toward substantive rulings. As clearly documented, essential 

procedural steps (effective service, active progress) were unmet, making this conclusion 

premature and legally erroneous under Dragon Bleu precedent. 

5. "Proceedings are suspended pending final disposition of the Civil Action." [20 TTABVUE 3] 

o Error: Board prematurely suspended based on Petitioner's misleading statements about 

procedural status, violating the standard established under TBMP § 510.02(a), which 

explicitly requires effective service and active civil litigation prior to suspension. 

B. Failure to Properly Suspend or Resume Proceedings 

In accordance with TBMP and TTAB procedural requirements, the timeline of events in this matter 

reveals a series of Board errors that cumulatively have resulted in undue harm to Respondent. On 

December 18, 2024, as recorded in [10 TTABVUE], Respondent timely filed a dispositive motion. At that 

juncture, the TTAB's record reflected an unchanged "Suspension" status for this cancellation—a status 

that remained in effect on the TTABVUE website as of December 19 ([11 TTABVUE]). The Board's 

failure to resume proceedings after issuing a "no consideration" notice, which itself served as an invitation 

to cure defects, is contrary to the principles set forth in TBMP § 510 and 37 C.F.R. § 2.127(d). In essence, 

the Board's inaction here fostered a de facto environment in which Respondent reasonably relied on the 

suspended status as implicit permission to cure, even though the applicable rules are ambiguous. 
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Subsequently, Respondent was compelled to cure the identified deficiencies. On February 19, 2025, as 

documented in [14 TTABVUE], Respondent filed a Second Amended Answer incorporating affirmative 

defenses expressly intended to support a dispositive motion. This filing was critical because it signaled 

Respondent's intent to rely on dispositive motion procedures as mandated by 37 C.F.R. § 2.117(b), which 

clearly prioritizes dispositive motions over suspension requests. Despite this, on February 20, 2025 ([15 

TTABVUE]), Respondent further pursued its Motion for Judgment on the Pleadings—an action that 

should have rendered all non-germane issues moot if the suspension had been properly limited. 

Yet, the Board's error persisted. On February 25, 2025, prior to the filing of any motion to suspend, 

Respondent filed its Third Amended Answer ([16 TTABVUE]), thereby complying with the Board's 

formatting and substantive requirements. That same day, at 10:23 PM PST, Petitioner, in an apparent 

tactical maneuver, filed a Motion for Summary Judgment ([18 TTABVUE]). This late filing—

characterized by incomplete and hastily corrected forms—suggests an attempt to use a civil case filing to 

preempt the dispositive motions. As the Board in Pegasus Petroleum Corp. v. Mobil Oil Corp., 227 

USPQ 1040, 1044 n.7 (TTAB 1985) held, the TTAB "shall not take cognizance of fractions of a day," 

thereby precluding any tactical advantage that might be gained from filing later on the same calendar day. 

Compounding these issues, the Board failed on February 21, 2025 ([02/21]) to issue a suspension order 

concurrent with the Motion for Judgment on the Pleadings. Under 37 C.F.R. § 2.127(d), if such a 

suspension had been properly ordered, it would have precluded consideration of any matters not germane 

to the dispositive motion. Instead, the failure to suspend on that date left the civil case improperly active 

and allowed Petitioner's late filing to further muddle the proceedings. 

Ultimately, on March 03, 2025 ([20 TTABVUE]), the Board issued a ruling based on an erroneous file 

stamp, without adequately considering the full procedural context. This ruling, predicated solely on the 

timing of filings rather than on the substance and the clear violations of the TTAB's procedural standards 

as articulated in both TBMP and case law (e.g., Pegasus Petroleum), constitutes a significant procedural 
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error. The cumulative effect of these errors—failure to reinstate proceedings after a "no consideration" 

notice, the improper absence of a suspension order on February 21, and the acceptance of a tactically 

timed and incomplete civil case filing—has inflicted unjust harm on Respondent by obstructing the timely 

resolution of dispositive motions. 

In sum, the Board's failure to adhere to the established TBMP directives and TTAB rules—specifically 

the prioritization of dispositive motions under 37 C.F.R. § 2.117(b) and the prohibition against tactical 

filing maneuvers as underscored in Pegasus Petroleum—demonstrates a clear Board error. This error, 

coupled with the resultant procedural ambiguity, has not only contravened established legal principles but 

has also prejudiced Respondent's substantive rights, warranting immediate corrective relief. 

TIMELINE OF PROCEEDINGS 

For the Board's convenience, below is a chronological timeline of the key events: 

• December 18, 2024 [10 TTABVUE] – Respondent filed a dispositive motion. 

• December 19, 2024 [11 TTABVUE] – The Board failed to resume proceedings when 

Respondent's dispositive motion received "no consideration" as indicated in [10 TTABVUE]. The 

suspension status remained posted on the TTABVUE website. 

• February 19, 2025 [14 TTABVUE] – Petitioner received notice of the affirmative defenses that 

Respondent intended to plead by including them in the Second Amended Answer, with the stated 

purpose of supporting a dispositive motion as grounds for a Motion for Leave to Amend. 

• February 20, 2025 [15 TTABVUE] – Respondent filed a Motion for Judgment on the Pleadings. 

• February 21, 2025 ["12 C Motion for Judgment on the Pleadings"] – The Board failed to issue a 

suspension pending the dispositive motion. Had such suspension been issued, the Board would 

have been compelled to rule on the underlying civil case—which is not germane. 
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• February 25, 2025 [16 TTABVUE] – Respondent filed a Third Amended Answer prior to the 

filing of the motion to suspend. 

• February 25, 2025 [17 TTABVUE] – Petitioner filed a Motion to Suspend Pending Disposition 

of Civil Action. 

• February 25, 2025, at 10:23 PM PST [18 TTABVUE] – Respondent filed a Motion for 

Summary Judgment, incorporating all claims and defenses as corrected in the dispositive motion. 

• March 03, 2025 [20 TTABVUE] – The Board issued a ruling demonstrating an improper 

assessment that violated Respondent's rights. 

/ 

// 

 

ISSUE PRECLUSION AS A THRESHOLD MATTER WITHIN TTAB'S EXCLUSIVE 

JURISDICTION 

The question of whether Petitioner's unilateral withdrawal without consent in prior Opposition No. 

91212133 (TTAB 2013) has preclusive effect in this proceeding presents a threshold issue that falls 

squarely within this Board's specialized expertise and jurisdiction. This issue has been consistently raised 

in Respondent's filings: [5 TTABVUE 16] (noting the "MK MICHAEL KORS Circle mark" was 

"Abandoned after an inter partes decision"); [7 TTABVUE 22] (citing Mary Kay's oppositions); [10 

TTABVUE 4] (elaborating that "Michael Kors expressly abandoned Application No. 85622261... leading 

to dismissal with prejudice"); [14 TTABVUE 4] (addressing "a pattern of failed attempts" and the "2005 

Settlement and Coexistence Agreement"); and [18 TTABVUE 11] (referencing "Michael Kors 

Withdrawn Without Consent"). 

Under 37 C.F.R. § 2.106(c) and TBMP § 602.01, withdrawal without consent after opposition constitutes 

judgment against the applicant, precluding refiling for the same mark and operating as an adjudication 
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with prejudice. The Supreme Court in B&B Hardware, Inc. v. Hargis Industries, Inc., 575 U.S. 138 

(2015), recognized the Board's authority to make determinations with preclusive effect, while Taylor v. 

Sturgell, 553 U.S. 880 (2008), established the framework for exceptions to the rule against nonparty 

preclusion. 

This Board, not a federal district court, must decide in the first instance whether Petitioner's non-

consensual withdrawal—following opposition based on breach of a Trademark Coexistence Agreement—

satisfies the elements of collateral estoppel within TTAB-specific procedural jurisprudence. The Federal 

Circuit has consistently reinforced that TTAB procedural determinations warrant deference (In re Cordua 

Restaurants, Inc., 823 F.3d 594, 600 (Fed. Cir. 2016)), and administrative tribunals retain primary 

jurisdiction to interpret their own procedural rules (Kappos v. Hyatt, 566 U.S. 431 (2012); Auer v. 

Robbins, 519 U.S. 452 (1997)). 

Petitioner's withdrawal, following adequate notice and opportunity to be heard, constitutes a 

determination on the merits with potentially broad preclusive effect. This procedural default may bar 

Petitioner from maintaining rights in marks predominantly featuring "MK"—a contractual limitation 

inherently recognized in prior proceedings. Accordingly, the Board must determine: (1) whether 

Petitioner's withdrawal constitutes adjudication with prejudice; (2) the scope of such prejudice regarding 

substantially similar marks; (3) whether the breach of contract grounds are presumptively established; and 

(4) whether Respondent, as a third-party beneficiary, may invoke non-mutual issue preclusion. 

Permitting the civil litigation to proceed without resolving this threshold question would improperly usurp 

the Board's specialized authority and risk inconsistent rulings, contrary to the Supreme Court's guidance 

in Montana v. United States, 440 U.S. 147, 153-54 (1979), that preclusion "protects adversaries from the 

expense and vexation attending multiple lawsuits, conserves judicial resources, and fosters reliance on 

judicial action." 
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APPLICATION OF PROPER LEGAL STANDARDS 

A. Prioritization of Dispositive Motions 

Super Bakery Inc. v. Benedict, 96 USPQ2d 1134 (TTAB 2010), clarified that proceedings are not 

automatically suspended upon filing of civil action or a motion to suspend; dispositive motions may be 

ruled on first: "[O]nce a potentially dispositive motion is timely filed, proceedings are automatically 

suspended regarding all matters not germane to that motion." 

Under 37 C.F.R. § 2.117(b), the Board has discretion to prioritize dispositive motions over suspension 

requests, particularly when resolving such motions could simplify or resolve the case entirely. This is 

reinforced by Pegasus Petroleum Corp. v. Mobil Oil Corp., 227 USPQ 1040, 1044 n.7 (TTAB 1985), 

which held that when proceedings have been suspended pending a motion for summary judgment, a 

"subsequent motion to suspend for civil action [is] deferred until after decision on summary judgment." 

B. Procedural Status Requirements for Suspension 

TBMP § 510.02(a) (2024) explicitly states: "To be considered properly commenced, the civil action must 

be actively proceeding forward." Furthermore, as emphasized in Boyds Collection Ltd. v. Herrpole, 90 

USPQ2d 1837, 1838 (TTAB 2009), "Suspension is inappropriate absent completed procedural milestones 

including effective service." 

The Board has discretion under 37 C.F.R. § 2.117(c) to deny or conditionally approve motions to suspend 

if it determines that such motions are being misused. In Super Bakery Inc. v. Benedict, the TTAB clarified 

that proceedings are not automatically suspended upon filing a motion for summary judgment or 

suspension; only an order from the Board can achieve this effect. This prevents parties from using 

procedural tactics to delay dispositive rulings. 
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JUDICIAL ECONOMY, ADMINISTRATIVE INTEGRITY, FOR RECONSIDERATION 

Suspending the civil proceedings pending this Board's resolution of the preliminary jurisdictional issue 

promotes judicial economy and administrative integrity in trademark adjudication. The Supreme Court 

emphasized in Montana v. United States, 440 U.S. 147, 153-54 (1979), that preclusion "protects 

adversaries from the expense and vexation attending multiple lawsuits, conserves judicial resources, and 

fosters reliance on judicial action by minimizing the possibility of inconsistent decisions." Allowing 

parallel proceedings to continue without the Board's determination on this threshold issue would create 

precisely the risk of inconsistent rulings that preclusion doctrine seeks to prevent. This Board should 

exercise its authority to ensure the orderly administration of trademark proceedings. 

The principle of judicial economy militates strongly in favor of adjudicating the discrete issue of non-

mutual collateral estoppel prior to suspending proceedings pending resolution of civil litigation. 

Resolution of this threshold issue may obviate the necessity for protracted litigation in multiple fora, 

thereby conserving judicial resources and preventing inconsistent determinations. 

Furthermore, principles of jurisprudential integrity dictate that this Board, as the specialized tribunal 

vested with authority over trademark registration matters, should exercise its expertise to resolve 

questions uniquely within its institutional competence. Deferring such questions to courts of general 

jurisdiction risks inconsistent application of specialized administrative doctrine and undermines the 

regulatory scheme established by Congress. 

PROCEDURAL DEFECTS & INJUSTICE 

Respondent diligently sought to cure defects, filing a Second Amended Answer on February 19, 2025, 

explicitly outlining affirmative defenses to ensure proper notice. On February 21, 2025, Respondent filed 

a Motion for Judgment on the Pleadings. On February 25, 2025, Respondent filed a motion for leave to 
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file a Third Amended Answer. That same day, Petitioner filed a motion to suspend the proceeding 

pending determination of a related civil action. 

The Board subsequently issued an order suspending proceedings based on Petitioner's representations 

about the civil action, which this motion demonstrates were materially false and misleading. 

Respondent's dispositive motions were denied consideration solely because of a procedurally defective 

suspension caused by Petitioner's misleading filings, constituting substantial prejudice against 

Respondent. 

PROPER DATE FOR SUSPENSION CONSIDERATION 

A critical question for the Board's consideration is determining the proper procedural date for suspension 

based on Petitioner's civil action: 

• NO – [02/21]: The mere initial filing date of a civil case clearly cannot be the date that is proper 

for suspension, as established in Boyds Collection and Dragon Bleu. 

• NO – [02/25]: The first day all rejected forms are refiled free of defects should not be the proper 

date. Yet that is what the current ruling supports. 

• NO – [03/06]: Respondent has not been served, and Petitioner has failed to sign and file 

mandatory proof of service in underlying civil case. 

• MAYBE – [Future Date]: When all the forms are in, free from defects, and the Defendant is 

properly served. That may or may not be enough. Defendant has not been properly served. 

• YES – [Far Future]: When all the forms are in, all rejected forms are refiled free from defects, 

the case is actually proceeding, and when the intent was not bad faith forum shopping or to 

preempt dispositive motions that were properly filed. 



Page 22 

SUPPORTING AUTHORITY AND PROCEDURAL POSTURE 

The suspension of proceedings began with the filing of Respondent's Motion for Summary Judgment 

(MSJ), and the Board never resumed proceedings at any point, even though that motion was not 

substantively considered. On February 25, 2025, the Respondent cured the procedural deficiencies related 

to the length of its MSJ. Given that the issue of issue preclusion has been raised consistently in every 

motion filed in this proceeding, and considering that the suspension was in effect for months prior to the 

filing of Petitioner's papers, those papers were merely filed with the Board and were never properly 

served on Respondent. A ruling on the MSJ is both timely and procedurally proper under these 

circumstances. 

Suspension of Proceedings: Under 37 C.F.R. § 2.127(d), when a dispositive motion such as an MSJ is 

filed, the TTAB automatically suspends all other matters not germane to that motion until it issues an 

order resuming proceedings. The Board's failure to resume proceedings after suspension means no further 

action could be taken on non-germane filings. 

Service Requirements: TBMP § 113.02 requires that all filings be properly served on opposing parties. 

Filing alone does not constitute service, and failure to serve papers renders them procedurally defective 

and subject to being disregarded by the Board. 

Curing Deficiencies: Procedural deficiencies in motions, such as exceeding length limits, may be cured 

by refiling a corrected motion within a reasonable time frame. In Giant Food, Inc. v. Standard Terry 

Mills, Inc., 229 USPQ 955 (TTAB 1986), the Board allowed a party to correct procedural errors in its 

filings without prejudicing its substantive rights. 

Timeliness of Rulings: The Board has discretion to rule on dispositive motions when they are properly 

before it, even if there have been delays due to procedural suspensions or other administrative issues 
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(Seeley Int'l Pty Ltd v. Seeley Corp., 190 USPQ 7 (TTAB 1976)). A ruling on a corrected MSJ is timely 

and appropriate when it addresses key issues raised throughout the proceeding, such as issue preclusion. 

MOTION FOR RULING ON ISSUE PRECLUSION PRIOR TO SUSPENSION 

If the board is not inclined to rule on any dispositive motion; Respondent respectfully moves this Board to 

rule on the one discrete matter of issue preclusion before issuing a suspension pending Civil Action. This 

threshold question has been properly raised in Respondent's Second Amended Answer, Motion for 

Judgment on the Pleadings, and Motion for Summary Judgment, and warrants immediate resolution as a 

matter of procedural efficiency and substantive justice. 

Scope and Effect of Issue Preclusion from Prior TTAB Proceeding 

The central question before this Board is the preclusive effect of Petitioner's prior nonconsensual 

withdrawal following opposition proceedings. Specifically, Respondent requests definitive rulings on: (1) 

Whether Petitioner's nonconsensual withdrawal after opposition constitutes an adjudication with 

prejudice; (2) The scope of such prejudice, particularly whether Petitioner is barred from filing new 

applications for the same or substantially similar marks where, as here, all three contested marks are 

nearly identical to those previously withdrawn; (3) Whether the grounds for the prior opposition—

namely, breach of contract under the Trademark Coexistence Agreement—are presumptively established 

as valid due to the judgment with prejudice; and (4) Whether Respondent, as a third-party beneficiary to 

the Trademark Coexistence Agreement, may invoke non-mutual issue preclusion arising from Petitioner's 

procedural default. 

Petitioner's procedural maneuvers have caused substantial prejudice to Respondent, who has expended 

significant resources preparing dispositive motions that were denied consideration due to a suspension 

based on misleading representations. Justice and procedural fairness require immediate resolution rather 
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than rewarding Petitioner's attempt to manufacture suspension through an improperly commenced civil 

action. 

As a direct legal consequence of proper application of issue preclusion principles, Petitioner should be 

barred from filing new applications that contravene the terms of the Trademark Coexistence Agreement, 

the grounds for the original opposition should be deemed presumptively true and binding, the terms of the 

agreement should be presumed valid and enforceable, and Respondent's status as a protected third-party 

beneficiary to said agreement should be recognized. 

This threshold determination falls squarely within the Board's specialized expertise and exclusive 

jurisdiction, and must be resolved before parallel proceedings may properly continue. 

CONCLUSION 

For the foregoing reasons, Respondent respectfully requests that this Board reconsider its March 3, 2025 

Order suspending proceedings. The Board's decision was based on material misrepresentations and 

incorrect factual assumptions regarding the procedural status of the civil action. The record conclusively 

demonstrates that Petitioner's civil action was not properly commenced at the time suspension was 

sought, as it lacked the essential procedural milestones—particularly service of process—required by 

Board precedent. 

The novel question of whether a third-party beneficiary to a Trademark Concurrent Use Agreement may 

invoke issue preclusion from one TTAB proceeding to another based on alleged TBMP violations falls 

exclusively within this Board's specialized jurisdiction and must be resolved before the civil litigation 

may properly proceed. This approach honors binding Supreme Court and Federal Circuit precedent while 

ensuring the integrity of the trademark registration system. 



Page 25 

Justice and procedural fairness require immediate resolution of this matter rather than rewarding 

Petitioner's procedural maneuvering. 

PRAYER FOR RELIEF 

WHEREFORE, Respondent respectfully requests: 

1. That the Board grant Respondent's Motion for Reconsideration pursuant to TBMP § 518, finding 

that the March 3, 2025 Order was based on significant factual errors regarding the civil action's 
procedural status; 

2. That the Board vacate its suspension order, specifically finding Petitioner's civil action was not 

"properly commenced" under TTAB precedent in Boyds Collection Ltd. v. Herrpole, 90 USPQ2d 

1837 (TTAB 2009) and Dragon Bleu (SARL) v. VENM, LLC, 112 USPQ2d 1925 (TTAB 2014); 
3. That the Board grant Respondent's motion to withdraw its Third Amended Answer [16 

TTABVUE], reinstating the Second Amended Answer for purposes of pending dispositive 

motions; 
4. That the Board prioritize and rule upon Respondent's dispositive motions pursuant to 37 C.F.R. § 

2.117(b) and Pegasus Petroleum Corp. v. Mobil Oil Corp., 227 USPQ 1040 (TTAB 1985); 

5. Alternatively, that the Board adjudicate the threshold question of issue preclusion before 
suspension, determining whether Petitioner's unilateral withdrawal in Opposition No. 91212133 

has preclusive effect precluding Petitioner from maintaining rights in substantially similar "MK" 

Circle Marks. 

Dated March 6, 2025   Respectfully submitted: 

By:  /Jack Fritz, Esq./ 

Jack Fritz, Esq.  

Braunstein & Braunstein, P.C. 

12400 Wilshire Boulevard, Suite 1080 

Los Angeles, California 90025 

Phone: (626) 629-8845 

Email: jack@braunsteinpc.com; clark@braunsteinpc.com,  

laura@braunsteinpc.com, mkpfashioninc@gmail.com 

Attorneys for Respondent: MKP Fashion, Inc. 
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CERTIFICATE OF SERVICE 

This document is being served in accordance with 37 C.F.R. § 2.119(b), which governs 

service and signing of papers by email unless otherwise stipulated. 

I hereby certify that a true and correct copy of the foregoing filing has been served 

electronically on counsel for Petitioners for Cancellation: 

Michael Kors, L.L.C.,  

DENTONS US LLP 

P.O. BOX 1302 

CHICAGO, IL 60604 

UNITED STATES 

PHONE: 212-768-5367.  

By forwarding said copy on: March 6, 2025, via email to the following electronic mail 

addresses of record. 

Monica B. Richman 

Primary: trademarks.us@dentons.com 

Secondary: monica.richman@dentons.com, marykate.brennan@dentons.com, abi- 

gail.zeller@dentons.com, daniel.schnapp@dentons.com, 

andrew.eshbach@dentons.com 

 

March 6, 2025    Respectfully submitted: 

     BRAUNSTEIN & BRAUNSTEIN, P.C. 

 

By:  /Jack Fritz, Esq./ 

Jack Fritz, Esq.  

Braunstein & Braunstein, P.C. 

12400 Wilshire Boulevard, Suite 1080 

Los Angeles, California 90025 

Phone: (626) 629-8845 

Email: jack@braunsteinpc.com; clark@braunsteinpc.com,  

laura@braunsteinpc.com, mkpfashioninc@gmail.com 

Attorneys for Respondent: MKP Fashion, Inc. 
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02/24/2025   CASE OPENING INITIAL ASSIGNMENT NOTICE: The above-entitled action is assigned
to Judge Colleen McMahon. Please download and review the Individual Practices of the
assigned District Judge, located at https://nysd.uscourts.gov/judges/district-judges.
Attorneys are responsible for providing courtesy copies to judges where their Individual
Practices require such. Please download and review the ECF Rules and Instructions, located
at https://nysd.uscourts.gov/rules/ecf-related-instructions..(pc) (Entered: 02/24/2025)

02/24/2025   Magistrate Judge Barbara C. Moses is designated to handle matters that may be referred in
this case. Pursuant to 28 U.S.C. Section 636(c) and Fed. R. Civ. P. 73(b)(1) parties are
notified that they may consent to proceed before a United States Magistrate Judge. Parties
who wish to consent may access the necessary form at the following link:
https://nysd.uscourts.gov/sites/default/files/2018-06/AO-3.pdf. (pc) (Entered: 02/24/2025)

02/24/2025   Case Designated ECF. (pc) (Entered: 02/24/2025)
02/24/2025   ***NOTICE TO ATTORNEY REGARDING DEFICIENT TRADEMARK FORM.

Notice to Attorney Daniel Adam Schnapp to RE-FILE Document No. 5 AO 120 Form
Patent/Trademark - Notice of Submission by Attorney. The filing is deficient for the
following reason(s): date filed field is blank.. Re-file the document using the event type
AO 120 Form Patent/Trademark - Notice of Submission by Attorney found under the
event list Other Documents and attach the correct AO 120 Patent/Trademark PDF
form. (pc) (Entered: 02/24/2025)

02/24/2025 6  AO 120 FORM TRADEMARK - NOTICE OF SUBMISSION BY ATTORNEY. AO 120
Form Patent/Trademark for case opening submitted to court for review..(Schnapp, Daniel)
(Entered: 02/24/2025)

02/24/2025 7  ELECTRONIC SUMMONS ISSUED as to MKP Fashion, Inc...(pc) (Entered: 02/24/2025)
02/25/2025 8  AO 120 FORM TRADEMARK - CASE OPENING - SUBMITTED. In compliance with the

provisions of 15 U.S.C. 1116, the Director of the U.S. Patent and Trademark Office is
hereby advised that a court action has been filed on the following trademark(s) in the U.S.
District Court Southern District of New York. Director of the U.S. Patent and Trademark
Office electronically notified via Notice of Electronic Filing (NEF)..(pc) (Entered:
02/25/2025)

02/26/2025 9  ORDER SCHEDULING AN INITIAL PRETRIAL CONFERENCE: This action having
been assigned to me for all purposes, it is hereby, ORDERED asfollows: If a conforming
case management plan is submitted at least two business days prior to the scheduled initial
conference and subsequently approved by the Court, the initial conference will be canceled
automatically. If a motion has been filed either before or after the case management plan is
approved, and the parties desire a conference, a letter must be submitted to the Court via
ECF specifically asking that the initial conference not be canceled. If the parties fail to agree
upon such a plan or fail to submit the plan to the Court within the time provided (at least two
business days before the conference date), the parties must appear at a conference on
4/17/2025 at 11:45 a.m., in courtroom 24A, 500 Pearl Street, New York, New York, 10007.
Initial Conference set for 4/17/2025 at 11:45 AM in Courtroom 24A, 500 Pearl Street, New
York, NY 10007 before Judge Colleen McMahon. (Signed by Judge Colleen McMahon on
2/26/2025) (rro) (Entered: 02/26/2025)

3/4/25, 4:07 PM SDNY CM/ECF NextGen Version 1.7

https://ecf.nysd.uscourts.gov/cgi-bin/DktRpt.pl?908646723457564-L_1_0-1 2/2
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xt

PETITIONER ERRONEOUSLY CLAIMED "CASE OPENING" OCCURRED ON 02/24/2025, 

WHEN COURT RECORDS SHOW ONLY "INITIAL ASSIGNMENT" HAPPENED THEN. 

TRUE "CASE OPENING" FILING DIDN'T OCCUR UNTIL 02/25/2025.

https://nysd.uscourts.gov/judges/district-judges
https://nysd.uscourts.gov/rules/ecf-related-instructions
https://nysd.uscourts.gov/sites/default/files/2018-06/AO-3.pdf
https://ecf.nysd.uscourts.gov/doc1/127137028040
https://ecf.nysd.uscourts.gov/doc1/127137031036
https://ecf.nysd.uscourts.gov/doc1/127137033587
https://ecf.nysd.uscourts.gov/doc1/127137041168
https://ecf.nysd.uscourts.gov/doc1/127137051436


Query Reports Utilities Help Log Out

ECF

U.S. District Court
Southern District of New York (Foley Square)

CIVIL DOCKET FOR CASE #: 1:25-cv-01517-CM

Michael Kors, L.L.C. v. MKP Fashion, Inc.
Assigned to: Judge Colleen McMahon
Cause: 15:1125la Trademark Infringement (Lanham Act)

Date Filed: 02/21/2025
Jury Demand: Plaintiff
Nature of Suit: 840 Trademark
Jurisdiction: Federal Question

Plaintiff
Michael Kors, L.L.C. represented by Daniel Adam Schnapp

Dentons US LLP
1221 Avenue of the Americas
New York, NY 10020
212-398-7630 
Email: daniel.schnapp@dentons.com
ATTORNEY TO BE NOTICED

V.
Defendant
MKP Fashion, Inc.

Date Filed # Docket Text
02/21/2025 1  COMPLAINT against MKP Fashion, Inc.. (Filing Fee $ 405.00, Receipt Number ANYSDC-

30658637)Document filed by Michael Kors, L.L.C.. (Attachments: # 1 Exhibit -A to
Complaint, # 2 Exhibit -B to Complaint, # 3 Exhibit -C to Complaint, # 4 Exhibit -D to
Complaint, # 5 Exhibit -E to Complaint, # 6 Exhibit -F to Complaint, # 7 Exhibit -G to
Complaint, # 8 Exhibit -H-1 to Complaint, # 9 Exhibit -H-2 to Complaint, # 10 Exhibit -I-1
to Complaint, # 11 Exhibit -I-2 to Complaint, # 12 Exhibit -I-3 to Complaint, # 13 Exhibit -
J-1 to Comlaint, # 14 Exhibit -J-2 to Complaint).(Schnapp, Daniel) (Entered: 02/21/2025)

02/21/2025 2  CIVIL COVER SHEET filed..(Schnapp, Daniel) (Entered: 02/21/2025)
02/21/2025 3  REQUEST FOR ISSUANCE OF SUMMONS as to MKP Fashion, Inc., re: 1 Complaint,,.

Document filed by Michael Kors, L.L.C...(Schnapp, Daniel) (Entered: 02/21/2025)
02/21/2025 4  RULE 7.1 CORPORATE DISCLOSURE STATEMENT. Identifying Corporate Parent

Jimmy Choo, Corporate Parent Capri Holdings Limited, Corporate Parent Michael Kors,
Inc, Corporate Parent Versace for Michael Kors, L.L.C.. Document filed by Michael Kors,
L.L.C...(Schnapp, Daniel) (Entered: 02/21/2025)

02/21/2025 5  FILING ERROR - PDF ERROR - AO 120 FORM TRADEMARK - NOTICE OF
SUBMISSION BY ATTORNEY. AO 120 Form Patent/Trademark for case opening
submitted to court for review..(Schnapp, Daniel) Modified on 2/24/2025 (pc). (Entered:
02/21/2025)

3/4/25, 4:07 PM SDNY CM/ECF NextGen Version 1.7

https://ecf.nysd.uscourts.gov/cgi-bin/DktRpt.pl?908646723457564-L_1_0-1 1/2

https://ecf.nysd.uscourts.gov/cgi-bin/iquery.pl
https://ecf.nysd.uscourts.gov/cgi-bin/DisplayMenu.pl?Reports
https://ecf.nysd.uscourts.gov/cgi-bin/DisplayMenu.pl?Utilities
https://ecf.nysd.uscourts.gov/cgi-bin/login.pl?logout
http://voice.google.com/calls?a=nc,%2B12123987630
https://ecf.nysd.uscourts.gov/doc1/127037027958
https://ecf.nysd.uscourts.gov/doc1/127137027959
https://ecf.nysd.uscourts.gov/doc1/127137027960
https://ecf.nysd.uscourts.gov/doc1/127137027961
https://ecf.nysd.uscourts.gov/doc1/127137027962
https://ecf.nysd.uscourts.gov/doc1/127137027963
https://ecf.nysd.uscourts.gov/doc1/127137027964
https://ecf.nysd.uscourts.gov/doc1/127137027965
https://ecf.nysd.uscourts.gov/doc1/127137027966
https://ecf.nysd.uscourts.gov/doc1/127137027967
https://ecf.nysd.uscourts.gov/doc1/127137027968
https://ecf.nysd.uscourts.gov/doc1/127137027969
https://ecf.nysd.uscourts.gov/doc1/127137027970
https://ecf.nysd.uscourts.gov/doc1/127137027971
https://ecf.nysd.uscourts.gov/doc1/127137027972
https://ecf.nysd.uscourts.gov/doc1/127137027975
https://ecf.nysd.uscourts.gov/doc1/127137027984
https://ecf.nysd.uscourts.gov/doc1/127037027958
https://ecf.nysd.uscourts.gov/doc1/127137028031
https://ecf.nysd.uscourts.gov/doc1/127137028040
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AO 440 (Rev. 06/12)  Summons in a Civil Action (Page 2)

Civil Action No.

PROOF OF SERVICE
(This section should not be filed with the court unless required by Fed. R. Civ. P. 4 (l))

This summons for (name of individual and title, if any)

was received by me on (date) .

’ I personally served the summons on the individual at (place)

on (date) ; or

’ I left the summons at the individual’s residence or usual place of abode with (name)

, a person of suitable age and discretion who resides there,

on (date) , and mailed a copy to the individual’s last known address; or

’ I served the summons on (name of individual) , who is

 designated by law to accept service of process on behalf of (name of organization)

on (date) ; or

’ I returned the summons unexecuted because ; or

’ Other (specify):

.

My fees are $ for travel and $ for services, for a total of $ .

I declare under penalty of perjury that this information is true.

Date:
Server’s signature

Printed name and title

Server’s address

Additional information regarding attempted service, etc:

0.00

Case 1:25-cv-01517     Document 3     Filed 02/21/25     Page 2 of 2Case 1:25-cv-01517-CM     Document 7     Filed 02/24/25     Page 2 of 2

PETITIONER FAILURE TO FILE PROOF OF SERVICE IN CIVIL CASE 

http://www.google.com/search?q=FRCP++4


AO 440 (Rev. 06/12)  Summons in a Civil Action

UNITED STATES DISTRICT COURT
for the

__________ District of __________ 

)
)
)
)
)
)
)
)
)
)
)
)

Plaintiff(s)

v. Civil Action No.

Defendant(s)

SUMMONS IN A CIVIL ACTION

To: (Defendant’s name and address)

A lawsuit has been filed against you.

Within 21 days after service of this summons on you (not counting the day you received it) — or 60 days if you
are the United States or a United States agency, or an officer or employee of the United States described in Fed. R. Civ.
P. 12 (a)(2) or (3) — you must serve on the plaintiff an answer to the attached complaint or a motion under Rule 12 of
the Federal Rules of Civil Procedure.  The answer or motion must be served on the plaintiff or plaintiff’s attorney,
whose name and address are:

If you fail to respond, judgment by default will be entered against you for the relief demanded in the complaint. 
You also must file your answer or motion with the court.

CLERK OF COURT

Date:
Signature of Clerk or Deputy Clerk

Southern District of New York

MICHAEL KORS, L.L.C.,

MKP FASHION, INC.,

MKP FASHION, INC.
1939 KELLERTON DR.
HACIENDA HEIGHTS, CALIFORNIA 91745

Daniel A. Schnapp
Dentons US LLP
1221 Avenue of the Americas
New York, NY 10020

Case 1:25-cv-01517     Document 3     Filed 02/21/25     Page 1 of 2

/s/ P. Canales02/24/2025

Case 1:25-cv-01517-CM     Document 7     Filed 02/24/25     Page 1 of 2

http://www.google.com/search?q=FRCP++12
http://www.google.com/search?q=FRCP++12
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AO 120 (Rev. 08/10)

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Southern District of New York on the following

G Trademarks or G Patents.    ( G the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED

02/21/2025

U.S. DISTRICT COURT
Southern District of New York

PLAINTIFF

MICHAEL KORS, INC.

DEFENDANT

MKP FASHION, L.L.C.

PATENT OR 

TRADEMARK NO.

DATE OF PATENT 

OR TRADEMARK
HOLDER OF PATENT OR TRADEMARK

1 7293689 1/30/2024 MKP FASHION, INC.

2 5631023 12/18/2018 MKP FASHION, INC.

3 5630653 12/18/2018 MKP FASHION, INC.

4

5

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

G Amendment G Answer G Cross Bill G Other Pleading

PATENT OR 

TRADEMARK NO.

DATE OF PATENT 

OR TRADEMARK
HOLDER OF PATENT OR TRADEMARK

1

2

3

4

5

In the above—entitled case, the following decision has been rendered or judgement issued:

CLERK (BY) DEPUTY CLERK DATE

Copy 1—Upon initiation of action, mail this copy to Director     Copy 3—Upon termination of action, mail this copy to Director 

Copy 2—Upon filing document adding patent(s), mail this copy to Director     Copy 4—Case file copy

TO:
Mail Stop 8 REPORT ON THE

FILING OR DETERMINATION OF AN

ACTION REGARDING A PATENT OR

TRADEMARK

Director of the U.S. Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

4

DECISION/JUDGEMENT

Case 1:25-cv-01517-CM     Document 6     Filed 02/24/25     Page 1 of 1

/s/ P. Canales 2/25/2025Tammi M Hellwig

Case 1:25-cv-01517-CM     Document 8     Filed 02/25/25     Page 1 of 1

Some Kind of Document Alteration to Conceal Date

http://www.google.com/search?q=35++u.s.c.++++290
http://www.google.com/search?q=15++u.s.c.++++1116
http://www.google.com/search?q=35++u.s.c.++++292.):+4
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Full docket text for document 9:
ORDER SCHEDULING AN INITIAL PRETRIAL CONFERENCE: This action having been assigned to me for all
purposes, it is hereby, ORDERED asfollows: If a conforming case management plan is submitted at least two
business days prior to the scheduled initial conference and subsequently approved by the Court, the initial
conference will be canceled automatically. If a motion has been filed either before or after the case management
plan is approved, and the parties desire a conference, a letter must be submitted to the Court via ECF specifically
asking that the initial conference not be canceled. If the parties fail to agree upon such a plan or fail to submit the
plan to the Court within the time provided (at least two business days before the conference date), the parties must
appear at a conference on 4/17/2025 at 11:45 a.m., in courtroom 24A, 500 Pearl Street, New York, New York,
10007. Initial Conference set for 4/17/2025 at 11:45 AM in Courtroom 24A, 500 Pearl Street, New York, NY 10007
before Judge Colleen McMahon. (Signed by Judge Colleen McMahon on 2/26/2025) (rro)
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CIVIL CASE IS BARELY FILED CORRECTLY

THE DATE AFTER DEFENDANT FILED DISPOSITIVE MOTION - RULING IS PROPER 

CIVIL CASE IS NOT AS A MATTER OF LAW PROCEEDING



 

 

 

 

 

 

 

 

 

 

EXHIBIT E 

  



Full docket text:
***NOTICE TO ATTORNEY REGARDING DEFICIENT TRADEMARK FORM. Notice to Attorney
Daniel Adam Schnapp to RE-FILE Document No. [5] AO 120 Form Patent/Trademark - Notice of
Submission by Attorney. The filing is deficient for the following reason(s): date filed field is blank.. Re-file the
document using the event type AO 120 Form Patent/Trademark - Notice of Submission by Attorney found
under the event list Other Documents and attach the correct AO 120 Patent/Trademark PDF form. (pc)

3/4/25, 11:54 AM SDNY CM/ECF NextGen Version 1.7

https://ecf.nysd.uscourts.gov/cgi-bin/HistDocQry.pl?168923331144183-L_ShowDktTxt_1-0-637351--26- 1/1



 

 

 

 

 

 

 

 

 

 

EXHIBIT F 

  



Full docket text for document 5:
FILING ERROR - PDF ERROR - AO 120 FORM TRADEMARK - NOTICE OF SUBMISSION BY
ATTORNEY. AO 120 Form Patent/Trademark for case opening submitted to court for review..(Schnapp, Daniel)
Modified on 2/24/2025 (pc).

3/4/25, 11:52 AM SDNY CM/ECF NextGen Version 1.7

https://ecf.nysd.uscourts.gov/cgi-bin/HistDocQry.pl?168923331144183-L_ShowDktTxt_1-0-637351-5-17- 1/1



 

 

 

 

 

 

 

 

 

 

HIBIT G 

  



(https://www.uspto.gov)

About Us (https://www.uspto.gov/about-us)  Jobs (https://www.uspto.gov/jobs)

Contact Us (https://www.uspto.gov/about-us/contact-us)

Electronic System for Trademark Trials and Appeals

2/25/25, 10:21 PM USPTO. ESTTA. Receipt

https://estta.uspto.gov/com/receipt.jsp?iname=ST9P5ODT7KNA-12455 1/3
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Receipt
Your submission has been received by the USPTO.
The content of your submission is listed below.
You may print a copy of this receipt for your records.

ESTTA tracking no.: ESTTA1417728
Filing date: 02/26/2025

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding no. 92085346

Party Defendant
MKP Fashion, Inc.

Correspondence address

JACK FRITZ
BRAUNSTEIN & BRAUNSTEIN PC
12400 WILSHIRE BOULEVARD, SUITE 1080
LOS ANGELES, CA 90025
UNITED STATES
Primary email: jack@braunsteinpc.com
Secondary email(s): clark@braunsteinpc.com,
laura@braunsteinpc.com, mkpfashioninc@gmail.com
No phone number provided

Submission

Motion for Summary Judgment

Yes, the Filer previously made its initial disclosures pursuant to
Trademark Rule 2.120(a); OR the motion for summary judgment
is based on claim or issue preclusion, or lack of jurisdiction.

The deadline for pretrial disclosures for the first testimony period
as originally set or reset: 05/26/2025

Filer's name Jack Fritz, Esq.

Filer's email jack@fritzlawgroup.com, clark@braunsteinpc.com,
laura@braunsteinpc.com, mkpfashioninc@gmail.com

Signature /Jack Fritz, Esq./
Date 02/26/2025

Attachments

2025-02-25 Motion for Summary Judgement.pdf(220742 bytes )
EXHIBIT 1.pdf(4015758 bytes )
EXHIBIT 2.pdf(5769700 bytes )
EXHIBIT 3.pdf(3914667 bytes )
EXHIBIT 4.pdf(1379173 bytes )

Return to ESTTA home page (https://estta.uspto.gov/)   Start another
ESTTA filing (https://estta.uspto.gov/filing-type.jsp)

2/25/25, 10:21 PM USPTO. ESTTA. Receipt

https://estta.uspto.gov/com/receipt.jsp?iname=ST9P5ODT7KNA-12455 2/3
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https://estta.uspto.gov/
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(https://www.uspto.gov/)

BROWSE BY TOPIC

ABOUT THIS SITE

USPTO BACKGROUND

FEDERAL GOVERNMENT

2/25/25, 10:21 PM USPTO. ESTTA. Receipt
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EXHIBIT H 

  



Full docket text:
CASE OPENING INITIAL ASSIGNMENT NOTICE: The above-entitled action is assigned to Judge Colleen
McMahon. Please download and review the Individual Practices of the assigned District Judge, located at
https://nysd.uscourts.gov/judges/district-judges. Attorneys are responsible for providing courtesy copies to judges
where their Individual Practices require such. Please download and review the ECF Rules and Instructions, located
at https://nysd.uscourts.gov/rules/ecf-related-instructions..(pc)

3/4/25, 11:53 AM SDNY CM/ECF NextGen Version 1.7
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Page 48 

EXHIBITS IN SUPPORT OF MOTION FOR RECONSIDERATION 

Exhibit A – Deficient AO 120 Form Filing Error.pdf This document shows the AO 120 Form – 

Trademark Notice (Document 5) filed on February 24, 2025, which contains a filing error (e.g., a blank 

date field) that rendered it defective. Authentication: URL: https://ecf.nysd.uscourts.gov/cgi-

bin/HistDocQry.pl?168923331144183-L_ShowDktTxt_1-0-637351-5-17- Date of Access: March 4, 2025 

Exhibit B – Notice to Attorney Regarding Deficient AO 120 Form.pdf This document is the notice to 
Attorney Daniel Adam Schnapp instructing the re-filing of the AO 120 Form due to the identified 

deficiencies. Authentication: URL: https://ecf.nysd.uscourts.gov/cgi-

bin/HistDocQry.pl?168923331144183-L_ShowDktTxt_1-0-637351--26- Date of Access: March 4, 2025 

Exhibit C – Corrected AO 120 Form.pdf This file represents the corrected AO 120 Form (Document 8) 
filed on February 25, 2025—the same day Petitioner moved to suspend—thereby demonstrating that the 

suspension request was premature. Authentication: URL: https://ecf.nysd.uscourts.gov/cgi-

bin/HistDocQry.pl?168923331144183-L_ShowDktTxt_1-0-637351-8-33- Date of Access: March 4, 2025 

Exhibit D – Electronic Summons Issued.pdf This document is the Electronic Summons Issued 

(Document 7) filed on February 24, 2025, which by itself does not establish that service of process has 
been completed. Authentication: URL: https://ecf.nysd.uscourts.gov/cgi-

bin/HistDocQry.pl?168923331144183-L_ShowDktTxt_1-0-637351-7 Date of Access: March 4, 2025 

Exhibit E – Order for Initial Pretrial Conference.pdf This file is the Order for Initial Pretrial 

Conference (Document 9) filed on February 26, 2025, confirming that the requisite procedural steps for 
active case progression were not satisfied at the time Petitioner sought suspension. Authentication: URL: 

https://ecf.nysd.uscourts.gov/cgi-bin/HistDocQry.pl?168923331144183-L_ShowDktTxt_1-0-637351-9-

35- Date of Access: March 4, 2025 

Exhibit F – SDNY Docket Summary.pdf This document is a docket summary printout from the SDNY 

CM/ECF system that corroborates the filing and scheduling events in this matter. Authentication: URL: 
https://ecf.nysd.uscourts.gov/cgi-bin/DktRpt.pl?148624978447249-L_1_0-1 Date of Access: March 4, 

2025 

Exhibit G – USPTO ESTTA Receipt for MSJ.pdf This file is the receipt confirming the filing of the 

Motion for Summary Judgment (tracking no. ESTTA1417728), thereby establishing the timing of that 
filing. Authentication: URL: https://estta.uspto.gov/com/receipt.jsp?iname=ST9P5ODT7KNA-12455 

Date of Access: March 4, 2025 

Exhibit H – Case Opening Initial Assignment Notice.pdf This document is the Case Opening Initial 

Assignment Notice from February 24, 2025, which further illustrates the procedural timeline for the 

action. Authentication: URL: https://ecf.nysd.uscourts.gov/cgi-bin/HistDocQry.pl?168923331144183-

L_ShowDktTxt_1-0-637351-? Date of Access: March 4, 2025 
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