ESTTA Tracking number: ESTTA1362008
Filing date: 05/30/2024

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation
Notice is hereby given that the following party has filed a petition to cancel the registration indicated below.

Petitioner information

Name A. O. Smith Corporation

Entity Corporation Incorporated or Delaware
registered in

Address 11270 WEST PARK PLACE, SUITE 170

MILWAUKEE, WI 53224
UNITED STATES

Attorney informa- | LAURA M. KONKEL

tion MICHAEL BEST & FRIEDRICH LLP

ONE SOUTH PINCKNEY STREET, SUITE 700
MADISON, WI 53703

UNITED STATES

Primary email: mkeipdocket@michaelbest.com

Secondary email(s): mkeipdocket@michaelbest.com,
Imkonkel@michaelbest.com, llamansky@michaelbest.com
No phone number provided

Docket no. 010121-0183

Registration subject to cancellation

Registration no. 6054077 | Registration date | 05/12/2020
Register Principal
Registrant Adapt Water Solutions, LLC

14741 FRANKLIN AVENUE, SUITE A
TUSTIN, CA 92780
UNITED STATES

Goods/services subject to cancellation

Class 011. First Use: Nov 19, 2019 First Use In Commerce: Nov 19, 2019
All goods and services in the class are subject to cancellation, namely: Water purification apparatus

Grounds for cancellation

Mark never used in commerce Trademark Act Section 14(6)
Abandonment Trademark Act Section 14(3)
Attachments Petition to Cancel - 37417526.1.pdf(126694 bytes )
Signature /Laura Lamansky/

Name Laura Lamansky




Date 05/30/2024




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

A. O. Smith Corporation, Cancellation No.

Petitioner, Registration No.: 6054077

Ve Mark: ADAPT WATER SOLUTIONS & Design

Adapt Water Solutions, LLC, Registered: May 12, 2020

Respondent.

PETITION TO CANCEL

A. O. Smith Corporation (“Petitioner”), a Delaware corporation with an address at 11270
West Park Place, Suite 170, Milwaukee, Wisconsin 53224, believes that it is and will continue to be
damaged by Registration No. 6054077 and hereby petitions to cancel it. The grounds for
cancellation are as follows:

1. Upon information and belief, Adapt Water Solutions, LLC (“Respondent”) was a

California limited liability company with an address at 14741 Franklin Avenue, Suite A, Tustin,

California 92780.
2. Upon information and belief, Respondent’s limited liability company was terminated.
3. Respondent owns U.S. Registration No. 6054077 (“Respondent’s Registration™) for

ADAPT WATER SOLUTONS & Design (“Respondent’s Mark™) for “Water purification apparatus”
in Class 11 (“Respondent’s Goods”).

4. Petitioner filed U.S. Application No. 98286364 (“Petitioner’s Application”) for
ADAPT for “Water heaters” in Class 11. The TSDR record for Petitioner’s Application is attached
at Exhibit A.

5. Respondent’s Registration was cited against Petitioner’s Application in Office

Actions issued on April 6, 2024, and May 26, 2024.



6. Upon information and belief, Respondent abandoned any alleged use of Respondent’s
Mark in connection with Respondent’s Goods with no intent to resume use.

7. Upon information and belief, Respondent never used Respondent’s Mark in
connection with Respondent’s Goods.

8. Petitioner is damaged and will continue to be damaged by the existence of
Respondent’s Registration because unless cancelled, it will remain as a cloud on Petitioner’s legal
rights in Petitioner’s Mark.

0. Respondent’s representations to the United States Patent and Trademark Office
about its use of the Respondent’s Mark have the earmarks of possible fraud or misrepresentation,
which Petitioner intends to explore through further investigation and discovery in this proceeding,
and which may be the subject of a motion for leave to amend this Petition to Cancel to plead such
matter with more particularity if the evidence to be gathered so warrants.

WHEREFORE, Petitioner requests that Respondent’s Registration be cancelled.

Respectfully submitted,
A. O.SMITH CORPORATION
By its Attorneys,

/Laura M. Konkel/

Laura M. Konkel

Laura Lamansky

MICHAEL BEST & FRIEDRICH LLP
One South Pinckney Street, Suite 700
Madison, WI 53703

Phone: (608) 257-3501

Fax: (608) 283-2275

Date: May 30, 2024



EXHIBIT A



Generated on:

This page was generated by TSDR on 2024-05-30 17:14:47 EDT

Mark: ADAPT
US Serial Number: 98286364 Application Filing Nov. 27, 2023
Date:
Register: Principal
Mark Type: Trademark
TM5 Common Status LIVE/APPLICATION/Under Examination

Descriptor:
The trademark application has been accepted by the Office (has met the
minimum filing requirements) and that this application has been assigned to
an examiner.

Status: A final Office action refusing registration has been sent (issued) because the applicant neither satisfied nor overcame all requirements

Status Date:

and/or refusals previously raised. The applicant may respond by filing (1) a request for reconsideration; and/or (2) an appeal to the
Trademark Trial and Appeal Board. To view all documents in this file, click on the Trademark Document Retrieval link at the top of this
page.

May 26, 2024

Mark Information

Mark Literal
Elements:

Standard Character
Claim:

Mark Drawing
Type:

ADAPT

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

4 - STANDARD CHARACTER MARK

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: Water heaters
International 011 - Primary Class U.S Class(es): 013, 021, 023, 024, 031, 034
Class(es):
Class Status: ACTIVE
Basis: 1(b)
Basis Information (Case Level)
Filed Use: No Currently Use: No
Filed ITU: Yes Currently ITU: Yes
Filed 44D: No Currently 44D: No
Filed 44E: No Currently 44E: No
Filed 66A: No Currently 66A: No
Filed No Basis: No Currently No Basis: No
Current Owner(s) Information
Owner Name: A. O. Smith Corporation

Owner Address:

11270 West Park Place, Suite 170
Milwaukee, WISCONSIN UNITED STATES 53224



Legal Entity Type: CORPORATION State or Country DELAWARE

Where Organized:

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Laura M. Konkel Docket Number: 010121-0103
Attorney Primary mkeipdocket@michaelbest.com Attorney Email Yes
Email Address: Authorized:
Correspondent

Correspondent Laura M. Konkel
Name/Address: Michael Best & Friedrich LLP

790 N. Water St., Suite 2500
Milwaukee, WISCONSIN United States 53202

Phone: 414-271-6560

Correspondent e- mkeipdocket@michaelbest.com larnott@michaelb Correspondent e- Yes

mail: est.com llamansky@michaelbest.com mail Authorized:

Domestic Representative - Not Found

Prosecution History

Date Description n:ﬂgﬁ:ﬁing
May 26, 2024 NOTIFICATION OF FINAL REFUSAL EMAILED
May 26, 2024 FINAL REFUSAL E-MAILED
May 26, 2024 FINAL REFUSAL WRITTEN
May 07, 2024 TEAS/EMAIL CORRESPONDENCE ENTERED
May 07, 2024 CORRESPONDENCE RECEIVED IN LAW OFFICE
May 07, 2024 TEAS RESPONSE TO OFFICE ACTION RECEIVED
Apr. 06, 2024 NOTIFICATION OF NON-FINAL ACTION E-MAILED
Apr. 06, 2024 NON-FINAL ACTION E-MAILED
Apr. 06, 2024 NON-FINAL ACTION WRITTEN
Apr. 04, 2024 ASSIGNED TO EXAMINER
Feb. 14, 2024 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED
Nov. 27, 2023 NEW APPLICATION ENTERED
TM Staff and Location Information
TM Staff Information
TM Attorney: GALBO, AMANDA Law Office LAW OFFICE 125
Assigned:
File Location

Current Location: GENERIC WEB UPDATE Date in Location: May 07, 2024
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