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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the matter of: 
 

Reg. No. 5059928 

Mark:  CM 

Class: 09 

 
CM Games OU 
 

 Opposer, 
v. 

 

Cheetah Mobile Inc 
 

 Respondent. 
 

 
 

TTAB Cancellation No. 92084440 

 

PETITIONER’S OPPOSITION TO RESPONDENT’S MOTION TO DISMISS 
PETITIONER’S FIRST AMENDED PETITION FOR CANCELLATION 

 
Petitioner CM Games OU (“CM” or “Petitioner”) submits the following response in 

opposition (“Opposition”) to Respondent Cheetah Mobile Inc.’s (“Cheetah” or “Respondent”) 

Motion to Dismiss (“Respondent’s Motion”) Petitioner’s First Amended Petition for Cancellation 

(the “Amended Petition”). See 10 TTABVUE. Petitioner’s Opposition is based on the following 

Memorandum of Points and Authorities, the supporting declaration of Petitioner’s counsel 

Benjamin Ashurov (“Ashurov Decl.”), and such other items of record in this action referenced 

hereinbelow.  

MEMORANDUM OF POINTS AND AUTHORITIES 

I. PRELIMINARY STATEMENT 

As a preliminary note, Petitioner agrees to withdraw claim No. 1 of the Amended Petition 

because it is directed to Class 42 only, a class that has already been voluntarily deleted by 

Respondent in response to the USPTO’s audit request targeting the ‘928 Registration. Petitioner 
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also agrees to withdraw claim No. 3 of the Amended Petition in part due to the limited remedy 

available relating to such claims if successful. Therefore, this Opposition will not address parts of 

Respondent’s Motion that relate to Claim 1 or Claim 3 of the Amended Petition. 10 TTABVUE 5-

8, 14-20. The remainder of Respondent’s Motion, with respect to Claims 2 and 4, is contested and 

is discussed below.   

II. PROCEDURAL HISTORY 

The parties are involved in another consolidated opposition proceeding, consolidated 

TTAB Opposition Nos. 91266873 and 91266875 (the “Consolidated Opposition Proceedings”) 

relating to other applications by Respondent covering the same CM mark and some of the same 

goods and services as the ‘928 registration (the “ ‘928 Registration”) at issue in this cancellation 

proceeding. Ashurov Decl. ¶ 2. Petitioner’s claims in the Consolidated Opposition Proceedings 

include a claim that Respondent lacked a bona fide intent to use the (same) CM mark in connection 

all goods and services identified in the CM application at issue in the Consolidated Opposition 

Proceedings. Id. 

In the Consolidated Opposition Proceedings, Petitioner asked for and obtained discovery 

relating to Respondent’s alleged use of the subject CM mark in connection with each of the goods 

and services at issue in that application (including goods which are also included in Respondent’s 

allegedly fraudulent Section 8 Declaration for the ‘928 Registration at issue here in Claim 2). After 

such discovery responses, and other public evidence, suggested no use  of the CM mark, which is 

also registered in the ‘928 Registration, in connection with many goods and services registered by 

Respondent in connection with the ‘928 Registration, on February 8, 2024 Petitioner filed a 

Petition for Cancellation requesting the cancellation of the ‘928 Registration on grounds of fraud 

on the USPTO because Respondent’s Section 8 Declaration for the ‘928 Registration allegedly 
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fraudulently misrepresented that such discontinued goods were in fact being offered by 

Respondent in connection with the CM mark. 1 TTABUVE.  

Respondent responded to the Petition for Cancellation by filing a Motion to Dismiss which 

alleged that Petitioner had no standing (statutory right to a cause of action), and that Petitioner’s 

fraud claims lacked sufficient allegations to meet the heightened pleadings standards that apply to 

fraud claims. 4 TTABVUE. On June 27, 2024, the Board issued an Order with respect to 

Respondent’s Motion to Dismiss holding that Petitioner does have standing, but that the factual 

allegations pleaded in support of Petitioner’s fraud claims were insufficient to meet the heightened 

pleadings standard for fraud. 8 TTABVUE. The Order granted Petitioner leave to file an amended 

Petition for Cancellation. Id. 

On July 17, 2024, Petitioner filed the Amended Petition. 9 TTABVUE. Pursuant to the 

Board’s instructions in the June 27, 2024 Order, the Amended Petitioner added numerous factual 

allegations in support of Petitioner’s fraud claims. Petitioner also converted some of the allegations 

of Petitioner’s fraud claim from the original Petition for Cancellation into an abandonment claim 

where Petitioner viewed it as more appropriate in view of the heightened pleading standard that 

applies to fraud claims. A redline showing a comparison between the original Petition and the 

Amended Petition is attached hereto as Exhibit A of the Ashurov Declaration submitted herewith.  

On Aug. 5, 2024, Respondent filed another Motion to Dismiss – challenging (again) the 

sufficiency of the allegations pleaded by Petitioner in support of Petitioner’s fraud claims, and also 

challenging the sufficiency of the allegations supporting Petitioner’s abandonment claim. 10 

TTABVUE. 

III. LEGAL STANDARD 



 4 

To survive a motion to dismiss for failure to state a claim upon which relief can be granted 

brought under Rule 12(b)(6), a pleading "must contain sufficient factual matter, accepted as true, 

to 'state a claim to relief that is plausible on its face.'" Ashcroft v. Iqbal, 556 U.S. 662, 678, 129 S. 

Ct. 1937, 173 L. Ed. 2d 868 (2009) (quoting Bell Atlantic Corp. v. Twombly, 550 U.S. 544, 570, 

127 S. Ct. 1955, 167 L. Ed. 2d 929 (2007)). When considering a motion to dismiss, courts assume 

all well-pleaded factual allegations in the counterclaim to be true, and draw all reasonable 

inferences in favor of the non-moving party. Wanxiang Am. Corp., 12 F.4th 1369, 1373 (Fed. Cir. 

2021). 

Fed. R. Civ. P. 8(a)(2) requires that a pleading contain a “short and plain statement of the 

claim showing that the pleader is entitled to relief.” The Rule does not require detailed factual 

allegations, but requires more than labels, conclusions, formulaic recitations of the elements of a 

cause of action, or naked assertions. Ashcroft v. Iqbal, 556 U.S. 662, 678 (2009). Indeed, “a 

complaint must contain sufficient factual matter, accepted as true, to ‘state a claim to relief that is 

plausible on its face.’” Id. (quoting Bell Atl. Corp. v. Twombly, 550 U.S. 544, 570 (2007)). See also 

Lewis Silkin LLP v. Firebrand LLC, 129 USPQ2d at 1016; TBMP § 309.03(a)(2). In the context of 

Board inter partes proceedings, a plaintiff need only allege enough factual matter to suggest that 

its claim is plausible and to “raise a right to relief above the speculative level.” Twombly, 550 U.S. 

at 555-56. Under the simplified notice pleading rules of the Federal Rules of Civil Procedure, the 

allegations of a complaint should be “construed as to do substantial justice.” See Scotch Whisky 

Ass’n v. U.S. Distilled Prods. Co., 952 F.2d 1317, 21 USPQ2d 1145, 1147 (Fed. Cir. 1991); 

Corporacion Habanos SA v. Rodriguez, 99 USPQ2d 1873, 1874 (TTAB 2011).  A claim of fraud 

in the procurement or renewal of a registration requires the circumstances constituting fraud to be 

alleged “with particularity.” Fed. R. Civ. P. 9(b).  
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IV. ARGUMENT 

Respondent’s Motion generally makes two arguments with respect to Claims 2 and 4: (1) 

“Petitioner’s fraud claims still do not plead facts with particularity to support the fraud 

allegations”; and (2) “nor do the alleged facts support Petitioner’s new claim of abandonment.” 10 

TTABVUE 1-2. Contrary to Respondent’s arguments, Petitioner’s Amended Petition does contain 

sufficient facts, pleaded with particularity, in support of Petitioner’s remaining fraud claim (Claim 

2). And The allegations in support of Petitioner’s abandonment claim (Claim 4) actually exceed 

the (non-heightened) pleading standards that apply to claims of abandonment, and it is therefore 

also sufficiently pleaded. Accordingly, Petitioner respectfully requests that Respondent’s Motion 

be DENIED with respect to Claims 2 and 4. 

a. Respondent’s Abandonment Claim (Claim 4) Is Sufficiently Pleaded 

Unlike fraud claims, abandonment claims are not subject to a heightened pleading standard. 

While conclusory allegations of “abandonment” are insufficient to survive a motion to dismiss a 

petition to cancel based on an abandonment claim, the petition need not go into detail. It must 

simply make an explicit claim of nonuse and an “intent not to resume such use.” Lewis Silkin LLP 

v. Firebrand LLC, 129 U.S.P.Q.2d 1015 (TTAB. 2018) (“The petition to cancel pleads that 

Respondent is not using the mark with its goods and services, and has no intent to resume use. The 

Board finds that no more is necessary for a legally sufficient abandonment claim in the context of 

the Board’s narrow jurisdiction limited to trademark registrability.”). The petitioner need not 

“include additional allegations which demonstrate how Petitioner will prove the allegations of 

nonuse plus intent.” Id. (“We see no purpose to such detailed pleading requirements for an 

abandonment claim, besides unnecessarily complicating the pleadings.”). 
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Abandonment requires pleading either at least three consecutive years of non-use or 

cessation of use with no intent to resume such use. See Otto International, Inc. V. Otto Kern GmbH, 

83 USPQ2d 1861, 1863 (TTAB 2007) (“pleading of abandonment must set forth prima facie case 

by pleading either at least three consecutive years of non-use, or facts that show period of non-use 

less than three years coupled with pleading of defendant’s intent not to resume use.”). "Although 

abandonment requires both non-use and intent not to resume use of the mark, the element of intent 

can be established inferentially by the same facts that establish non-use." Vitaline Corp. v. Gen. 

Mills, Inc., 891 F.2d 273, 275 (Fed. Cir. 1989). A claim of abandonment can seek partial 

cancellation with respect to a subset of goods and services recited in a registration. Johnson & 

Johnson and Roc International S.A.R.L. v. Obschestvo s Ogranitchennoy; Otvetstvennostiu WDS, 

104 USPQ2d 2037 (TTAB 2012) (“OsO has sufficiently pleaded a ground for partial cancellation 

by alleging abandonment of the mark as to particular goods through nonuse with no intent to 

resume use.”) (internal citation omitted). 

Without any discussion of the (non-heightened) pleading standards that apply to 

abandonment claims, Respondent argues that Petitioner’s claim of abandonment “too lacks the 

required specificity” and is “is directly contradicted by the record.” 10 TTABUVE 20. These 

arguments are unpersuasive. 

As for specificity, the Amended Petition alleges more facts than would be required to 

support a claim of abandonment under the applicable (non-heightened) legal standard. Plaintiff 

alleges that Respondent has ceased use of the CM mark at issue in the ‘928 Registration for a 

specific subset of goods recited in the ‘928 Registration with no intent to resume. Paragraph 60 of 

the Amended Petition pleads as follows: 

Accordingly, upon information and belief, Respondent has ceased use of the 
CM mark that is the subject of Respondent’s ‘928 registration in connection 
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with one or more of the goods and services recited in the ‘928 Registration 
with no intention to continue such use, including use in connection with 
security and privacy software; computer antivirus software; utilities 
software; computer software for the creation of firewall; computer software 
for use in browsing the Internet; computer software for system cleaning and 
optimization; and computer software for use in testing and evaluating the 
function of mobile devices and computers. 

 

9 TTABVUE 14. These allegations alone sufficiently plead “a ground for partial cancellation by 

alleging abandonment of the mark as to particular goods through nonuse with no intent to resume 

use.” Johnson & Johnson, 104 USPQ2d 2037.  

However, to avoid doubt about the sufficiency of Petitioner’s abandonment claim, 

Petitioner also pleaded additional supporting facts and even identified specific facts and documents 

tending to support Petitioner’s position. For example, Petitioner alleged that that Respondent was 

forced to discontinue offering certain goods and services covered by the ‘928 Registration 

involuntarily due to alleged data and privacy violations; that Respondent made public 

announcements that it discontinued offering certain goods and services covered by the ‘928 

Registration; that Respondent ceased social media promotions in U.S. social media platforms; that 

Respondent has chosen to remove applications covered by the ‘928 from U.S. commerce instead 

of complying with U.S. data and privacy laws; and that Respondent’s corporate ceased reporting 

sales of certain of Respondent’s goods and services recited in the ‘928 registration in 2020. 9 

TTABVUE 11-13. Taken together, Petitioner’s allegations exceed the specificity required for 

claims of abandonment commonly found by the Board to be sufficiently pleaded. Lewis Silkin 

LLP, 129 U.S.P.Q.2d 1015 (TTAB. 2018).  

Respondent’s argument that certain other evidence offered by Respondent, without any 

scrutiny, contradicts Petitioner’s claim of abandonment are unavailing. First, such allegedly 

contradictory evidence relates to the merits of Petitioner’s abandonment claim, not whether the 
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claim is sufficiently pleaded. Moreover, that Petitioner’s allegations may be contradicted by certain 

other evidence offered by Respondent, without any scrutiny, also does not make the abandonment 

claim insufficiently pleaded. There is no reason to conclude any of the alleged evidence 

Respondent offers in its Motion, without any scrutiny, shows bona fide use, or use in U.S. 

commerce Use in commerce requires bona fide use not made merely to reserve one’s rights in a 

mark. Sprint Communs., Inc. v. Calabrese, No. 18-60788-CIV-MARTINEZ/S, 2018 U.S. Dist. 

LEXIS 112751, at *20 (S.D. Fla. July 5, 2018) (“Use of a mark means the bona fide use of such 

mark made in the ordinary course of trade, and not made merely to reserve a right in a mark.”). 

(Internal citation omitted).  

Respondent is not a U.S. company, and it also offers goods and services outside of U.S. 

commerce. Therefore, a screenshot of a website does not necessarily indicate use in U.S. 

commerce. Further, Respondent admits that it has ceased offering certain registered goods and 

services like mobile internet browser software, and made a public announcement about it. 10 

TTABVUE 10. While Respondent seeks to minimize or ignore the impact of the public 

announcement by arguing that the announcement states only that Respondent discontinued the 

mobile version of its downloadable internet browsing software, it ignores the fact that it may only 

be the mobile version (i.e., downloadable software) that was offered in bona fide U.S. commerce, 

or even is covered by  the ‘928 Registration. There is also no reason to infer that Respondent did 

not change the message after Petitioner filed its Amended Petition, and Petitioner objects to 

Respondent’s proposed English translation of the public announcement from Mandarin as being 

an accurate translation of the public announcement as it existed as of the time of the filing of 

Petitioner’s Amended Petition. 



 9 

Further, Respondent’s proposed interpretation of the public announcement would rest on 

several inferences in its favor, including that other (non-mobile) software versions actually exist 

and offered in U.S. commerce (the announcement says user data would be deleted and its servers 

would be shut down – why would user data deletion or server shut down be necessary if other 

versions of the software will continue to be available to such users?); that such other software 

versions are actually being used in U.S. commerce (why would Respondent cease reporting U.S. 

sales derived from such software in its annual corporate reports as the Amended Petition alleges?); 

that such other software versions would qualify as a Class 9 good (the discontinued mobile app 

version is a Class 9 good, software accessed via internet browser suggests Class 42); and that such 

use constitutes bona fide use not merely intended to reserve Respondent’s rights in the mark (there 

is no evidence any such alleged continued use is bona fide, and any alleged bona fide would be 

contradicted by Petitioner’s other allegations). Because all inferences must be drawn in the non-

movant’s favor, Respondent’s proposed interpretation would not be consistent with the law. 

Wanxiang Am. Corp., 12 F.4th at 1373 (Fed. Cir. 2021). 

Respondent argues that Petitioner failed to allege that Respondent has ceased use of the 

CM mark in connection with all of the registered goods and services for at least 3 years. However, 

there is no requirement that Petitioner must allege abandonment with respect to all registered goods 

and services. Partial abandonment can result even if some of the registered goods and services 

remain in use. Johnson & Johnson, 104 USPQ2d 2037 (TTAB 2012). And abandonment, whether 

full or partial, does not require an allegation of 3 years of non-use. Petitioner may plead 3 years of 

non-use OR cessation of use with no intent to resume. See Otto International, 83 USPQ2d at 1863 

(TTAB 2007). Petitioner alleges as much. See e.g. Paragraph 60 of the Amended Opposition, 9 

TTABVUE.  
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Respondent notes that “Petitioner does not dispute that some products were being 

“marketed under the mark in the Registration.” However, being marketed is not the same as 

making bona fide use in commerce for goods. And marketing of software globally does not mean 

use or even marketing in U.S. commerce. As explained above, Petitioner does dispute that 

Respondent has ceased making bona fide use in U.S. commerce of the CM mark in connection 

with the Class 9 goods recited in the ‘928 Registration including “computer software for use in 

browsing the Internet.” 

 The abandonment counterclaim Respondent filed in the Consolidated Opposition 

Proceedings further undercuts Respondent’s argument. There, the Board allowed Respondent’s 

abandonment counterclaim to proceed despite Petitioner’s challenge to the sufficiency of the 

allegations, based merely on the following barebones allegations in Respondent’s proposed 

counterclaim: 

 4. ABANDONMENT AND NON-USE. During the eight years 
between the filing of U.S. Appl. Serial No. 85459202 for the Gray, Orange 
and White CM & Design Mark on October 28, 2011 and the eventual 
registration of the mark on May 7, 2019, Opposer/Counterclaim 
Respondent discontinued use of the Gray, Orange and White CM & Design 
Mark as registered for all the services in the registration starting in early 
2015 and for at least three consecutive years before the filing of this 
Counterclaim or, alternately, for a period of non-use less than three years 

with an intent not to resume use, and thereby abandoned the mark within 
the meaning of Section 45 of the United States Trademark Act of 1946, as 
amended, U.S.C. § 1127. 

 

5. Given that Opposer’s Registration has been abandoned by 
Opposer/Counterclaim Respondent, Opposer’s Registration is subject to 
cancellation under Section 14 of the United States Trademark Act of 1946, 
as amended, U.S.C. § 1064. 

 

Ashurov Decl., Ex. B. 

Petitioner’s abandonment claim contains far more detailed factual allegations than 

Respondent’s abandonment counterclaim. When Petitioner sought the dismissal of Respondent’s 
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proposed counterclaim of abandonment by arguing that Respondent’s claim of abandonment was 

insufficiently pleaded and therefore futile, and by also offering evidence that Petitioner’s allegedly 

abandoned mark has remained in use despite Respondent’s allegations of cessation of use, the 

Board held that the Respondent’s counterclaim was sufficiently pleaded and that supplying 

evidence of use to contradict the alleged cessation of use goes to the merits of the claim. 

Specifically, the Board held as follows: 

In their proposed counterclaims, Applicants allege, inter alia: 

ABANDONMENT AND NON-USE. During the eight years between the filing of 
U.S. Appl. Serial No. 85459202 for the Gray, Orange and White CM & Design 
Mark on October 28, 2011 and the eventual registration of the mark on May 7, 
2019, Opposer/Counterclaim Respondent discontinued use of the Gray, Orange and 
White CM & Design Mark as registered for all the services in the registration 
starting in early 2015 and for at least three consecutive years before the filing of 
this Counterclaim or, alternately, for a period of non-use less than three years with 
an intent not to resume use, and thereby abandoned the mark within the meaning of 
Section 45 of the United States Trademark Act of 1946, as amended, U.S.C. § 
1127.(34 TTABVUE 127).  

 

This is sufficient to plead a claim of abandonment. Lewis Silkin LLP v. Firebrand 
LLC, 129 USPQ2d 1015, 1020 (TTAB 2018); ShutEmDown Sports Inc. v. Lacy, 
102 USPQ2d 1036, 1042 (TTAB 2012). 
 

Ashurov Decl., Ex. C, at 3 (emphasis added).  The Board also noted as follows: 

Opposer’s arguments largely go to the ultimate merits of Applicants’ counterclaims, 
not whether Applicants should be granted leave to amend. Such arguments are not 
appropriate against a motion for leave to amend, where the question is not whether 
Applicants will prevail at trial but whether Applicants have set forth colorable 
counterclaims. See Focus 21 Int'l Inc. v. Pola Kasei Kogyo Kabushiki Kaisha, 22 
USPQ2d 1316, 1318 (TTAB 1992). 
 

Id. 
 

There is no reason that Petitioner’s far more detailed abandonment claim should be 

dismissed when Respondent’s much more barebones abandonment claim was found to be 

sufficiently pleaded by the Board. In addition to being sufficiently pleaded, Petitioner’s 
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abandonment claim should be allowed to proceed in the interest of promoting fairness and 

“substantial justice’ given the Board’s finding of Respondent’s counterclaim of abandonment to be 

sufficiently pleaded based on the reasoning quoted above. Scotch Whisky, 21 USPQ2d at 1147 

(Fed. Cir. 1991). 

b. Petitioner's Remaining Fraud Claim (Claim 2) Is Sufficiently Pleaded 

With respect to Petitioner’s Claim 2, Respondent incorrectly represents that it deleted all 

of the goods and services covered by the allegations of Claim 2 of the Amended Petition. 10 

TTABVUE 8 (arguing the Amended Petition “merely regurgitates the exact same goods and 

services that Respondent has deleted from the Registration during its Section 8 filing long before 

this cancellation action was filed,” and that Respondent’s “decision to delete certain goods and 

services from its registration after submitting its Section 8 Declaration does not provide an 

adequate basis for fraud”).  

Not all of the goods alleged by Petitioner to have been falsely and fraudulently included in 

Respondent’s Section 8 Declaration have been deleted. Specifically, “computer software for use 

in browsing the Internet” has not been deleted from Class 9.1 And Petitioner’s Amended Petition 

alleges specific additional allegations suggesting cessation of use of “computer software for use in 

browsing the Internet.” This includes allegations about a public announcement by Respondent 

about it discontinuing such software – a public announcement which Respondent admits making 

– and other evidence like removal of references to U.S. sales derived from “computer software for 

use in browsing the Internet” from Respondent’s annual corporate reports around 2020; the 

 

1 In line with Petitioner’s reasoning for withdrawing Claim 1, relating only to a Class that 
Respondent has deleted in response to an audit, insofar as Claim 2 claims fraud with respect to 
Class 35 and 42 of the ‘928 Registration, which have been voluntarily surrendered by Respondent 
in response to the USPTO audit, Petitioner agrees to withdraw such claims and keep intact the 
claim with respect to Class 9 only, which is still part of the ‘928 Registration.  
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involuntary removal of Respondent’s software from U.S. mobile application marketplaces; and the 

general trend of Respondent’s business indicating an exit from the U.S. market with respect to 

many of its Class 9 goods, including “computer software for use in browsing the Internet”. 9 

TTABVUE 11-13. 

While Respondent does not dispute that it made the public announcement, and the 

translation provided by Respondent does not actually contradict any of the allegations contained 

in the Amended Petition or Petitioner’s own translation, Respondent argues for its own 

interpretation and inferences relating to the announcement, and asks that the public announcement 

(an incredibly persuasive and rarely-available public admission of cessation of use) be disregarded 

by the Board because it purportedly relates only to the mobile version of Respondent’s internet 

browsing software known as “CM Browser.” 10 TTABVUE 10. First, Petitioner objects to 

Respondent’s introduction of the alleged English translation of the Mandarin language translation 

as being an accurate translation as of the filing date of Petitioner’s Amended Petition. Moreover, 

Respondent’s proposed interpretation requires several inferences in its favor, including that the 

announcement was not altered following the filing of Petitioner’s Amended Counterclaim, that 

other (non-mobile) software versions actually exist in U.S. commerce (the announcement says user 

data would be deleted and its servers would be shut down – why would user data deletion or 

server shut down be necessary if other versions of the software will continue to be available to 

such users?); that such other software versions are actually being used in U.S. commerce (the 

announcement was made in Mandarin); that such other software versions would qualify as a Class 

9 good (the discontinued mobile app version is a Class 9 good, where accessibility via an internet 

browser suggests Class 42); and that such use constitutes bona fide use not merely intended to 

reserve Respondent’s rights in the mark. Because all inferences must be drawn in the non-movant’s 
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favor, Respondent’s proposed interpretation would not be consistent with the law. Wanxiang Am. 

Corp., 12 F.4th 1369, 1373 (Fed. Cir. 2021). 

Moreover, Petitioner pleaded numerous other facts suggesting the discontinuation of 

Respondent’s Class 9 goods, including “computer software for use in browsing the Internet.” For 

example, Petitioner’s Amended Petition includes specific allegations about certain specific 

discovery responses that suggest discontinuation of use; specific allegations about the involuntary 

removal of Respondent’s apps from mobile application marketplaces that suggest discontinuation 

of use; specific allegations about the cessation of reporting of U.S. sales derived from CM Browser 

in the company’s annual reports beginning around 2020, which is around the time of involuntary 

removal of Respondent’s apps, which also suggests discontinuation of use. Petitioner has no 

obligation to present all available evidence at the pleadings stage, particularly where such evidence 

is largely the possession of Respondent.  These allegations are specifically pleaded and provide an 

adequate basis for concluding that Claim No. 2 of the Amended Petition is sufficiently pleaded 

with respect to Class 9. 

Respondent also argues that Petitioner’s allegations of an intent to deceive are 

insufficiently pleaded. 10 TTAVUE 12. However, under Rule 9(b), "[m]alice, intent, knowledge, 

and other conditions of a person's mind may be alleged generally." Fed. R. Civ. P. 9(b). Moreover, 

the Amended Petition alleges that shortly before filing its allegedly fraudulent Section 8 

Declaration, the Respondent served inconsistent discovery responses in the Consolidated TTAB 

Proceedings relating to the use of the same CM mark that support an inference that Respondent 

was aware of the nature of the goods and services that it was offering at the time it filed its 

fraudulent Section 8 Declaration and that it disregarded such awareness in reckless disregard.  
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Respondent’s argument on this point again rests on the false premise that Petitioner bases 

its “non-use fraud allegations on Respondent’s decision to delete certain goods and services from 

the ‘928 Registration.” 10 TTABVUE 12. As discussed above, the goods alleged by Petitioner in 

Claim 2 also include Class 9 goods not removed from the ‘928 Registration. Moreover, deletion 

of goods in response to an audit after alleging use under oath just weeks or few months earlier can 

suggest a false filing. That is a fair inference – particularly in view of the totality of the alleged 

circumstances relating to Respondent’s business in the U.S. That there may be other inferences 

that could be drawn from the deletion of goods and services in response to an audit, like legitimate 

reasons for the deletion as Respondent notes, id. does not negate the inference of falsity that may 

be drawn from such an audit response, particularly in view of the totality of the circumstances 

relating to Respondent’s recent troubles in the U.S., all of which together strongly suggest 

cessation of bona fide use in U.S. commerce at least with respect to the alleged Class 9 goods 

including “computer software for use in browsing the Internet,” all of which is sufficient to support 

a claim of fraud with respect to Class 9. 

Respondent incorrectly argues that Petitioner fails to identify specific discovery responses 

underlying Claim 2 of the Amended Petition. 10 TTABVUE 13. Petitioner specifically pleaded 

Respondent’s interrogatory responses in the Consolidated Opposition Proceedings “purporting to 

identify all internet domains used to promote, distribute, or deliver Respondent’s goods”; 

Respondent’s inability during discovery in the Consolidated Opposition Proceedings “to provide 

any evidence of U.S. sales (in terms of Dollars or units) for any particular good or service,” 

Respondent’s interrogatory responses in the Consolidated Opposition Proceedings “purportedly 

identifying all uses of the CM logo” (the same CM mark that is the subject of the ‘928 registration). 

9 TTAVUE 7-9. The Amended Petition also alleges that the discovery requests come from another 
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proceeding between the parties that relates to the same mark CM and many of the same goods as 

the ‘928 Registration, including “downloadable computer software for use in browsing the 

Internet.” 9 TTABVUE 3. 

That Respondent sought to try to avoid explicitly stating in its discovery responses (as 

litigants often do) that it had no use, or had no sales in response to a request for sales and other use 

covering the same mark and many of the same Class 9 goods as the ‘928 Registration should not 

confer a benefit on to Respondent. As is sometimes done by litigants, Respondent resisted 

explicitly admitting lack of use, and left it to Petitioner to try to prove a negative. One of the claims 

at issue in the Consolidated TTAB Opposition Proceedings is Respondent’s alleged lack of an 

intent to use Respondent’s CM mark in connection with all of the goods and services recited in the 

CM application at issue there, including “computer software for use in browsing the Internet” in 

Class 9, which overlap with the ‘928 Registration and was included in Respondent’s allegedly 

fraudulent Section 8 filings. Therefore, Respondent had every incentive to provide evidence of use 

for each contested good and service, including for “computer software for use in browsing the 

Internet” in Class 9, in connection with the CM mark at issue in the Consolidated Opposition 

Proceedings. That Respondent failed to produce documentary evidence of use including sales, 

download numbers, and did produce evidence suggesting a cessation of use, e.g., corporate reports 

that omit references to Respondent internet browsing software in 2020 around the time of 

Respondent’s removal of its apps from mobile application marketplaces due to data and privacy 

abuses, all suggest cessation of use.  

These allegations about Respondent’s specific discovery responses showing no use in 

relation to the same CM mark and the same goods at issue in the ‘928 Registration and 

Respondent’s Section 8 Declaration, which are assumed true and accompanied by all favorable 
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inference in Petitioner’s favor, do indeed support an inference of lack of use, at least with respect 

to the overlapping Class 9 goods, including “computer software for use in browsing the Internet.”  

The allegations regarding Respondent’s specific discovery responses are further bolstered 

with other allegations in the Amended Petition. For example, allegations about public 

announcements regarding the discontinuation Respondent’s internet browsing app CM Browser; 

the involuntary removals of apps by U.S. app marketplaces; the choice to discontinue products in 

the U.S. instead of complying with U.S. data and privacy laws; the removal of references to U.S. 

sales derived from Respondent’s internet browsing app CM Browser from Respondent’s annual 

corporate reports beginning in 2020. Because all of these allegation are assumed true for purposes 

of Respondent’s Motions,  and are also accompanied by all favorable inferences, Petitioner’s 

remaining fraud claim (Claim. 2) is adequately alleged. And the Amended Petition alleges that 

despite such lack of use, Respondent intentionally or with reckless disregard – including because 

it was aware of the nature of its use of the CM mark in connection with the same goods and services 

alleged in the Amended Complaint and recited in the ‘928 Registration due to having just 

responded to discovery responses about it -- represented to the USPTO in Respondent’s Section 8 

declaration that Respondent was in fact using such goods in connection with the very same CM 

mark. 9 TTABVUE 7-9. 

Respondent’s Motion seems to take the position that claims of fraud are incapable of being 

supported by circumstantial evidence. Such a position is not consistent with Board precedent. See 

e.g., Great Concepts, LLC v. Chutter, Inc., 90 F.4th 1333, 1347 (Fed. Cir. 2023). ("[B]ecause direct 

evidence of deceptive intent is rarely available, such intent can be inferred from indirect and 

circumstantial evidence.”).  

V. CONSOLIDATION AND LEAVE TO AMEND 
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Respondent has asked the Board not to consolidate this cancellation proceeding with the 

Consolidated Opposition Proceedings. 10 TTABVUE 23. Petitioner takes no position with respect 

to such consolidation, and believes it is within the Board’s discretion to control its docket and 

determine whether or not it would prefer to consolidate the proceedings. However, because the 

Consolidated Opposition Proceedings are currently in their trial phase, in the even the proceedings 

are consolidated further, Respondent asks for at least 120 days of discovery to allow Petitioner to 

take discovery into the claims alleged in this cancellation proceeding. 

In the event the Board concludes it is appropriate to grant any of the contested issues in 

Respondent’s Motion with respect to Claims 2 and 4 of the Amended Petition, Petitioner 

respectfully requests leave to amend it pleadings in accordance with the Board’s findings. 

Petitioner’s abandonment claim is pleaded for the first time in Petitioner’s Amended Petition and 

any leave to amend the claim would be the first such leave.  

Respondent’s Motion makes repeated references to Petitioner’s use of the phrase “upon 

information and belief.” Petitioner’s use of the phrase “upon information and belief” is made where 

allegations are directed to the conduct of Respondent, and not Petitioner. Petitioner’s use of the 

phrase is not made based on any purported equivocation, but rather is a stylistic choice made 

because the allegations are directed to the conduct of another party. If any alleged deficiencies can 

be cured with the removal of the phrase “upon information and belief,” Petitioner can agree to 

strike the phrase, either with a further amendment, or through its agreement to strike it herein. 

VI. CONCLUSION 

For the reasons discussed herein, Petitioner respectfully requests that the Board deny 

Respondent’s Motion with respect to Claims 2 and 4.  
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Dated: August 26, 2024 KB ASH 
 

/Benjamin Ashurov/            
Benjamin Ashurov 

Attorneys for Petitioner 
 

 

CERTIFICATE OF SERVICE 
 

 I hereby certify that a true and complete copy of the foregoing document has been served 
as of the date identified below by forwarding said copy to counsel via email to:  
 

JIE (LISA) LI 
GREENBERG TRAURIG, LLP 

4 EMBARCADERO CENTER SUITE 3000  
SAN FRANCISCO, CA 94111 

UNITED STATES 

gtipmail@gtlaw.com, lil@gtlaw.com, sudent@gtlaw.com 

Phone: 415-655-1300 

 

 Signature: /Benjamin Ashurov/ 
   Benjamin Ashurov 

  

 Dated:   August 26, 2024 



  

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 

In the matter of: 
 

Reg. No. 5059928 

Mark:  CM 

Class: 09 

 
CM Games OU 
 

 Opposer, 
v. 

 

Cheetah Mobile Inc 
 

 Respondent. 
 

 
 

TTAB Cancellation No.  92084440 

 
DECLARATION OF BENJAMIN ASHUROV IN SUPPORT OF OPPOSER’S 

OPPOSITION TO RESPONDENT’S MOTION TO DISMISS PETITIONER’S FIRST 
AMENDED PETITON FOR CANCELLATION 

 
I, Benjamin Ashurov, am over the age of 18 and I declare as follows: 

1. I am an attorney with KB Ash, Opposer’s attorney of record in these TTAB 

proceedings. I make this declaration in support of CM’s opposition to Respondent’s Motion to 

Dismiss Petitioner’s Petition for Cancellation. The facts, circumstances, information, and 

documentary evidence stated and provided herein are all known to me personally.  

2. The parties are involved in another consolidated opposition proceeding, 

consolidated TTAB Opposition Nos. 91266873 and 91266875 (the “Consolidated Opposition 

Proceedings”) relating to other applications covering the same CM mark and some of the same 

goods and services as the ‘928 registration (the “ ‘928 Registration”) at issue in this cancellation 

proceeding. 



  

3. Attached hereto as Exhibit A is a redline showing the modifications made in 

Petitioner’s First Amended Petition for Cancellation against Petitioner’s original Petition for 

Cancellation. 

4. Attached hereto as Exhibit B is a true and correct copy of Respondent’s 

counterclaim of abandonment asserted in the Consolidated Opposition Proceedings.  

5. Attached hereto as Exhibit C is a true and correct copy of the Board’s Order finding 

Respondent has sufficiently alleged a claim for abandonment in connection with the counterclaim 

referenced in paragraph 4 above.  

/// 

I DECLARE UNDER THE LAWS OF THE UNITED STATES THAT THE FOREGOING 
STATEMENTS ARE TRUE AND CORRECT TO THE BEST OF MY KNOWLEDGE. 
 

/Benjamin Ashurov/ 
 

Name:  Benjamin Ashurov 

Date:  August 26, 2024 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the matter of: 
 

Reg. No. 5059928 

Mark:  CM 

Class: 09 

 
CM Games OU 
 

 Opposer, 
v. 

 

Cheetah Mobile Inc 
 

 Respondent. 
 

 
 

TTAB Cancellation No. 92084440 

 

FIRST AMENDED PETITION FOR CANCELLATION PURSUANT TO BOARD 

ORDER ( 8 TTABVUE 9) 

Petitioner CM Games OU (“CM” or “Petitioner”) will be damaged by the continued 

registration by Respondent Cheetah Mobile, Inc. (“Cheetah” or “Respondent”) of U.S. trademark 

Registration No. 5059928 for the mark CM, and therefore submits this Petition for Cancellation 

(“Petition”) seeking an order cancelling the ‘928 registration. As grounds for its Petition, Petitioner 

alleges as follows: 

FACTUAL BACKGROUND 

1. Petitioner CM Games OU is an Estonian corporation with a principal business 

address at A. H. Tammsaare tee 92, 13423 Tallinn, Estonia. 

2. Since its founding in or around 2010, Petitioner has actively conducted its U.S. 

business by offering for sale, selling, and providing a variety of digital gaming goods and services 

including downloadable and non-downloadable mobile gaming applications, gaming software, 
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software development in the field of digital game software, and other similar goods and services 

relating to gaming and software. 

3. Petitioner has developed and published of some of the world’s most-downloaded 

digital games, and as a result, Petitioner, identified by its CM mark, is widely recognized as a 

leading mobile gaming company that services millions of users annually. 

4. From the time it released its first digital game to the U.S. consuming public in or 

around 2010, Petitioner has used the trademark and brand name CM, in a variety of designs and 

iterations, including CM GAMES, as a key source identifying trade designation for its gaming 

software goods and services. Since its adoption and first use of the CM mark, Petitioner has 

continuously used the CM mark in U.S. commerce in connection with the development and 

publishing of digital game software. 

5. Petitioner’s CM mark is typically prominently featured in connection with its 

gaming products, and is displayed in areas like loading screens, gameplay screens, and in internet 

application marketplaces where Petitioner’s gaming products are available for download. 

6. Petitioner has expended significant time, effort, and resources to advertise, promote, 

and protect its CM mark in U.S commerce, which as a result has achieved valuable recognition, 

goodwill, and strong common law rights. 

7. To protect its rights in the CM mark as it relates to game software, on October 28, 

2011, Petitioner filed U.S. Trademark Application Sr. No. 85459202 seeking to register the mark 

CM [and design] in Class 42 for “Computer software development in the field of mobile game 

applications.” On June 4, 2020, Petitioner also filed Trademark Application Serial No. 88948072, 

seeking to register the mark CM in Class 9 for “Downloadable game software, excluding use in 

the taxi, car service, ride sharing, ride hailing, and transportation industries," alleging a first use 
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date at least as early as October 28, 2011. The ‘072 application is currently pending. 

8. On May 7, 2019, the USPTO issued to Petitioner U.S. Reg. No. 5742344 for the 

mark CM [and design] in Class 42 for “Computer software development in the field of mobile 

game applications.” A copy of the registration certificate and TESS status page for the ‘344 

registration is attached hereto as Exhibit A. The registration is active and subsisting. 

9. On June 4, 2020, Petitioner also filed Trademark Application Serial No. 88948072, 

seeking to register the mark CM in Class 9 for “Downloadable game software, excluding use in 

the taxi, car service, ride sharing, ride hailing, and transportation industries," alleging a first use 

date at least as early as October 28, 2011. The ‘072 application is currently pending. 

10. In an office action dated September 8, 2020 (the "Office Action"), the USPTO cited 

Cheetah’s Opposed Applications against the ‘072 application, asserting that registration of the CM 

mark applied for therein is likely to cause confusion with the Cheetah’s CM and CM GAME marks. 

11. Since 2020, the parties have been litigating their respective rights to register their 

respective CM-formative marks. The parties are presently litigating their dispute in TTAB 

Opposition Nos. 91266875 and 91266873. The mark at issue in the ‘875 opposition involves the 

same mark that is at issue in the ‘928 registration and in this cancellation proceeding, and many of 

the same goods and services. 

CLAIM 1 

FRADULENT STATEMENT OF USE 

12. Petitioner incorporates herein each allegation of the paragraphs above. 

13. On information and belief, Respondent Cheetah Mobile Inc. is a Cayman Islands 

corporation with a principal business address at Hui Tong Times Square No8, Yaojiayuan Rd., 

Beijing, China 100123. According to USPTO records, since 2014, Respondent and its related 
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companies have filed approximately 177 trademark applications, with the great majority of them 

being within a 3-4 year period spanning 2014-2018. To date, 120 of those applications are dead. 

Upon information and belief, Respondent is a repeated filer of frivolous trademark applications 

and other documents with the USPTO. 

14. On April 25, 2014, Petitioner filed U.S. Trademark Application Sr. No. 86263557 

on an intent-to-use basis seeking to register Registrant’s CM mark in Classes 9, 35, and 42. 

15. After requesting and obtaining two extensions from the USPTO to submit a 

statement of use in support of Respondent’s ‘557 application, on August 5, 2016, Respondent filed 

a Statement of Use declaring under oath that Respondent’s CM mark was being used in commerce 

in connection with all of the goods and services recited in the ‘557 application. In reliance upon 

the statements contained in Respondent’s Statement of Use, on October 11, 2016, the USPTO 

issued a registration certificate to Respondent in connection with the ‘557 application.  

16. Upon information and belief, Respondent’s Statement of Use contained knowingly 

false statements.  

17. Respondent’s Statement of Use declaration under oath that Respondent’s CM mark 

was being used by Respondent in connection with all of the goods and services identified in the 

‘557 application as of the August 5, 2016 filing date of Respondent’s Statement of Use was false.  

18. In fact, Respondent’s CM mark was not being used by Respondent in U.S. 

commerce in connection with all of the goods and services identified in the ‘557 application as of 

the filing date of Respondent’s statement of use and the last day of Defendant’s extension to file a 

statement use.  

19. According to documents purporting to demonstrate Respondent’s use in U.S. 

commerce of Respondent’s CM mark  produced in discovery in TTAB Opposition Nos. 91266875 
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and 91266873, and according to interrogatory responses purporting to identify Respondent’s uses 

of the CM mark dating back to 2014, CM mark was not being used in connection with at least the 

following goods and services as of the filing date of Respondent’s statement of use and the last day 

of Defendant’s extension to file a statement use: computer software design, computer 

programming, and maintenance of computer software.  

20. But for the false statements contained in Respondent’s Statement of Use, the 

USPTO would not have issued the ‘928 registration to Respondent for all of the goods and services 

identified in the registration. 

21. When Respondent filed its Statement of Use in support of the ‘557 application, 

Respondent declared under oath and penalty of perjury that Respondent’s CM mark was being 

used in U.S. commerce in connection with all of the goods and services identified in the 

application.  

22. Respondent’s declaration was false because Respondent’s CM mark was not being 

used in U.S. commerce in connection with all of the goods and services identified in the ‘557 

application. 

23. Respondent’s false statements were made with knowledge of their falsity because 

Respondent was aware of the scope of the goods and services that have been used by Respondent 

in connection with the CM mark that is the subject of the ‘557 application and later then ‘928 

registration. 

24. Respondent’s false statements were made with the intention that the USPTO rely 

on them in order to issue a registration to Respondent for Respondent’s CM mark in connection 

with all of the goods and services recited in the ‘557 application.  

25. The USPTO relied on Respondent’s false statements when it issued  the ‘928 
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registration for Respondent’s CM mark in connection with all of the goods and services recited in 

the ‘557 application. 

26. Respondent’s false statements were made with knowledge of their falsity or with 

reckless disregard for their truth, and were made for the purpose of deceiving or inducing the 

USPTO to act in reliance upon such false statements by registering the ‘557 application.  

27. But-for Respondent’s knowingly false or recklessly false statements made to the 

USPTO in connection with Respondent’s Statement of Use in support of the ‘557 application, the 

USPTO would not have registered Respondent’s CM mark for all of the goods and services recited 

in the ‘557 application, and later the ‘928 registration. 

28. In view of Respondent’s knowing or reckless false material statements made to the 

USPTO during the course of the prosecution of the ‘557 application which later matured to the 

‘928 registration, the USPTO should issue an order cancelling the ‘928 registration on grounds of 

fraud on the USPTO. 

CLAIM 2 

FRAUDULENT SECTION 8 FILING 

29. Petitioner incorporates herein each allegation of the paragraphs above. 

30. On October 10, 2022, Respondent filed a Section 8 Declaration seeking to renew 

the ‘928 registration for all of the goods and services recited in the ‘928 registration. 

31. In support of Respondent’s Section 8 filing, Respondent declared under oath that 

Respondent’s CM mark was still being used in connection with all of the goods recited in the ‘928 

registration.  

32. Upon information and belief, Respondent’s Section 8 Declaration was false. 

33. On December 1, 2022, the USPTO issued an office action advising Respondent that 
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its Section 8 submission was refused due to deficient specimens. The USPTO also advised 

Respondent that the ‘928 Registration was being selected for an audit, and asked Respondent to 

submit additional specimens for the audited goods and services.  

34. On June 1, 2023, Respondent filed a response to the December 1, 2022 office action 

and the USPTO’s audit in which Respondent requested the deletion of the following goods and 

services, including goods and services targeted by the USPTO’s audit: computer software for 

developing and operating cloud computer networks and applications; computer software platforms 

for cloud computing networks and applications for use in database management and electronic 

storage of data; computer software used for providing search engine services. Respondent also 

deleted Classes 35 and 42 in their entirety.   

35. Upon information and belief, based on documents produced in discovery in TTAB 

Opposition No. 91266875,  based on Respondent’s interrogatory responses in the same opposition 

proceeding purporting to identify all internet domains used to promote, distribute, or deliver  

Respondent’s goods; based on the Respondent’s refusal during discovery to provide any evidence 

of U.S. sales (in terms of Dollars or units) for any particular good or service despite numerous 

demands and meet-and-confers with Petitioner, Respondent’s interrogatory responses purportedly 

identifying all uses of the CM logo that is the subject of the ‘928 registration; Respondent’s 

deficient responses to the USPTO’s audit of the ‘928 registration; and the numerous widely 

publicized accusations against Respondent that it has engaged in suspicious and apparently 

fraudulent data and privacy practices and as a result had its software applications removed from 

U.S. application marketplaces like Google Play (see the allegations of Claim No. 4 below, 

incorporated herein), Respondent’s Section 8 Declaration that Respondent’s CM mark was still 

being used in connection with all of the goods recited in the ‘928 registration was false because 
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upon information and belief Respondent’s CM mark was not being used in connection with the 

following goods and services as of the time it filed its Section 8 Declaration:  

Class 9: computer software for developing and operating cloud computer networks and 

applications; computer software used for providing search engine services; computer 

software for use in browsing the Internet.  

Class 35: Advertising and marketing services, namely, promoting the brands, goods, 

and services of others; Dissemination of advertising and marketing information for 

others via the Internet; Online advertising services for others, namely, connecting 

advertising resource on internet web sites to others; Advertising and marketing services 

provided by means of online marketing communications, namely, social media, search 

engine marketing, internet marketing, mobile marketing; Development, operation and 

administration of online platforms as means for advertising of the goods and services 

of others; Consultation services in the field of advertising via the Internet.  

Class 42: Computer services, namely, cloud hosting provider services; consulting 

services in the field of cloud computing; computer security services, namely, enforcing, 

restricting and controlling access privileges of users of computing resources for cloud, 

mobile or network resources based on assigned credentials; computer services, namely, 

providing search engines for obtaining data on a global computer network; computer 

services, namely, on-line scanning, detecting, quarantining and eliminating of viruses 

and unauthorized data and programs on computers and electronic devices; providing an 

on-line network environment that features technology that enables users to share data; 

computer software design, computer programming, and maintenance of computer 

software; computer software consulting; computer services, namely, hosting on-line 
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platform for generating, aggregating, and disseminating information about products and 

services of others. 

36. Additionally, on or around June 3, 2022, Respondent published a large message on 

its website that it will cease offering its web browsing application known as CM Browser or 

Cheetah Browser, used by Respondent to provide computer software for use in browsing the 

Internet, in Class 9, and that Respondent will delete all related user data. . See 

https://www.cmcm.com/en/cm-browser (see para. 57 for exact quote). Nevertheless, Respondent 

declared to the USPTO in Respondent’s Section 8 filings, even after the USPTO’s audit, that 

Respondent was still providing computer software for use in browsing the Internet.  

37. Whereas Respondent’s earlier annual corporate reports from 2014 to 2019 listed 

CM Browser as a mobile application offered by Respondent, by 2020 CM Browser was no longer 

mentioned in Respondent’s annual corporate reports. 

38. In view of the foregoing, upon information and belief, Respondent’s Section 8 

submissions attempted to mislead the USPTO by declaring that Respondent’s CM mark was being 

used in U.S. commerce in connection  goods and services no being offered by Respondent in U.S. 

commerce in connection with Respondent’s CM mark.  

39. Respondent’s false Section 8 statements were made with knowledge of their falsity 

or with reckless disregard for their truth, and were made for the purpose of deceiving or inducing 

the USPTO to act in reliance upon such false statements by renewing the ‘928 registration. 

40. In view of Respondent’s fraudulent Section 8 Declaration, the ‘928 registration 

should be cancelled in its entirety. 

CLAIM 3 

FRAUDULENT SECTION 15 FILING 

https://www.cmcm.com/en/cm-browser
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41. Petitioner incorporates herein each allegation of the paragraphs above.  

42. Together with its Section 8 filings on October 10, 2022, Respondent also filed a 

Section 15 Declaration seeking to make the ‘928 registration incontestable. 

43. In support of Respondent’s Section 15 filing, Respondent declared under oath as 

follows: “Also, no final decision adverse to the owner's claim of ownership of such mark for those 

goods/services, or to indicate membership in the collective membership organization, exists, or to 

the owner's right to register the same or to keep the same on the register; and, no proceeding 

involving said rights pending and not disposed of in either the U.S. Patent and Trademark 

Office or the courts exists.” (Emphasis added).  

44. Respondent’s Section 15 Declaration was false because the mark which is the 

subject of the ‘928 registration was as of the time of Respondent’s Section 15 declaration, and to 

this day remains the subject of another TTAB proceeding, namely, TTAB Opposition No. 

91266875.  

45. The subject mark of Trademark Application Sr. No. 88669670 at issue in  TTAB 

Opposition No. 91266875, namely: , is identical to the mark registered in connection 

with Respondent’s ‘928 registration.  

46. The goods and services recited in trademark application sr. no. 88669670 at issue 

in  TTAB Opposition No. 91266875 contain all of the goods and services recited in Respondent’s 

‘928 registration, namely, computer security and privacy software; computer antivirus software; 

computer utilities software; computer software for the creation of firewalls computer software for 

use in browsing the Internet; computer software for system cleaning and optimization; computer 

software for use in testing and evaluating the function of mobile devices and computer. 
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47. The owner of the trademark application sr. no. 88669670 at issue in  TTAB 

Opposition No. 91266875, namely, Cheetah Mobile Singapore Pte. Ltd is a wholly owned 

subsidiary of Respondent. Therefore, Respondent controls Cheetah Mobile Singapore Pte. Ltd. 

48. When Respondent filed its Section 15 Declaration, Respondent was aware of the 

nature of TTAB Opposition No. 91266875, and was aware of the marks and goods and services 

involved in that opposition proceeding. 

49. Respondent’s false statements were made with the intention of inducing the USPTO 

rely on them in order to make Respondent’s ‘928 registration incontestable. 

50. Respondent’s false statements were made with knowledge of their falsity or with 

reckless disregard for their truth, and were made for the purpose of deceiving or inducing the 

USPTO to act in reliance upon such false statements by making the ‘928 registration incontestable. 

51. But-for Respondent’s knowingly false or recklessly false statements made to the 

USPTO in connection with Respondent’s 15 filings, the USPTO would not have accepted 

Respondent’s Section 15 filings. 

52. In view of Respondent’s knowing or reckless false material statements made to the 

USPTO during the course of the filing of Respondent’s Section 15 declaration, the USPTO should 

revoke the incontestable status of the ‘928 registration on grounds of fraud on the USPTO. 

CLAIM 4 

ABANDONMENT 

53. Petitioner incorporates herein each allegation of the paragraphs above.  

54. On or around 2020, Respondent was credibly accused by numerous well-known 

news outlets and by Google of numerous data-related abuses and fraudulent practices with respect 

to the software products and services offered by Respondent within the United States. See e.g., 
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https://www.buzzfeednews.com/article/craigsilverman/android-apps-cheetah-mobile-kika-

kochava-ad-fraud (titled “These Hugely Popular Android Apps Have Been Committing Ad Fraud 

Behind Users’ Back”); https://technode.com/2020/03/26/whats-to-blame-for-cheetah-mobile-

downfall/ (“Cheetah, whose at least sloppy and allegedly fraudulent advertising and data collection 

practices have been criticized at length by Buzzfeed, faces a context in which such allegations are 

hard to ignore.”); https://www.androidpolice.com/2020/02/27/cheetah-mobile-apps-disappeared-

play-store/ (“Cheetah Mobile has earned a reputation as a dishonest, destructive Android 

development studio that occasionally buys up successful apps and turns them into data-collecting, 

IAP-infested cash machines. . . It looks like Google got tired of this game and seems to have 

decided to ban the developer's products.”); https://www.androidpolice.com/2018/11/28/evidence-

points-to-cheetah-mobile-and-kika-tech-engaging-in-massive-click-fraud-scheme/ (“I know this 

is going to be shocking, but Cheetah Mobile may be involved in some very shady dealings. 

According to app analytics firm Kochava, Cheetah Mobile and an associated company called Kika 

Tech are using extensive permissions in their Android apps to fraudulently claim commissions for 

app installs from advertiser.”); https://screenrant.com/clean-master-dangerous-android-app/ (“A 

recent study, run by researcher Gabi Cirli of the cybersecurity company White Ops, revealed that 

Cheetah had been collecting data through its applications, Security Master, Clean Master, CM 

Browser, and CM Launcher.”). 

55. As a result, numerous of Respondent’s software products have been removed from 

U.S. mobile application platforms like Google Play. See e.g., https://beebom.com/google-play-

store-cm-file-manager-kika-keyboard/; 

https://www.forbes.com/sites/zakdoffman/2020/02/22/this-android-app-giant-with-hundreds-of-

millions-of-users-was-just-wiped-from-play-store-heres-what-you-do-now/ (“it has been 

https://www.buzzfeednews.com/article/craigsilverman/android-apps-cheetah-mobile-kika-kochava-ad-fraud
https://www.buzzfeednews.com/article/craigsilverman/android-apps-cheetah-mobile-kika-kochava-ad-fraud
https://technode.com/2020/03/26/whats-to-blame-for-cheetah-mobile-downfall/
https://technode.com/2020/03/26/whats-to-blame-for-cheetah-mobile-downfall/
https://www.androidpolice.com/2020/02/27/cheetah-mobile-apps-disappeared-play-store/
https://www.androidpolice.com/2020/02/27/cheetah-mobile-apps-disappeared-play-store/
https://www.androidpolice.com/2018/11/28/evidence-points-to-cheetah-mobile-and-kika-tech-engaging-in-massive-click-fraud-scheme/
https://www.androidpolice.com/2018/11/28/evidence-points-to-cheetah-mobile-and-kika-tech-engaging-in-massive-click-fraud-scheme/
https://screenrant.com/clean-master-dangerous-android-app/
https://beebom.com/google-play-store-cm-file-manager-kika-keyboard/
https://beebom.com/google-play-store-cm-file-manager-kika-keyboard/


 13 

informed by Google that the company's Google Play Store, Google AdMob and Google 

AdManager accounts have been disabled on February 20, 2020.”). In September of 2022, the SEC 

charged Respondent’s CEO with insider trading (https://www.sec.gov/newsroom/press-

releases/2022-169).  

56. Upon information and belief, in addition to having its software applications 

involuntarily removed from U.S. mobile application marketplaces like Google Play, Respondent 

appears to have voluntarily ceased or reduced offering numerous software-based products and 

services in U.S. commerce in order to avoid further scrutiny and/or further non-compliance with 

U.S. data collection and privacy laws, or has rebranded them by ceasing use of Cheetah Mobile 

and CM. 

57. Respondent appears to have stopped posting on its U.S. social media pages on 

platforms like X (Twitter) and Facebook around in 2021.  Respondent also appears to have 

removed several applications from its website cmcm.com.  

58. On or around June 3, 2022, Respondent published a large message on its website 

stating as follows: “The mobile version of Cheetah Browser will cease operations and shut down 

the server. At that time, you will not be able to log in and use online functions such as news and 

weather. At the same time, to ensure the security of user information, all user data will be 

completely deleted.” See https://www.cmcm.com/en/cm-browser.  

59. According to Respondent’s annual corporate reports, Respondent’s U.S. sales have 

declined dramatically. Whereas earlier annual corporate reports contained a specific category of 

revenue apparently derived from the United States, Respondent has cease showing categorical 

United  States revenue in its corporate reports by around 2022 or 2023. 

https://www.sec.gov/newsroom/press-releases/2022-169
https://www.sec.gov/newsroom/press-releases/2022-169
https://www.cmcm.com/en/cm-browser
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60. Accordingly, upon information and belief, Respondent has ceased use of the CM 

mark that is the subject of Respondent’s ‘928 registration in connection with one or more of the 

goods and services recited in the ‘928 Registration with no intention to continue such use, 

including use in connection with security and privacy software; computer antivirus software; 

utilities software; computer software for the creation of firewall; computer software for use in 

browsing the Internet; computer software for system cleaning and optimization; and computer 

software for use in testing and evaluating the function of mobile devices and computers.  

61. In view of the foregoing, the Board should issue an order that Respondent has 

abandoned the CM mark that is the subject of Respondent’s ‘928 registration for all of the goods 

and services that have been discontinued in the U.S. with no intention to resume use. 

/// 

WHEREFORE, Opposer respectfully requests that the Board sustain this Petition. 

Dated: July  17 , 2024 KB Ash 
 

/Benjamin Ashurov/            
Benjamin Ashurov 

 

2603 Camino Ramon, Suite 200 

San Ramon, CA 94582 

Bashurov@kb-ash.com 

877.265.1476 

 

Attorneys for Petitioner 

 

 

CERTIFICATE OF SERVICE 
 

I hereby certify that a true and complete copy of the foregoing document was served on 

July 17, 2024 by forwarding said copy to opposing counsel via email to: 
 

JIE LISA LI 
GREENBERG TRAURIG LLP 
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101 SECOND ST STE 2200 

SAN FRANCISCO, CA 94105 

UNITED STATES 

lil@gtlaw.com, gtipmail@gtlaw.com 

Phone: 415-655-1255 

 

/Benjamin Ashurov/ 



EXHIBIT B 



Trademark Trial and Appeal Board Electronic Filing System. https://estta.uspto.gov

ESTTA Tracking number: ESTTA1273939

Filing date: 03/23/2023

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding no. 91266873

Party Defendant
Cheetah Mobile Inc.

Correspondence
address

JIE (LISA) LI
GREENBERG TRAURIG, LLP
4 EMBARCADERO CENTER SUITE 3000
SAN FRANCISCO, CA 94111
UNITED STATES
Primary email: gtipmail@gtlaw.com
Secondary email(s): lil@gtlaw.com, sudent@gtlaw.com
415-655-1300

Submission Answer and Counterclaim

Filer's name Jie (Lisa) Li

Filer's email gtipmail@gtlaw.com, lil@gtlaw.com, zuluetai@gtlaw.com, sudent@gtlaw.com

Signature /Jie (Lisa) Li/

Date 03/23/2023

Attachments Cheetah Mobile Inc Answer and Counterclaim - CM Game -
91266873.pdf(273922 bytes )
Ex A - Specimen for Opposer CM word mark - SN88948072.pdf(253609 bytes )
Ex B- OA for Opposer Application.pdf(4729990 bytes )

Registration subject to the submission

Registration no. 5742344 Registration date 05/07/2019

Register Principal

Registrant Creative Mobile OÃ#
PÃ¤RNU MNT 130 46
TALLINN
ESTONIA

Goods/services subject to the submission

Class 042. First Use: Aug 30, 2010 First Use In Commerce: Aug 30, 2010
All goods and services in the class are requested, namely: Computer software development in the
field of mobile game applications, all of the foregoing excluding use in the taxi, car service, ride shar-
ing, ride hailing, and transportation industries

Grounds for cancellation

Abandonment Trademark Act Section 14(3)

https://estta.uspto.gov
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

Creative Mobile, OU, 

Opposer/ Counterclaim 

Respondent 

v. 

Cheetah Mobile Inc., 

Applicant/ 

Counterclaimant 

 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

Opposition No.:  91266873 

Mark:  CM GAME 

Serial No.:  86402678 

 

Counterclaim 

Reg. No.:   5742344 

Mark:    

 

ANSWER AND AFFIRMATIVE DEFENSES TO 

THE THIRD AMENDED NOTICE OF OPPOSITION AND 

COUNTERCLAIM FOR CANCELLATION OF REGISTRATION NO. 5742344 

Applicant Cheetah Mobile Inc. (“Applicant’) answers the allegations in the Third Amended 

Notice of Opposition as follows with paragraph numbers corresponding to the paragraph numbers 

in the Third Amended Notice of Opposition: 

1. Applicant is without sufficient knowledge or information upon which to form a 

belief as to the truth of the allegations in Paragraph 1, and on that basis denies each and every 

allegation thereof. 

2. Applicant is without sufficient knowledge or information upon which to form a 

belief as to the truth of the allegations in Paragraph 2, and on that basis denies each and every 

allegation thereof. 

3. Applicant admits that Creative Mobile has developed and published digital games 

but denies the remaining allegations in Paragraph 3. 
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4. Applicant is without sufficient knowledge or information upon which to form a 

belief as to the truth of the allegations in Paragraph 4, and on that basis denies each and every 

allegation thereof. 

5. Applicant is without sufficient knowledge or information upon which to form a 

belief as to the truth of the allegations in Paragraph 5, and on that basis denies each and every 

allegation thereof. 

6. Applicant is without sufficient knowledge or information upon which to form a 

belief as to the truth of the allegations in Paragraph 6, and on that basis denies each and every 

allegation thereof. 

7. Applicant denies the allegation that “To protect its rights in the CM mark as it 

relates to game software” and admits the remaining allegations in Paragraph 7. 

8. Applicant admits the allegations in Paragraph 8. 

9. Applicant admits the allegations in Paragraph 9. 

10. Applicant admits that its applications for a stylized CM mark (U.S. Appl. Serial 

No. 88669670) and the word mark CM GAME (U.S. Appl. Serial No. 86402678) were cited 

against Creative Mobile’s pending U.S. Application Serial No. 88948072 for the standalone 

word mark “CM” as the Examining Attorney deemed that the latter was likely to cause confusion 

with Applicant’s stylized CM and CM GAME marks, but denies the remaining allegations in 

Paragraph 10. 

11. Applicant admits the allegations in Paragraph 11. 

12. Applicant admits the allegations in Paragraph 12. 

13. Applicant admits the allegations in Paragraph 13. 

14. Applicant admits the allegations in Paragraph 14. 
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15. Applicant admits the allegations in Paragraph 15. 

16. Applicant admits the allegations in Paragraph 16. 

17. Applicant admits the allegations in Paragraph 17. 

18. Applicant admits the allegations in Paragraph 18. 

19. Applicant admits the allegations in Paragraph 19. 

CLAIM 1 

Likelihood of Confusion Under 15 U.S.C. 1052(d) 

20. Applicant admits and denies the allegations incorporated in Paragraph 20 as it 

responds to the corresponding paragraphs above. 

21. Applicant denies each and every allegation in Paragraph 21. 

22. Applicant denies each and every allegation in Paragraph 22. 

23. Applicant denies each and every allegation in Paragraph 23.  

24. Applicant denies each and every allegation in Paragraph 24. 

25. Applicant denies each and every allegation in Paragraph 25. 

26. Applicant denies each and every allegation in Paragraph 26. 

27. Applicant is without sufficient knowledge or information upon which to form a 

belief as to the truth of the allegations in Paragraph 27, and on that basis denies each and every 

allegation thereof. 

28. Applicant denies each and every allegation in Paragraph 28. 

29. Applicant denies each and every allegation in Paragraph 29. 

30. Applicant denies each and every allegation in Paragraph 30. 

31. Applicant denies each and every allegation in Paragraph 31. 
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CLAIM 2 

Deceptive Misdescriptiveness Under Section 2(e)(1) 

32. Applicant admits and denies the allegations incorporated in Paragraph 32 as it 

responds to the corresponding paragraphs above. 

33. Applicant admits the allegations in Paragraph 33. 

34. Applicant admits that the word “GAME” was disclaimed in the Opposed 

Application, but denies the remaining allegations in Paragraph 34. 

35. Applicant admits the allegations in Paragraph 35. 

36. Applicant denies each and every allegation in Paragraph 36. 

37. Applicant denies each and every allegation in Paragraph 37. 

38. Applicant denies each and every allegation in Paragraph 38. 

39. Applicant denies each and every allegation in Paragraph 39. 

CLAIM 3 

Lack of Bona Fide Intent to Use Under 15 U.S.C. 1051(b) 

40. Applicant admits and denies the allegations in Paragraph 40 as consistent with the 

admissions and denials in the foregoing corresponding paragraphs. 

41. Applicant admits the allegations in Paragraph 41. 

42. Applicant admits the allegations in Paragraph 42. 

43. Applicant denies each and every allegation in Paragraph 43 and further responds 

that Opposer has mischaracterized its discovery responses. 

44. Applicant denies each and every allegation in Paragraph 44 and further responds 

that Opposer has mischaracterized its discovery responses. 

45. Applicant denies each and every allegation in Paragraph 45. 

46. Applicant denies each and every allegation in Paragraph 46. 
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CLAIM 4 

Fraud on the USPTO 

47. Applicant admits and denies the allegations in Paragraph 47 as consistent with the 

admissions and denials in the foregoing corresponding paragraphs. 

48. Applicant denies each and every allegation in Paragraph 48. 

49. Applicant admits that as part of the Opposed Application, Applicant declared that 

it had “a bona fide intention to use or use through the applicant’s related company or licensee 

the mark in commerce on or in connection with the goods/services in the application” but denies 

the remaining allegations in Paragraph 49. 

50. Applicant denies each and every allegation in Paragraph 50. 

51. Applicant admits that its CEO knew of its product offerings and future plans related 

to its intent to use the CM GAME mark in connection with the goods and services identified in 

the Opposed Application, but denies the remaining allegations in Paragraph 51. 

52. Applicant denies each and every allegation in Paragraph 52. 

53. Applicant denies each and every allegation in Paragraph 53. 

54. Applicant denies each and every allegation in Paragraph 54. 

55. Applicant denies each and every allegation in Paragraph 55. 

56. Applicant admits that the Opposed Application was approved for publication but 

denies the remaining allegations in Paragraph 56. 

57. Applicant denies each and every allegation in Paragraph 57. 

58. Applicant denies each and every allegation in Paragraph 58. 

59. Applicant denies each and every allegation in Paragraph 59. 
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AFFIRMATIVE DEFENSES 

BACKGROUND FACTS 

60. Applicant is the owner of U.S. Trademark Application Serial No. 86402678 (the 

“Opposed Application”) for the mark, CM GAME (“Applicant’s Mark”), covering the following 

Class 9 goods as amended: 

Computer antivirus software; computer security and privacy 

software; computer software for the creation of firewalls; computer 

software for use in browsing the Internet; computer software for 

system cleaning and optimization; computer software for 

developing and operating cloud computer networks and 

applications; computer software platforms for operating, accessing, 

and maintaining cloud computing networks; computer applications 

software for desktop computers, mobile phones, portable media 

players, handheld computers, wearable electronic devices, namely, 

software for use in database management and maintenance of 

electronic data; computer software used for providing search engine 

services; computer software for use in testing and evaluating the 

function of mobile devices and computers. 

61. Opposer filed U.S. Application Serial No. 85459202 for CM & Design 

(the “Gray, Orange, and White CM & Design Mark”) on October 28, 2011 in Class 42 for 

“Computer software development in the field of mobile game applications,” and this application 

matured to registration on May 7, 2019, U.S. Reg. No. 5742344 (“Opposer’s Registration”).  

Opposer’s Registration includes an alleged first use date of August 30, 2010, and a description 

of the mark as “The color(s) gray, orange, and white is/are claimed as a feature of the mark.  

The mark consists of the literal element “CM” in white and gray color, and three vertical orange 

and white bars drawn in the space present in the middle of the letter “C”.  The background is 

not a feature of the mark.”    

62. However, during the eight years between the filing of U.S. Appl. Serial No. 

85459202 for the Gray, Orange, and White CM & Design Mark on October 28, 2011 and the 
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eventual registration of the mark on May 7, 2019, Opposer discontinued use of the Gray, Orange 

and White CM & Design Mark  .  Applicant learned through discovery in this 

opposition that Opposer switched to a new font and design  in early 2015 and later 

adopted a new white and blue CM & design  , completely abandoning the Gray, 

Orange, and White CM & Design Mark.   

63. Opposer filed pending U.S. Application Serial No. 88948072 for the standalone 

“CM” word mark on June 4, 2020 in Class 9 for “Downloadable game software, excluding use 

in the taxi, car service, ride sharing, ride hailing, and transportation industries,” claiming a first 

use date of October 28, 2011 (“Opposer’s Application”).  The specimen of use Opposer 

submitted with this application nowhere shows the use of a standalone “CM” word mark.   It 

only shows the Gray, Orange and White CM & Design Mark that is the subject of Opposer’s 

Registration.  (A true and correct copy of the specimen submitted with Opposer’s Application 

attached as Exhibit A.)  The Examining Attorney rejected the specimen “because the specimen 

is merely a photocopy of the drawing or a depiction of the applied-for mark and does not show 

the applied-for mark as actually used in commerce with the goods and/or services in International 

Class(es) 009.”  The Examining Attorney also rejected the specimen because Opposer’s 

specimen had neither an access date or URL (“[a]ny webpage printout or screenshot submitted 

as a specimen, whether for goods or services, must include the webpage’s URL and the date it 

was accessed or printed.  37 C.F.R. §2.56(c)”).   (A true and correct copy of the Office Action 

issued September 8, 2020 against Opposer’s Application is attached as Exhibit B.)  Therefore, 

Opposer’s purported specimen for Opposer’s Application failed to establish a first use date that 
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is earlier than the Opposed Application for the word mark CM GAME.  Therefore, Opposer 

cannot rely on its Opposer’s Application as one of the bases for filing this opposition because it 

lacks priority.  Further, Opposer has never used the standalone “CM" word mark in commerce 

in the U.S. in connection with the services in the Opposer's Application. 

64. The Opposed Application for CM GAME, U.S. Application Serial No. 86402678, 

was cited as a prior pending application against Opposer’s Application.  Opposer filed 

Opposition No. 91266873 against Applicant’s application and requested suspension of 

Opposer’s Application on March 10, 2021. 

65. Between October 28, 2011 and June 4, 2020, Opposer did not file any US 

applications for either “CM” or “CM”-formative marks. 

66. Between January 2014 and October 2019, Applicant and its subsidiaries Cheetah 

Mobile Singapore Pte. Ltd. and Cheetah Mobile America, Inc., (together, “Cheetah”), filed the 

following 44 “CM GAME” and “CM”-formative applications (“Cheetah Applications”): 

 Serial Number Reg. Number Mark Live/Dead 

1 88669670  CM LIVE 

2 88416872 5930944 CM TRANSLATOR LIVE 

3 87230694  FREE CM DEAD 

4 87493687 5479123 CM logo LIVE 

5 87230691 5476373 FREE CM LIVE 

6 87106687  CM CLOUD DEAD 

7 87042541  CM ROBOT LIVE 

8 86402678  CM GAME LIVE 

9 86402695  CM LOTTERY DEAD 

10 86402707  CM NEWS DEAD 

11 86402138 5486818 CM FILE MANAGER LIVE 

12 86226965  CM PLAY DEAD 

13 86226347  CM BROWSER DEAD 

14 86305925  CM BACKUP DEAD 

https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.1
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.1
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.2
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.2
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.2
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.2
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.3
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.3
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.3
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.4
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.4
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.4
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.4
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.5
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.5
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.5
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.5
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.6
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.6
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.6
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.7
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.7
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.7
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.8
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.8
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.8
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.9
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.9
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.9
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.10
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.10
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.10
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.11
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.11
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.11
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.11
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.12
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.12
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.12
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.13
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.13
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.13
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.14
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.14
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.14
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15 86402713  CM PAY DEAD 

16 86402710  CM OFFERS DEAD 

17 86402732  CM VIDEO DEAD 

18 86402728  CM STORAGE DEAD 

19 86402718  CM PHOTO DEAD 

20 86705557  CM SPEED BOOSTER DEAD 

21 86402730  CM TRAVEL DEAD 

22 86402721  CM STICKERS DEAD 

23 86402720  CM SHOPPING DEAD 

24 86402698  CM MALL DEAD 

25 86402691  CM LOCAL DEAD 

26 86402705  CM MUSIC DEAD 

27 86402289  CM DEALS DEAD 

28 86402223  CM CLOUD DEAD 

29 86402103  CM BOOKS DEAD 

30 86705577  CM S-KEY DEAD 

31 86532386  CM SNAPBUY DEAD 

32 86980002 5056339 CM BROWSER LIVE 

33 86977143 4848068 CM BATTERY LIVE 

34 86967106 5018133 CM APPCLONE LIVE 

35 86861562 5017547 CM SWIPE LIVE 

36 86601941 4921939 CM TRANSFER LIVE 

37 86422136 4991089 CM LAUNCHER LIVE 

38 86305923 4788502 CM BACKUP LIVE 

39 86305901 4788501 CM LOCKER LIVE 

40 86263557 5059928 CM (stylized) LIVE 

41 86172577 4679885 CM (CLEANMASTER) SECURITY LIVE 

42 86532381  CM SNAPBUY DEAD 

43 86227089  CM BATTERY DEAD 

44 86172481 4693350 CM SECURITY LIVE 

 

67. Between January 2015 and December 2019, the following 15 “CM” and “CM”-

formative registrations were issued to Cheetah (“Cheetah Registrations”): 

https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.15
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.15
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.15
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.16
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.16
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.16
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.17
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.17
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.17
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.18
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.18
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.18
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.19
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.19
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.19
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.20
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.20
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.20
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.21
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.21
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.21
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.22
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.22
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.22
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.23
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.23
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.23
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.24
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.24
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.24
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.25
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.25
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.25
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.26
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.26
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.26
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.27
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.27
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.27
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.28
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.28
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.28
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.29
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.29
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.29
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.30
https://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805%3A9n6nki.7.30
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Mark Registration 

Date 

Registration 

No. 

Owner Classes 

1.  CM (CLEANMASTER) 

SECURITY 

1/27/2015 4679885 Cheetah Mobile America, 

Inc. 

9 

2.  CM SECURITY 2/24/2015 4693350 Cheetah Mobile America, 

Inc. 

9, 42 

3.  CM BROWSER 10/4/2016 5056339 Cheetah Mobile America, 

Inc. 

9 

4.  CM BATTERY 11/3/2015 4848068 Cheetah Mobile America, 

Inc. 

9 

5.  CM (stylized) 10/11/2016 5059928 Cheetah Mobile, Inc. 9, 35, 42 

6.  CM LOCKER 8/11/2015 4788501 Cheetah Mobile, Inc. 9 

7.  CM BACKUP 8/11/2015 4788502 Cheetah Mobile, Inc. 9 

8.  CM FILE MANAGER 6/5/2018 5486818 Cheetah Mobile, Inc. 9 

9.  CM LAUNCHER 7/5/2016 4991089 Cheetah Mobile, Inc. 9 

10.  CM TRANSFER 3/22/2016 4921939 Cheetah Mobile, Inc. 9 

11.  CM SWIPE 8/9/2016 5017547 Cheetah Mobile, Inc. 9 

12.  CM APPCLONE 8/9/2016 5018133 Cheetah Mobile, Inc. 9 

13.  CM logo 5/29/2018 5479123 Cheetah Mobile, Inc. 9 

14.  CM TRANSLATOR 12/10/2019 5930944 Cheetah Mobile Singapore 

Pte. Ltd. 

9 

 

68. To the extent that Opposer’s Registration was cited against any of Cheetah 

Applications, including the Opposed Application, such citations were successfully overcome by 

Applicant and the applications proceeded to publication and registration. 

69. Opposer did not oppose any of the Cheetah Applications filed between January 

2014 and October 2019 (with the exception of the two opposition actions filed in December 

2020), including Cheetah Application No. 86263557 for the stylized CM mark that matured into 

prior Registration No. 5059928. 

70. Opposer has not filed a cancellation action against any of the Cheetah Registrations 

issued between January 2015 and December 2019, including prior Registration No. 5059928. 

71. Opposer and Cheetah have peacefully co-existed for more than seven years, and 

there have been no instances of consumer confusion between the parties’ respective CM and 

CM- formative marks. 
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72. “CM” is a very common trademark term and there is a plethora of “CM” marks 

peacefully coexisting in Class 9 and other classes on the U.S. Principal Register and being used 

in U.S. commerce.  Many of these marks are owned by companies for which “CM” stands for 

the initials of the company’s name.  No one owner has exclusive rights to the “CM” mark in the 

U.S., and Opposer knows that it does not and cannot have exclusive rights to the standalone 

“CM” word mark in the U.S. 

73. Cheetah has invested considerable time, effort, and resources to advertise, promote, 

and protect its Opposed Application and its family of CM marks in the U.S. and has, as a result, 

garnered valuable recognition, brand awareness and goodwill in the marks all of which will be 

irreparably damaged if Opposer prevails in this opposition action. 

74. The fact that Opposer did not challenge the Cheetah Applications or the Cheetah 

Registrations led Cheetah to believe that Opposer had no reason or intention to challenge the 

Opposed Application. 

75. The filing of this Opposition was to harass and extort a consent letter from 

Applicant to help Opposer overcome a 2(d) refusal against its pending Opposer’s Application 

for the standalone “CM” word mark, not because there is a legitimate claim of likelihood of 

confusion between the parties’ respective marks. 

FIRST AFFIRMATIVE DEFENSE  

LACHES, ESTOPPEL, ACQUIESCENCE AND WAIVER 

76. Applicant incorporates the foregoing paragraphs 1 – 75 as if fully set forth herein. 

77. Opposer’s claims are barred by the doctrine of Laches because Opposer did not 

oppose any of Cheetah Applications or move to cancel Cheetah Registrations filed or issued 

between January 2015 and December 2019, including prior Registration No. 5059928, but now 
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opposes the Opposed Application.  Such an undue and unreasonable delay by Opposer in 

asserting its rights to its CM mark has caused and will cause prejudice to Applicant. 

78. Opposer’s claims are barred by the doctrine of Estoppel because, by not opposing 

or moving to cancel Cheetah Registrations issued between January 2015 and December 2019, 

including prior Registration No. 5059928, Opposer engaged in misleading conduct in leading 

Applicant to reasonably infer that trademark rights would not be asserted against the Opposed 

Application.  Applicant relied on Opposer’s conduct and, due to such reliance, Applicant will be 

materially prejudiced if Opposer’s delayed assertion of rights is permitted against the Opposed 

Application. 

79. Opposer’s claims are barred by the doctrine of Acquiescence because Opposer did 

not object to Applicant’s use, applications or registrations of any “CM” or CM-formative marks 

in the Cheetah Applications and Cheetah Registration for years, the delay in asserting any right 

or claim against the Applicant is not excusable, and the delay has caused and will cause Applicant 

undue prejudice. 

80. Opposer’s claims are barred by the doctrine of Waiver because Opposer 

intentionally relinquished its right to oppose any Cheetah Applications or move to cancel any 

Cheetah Registrations issued between January 2015 and December 2019, including Applicant’s 

prior Registration No. 5059928, leading Applicant to believe that registration of the Opposed 

Application would not be challenged either. 

SECOND AFFIRMATIVE DEFENSE  

SIMILAR MARKS 

81. Applicant incorporates the foregoing paragraphs 1- 80 as if fully set forth herein. 
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82. Opposer has not opposed or sought to cancel any other CM or CM-formative marks 

owned by others on the U.S. Principal Register in Class 9 or Class 42, and thus has no basis for 

opposing Cheetah’s Application either. 

THIRD AFFIRMATIVE DEFENSE 

UNCLEAN HANDS 

 

83. Applicant incorporates the foregoing paragraphs 1-82 as if fully set forth herein. 

84. Opposer’s claims are barred by the doctrine of Unclean Hands because it is using 

Opposer’s Registration as the basis of this opposition knowing that the Gray, Orange and White 

CM & Design Mark that is the subject of Opposer’s Registration is no longer in use, as registered, 

in commerce in the U.S. in connection with the services in the application, and was not in such 

use as registered at the time this opposition was filed, and thus is not a legitimate basis for this 

opposition.   

85. Opposer’s claims are also barred by the doctrine of Unclean Hands because it is 

also using Opposer’s Application as the basis of this opposition knowing that there is no use in 

commerce in the U.S. in connection with the services in the application of the standalone “CM” 

word mark that is the subject of Opposer’s Application, and that there never has been any such 

use despite a claimed first use date of October 28, 2011, and thus Opposer’s Application is not 

a legitimate basis for this opposition. 

86. Opposer’s claim are also barred by the doctrine of Unclean Hands because Opposer, 

knowing that it had no use in commerce in the U.S. of the standalone “CM” word mark that is 

the subject of Opposer’s Application in connection with the services in the application at the 

time it filed the application on June 4, 2020, submitted a specimen with the application that does 

not show use of a standalone “CM” work mark in commerce in the U.S. in connection with the 

services in the application at the time of the filing of Opposer’s Application,  but rather depicts 
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the Gray, Orange and White CM & Design Mark that is the subject of Opposer’s Registration, 

and thus Opposer’s Application is not a legitimate basis for this opposition.  The filing of this 

Opposition was to harass and extort a consent letter from Applicant to help Opposer overcome 

a 2(d) refusal against its pending Opposer’s Application for the standalone “CM” word mark, 

not because there is a legitimate claim of likelihood of confusion between the parties’ respective 

marks. 

 

COUNTERCLAIM FOR CANCELLATION OF REGISTRATION NO. 5742344 

Cheetah Mobile, Inc. (“Applicant/Counterclaimant”), a Cayman Islands corporation with 

a principal business address at Hui Tong Times Square No. 8, Yaojiayuan Rd., Beijing, China, 

believes that it will be damaged by the continued presence on the Register of Registration No. 

5742344 for the Gray, Orange and White CM & Design Mark,  (“Opposer’s 

Registration”), owned by Creative Mobile OU (“Opposer/Counterclaim Respondent”), and thus 

hereby petitions to cancel Opposer’s Registration as follows: 

1.  Applicant/Counterclaimant incorporates the foregoing paragraphs 1 – 86 of its Answer 

and Affirmative Defenses to the Third Amended Notice of Opposition as if fully set forth herein.   

2.  Cheetah is the owner of the various CM and CM-formative marks set forth in the 

foregoing paragraphs 60, 66, and 67. 

3. Opposer’s Registration includes a first use date of August 30, 2010, and a description of 

the mark as “The color(s) gray, orange, and white is/are claimed as a feature of the mark.  The 

mark consists of the literal element “CM” in white and gray color, and three vertical orange and 

white bars drawn in the space present in the middle of the letter “C”.  The background is not a 

feature of the mark.”    
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4.  ABANDONMENT AND NON-USE.  During the eight years between the filing of U.S. 

Appl. Serial No. 85459202  for the Gray, Orange and White CM & Design Mark on October 28, 

2011 and the  eventual registration of the mark on May 7, 2019, Opposer/Counterclaim 

Respondent discontinued use of the Gray, Orange and White CM & Design Mark as registered for 

all the services in the registration starting in early 2015 and for at least three consecutive years 

before the filing of this Counterclaim or, alternately, for a period of non-use less than three years 

with an intent not to resume use, and thereby abandoned the mark within the meaning of Section 

45 of the United States Trademark Act of 1946, as amended, U.S.C. § 1127. 

5. Given that Opposer’s Registration has been abandoned by Opposer/Counterclaim 

Respondent, Opposer’s Registration is subject to cancellation under Section 14 of the United States 

Trademark Act of 1946, as amended, U.S.C. § 1064. 

WHEREFORE, Cheetah Mobile Inc. requests that the instant opposition be dismissed, the 

counterclaim for cancellation be sustained, and U.S. Application Serial No. 86402678 for CM 

GAME be allowed. 

Dated:  March 23, 2023 Respectfully submitted, 

GREENBERG TRAURIG, LLP 

By:   /s/Jie (Lisa) Li 

Jie (Lisa) Li 

Attorney for Applicant CHEETAH MOBILE INC. 
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CERTIFICATE OF SERVICE 

I hereby certify that a copy of the foregoing ANSWER AND AFFIRMATIVE DEFENSES 

TO THE THIRD AMENDED NOTICE OF OPPOSITION AND COUNTERCLAIM FOR 

CANCELLATION OF REGISTRATION NO. 5742344 was served on Opposer’s counsel via 

email on March 23, 2023, at the following email address of record: 

Benjamin Ashurov 

KB Ash 

2603 Camino Ramon, 

Suite 200 San Ramon, 

CA 94583 

Email:  bashurov@kb-ash.com; pto@kb-ash.com 

 /Irene Zulueta/  

Irene Zulueta 
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December 4, 2023 

 

Opposition No. 91266873 (parent) 

 

Creative Mobile OU 
 

v. 
 

Cheetah Mobile Inc. 

____________________________________ 

Opposition No. 91266875 

 

Creative Mobile OU 
 

v. 
 

Cheetah Mobile Singapore Pte. Ltd. 

 

 

Jill M. McCormack, Interlocutory Attorney: 

On February 21, 2023, the Board granted Opposer’s motion for leave to file 

amended notice of opposition and to extend discovery. (24, 26 TTABVUE). On March 

23, 2023, in compliance with the February 21, 2023 order, Applicants filed their 

answers. (Opposition No. 91266873: 28 TTABVUE; Opposition No. 91266875: 14 

TTABVUE). In their answers, Applicants included counterclaims to cancel Opposer’s 

pleaded Registration No. 5742344 on the ground of abandonment without including 

a motion for leave to add those counterclaims.1 

 
1 Applicants paid the requisite counterclaim fees. 

UNITED STATES PATENT AND TRADEMARK OFFICE 
Trademark Trial and Appeal Board 

P.O. Box 1451 
Alexandria, VA 22313-1451 

General Contact Number: 571-272-8500 
General Email: TTABInfo@uspto.gov 

mailto:TTABInfo@uspto.gov
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On July 10, 2023, the Board allowed Applicants time to file the motions. This case 

now comes before the Board for consideration of Applicants’ motions, filed July 28, 

2023, for leave to add counterclaims of abandonment. The motions are fully-briefed.2 

Fed. R. Civ. P. 15(a) encourages the Board to look favorably on motions to amend 

pleadings, stating that “leave shall be freely given when justice so requires.” See also 

Trademark Rules 2.107(a) and 2.115, 37 C.F.R. §§ 2.107(a) and 2.115. In deciding 

whether to grant leave to amend, the Board may consider undue delay, prejudice to 

the opposing party, bad faith or dilatory motive, futility of the amendment, and 

whether the party has previously amended its pleadings. Foman v. Davis, 371 U.S. 

178, 182 (1962); Am. Express Mktg. & Dev. Corp. v. Gilad Dev. Corp., 94 USPQ2d 

1294, 1297 (TTAB 2010). Generally, if the Board proceeding is still in the pre -trial 

stage, leave to amend, if otherwise appropriate, will be given. See, e.g., Focus 21 Int’l 

Inc. v. Pola Kasei Kogyo Kabushiki Kaisha, 22 USPQ2d 1316, 1318 (TTAB 1992).  

The Board does not find any evidence of bad faith or dilatory motive on the part 

of Applicants in seeking to amend. Moreover, the Board does not find prejudice to 

Opposer or undue delay, as discovery in this proceeding is ongoing. See Marshall 

Field & Co. v. Mrs. Field Cookies, 11 USPQ2d 1355, 1359 (TTAB 1989) (“The concept 

of ‘undue delay’ is inextricably linked with the concept of prejudice to the non-moving 

party.”); see also Jive Software, Inc. v. Jive Commc’ns, Inc., 125 USPQ2d 1175, 1180 

(TTAB 2017) (“[U]nder Fed. R. Civ. P. 15(a), where justice requires, answers may be 

amended to add an omitted compulsory counterclaim, subject to the same rules 

 
2 The Board has considered the parties’ submissions and does not recount the facts or 
arguments. See Guess? IP Holder LP v. Knowluxe LLC, 116 USPQ2d 2018, 2019 (TTAB 2015). 
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applicable to other amendments to pleadings.”). Moreover, Applicants contend that 

the facts underlying the new counterclaims were learned, in part, in discovery served 

in June and August 2022, but proceedings were suspended by the Board from 

September 30, 2022, to February 21, 2023. In view of the foregoing, the Board turns 

to the substance of Applicants’ proposed counterclaims to determine if allowing the 

amendments would be futile. 

In their proposed counterclaims, Applicants allege, inter alia: 

ABANDONMENT AND NON-USE. During the eight years between the 

filing of U.S. Appl. Serial No. 85459202 for the Gray, Orange and White 

CM & Design Mark on October 28, 2011 and the eventual registration 

of the mark on May 7, 2019, Opposer/Counterclaim Respondent 

discontinued use of the Gray, Orange and White CM & Design Mark as 

registered for all the services in the registration starting in early 2015 

and for at least three consecutive years before the filing of this 

Counterclaim or, alternately, for a period of non-use less than three 

years with an intent not to resume use, and thereby abandoned the 

mark within the meaning of Section 45 of the United States Trademark 

Act of 1946, as amended, U.S.C. § 1127. 

(34 TTABVUE 127). This is sufficient to plead a claim of abandonment. Lewis Silkin 

LLP v. Firebrand LLC, 129 USPQ2d 1015, 1020 (TTAB 2018); ShutEmDown Sports Inc. 

v. Lacy, 102 USPQ2d 1036, 1042 (TTAB 2012). 

Accordingly, Applicants’ motions for leave to add counterclaims are granted.3 

Opposer is allowed THIRTY (30) DAYS from the date of this order to file its answers 

to the counterclaims. Opposer’s answers should each be filed in their respective 

 
3 Opposer’s arguments largely go to the ultimate merits of Applicants’ counterclaims , not 
whether Applicants should be granted leave to amend. Such arguments are not appropriate 

against a motion for leave to amend, where the question is not whether Applicants will 
prevail at trial but whether Applicants have set forth colorable counterclaims. See Focus 21 

Int'l Inc. v. Pola Kasei Kogyo Kabushiki Kaisha, 22 USPQ2d 1316, 1318 (TTAB 1992). 
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proceedings. All other submissions, other than pleadings, should continue to be filed 

only in the parent case. 

Pursuant to its inherent authority to control the cases on its docket, the Board 

resets dates as follows: 

Expert Disclosures Due 1/12/2024 

Discovery Closes 2/11/2024 

Pretrial Disclosures Due for Party in Position of Plaintiff in 

Original Claim 
3/27/2024 

30-day Trial Period Ends for Party in Position of Plaintiff in 

Original Claim 
5/11/2024 

Pretrial Disclosures Due for Party in Position of Defendant 

in Original Claim and in Position of Plaintiff in 

Counterclaim 

5/26/2024 

30-day Trial Period Ends for Party in Position of Defendant 

in Original Claim, and in Position of Plaintiff in 

Counterclaim 

7/10/2024 

Pretrial Disclosures Due for Rebuttal of Party in Position of 

Plaintiff in Original Claim and in Position of Defendant in 

Counterclaim 

7/25/2024 

30-day Trial Period Ends for Rebuttal of Party in Position of 

Plaintiff in Original Claim, and in Position of Defendant in 

Counterclaim 

9/8/2024 

Pretrial Disclosures Due for Rebuttal of Party in Position of 

Plaintiff in Counterclaim 
9/23/2024 

15-day Trial Period Ends for Rebuttal of Party in Position of 

Plaintiff in Counterclaim 
10/23/2024 

Opening Brief for Party in Position of Plaintiff in Original 

Claim Due 
12/22/2024 

Combined Brief for Party in Position of Defendant in 

Original Claim and Opening Brief as Plaintiff in 

Counterclaim Due 

1/21/2025 

Combined Rebuttal Brief for Party in Position of Plaintiff in 

Original Claim and Brief as Defendant in Counterclaim Due 
2/20/2025 

Rebuttal Brief for Party in Position of Plaintiff in 

Counterclaim Due 
3/7/2025 

Request for Oral Hearing (optional) Due  3/17/2025 
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Generally, the Federal Rules of Evidence apply to Board trials. Trial testimony is 

taken and introduced out of the presence of the Board during the assigned testimony 

periods. The parties may stipulate to a wide variety of matters, and many 

requirements relevant to the trial phase of Board proceedings are set forth in 

Trademark Rules 2.121 through 2.125. These include pretrial disclosures, the 

manner and timing of taking testimony, matters in evidence, and the procedures for 

submitting and serving testimony and other evidence, including affidavits, 

declarations, deposition transcripts and stipulated evidence. Trial briefs shall be 

submitted in accordance with Trademark Rules 2.128(a) and (b). Such briefs should 

utilize citations to the TTABVUE record created during trial, to facilitate the Board’s 

review of the evidence at final hearing. Oral argument at final hearing will be 

scheduled only upon the timely submission of a separate notice as allowed by 

Trademark Rule 2.129(a). 
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