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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

Act Bad LLC, 

Petitioner, 

 

v. 

 

Charles Kenyatta Jr., 

Registrant 

) 

) 

) 

) 

) 

) 

) 

 

Cancellation No. 92084359 

U.S. Reg. No. 7,177,313 “ACT BAD” 

 

 

MOTION FOR JUDGMENT ON THE PLEADINGS  

PURSUANT TO FED. R. CIV. P. 12(c) and 56 

 

Registrant CHARLES KENYATTA JR. (“Registrant”), through his undersigned counsel, 

moves to dismiss the Petition for Cancellation (“Petition”) filed by ACT BAD LLC (“Petitioner”) 

against Registrant’s Registration No. 7,177,313. 

Pursuant to the Federal Rules of Civil Procedure 12(c) and 56, and the Trademark Trial 

and Appeal Board’s (TTAB’s) Rules of Practice, CHARLES KENYATTA JR. (“Registrant”), by 

and through his undersigned counsel, hereby submits this Motion for Judgment on the Pleadings. 

Registrant respectfully requests that the TTAB grant judgment in favor of Registrant, dismissing 

the cancellation proceeding initiated by ACT BAD LLC (“Petitioner”).  

Petitioner initiated this proceeding in a transparent attempt to delay Registrant’s properly 

filed application for federal registration of its trademark. The bad faith motivation is apparent in 

Petitioner’s pleadings, which contain various claims of fraud and damage to Petitioner’s goodwill 

and public reputation, none of which are supported with any more than conclusory, baseless, and 

legally deficient allegations.1 

 
1 Following on the facially deficient pleading, Petitioner has made no effort to gather any evidence to bolster its 

claims. The October 12, 2024 close of discovery came and went in this proceeding with Petitioner making not a 

single request for discovery from Registrant.  



-2- 

As set forth below, Registrant submits that Petitioner’s pleadings fail to state a claim upon 

which relief can be granted, and that there is no genuine issue of material fact, thereby entitling 

Registrant to judgment as a matter of law.  

I. FACTS 

On February 5, 2024, Petitioner filed a Petition to Cancel U.S. Registration No. 7,177,313 

(the “’313 Registration”) for the mark ACT BAD in International Class 025 for beanies, coats, 

footwear, hats, headwear, pants, shirts, shoes, shorts, socks, bottoms as clothing, hoodies, jackets, 

sweat pants, sweat shirts, t-shirts, tops as clothing, hooded sweat shirts (the “Mark”). The Mark 

registered on September 26, 2023. 

As a basis for its Petition, Petitioner cites its Trademark Application Serial No. 98/380,057 

for ACT BAD in International Class 025 for “hats; hoodies; jeans; pants; socks; athletic jackets; 

athletic shorts; athletic tops; clothing jackets; gym pants; sports bra [sic]; sweat shirts; sweat suits; 

t-shirts.” Petitioner filed its application on January 29, 2024, more than two years after Registrant 

filed the application that resulted in the ‘313 Registration. 

II. LEGAL STANDARD 

A motion for judgment on the pleadings under Fed. R. Civ. P. 12(c) that is based on the 

assertion that the complaint fails to state a claim upon which relief can be granted, as is the case 

here, carries the standard for adjudicating the motion is the same as that of a motion filed under 

Fed. R. Civ. P. 12(b)(6). See Western Worldwide Enters. Group Inc. v. Qinqdao Brewery, 17 

USPQ2d 1137, 1139 (TTAB 1990). A motion to dismiss under Rule 12(b)(6) “tests the legal 

sufficiency of the claims asserted in the complaint.” Illeto v. Clock, Inc., 349 F.3d 1191, 1199-

1200 (9th Cir. 2003), cert. denied, 543 U.S. 1050, 125 S. Ct. 865 (2005). Under Rule 12(b)(6), 

dismissal is appropriate if a complaint fails to “state a claim upon which relief can be granted.” 
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See Fed. R. Civ. P. 12(b)(6). Therefore, dismissal is appropriate where a petitioner’s claim does 

not contain all facts necessary to show entitlement to relief.  

Rule 8 of the Federal Rules of Civil Procedure requires that a complaint must include 

“enough facts to state a claim to relief that is plausible on its face.” Bell Atl. Corp. v. Twombly, 

550 U.S. 544, 570 (2007). Conclusory allegations do not establish a plausible claim. Id. at 545. 

Without requiring at least facial plausibility, “claim[s] would survive a motion to dismiss 

whenever the pleadings left open the possibility that a plaintiff might later establish some ‘set of 

[undisclosed] facts’ to support recovery.” Id. at 561. Such a minimal pleading standard would 

render meaningless a court’s “power to insist upon some specificity in pleading before allowing a 

potentially massive factual controversy to proceed.” Id. at 558 (quoting Assoc. Gen. Contractors 

of Cal., Inc. v. California State Council of Carpenters, 459 U.S. 519, 528 n.17 (1983)). 

A pleading asserting a claim for fraud is also subject to the heightened pleading 

requirements of Federal Rule of Civil Procedure 9(b). Accordingly, to withstand the present 

motion to dismiss for failure to state a claim upon which relief can be granted, Petitioner must 

make sufficient factual allegations that, if proved, would establish that (1) Petitioner is entitled to 

a statutory cause of action, see TBMP § 309.03(b), and (2) a valid ground exists for cancelling the 

Mark. Young v. AGB Corp., 152 F.3d 1377, 47 USPQ2d 1751, 1754 (Fed. Cir. 1998); TBMP § 

503.02.  

III. ARGUMENT 

A. Petitioner Fails to State a Claim for “Priority and Likelihood of Confusion” 

The Petition purports to include “priority and likelihood of confusion” as a ground for 

cancellation, based on alleged ownership of its applied-for mark. Only the owner of a mark is 

entitled to register the mark. See 15 U.S.C. § 1051(a). To seek cancellation of a registered mark, 

Petitioner must file a petition specifically stating the grounds on which the registration should be 
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cancelled. See 15 U.S.C. § 1092. However, in its first claim and recitation of facts, as throughout 

the Petition, Petitioner makes only conclusory claims concerning its priority of use and ownership 

of its applied-for mark.  

Petitioner’s claim regarding priority and likelihood of confusion is purely conclusory. The 

general statement that it has used “ACT BAD since 2017” does not provide any detail regarding 

the nature of its use, scope of its use, or the geographic extent of its use, which are all essential 

factors in determining priority and ownership. While Petitioner asserts ownership and priority in 

its applied-for mark, these assertions are devoid of any factual detail required to support a claim 

or rebut Registrant’s presumed ownership of its Mark. Simply claiming priority of use, without 

supporting factual allegations, fails to meet the standards of Rule 8. 

“A pleading that offers ‘labels and conclusions’ or a ‘formulaic recitation of the elements 

of a cause of action will not do.’ Nor does a complaint suffice if it tenders ‘naked assertion[s]’ 

devoid of ‘further factual enhancement.’” Iqbal, 556 U.S. at 663 (quoting Twombly, 550 U.S. at 

555, 557). In short, Rule 8 “does not unlock the doors of discovery for a plaintiff armed with 

nothing more than conclusions.” Id. at 678. Moreover, the “Board does not assume priority at the 

pleadings stage; a plaintiff must plead priority with appropriate factual support.” Am. Luggage 

Grp. LLC v. Bear River Holdings, LLC, 2018 TTAB LEXIS 531, at *11 n.4 (TTAB Sep. 7, 2018).  

Petitioner’s failure to adequately plead priority is fatal to Petitioner’s likelihood of 

confusion claim, which accordingly must be dismissed.  

B. Petitioner Fails to State a Claim for False Suggestion of a Connection 

The Petitioner has failed to state a claim of false suggestion of a connection under Section 

2(a) of the Lanham Act, 15 U.S.C. § 1052(a). To state a claim for false suggestion of a connection, 

Petitioner must allege that (1) the Mark is the same as, or a close approximation of, the name or 

identity previously used by Petitioner; (2) the Mark would be recognized as such, in that it points 
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uniquely and unmistakably to Petitioner; (3) Petitioner is not connected with the activities 

performed by the Registrant under the Mark; and; and (4) the fame or reputation of Petitioner is 

such that, when the Mark is used with Registrant’s goods or services, a connection with the person 

or institution would be presumed. Piano Factor Grp., Inc. v. Schiedmayer Celesta GmbH, 11 F.4th 

1363, 1377 (Fed. Cir. 2021) (emphasis added). Central to the claim is an invasion of the aggrieved 

party’s “persona,” that is, its rights of personal privacy and publicity distinct from likelihood of 

confusion pursuant to Section 2(d) of the Lanham Act, 15 U.S.C. § 2(d). See Univ. of Notre Dame 

du Lac v. J.C. Gourmet Food Imports Co., Inc., 703 F.2d 1372, 1376 (Fed. Cir. 1983) (“It appears 

that the drafters sought by § 2(a) to embrace concepts of the right to privacy.”).  

Here, the Petition generally alleges that its applied-for mark is similar to Registrant’s Mark, 

and that it is not affiliated with Registrant’s goods sold in connection with the Mark. Beyond that, 

Petitioner’s claim pursuant to Section 2(a) summarily states three times that the Mark “falsely 

suggests a connection” with Petitioner. Despite these vague allegations, the Petition fails to set 

forth any facts supporting the second and fourth factors of the false suggestion test, namely, that 

the Mark points “uniquely and unmistakably” to Petitioner or that Petitioner is of sufficient “fame 

or reputation” that a connection would be presumed between Petitioner and Registrant’s Mark.  

First, the Petition provides no specific factual allegations showing that the Mark points 

“uniquely and unmistakably” to Petitioner. This requires that, as used on the goods or services in 

question, consumers would view the Mark as pointing uniquely to Petitioner. Hornby v. TJX Cos., 

Inc., 87 USPQ2d 1411, 1427 (TTAB 2008). Petitioner makes no claim that the mark ACT BAD 

is publicly recognized as the Petitioner’s name or identity, or that it points to the Petitioner’s 

“persona” in any way whatsoever. Mere similarity between marks is insufficient to establish the 
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uniqueness required to allege that a mark points unmistakably to a specific entity. Therefore, the 

Petition fails to allege that the mark points uniquely to Petitioner. 

With respect to the fourth factor, Petitioner also does not allege that it has any publicly 

recognized “fame or reputation.” While Petitioner broadly claims that it has invested in the name 

ACT BAD, it makes no specific allegation concerning any public recognition or fame the name 

has achieved to personally identify Petitioner. Accordingly, the Petition fails to allege the 

necessary element that Petitioner’s applied-for mark is sufficiently famous to invoke a legal 

presumption of a connection when Registrant’s Mark is used.  

Finally, as the Federal Circuit has emphasized, Section 2(a) claims are distinct from Section 

2(d) likelihood of confusion claims. A Section 2(a) claim must focus on the specific, and highly 

personal, rights to privacy and publicity. Not simply whether a mark is likely to confuse 

consumers. Here, Petitioner conflates the legal standards by claiming that the alleged false 

suggestion of connection creates an “injury to the public,” which is counter to the personal nature 

of the rights to privacy and publicity created by Section 2(a). This misapplication of Section 2(a) 

law further underscores the deficiencies in Petitioner’s claim.  

In conclusion, the Petition does not sufficiently allege the necessary facts to support a claim 

for false suggestion of a connection under Section 2(a). It fails to even obliquely plead that 

Registrant’s Mark points to Petitioner “unmistakably” or that Petitioner has “fame or reputation” 

to create any presumption that Registrant’s use of the Mark is connected to Petitioner. Therefore, 

the claim for false suggestion of a connection should be dismissed for failure to state a claim upon 

which relief can be granted. 
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C. The Petition Fails to State a Claim for Fraud 

Petitioner also failed to adequately plead its purported claim for fraud on the USPTO.2 To 

properly plead a claim of fraud in the procurement or maintenance of a registration, a petitioner 

must allege—with particularity—that (1) the registrant made a misrepresentation to the USPTO; 

(2) the misrepresentation is material to the determination of registrability (or maintenance) of a 

mark; (3) the registrant had knowledge of the falsity of the representation; and (4) the registrant 

made the misrepresentation with the intent to deceive the USPTO into issuing (or maintaining) the 

registration. See In re Bose Corp., 580 F.3d 1240, 1245 (Fed. Cir. 2009); Fed. R. Civ. P. 9(b). 

“[T]here is a ‘material legal distinction between a “false” representation and a “fraudulent” one, 

the latter involving an intent to deceive, whereas the former may be occasioned by a 

misunderstanding, an inadvertence, a mere negligent omission, or the like.” Id. at 1243. In other 

words, any allegations of deception must be willful to constitute fraud. Id.   

A pleading that simply alleges the elements of fraud, without setting forth the particularized 

factual bases for the allegations, does not satisfy Rule 9(b). See Petroleos Mexicano v. Intermix 

S.A., 97 USPQ2d 1478, 1478 (TTAB 2009). Claims of fraud must contain “explicit rather than 

implied expressions of the circumstances constituting fraud.” King Auto Inc. v. Speedy Muffler 

King, Inc., 667 F.2d 1008, 1010 (CCPA 1981); Exergen Corp. v. Wal-Mart Stores, Inc., 575 F.3d 

1312 (Fed. Cir. 2009) (citations omitted). 

Petitioner did not even attempt to recite the elements of a fraud claim, let alone plead any 

circumstances constituting fraud. Indeed, the Petition makes a conclusory statement that 

Registrant’s specimen—which is a screenshot of his online store—took images from Petitioner’s 

 
2 Among the numerous deficiencies in the Petition, Petitioner’s third claim is for “Bad Faith Filling and False 

Deceleration [sic] and Information Submission.” While the typographical and grammatical errors leave some 

ambiguities, for the purpose of this Motion, Registrant is proceeding to treat this claim as a claim for fraud in the 

procurement of the Mark.  
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Instagram account, without specifying the particular instances or context in which Registrant 

allegedly took images. Moreover, the Petition does not explain how the use of any such image 

materially affected the registrability of the Mark, or how Registrant had knowledge of any 

misrepresentation at the time of submission. In sum, there is no allegation that Registrant made 

any intentional misrepresentation with the intent to deceive the USPTO.   

Similarly, Petitioner’s allegation that Registrant falsely claimed a first use date of 

November 1, 2018, and first use in commerce of October 1, 2020, are vague and unsupported, 

failing to meet the heightened pleading standard under Rule 9(b). There is no explanation as to 

how or why these first use dates are false, how the alleged misrepresentation regarding dates 

materially impacted the registrability of the Mark, or how Petitioner knew of the alleged 

misrepresentation. To the extent that Petitioner asserts any false claims were made, it is unclear 

whether they were material or whether Registrant was aware of them. Moreover, even if true, 

claims of fraud based upon dates of first use must be denied as a matter of law. See Hiraga v. 

Arena, 90 USPQ2d 1102, 1107 (TTAB 2009) (“[T]he claimed date of first use, even if false, does 

not constitute fraud because the first use date is not material to the Office’s decision to approve a 

mark for publication.”). These general assertions of “bad faith” and “fraud,” without any further 

elaboration or factual support, are not sufficient to establish a claim of fraud.  

Finally, Petitioner’s claim that Registrant submitted a false declaration is unsupported by 

any factual allegation whatsoever. Indeed, the filing and signing of a trademark application “does 

not provide an inference of an intent to deceive.” Daniel J. Quirk, Inc. v. Vill. Car Co., 120 

USPQ2d 1145, 1154 (TTAB 2016). The summary allegation does not explain how the declaration 

was false or how it was made with the intent to deceive the USPTO, again failing to meet the 

particularity required by Rule 9(b). 
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Consequently, the Petition has not plead that Registrant made any misstatements to the 

USPTO, nor that any of Registrant’s statements to the USPTO were made in a “conscious effort” 

to deceptively obtain a registration. Petitioner thus fails to state a valid claim for fraud in 

procurement of the Mark, and Petitioner’s third claim should be dismissed for failure to state a 

claim pursuant to Rule 12(c) and failure to plead the supporting facts with particularity as required 

by Rule 9(b).  

IV. CONCLUSION 

WHEREFORE, for the foregoing reasons, Registrant respectfully requests the Board grant 

Registrant’s Motion and enter an Order dismissing the Notice of Opposition with prejudice and 

further granting such other and further relief as is appropriate. 

 

Dated: November 25, 2024 Respectfully submitted, 

 

 

By: ________________________________       

David A. Boag 

BOAG LAW, PLLC 

447 Broadway, Suite 2-270  

New York, NY 10013  

(212) 203-6651  

      dab@boagip.com  

 

Attorneys for Registrant Charles Kenyatta Jr.   
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CERTIFICATE OF SERVICE 

I hereby certify that on November 25, 2024, a copy of Registrant’s Motion for Judgment 

on the Pleadings Pursuant to Fed. R. Civ. P. 12(c) and 56 was served on the following parties by 

email: 

 Thelma Anderson 

 Tell A Lawyer Consulting Group 

 820 Elmrook Dr., Suite 263 

Dallas, TX 75247 

info@tellalawyergroup.com 

trademarks@unitedlegalexperts.com 

  

 

 

 David A. Boag 

 


