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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of U.S. Registration No. 7,184,055

Mark: NITRO
BROOKS SPORTS, INC,,
Petitioner,
v. Cancellation No. 92084311
PUMA SE,
Registrant.

PUMA’S REPLY IN SUPPORT OF ITS MOTION TO SUSPEND PROCEEDING
PENDING RESOLUTION OF CIVIL ACTION

Pursuant to 37 C.F.R. § 2.117 and TBMP §§ 510.02(a) and 502.02(b), PUMA hereby
replies to Brooks’ opposition to PUMA’s motion to suspend the Proceeding pending the resolution
of the trademark infringement and unfair competition WDWA Action. Contrary to Brooks’
arguments, the WDWA Action involves claims and defenses that question PUMA’s ownership of
and scope of rights in the NITRO Mark, which will have a direct impact on the outcome and merits
of the Proceeding. Additionally, the pending potentially dispositive motion in the WDWA Action
in which Brooks has asked the district court to invalidate the Challenged Registration—as it has
asked the Board—further supports the immediate need for the Board to exercise its discretion and
suspend the Proceeding; it does not undermine it. To ensure a comprehensive ruling that resolves
all the issues between PUMA and Brooks in a manner that promotes judicial economy, PUMA
requests that the Board grant its motion and timely suspend this Proceeding pending the outcome

of the WDWA Action.



ARGUMENT

I. THE BOARD SHOULD FOLLOW ITS POLICY AND TIMELY SUSPEND THE
PROCEEDING PENDING THE OUTCOME OF THE WDWA ACTION.

The inherent authority and discretion to suspend a proceeding resides exclusively with the
Board. TBMP § 510.02(a). The Board will typically exercise that authority and discretion and
suspend a proceeding pending the outcome of a first-filed infringement suit that involves related
issues. See MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION § 32:47 (5th ed.). To
warrant suspension by the Board, a civil action need not dispose of the Board proceeding. See New
Orleans Louisiana Saints LLC v. Who Dat? Inc., 99 U.S.P.Q.2d 1550, 1552 (T.T.A.B. 2011). Only
in rare circumstances, such as when the movant is trying to evade a dispositive motion, does the
Board deny a motion to suspend a proceeding after both parties have been heard on the issue. See
Abercrombie & Fitch Trading Co7. v. Skull Shaver LLC, 2020 WL 553712, 2 (T.T.A.B. 2020)
(the Board denied the motion to suspend pending disposition of a civil action only because
applicant filed the motion three weeks after the opposer had filed a motion for summary judgment
and because applicant filed the civil action after the discovery in the opposition concluded). No
cause to deny suspension exists in this Proceeding.

A civil action may involve other matters outside Board jurisdiction and may consider
broader issues beyond right to registration or validity; thus, judicial economy is promoted by
suspension. See, e.g., B&B Hardware, Inc. v. Hargis Industries, Inc., 135 U.S. 1293, 135 S. Ct.
1293, 113 U.S.P.Q.2d 2045, 2053 (2015) (“When a district court, as part of its judgment, decides
an issue that overlaps with part of the TTAB’s analysis, the TTAB gives preclusive effect to the
court’s judgment”). Further, any public policy interests in eliminating invalid registrations from
the trademark register are served by the express authorization to rectify the register conferred on

courts by Section 37 of the Trademark Act. 15 U.S.C. § 1119. Given that the Board does not have



exclusive jurisdiction over issues of registration validity, the Board should not burden itself with
determining such issues when a district court has already been engaged in the same task.

Here, both the Board and the district court in the WDWA Action are faced with the same
questions involving the NITRO Mark: whether PUMA owns the NITRO Mark, and if so, what the
scope of PUMA’s rights in the NITRO Mark is. But the district court is faced with the additional
question of whether Brooks infringed upon PUMA’s rights in the NITRO Mark—an issue that the
Board does not face, and even if it did, is not authorized to rule on. In a trademark infringement
case, a federal court can typically decide all issues of trademark validity and infringement; the
Board cannot. Accordingly, the district court in the WDWA Action is authorized to determine
whether PUMA has valid rights in the NITRO Mark and how far those rights extend. If the district
court concludes that PUMA has valid rights in the NITRO Mark and upholds the validity of the
Challenged Registration, there will be no need for the Board to weigh in on Brooks’ claims in this
Proceeding as to whether the NITRO Mark is entitled to continued registration. This is not a case
where the Board should defer to the district court just because the district court could decide all
the issues between the parties. This is a case where the district court must weigh in if all issues
between the parties are to be resolved. The Board does not need to weigh in for all the issues
between the parties to be resolved. Allowing the district court to first evaluate all the issues
between PUMA and Brooks will result in the most economical disposition of the disputes between
the parties.

Moreover, the potentially dispositive motion pending in the WDWA Action in which
Brooks has asked the district court to invalidate the Challenged Registration—as it has asked the
Board—supports the immediate need for the Board to exercise its discretion and suspend the

Proceeding. Brooks’ position that the issues in this Proceeding will not be impacted by the pending



civil litigation is not based on the reality of where the disputes stand because although Brooks may
not have explicitly asked the district court to determine whether the Challenged Registration
should be void ab initio, Brooks has nonetheless sought declaratory judgment of invalidity of the
Challenged Registration from the district court. And Brooks has based its claims related to the
invalidity of the Challenged Registration in the WDWA Action and in this Proceeding on the same
allegations: that PUMA was a mere licensee of the NITRO Mark. Therefore, not only has Brooks
already tasked the district court to decide the validity of the Challenged Registration, but Brooks
has presented to the district court the same reason for its claim as it has to the Board. If, and when,
the district court grants Brooks’ declaratory judgment on the trademark issues, Brooks or PUMA
can easily inform the Board and request that the Proceeding either terminate or resume if there is
aneed for the Board to weigh in. Lastly, any public policy concern that Brooks unjustifiably raises
to oppose suspension is eliminated by the fact that district courts, like the Board, are authorized to
rectify the trademark register.

In summary, Brooks has failed to provide any valuable insight as to why suspension of the
Proceeding is unwarranted. Brooks has not offered any reasons as to why the district court’s
judgement in the WDWA Action would not be binding on the Board. Brooks has not provided any
sensible justification as to why the Board, instead of the district court, is in a better position to
resolve all the issues between PUMA and Brooks in an economically justifiable manner. Brooks
has not provided sound reasoning as to why suspension of the Proceeding will cause needless delay
or prejudice to any party. Brooks has also failed to point to any filings or other potentially
dispositive motions that have taken place in this Proceeding that would render suspension
inappropriate—or that would warrant a conclusion that PUMA is attempting to evade a potentially

dispositive motion. Nor has Brooks explained why the parties are not likely to nonetheless end up



in district court for a comprehensive ruling that resolves all their disputes. Accordingly, the Board
should exercise its discretion and immediately suspend the Proceeding pending the disposition of
the WDWA Action to save the Board and the parties valuable time and resources.
CONCLUSION
WHEREFORE, PUMA requests the timely suspension of the Proceeding until the final

disposition of the WDWA Action.

Dated: May 1, 2024. Respectfully Submitted,

[Xheneta Ademi/

Johanna M. Wilbert

QUARLES & BRADY LLP

411 East Wisconsin Ave., Suite 1400
Milwaukee, WI 53202
johanna.wilbert@quarles.com

James J. Aquilina

Xheneta Ademi

QUARLES & BRADY LLP
2020 K Street NW, Suite 400
Washington, DC 20006
James.aquilina@quarles.com
Xheneta.ademi@quarles.com

Attorneys for Registrant, PUMA SE
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Lisa A Ferrari

Cozen O’Connor

3 WTC 175 Greenwich Street, 55th Floor
New York, NY 10007
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Madison McNulty
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Attorneys for Petitioner Brooks Sports, Inc.

By: /Xheneta Ademi/

Xheneta Ademi

Attorney for Registrant, PUMA SE



