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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

TRADEMARK TRIAL AND APPEAL BOARD 

 

 

BROOKS SPORTS, INC. 

 

Petitioner, 

 

v.  

 

PUMA SE,  

 

Registrant. 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

 

 

 

Cancellation No.: 92084311 

 

Reg. No.: 7184055 

 

Mark: NITRO 

 

 

OPPOSITION TO MOTION TO SUSPEND 

 Brooks Sports, Inc. (“Brooks” or “Petitioner”), by its attorneys, hereby opposes the motion 

of PUMA SE (“PUMA” or “Registrant”) to suspend the instant proceeding pursuant to 37 C.F.R. 

§ 2.117 and TBMP § 510.02(a) (the “Motion”).  The federal action filed by PUMA and cited as a 

basis for suspension does not involve issues directly in common with those in the instant 

cancellation proceeding and also concerns issues unrelated to the trademark issues present in this 

matter.  There is also a pending dispositive motion in the district court action that may result in a 

dismissal of PUMA’s trademark claims from the federal litigation.  PUMA’s motion to suspend, 

if granted, will cause needless delay, resulting in prejudice to Brooks and harm to the integrity and 

accuracy of the Trademark Register.  The Motion should be denied. 

I. RELEVANT BACKGROUND 

 

 Brooks, which has been designing and selling high-quality footwear and apparel since 

1914, has built a reputation for excellence and is well-known for the superior quality of its 

footwear, apparel, and accessories. See 1 TTABVUE ¶ 2.  Brooks’ success in this industry is due 

in significant part to its investment in cutting-edge research and development, which allows it to 
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consistently deliver new and innovative products and benefits to consumers. See 1 TTABVUE ¶ 

11.  In connection with these efforts, Brooks developed nitrogen infusion technology for use in 

connection with its footwear. See 1 TTABVUE ¶ 12.  Since 2019, Brooks’ nitro-infused midsoles 

have achieved significant success due to the technology’s benefits, and Brooks has implemented 

the nitro-infused midsoles into many of its shoes. See id.  Brooks uses descriptions of the nitro-

infused midsoles in advertising and marketing materials, including “nitro,” “nitrogen,” “nitro-

infused,” “nitro-infuse,” and “nitrogen injected” to describe the nitro-infusion technology in its 

products (the “Nitro-Infused Designations”). See 1 TTABVUE ¶ 13.  

On December 14, 2021, PUMA filed an application to register the mark NITRO (the 

“Challenged Mark”).1 See 1 TTABVUE ¶ 6.  The application for the Challenged Mark published 

for opposition on November 22, 2022, and issued as U.S. Registration No. 7184055 (the 

“Challenged Registration”) on October 3, 2023. See 1 TTABVUE ¶ 10.  

Registration of the Challenged Mark is the source of irreparable damage and injury to 

Brooks, as it restricts and impairs Brooks’ right to accurately describe its nitro-infused midsoles 

to customers.  In addition, registration of the Challenged Mark restricts and impairs Brooks’ right 

to use, develop, and expand its use of the Nitro-Infused Designations and thereby causes damage 

to Brooks’ goodwill and reputation.   

 
1  PUMA originally filed an application to register the Challenged Mark in connection with 

“Footwear, namely, soccer shoes, golf shoes, motorsport shoes” in International Class 25, filed on 

an intent to use basis under §1(b) of the Trademark Act, 15 U.S.C. §1051(b). 1 TTABVUE ¶ 6.  

The application also covered “Footwear, namely, running shoes, training shoes, basketball shoes” 
in International Class 25, alleging use in commerce under §1(a) of the Trademark Act, 15 U.S.C. 

§1051(a), and claiming a first use date of March 4, 2021. Id.  On August 1, 2022, PUMA deleted 

“motorsport shoes” from the application, and filed a Request to Divide, resulting in the application 

being split, wherein the application for the Challenged Registration at issue in this proceeding 

became the parent application (Serial No. 97171928), covering “footwear, namely, soccer shoes, 

golf shoes” (“Registrant’s Goods”) in Class 25. 1 TTABVUE ¶ 7.  
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On January 30, 2024, Brooks filed a Petition to Cancel the Challenged Registration, 

asserting five distinct grounds as to why registration of the Challenged Mark should be denied: (1) 

the underlying application is void ab initio because Registrant was not entitled to use the mark in 

commerce and therefore did not have a bona fide intention to use the mark at the time of filing the 

application; (2) the underlying application is void ab initio because Registrant was not the true 

owner of the Challenged Mark as of the filing date of the application; (3) Registrant committed 

fraud on the USPTO when it falsely attested to being the owner of the Challenged Mark; (4) the 

Challenged Mark is merely descriptive and/or generic; and, in the alternative, (5) the Challenged 

Mark is deceptive. See 1 TTABVUE ¶¶ 33-61.  PUMA filed its Answer on March 8, 2024. See 5 

TTABVUE.  On March 22, 2024, PUMA filed the present Motion to Suspend. See 6 TTABVUE.   

PUMA argues that the Cancellation should be suspended pending resolution of a civil 

action between the parties in the U.S. District Court for the Western District of Washington, Case 

No. 2:23-cv-00116-LK (the “WDWA Action”).  PUMA initiated the WDWA Action against 

Brooks, and alleged claims of trademark infringement, patent infringement, and unfair 

competition. See 6 TTABVUE, Exhibit A.  PUMA seeks an injunction enjoining Brooks from 

using its Nitro-Infused Designations in connection with the manufacture, distribution, advertising, 

promotion, offering for sale, and/or sale of Brooks’ nitro-infused shoes. See id.  Brooks has filed 

counterclaims seeking a declaratory judgment that PUMA has no rights in NITRO and that Brooks 

has not infringed any rights in NITRO; and that the patent asserted by PUMA is invalid and not 

infringed. See 6 TTABVUE, Exhibit B.  

On close examination, the claims at issue in the WDWA Action are largely distinct from 

this Cancellation proceeding.  The WDWA action was brought by PUMA SE and PUMA North 

America Inc. against Brooks, while this Cancellation was brought by Brooks against PUMA SE.  
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The WDWA Action deals primarily with Brooks’ common law use of NITRO, while the 

Cancellation concerns the continued registrability of the Challenged Mark by PUMA.  

Moreover, Brooks recently filed a Motion for Judgment on the Pleadings in the WDWA 

Action, which is currently pending before the district court.2  In its Motion for Judgment on the 

Pleadings, Brooks has moved, inter alia, for dismissal of Counts I and III of the Complaint for 

trademark infringement and unfair competition. See 6 TTABVUE, Exhibit C (initial motion for 

judgment on pleadings, which has now been re-filed and directed to Amended Complaint).  If 

Brooks prevails on its motion, PUMA’s trademark claims will no longer be part of the federal 

action and Brooks will have been prejudiced by the unnecessary delay.  

II. ARGUMENT 

A. The Board Should Exercise its Discretion to Deny Suspension.   

Suspension of a proceeding pending a civil action “is a discretionary determination.” 

Abercrombie & Fitch Trading Co7. v. Skull Shaver LLC, 2020 WL 553712, *1 (T.T.A.B. 2020) 

(finding suspension of an opposition pending a recently filed civil action “inappropriate”).  

“Manifestly,” the Board does not have “a policy of automatically suspending a Patent Office 

proceeding when civil litigation is pending between the parties.” Martin Beverage Co. v. Colita 

Beverage Corp., 169 U.S.P.Q. 568, 570 (T.T.A.B. 1971).  Indeed, the Board “may” suspend until 

final determination of the civil action, but is not required to do so and is equipped with wide 

discretion in making that determination. See TBMP § 510.02(a) (“Suspension of a Board 

proceeding pending the final determination of another proceeding is solely within the discretion 

 
2  Following the filing of PUMA’s motion to suspend, the federal Court denied Brooks’ motion for 
judgment on the pleadings (attached to PUMA’s motion to suspend as Exhibit C) as moot because PUMA 

had amended the Complaint after the filing date of Brooks’ motion.  On March 29, 2024, Brooks re-filed 

its motion for judgment on the pleadings, directing it to the Amended Complaint, and that newly-filed 

motion remains pending.   
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of the Board; the court in which a civil action is pending has no power to suspend proceedings in 

a case before the Board, nor do parties or their attorneys.”).  Suspension is granted “only after both 

parties have been heard on the question and the Board has carefully reviewed the pleadings in the 

civil suit to determine if the outcome thereof will have a bearing on . . . the rights of the parties in 

the Patent Office proceeding.” Id.   

Contrary to PUMA’s contentions in its Motion, all the issues raised in this Cancellation 

will not be determined by the pending civil action.  Notably, the focus of this Cancellation is 

whether the Challenged Mark is entitled to continued trademark registration.  PUMA’s claims in 

the WDWA Action primarily concern Brooks’ common law use of NITRO.  Although Brooks’ 

Counterclaim in the WDWA Action seeks a declaratory judgment of invalidity of the Challenged 

Mark, Brooks’ claims in this Cancellation include that the Challenged Registration should be 

cancelled because the underlying application is void ab initio, and that PUMA committed fraud 

on the USPTO, because PUMA declared it was the rightful owner of the Challenged Mark and had 

a bona fide intent to use the Challenged Mark when, indeed, it was merely a permitted licensee 

that was not entitled to use the Challenged Mark in commerce. See 1 TTABVUE ¶¶ 33-53.  The 

district court is not being asked in the WDWA Action to determine whether fraud was committed 

on the PTO in connection with a trademark application, or whether the underlying application is 

void ab initio.  These are questions that are uniquely within the expertise and experience of the 

Board, and thus the Board should decide such issues.  

Overall, the Cancellation involves issues of continued registrability.  Because the 

Cancellation is based on issues underlying registrability of the Challenged Mark and statements 

made in the application thereto, the WDWA Action will not resolve the issues present before the 

Board in this Cancellation.  Simply because the district court could decide issues of registrability 
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and validity does not mean that the Board should defer to federal courts in every case.  Staying 

this Cancellation in favor of a federal action that presents issues of trademark use and unrelated, 

complex issues of patent infringement is more likely to prolong the dispute between the Parties 

than lead to an economical disposition.  

Moreover, if the Challenged Registration is indeed void, it should be cancelled 

expeditiously in the interest of public policy.  “[M]aintaining the accuracy and integrity of the U.S. 

Trademark Register” is a critical policy goal of the Trademark Office. See TV Azteca, S.A.B. DE 

C.V. v. Jeffrey E. Martin, 128 U.S.P.Q.2d 2018 WL 6504575, *1 (T.T.A.B. 2018).  A trademark 

application – and subsequent registration – based in fraud should not be permitted to remain 

pending on the Principal Register while the parties litigate complex issues of patent and trademark 

infringement in the federal action.  Such stasis is contrary to public policy and the USPTO’s goal 

for the Trademark Office.  PUMA has put forth no sound reason to stall this proceeding and ignore 

these important policy concerns, and the Motion should therefore be denied.   

At a minimum, the Board should delay issuing a final decision on PUMA’s Motion until 

after Brooks’ newly filed Motion for Judgment on the Pleadings is heard and decided in the 

WDWA Action.  As noted, Brooks has moved for dismissal of the counts asserted in the WDWA 

Action, most notably Counts I and III for trademark infringement and unfair competition.  If those 

claims are dismissed, PUMA’s trademark claims will be removed from the WDWA Action.  

Therefore, if the Board does not deny PUMA’s Motion outright, the Board should at least delay 

decision and allow the Parties to inform the Board of the outcome of Brooks’ Motion for Judgment 

on the Pleadings in the WDWA Action.  
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III. CONCLUSION 

 For the foregoing reasons, PUMA’s Motion to Suspend should be denied.  If, in the 

alternative, the Motion to Suspend is not denied, Brooks respectfully requests that the Board delay 

issuing a decision until Brooks’ Motion for Judgment on the Pleadings is heard and decided by the 

court in the Western District of Washington.  

Respectfully submitted, 

 

COZEN O’CONNOR 

 

Date: April 11, 2024                       By: /Lisa A. Ferrari/ 

Lisa A. Ferrari 

3 WTC, 175 Greenwich Street, 55th Floor 

New York, NY 10007 

(212) 297-2699 

lferrari@cozen.com  

mboezi@cozen.com  

phipdocketing@cozen.com  

 

Madison McNulty 

1650 Market Street, Suite 2800 

Philadelphia, PA 19103 

(215) 665-5562 

mmcnulty@cozen.com  

 

Attorneys for Petitioner Brooks Sports, Inc. 
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CERTIFICATE OF ELECTRONIC FILING 

 

I hereby certify that on April 11, 2024, a copy of the foregoing OPPOSITION TO 

MOTION TO SUSPEND is being electronically filed with the United States Patent and 

Trademark Office, Trademark Trial and Appeal Board, at http://estta.uspto.gov/.   

 

/Lisa A. Ferrari/   

 Lisa A. Ferrari 
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CERTIFICATE OF SERVICE 

 

 I hereby certify that on April 11, 2024, I caused a copy of the foregoing OPPOSITION 

TO MOTION TO SUSPEND to be served upon Registrant, via email, as follows: 

    James J. Aquilina 

    QUARLES & BRADY LP 

    2020 K Street NW, Suite 400 

    Washington, DC 20006 

Email: james.aquilina@quarles.com   

Xheneta.ademi@quarles.com   

Johanna.wilbert@quarles.com   

Meighan.veley@quarles.com  

DocketWDC@quarles.com   

    

    Attorneys for Registrant PUMA SE 

 

 

/Lisa A. Ferrari/   

        Lisa A. Ferrari 
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