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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the matter of U.S. Registration No. 7,184,055

Mark: NITRO
BROOKS SPORTS, INC.,
Petitioner,
V. Cancellation No. 92084311
PUMA SE,
Registrant.

PUMA'S MOTION TO SUSPEND PROCEEDING
PENDING RESOLUTION OF CIVIL ACTION

Pursuant to 37 C.F.R. §2.117 and TBE®10.02(a), PUMA hereby moves to suspgend
Cancellation No. 92084311 (the “Proceeding”) pending the resolution of the trademark
infringement and unfair competi civil action against Bioks in the U.S. District Court for the
Western District of Washington as Case No. 2:23-cv-00116-LK (the “WDWA Action”). Like this
Proceeding, the WDWA Action involves claimsdadefenses that question PUMA’s ownership
of and scope of rights in théITRO Mark. Further, Brooks has asked both the Board and the
district court to cancel or invalidat®).S. Registration No. 7,184,055 (the “Challenged
Registration”).

The outcome of the WDWA Action, thereforeill have a direct impact on the merits of

the Proceeding and the district court’s rulind ¥ binding on the Board. Moreover, the WDWA

L A similar motion to suspend is pendingdre the Board in Opposition No. 91284233 between
PUMA and Brooks involving PUMA'sipplication to register treame mark for related goods.
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Action involves additional claims and defenses #rat not raised in this Proceeding that can be
decided only by the district couth the interest of ensuring aroprehensive ruling that resolves
all the issues between PUMA and Brooks, whileserving party resourcaad judicial economy,
PUMA requests that the Board suspend fisceeding pending the outcome of the WDWA
Action.
STATEMENT OF THE CASE

In this Proceeding, Brooks seeks to cai®idMA’s registration of the NITRO MafKor
“Footwear, namely, soccer shoes, golf shda@sClass 25. Brooks’ allegations in the Proceeding
are similar to those ithe WDWA Action, includng that the Challenged Bistration should cancel
because: (1) PUMA'’s application tegister the NITRO Mark was voub initio due to a lack of
bona fideintent to use the NITRO Mar&t the time of the applitan filing; (2) PUMA was not
the rightful owner of the NITRO Mark at the time of the Statement of Use filing; (3) and as such,
PUMA committed fraud on the USPTO; (4) the NITRMtark is merely descriptive and/or generic;
and (5) if the NITRO Mark is not merely degtive and/or generic, it is deceptive in the
alternative Seel TTABVUE 10A5.

PUMA instituted the WDWA Action on th grounds that Brooks’ use of “nitro”

designations constitutes tedark infringement of the NITRO Mark under common law and

2 PUMA’s original application taegister the NITRO Mark wassigned U.S. Application Serial
No. 97/171,928 and it covered the following godtiotwear, namely running shoes, training
shoes, basketball shoes” in Class 25 undeti@e 1(a) of the Tragimark Act and “Footwear,
namely soccer shoes, golf skpanotorsport shoes” in Ga 25 under Section 1(b) of the
Trademark Act. PUMA later filed a Request tovide that resulted in two applications: U.S.
Application Serial No. 97/171,92®&v¢ering “Footwear, namely, soccgroes, golf shoes” in Class
25 and U.S. Application Saili No. 97/975,106 covering “Fooear, namely, running shoes,
training shoes, basketbaloes” in Class 25.

3 When it filed the Request to Divide, PUMAIleted “motorsport shoes” from U.S. Application
Serial No. 97/171,928 leaving “Footwear, namelyceo shoes, golf shoea’ the only goods in
the application.



unfair competition and trademarkfiimgement of the registered NITRO Mark in U.S. Registration
No. 7,184,055 pursuant to Section 2(djheé Lanham Act, 15 U.S.C. §1052(8eeCounts I, lII,
and IV (pp. 1448) of PUMA’s Amended Complaint attached heret&ssibit A . In tandem with
the Proceeding, in the WDWA Action, Brooks: seekdeclaratory judgment that PUMA has no
valid and enforceable rights in the NITRO Mark; claims that the NITRO Mark is descriptive and
that PUMA has not acquired secondary meaninglifRO; and seeks deufatory judgment from
the district court invalidatig the Challenged RegistratiddeeDefenses (pp. A0) and First and
Second Counterclaims (pp. &B) in Brooks’ Answer to the Aended Complaint, Defenses, and
Counterclaims attached heretdeadhibit B. Additionally, Brooks filed a Motion for Judgment on
the Pleadings on similar grounds, whiclpending before thdistrict court.SeeBrooks’ Motion

for Judgment on the Pleadingached hereto &xhibit C.

The WDWA Action, however, involves additidniasues not raised in this Proceeding,
including claims related to design patent infringatrend injunctive andaiitable relief, as well
as common law trademark infringemi@md unfair competition claim&eeCounts Il and Il and
Prayer for Relief (pp. 187 and 18419) of PUMA’'s Amended Condaint attached hereto as
Exhibit A; see alsoDefenses (pp. A0) and Third, FourthFifth, Sixth, and Seventh
Counterclaims (pp. 681) in Brooks’ Answer to the Aanded Complaint, Defenses, and
Counterclaims attached heretoEadibit B .

In short, both the Proceeding and the WDW(etion involve claims related to PUMA’s
ownership of and scope of righin the NITRO Mark and the validity of the Challenged
Registration. Given that the WDWA Action involvedditional claims that are not at issue in the
Proceeding—that only the district court a@solve—the Board should suspend the Proceeding

pending the outcome of the WDWA Action.



ARGUMENT

. THE BOARD SHOULD FOLLOW ITS POLICY AND SUSPEND THE
PROCEEDING PENDING THE OUTC OME OF THE WDWA ACTION.

The Board has the inherenttlhority to manage its own proceedings and the decision to
suspend a proceeding falls exclusively wittine Board’s discretion. TBMP 8510.02(a). If the
Board learns that the parties befdrare also engaged in a cigittion that involves the same mark
and issues that might be psitive to the Board proceedinthe Board typically susperfdshe
proceeding pending the final determinatiof the civil action. 37 C.F.R. §2.117(ageTBMP
8510.02(a). To warrant suspension by the Boardyibagtion must only have a bearing on the
Board proceeding; it does not haveb dispositive of the Board proceedi@ge New Orleans
Louisiana Saints LLC v. Who Dat? 1n@9 U.S.P.Q.2d 1550, 1552 (T.T.A.B. 2011). And if the
civil action involves questions thate similar to those in the Bad proceeding, the district court
decision is often binding upon the Board, furthestifying suspension dhe Board proceeding.
SeeTBMP 8510.02(g) see also Tokaido v. Honda Associates,|id@9 U.S.P.Q. 861, 862
(T.T.A.B. 1973).

In the present case, both the Proceedimjthe WDWA Action involve the NITRO Mark
and claims and defenses that question PUMsts in the NITRO Mark. In both the Proceeding

and the WDWA Action, Brooks haasked that the Challenged Registration be cancelled or

4 Representative cases where the Board hasegramotions to suspend include the following:
Caterpillar, Inc. v. Tigercat International IncOpposition No. 91213597,
https://ttabvue.uspto.gov/ttabvu@pno=91213597&pty=OPP&eno=83;

Ara Ohanian v. Tekno Products, In©pposition No. 91237581,
https://ttabvue.uspto.gov/ttabvu@pno=91237581&pty=OPP&eno=25;

Rescue One Corporation v. Anthony P. Lump®ipposition No. 91224300,
https://ttabvue.usptgov/ttabvue/v?pno=91224300&pty=OPP&eno=11; and

Bombardier Recreational Productsdnv. Jaguar Land Rover Limite@ancellation No.
92064297, https://ttabvue.uspto.govsitae/v?pno=92064297&pty=CAN&eno=8.
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invalidated. There is no question that the outcofrtae WDWA Action will have a direct impact
on the merits of the Proceeding.odedingly, the Board should exase its discretion and suspend
the Proceeding pending the final disposition ef WiDWA Action to avoidduplicating the effort
of the district court,wasting of resources, and the po##ib of reaching an inconsistent
conclusion.

.  SUSPENSION OF THE PROCEEDING IS WARRANTED BECAUSE THE
DISTRICT COURT'S DECISION WILL BE BINDING ON THE BOARD.

The district court’s decision in the WDWAction on the scope of PUMA'’s rights and
ownership in the NITRO Mark and Brooks’ infringent of those rightsvould have a direct
bearing on the Proceeding and would be binding on the BBaedNew Orleans Louisiana Saints
LLC, 99 U.S.P.Q.2d at 1552 (a distrcourt decision may be bimdj on the Board, but a Board
decision as to a defendant’s rightobtain or maintain a regiation would not be binding oes
judicataon the district court)yWhopper Burger, Inc. v. Burger King Corfi.71 U.S.P.Q. 805, 807
(T.T.A.B. 1971) (the Board suspended cancellafiimaing that “[t]here can be no doubt therefore
that the outcome of the civil action will have aedt bearing on the question of the rights of the
parties herein and may in fact completely resall the issues”). Because only a district court
ruling can address all the issusgtween PUMA and Brooks andcsuruling would be binding on
the Board, there is no reason for a pajtidgment by the Board in the Proceeding.

The present case is similarNew Orleans Louisiana Sas\tLC v. Who Dat? Incwhere
the parties in the Board proceeding were involnealcivil action, in reversed positions, regarding
the infringement and preliminary injunction tife same mark as in the Board proceeding. The
Board granted the motion to suspend because the federal court’s decision on whether to enjoin use
of the mark would surely havebaaring on the Board proceeding@¢he registration of the mark.

Likewise, the district court in the WDWA Actn will determine whether PUMA has valid rights



in the NITRO Mark, whether PUMAr Brooks have priority, and welther there is a likelihood of

confusion between PUMA’s NITRO Mark and Brooksse of “nitro” designatins. If the district

court concludes that PUMA haslikarights and priority in the NITRO Mark, the need for the

Board to weigh in on Brooks’ claims in the Proceeding as to PUMA's rights and ownership in the

NITRO Mark will be obviated. Similarly, Brooks’ regsieto the district court for a declaratory

judgment to invalidate the Clenged Registration renders thedBd's opinion on the cancellation

of the Challenged Registration unnecessary.

Il. THE PROCEEDING SHOULD BE SUSPENDED BECAUSE THE WDWA
ACTION INVOLVES ISSUES THAT FALL OUTSIDE THE BOARD'S
JURISDICTION AND THAT CAN BE DECIDED ONLY BY THE DISTRICT
COURT.

A federal court can typically decide allsiges of trademark iidity, cancellation, and
infringement. But the Board cannot. Issues didig and likelihood of confusion related to
registration do not involve highly¢lnical questions outside thenspetence of a téeral district
court judge.See6 MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION 8§32:48 (5th ed.).
Federal courts have concurrent jurisdiction wiie Board over issues of the registrability and
cancellation of trademark§ee5 MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION
830:109 (5th ed.). Specifically, Section 37thé Lanham Act providethat “[ijn any action
involving a registered mark thewd may determine the right togistration, ordethe cancelation
of registrations, in whole or jpart, restore canceled registrations, and otherwise rectify the register
with respect to the registrationsany party to thaction.” 15 U.S.C. 8111%urther, the Supreme
Court has expressed that “district courts camcehregistrations durghinfringement litigation,
just as they can adjudicate infringement in ss&gsking judicial review ofegistration decisions.”

B & B Hardware, Inc. v. Hargis Industries, Ind.35 S. Ct. 1293, 1307310, 191 L. Ed. 2d 222,

113 U.S.P.Q.2d 2045 (2015). Distrazdurts are also well-equippeddecide issues of likelihood



of confusion both under the Lanham Act and ¢benmon law of trademhrinfringement and
unfair competition. While both theoarts and the Board use the “likedod of confusion” test to
determine conflict between two marks, the facfaators to be considered in an infringement
likelihood of confusion analysis @much broader thandHactual factors tbe considered in a
validity or registrability likdthood confusion analys. The Board, therefe, does not have
exclusive jurisdiction over issue$ registrability of a trademark.

But the Board is authorized to determine only the right to reg8éer. Conolty v. Conolty
O’Connor NYC LLC111 U.S.P.Q.2d 1302, 1309 (T.T.A.B. 201Blackhorse v. Pro-Football,
Inc., 111 U.S.P.Q.2d 1080, 10423 (T.T.A.B. 2014). The Board cartnmle on the right to use,
nor may it rule on broadajuestions of infrigement or unfair competition. TBMP §102.01;
General Mills Inc. v. Fage Dairy Processing Industry, 80 U.S.P.Q.2d 1584, 1591 (T.T.A.B.
2011) (Board has no authority wetermine the righto use, or the broader questions of
infringement, unfair competition, damages oijuirttive relief). The Board’s jurisdiction,
therefore, is limited to the issue of regisitidly and would result ira partial judgment.

As such, the Board will typically stay a proceeding pending the outcome of a first-filed
infringement suit that involves related issugese6 MCCARTHY ON TRADEMARKS AND UNFAIR
COMPETITION 832:47 (5th ed.). A civil aon may involve additionamatters that are outside
Board jurisdiction and may consider broader isdoegond right to registration; thus, judicial
economy is served by the suspension ofBbard proceeding. TBMP 8510.02(a). If “a district
court suit concerns infringement, the interespiompt adjudication far outweighs the value of
having the views of the [TTAB].Goya Foods Inc. v. Tropicana Prods., In846 F.2d 848, 85&
54 (2d Cir. 1988). Unlike the Board, the district court has the necessary authority to issue a

comprehensive ruling that resolves all the issues between PUMA and Brooks.



Here, both the Proceeding and the WDWAtiéwe involve the NITRO Mark and claims
and defenses that question PUMAights in the NITRO Mark. The district court, as it is well-
suited to do so, will decide whether PUMA ha$idréights in the NITRO Mark and whether the
Challenged Registration should cancel. Not only will the district court decide whether PUMA has
valid rights in the NITRO Md, but it will also rule on thebroader issuesf trademark
infringement and unfair competh. Additionally, the district aurt will decide wiether to grant
PUMA injunctive relief, preliminarily and peramently enjoining Brooks from using the NITRO
Mark with shoes. As stateabove, the WDWA Action also inweés a design patent infringement
claim regarding which PUMA sesla permanent injunction and mésmy damages. Each of these
issues fall outside of the Babs jurisdiction, but well within th district court’'s competency.
Consequently, the district court’s judgment idigpensable. And the Balis judgment would be
duplicative.

IV.  SUSPENSION OF THE PROCEEDING AT THIS STAGE WILL PRESERVE
PARTY RESOURCES AND PROMOTE JUDICIAL ECONOMY.

The Proceeding is at a stage where it's appropriate and economically sensible for the Board
to suspend it. When the moving partyiat merely evading a dispositive motidhrough the civil
litigation, the Board W typically grant a motion for suspensiddee Other Tel. Co. v. Conn. Nat’l
Tel. Co. Inc, 181 U.S.P.Q. at 1287 (the Board granted a motion for suspension even though the
motion was filed eight days before the clos¢haftestimony period in the Board proceeditgi;

seeBoyds Collection Ltd. v. Herrington & Go65 U.S.P.Q.2d 2017, 2088 (T.T.A.B. 2003)

> TBMP §510.02(a) provides that “[i]f there isrquting, at the time when the question of suspension
of proceedings before thigoard is raised, a motion which istpotially dispositive of the case, the
potentially dispositive motion maye decided before the questiohsuspension is considered.”
The purpose of 37 C.F.R. 8§ 2.117(b) is to pregeptrty served with potentially dspositive
motion from escaping the motion by filing a cigittion and then movintp suspend before the
Board has decided the potiatiyy dispositive motion.
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(the Board denied motion to spend filed after trial and whilether dispositive motion was
pending in the Board proceeding). If suspension is otherwise appropriate, the Board will deny
suspension only in cases where it's evidenttth@imoving party is evadg a dispositive motion.
SeeAbercrombie & Fitch Trading Co7. v. Skull Shaver L2020 WL 553712, 2 (T.T.A.B. 2020)

(the Board denied applicant’s motion to suspbadause applicant did nfie the complaint in

district court untilafter the close of discovery in the oppimsi and because alpgant did not file

its motion to suspend the opposition until three weeks after the opposer filed its motion for
summary judgment). Unless it's evident that a party is attempting to evade a dispositive motion or
unjustifiably delay the proceeding, thedd usually grants a motion to suspend.

Here, PUMA is eliminating thpossibility for either party tprolong litigation and to get
a second bite at the apple, in a different forum. PUMA filed the WDA@#on well before this
Proceeding was instituted by Brooksirther, the WDWA Action is reging the close of discovery.

In contrast, in the Proceedirgrooks filed itsPetition to Cancel and PUMA Answered. Nothing
has happened since in the Proceeding: ther® ipotentially disposite motion pending that
PUMA is trying to evade; no discovery hasheconducted; no testimony periods have begun.
And the Board has yet to issue a decision on amiynalaised in the Procdimg. If the Board is to
conserve the resources of all invedl, now is the time to do so.

Suspension of the Proceeding is also appropbetause the partiesedikely to end up in
district court forde novareview even after a ruling by the Bdaif either party were to appeal the
ruling of the Board, the parties would end up eittehe Court of Appeals for the Federal Circuit
or in district courtSeel5 U.S.C. 81071. Moreover, as stated above, the Board cannot rule on the

broader issues of trademark infyfement and unfacompetition nor on thequitable relief sought



in the WDWA Action. Thus, the parties withonetheless end up idistrict court for a
comprehensive ruling on these remedies.

In sum, the simultaneous trying ofethProceeding and the WDWA Action would
perpetuate waste and resulduplicate rulings that would onlgxtend litigation between PUMA
and Brooks.

CONCLUSION
WHEREFORE, PUMA requests suspension effmoceeding until the final disposition of

the WDWA Action.

Dated: March 22, 2024. Respectfully Submitted,

[Xheneta Adeni

JohannaM. Wilbert

QUARLES & BRADY LLP

411 East Wisconsin Ave., Suite 1400
Milwaukee, WI 53202
johanna.wilbert@quarles.com

James J. Aquilina

Xheneta Ademi

QUARLES & BRADY LLP
2020 K Street NW, Suite 400
Washington, DC 20006
James.aquilina@quarles.com
Xheneta.ademi@quarles.com

Attorneys for Registrant, PUMA &

10



CERTIFICATE OF SERVICE

| hereby certify that a true amdmplete copy of the foregoilJMA’S MOTION TO
SUSPEND PROCEEDING PENDINGRESOLUTION OF CIVIL ACTION has been served

by forwarding said copy oMarch 22, 2024, via email to:

Lisa A Ferrari

CozenO’Connor

3WTC 175GreenwichStreet 55thFloor
NewYork, NY 10007
Iferrari@cozen.com
llinford@cozen.com
cmenth@cozen.com
mboezi@cozen.com
phipdocketing@cozen.com

MadisonMcNulty

1650Market Street,Suite2800
PhiladelphiaPA 19103
mmcnulty@cozen.com

Attorneys for PetitioneBrooks Sports, Inc.

By: /Xheneta Ademi

XhenetaAdemi

Attorneyfor RegistrantPUMA SE
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Case 2:23-cv-00116-LK Document 117 Filed 01/24/24 Page 1 of 20

THE HONORABLE LAUREN KING

UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF WASHINGTON

AT SEATTLE
PUMA SE, and PUMA North America Inc., ) Case N02:23cv-00116LK
Plaintiffs, )
)
V. )
)
Brooks Sports, Inc., )
) JURY DEMAND
Defendant. )
)

AMENDED COMPLAINT FOR TRADEMARK INFRINGEMENT, PATENT
INFRINGEMENT, AND UNFAIR COMPETITION

Plaintiffs, PUMA SE and PUMA North America Inc. (collectively, “PUMA”), bydan
through undersigned counsel, bring this action for trademark infringement, p&tiegement,
and unfair competition against Defendant Brooks Sports, Inc. (“Brooks”), and by and ffor th
Compilaint, allege as follows:

NATURE OF THE ACTION

1. This is an action for trademark infringement and unfair competition arising un
the laws of the United States, 15 U.S.C. § 1051, et seq, and Washington common law. By
action, PUMA seeks to prevent Brooks from causing confusion in the marketplace aingl unf
benefitting from PUMA'’s reputation and goodwill.

2. PUMA also seeks equitable relief in the form of an injunction, preliminarily an
permanently enjoining Brooks from using PUMA’s NITRO mark in connection with the

manufacture, distribution, advertising, promotion, offering for sale, and/or sBl®ais sles.

AMENDED COMPLAINT Lowe GRAHAM JONES...
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3. This action also seeks a permanent injunction and monetary damages stemrj

from Brooks’ infringement of PUMA'’s United States Design Patent Number D897,075.
PARTIES

4. Plaintiffs PUMA SE and PUMA North America Inc. are world leaders in the
sportswear industry. PUMA SE is organized and existing under the laws of GernitAns w
principal place of business at Puma Way 1, 91074 Herzogenaurach, Germany. PUMA SE
multinational company that designs and manufactures athletic and casual footweat, apdar
accessories. As of 2017, PUMA SE employs more than 13,000 people worldwide and distH
its products in more than 120 countries. PUMA North America Inc. is a Dedasggporation
with its principal place of business at 455 Grand Union Blvd, Somerville, MA 02145. PEMA
one of the top five sportswear brands in the world by revenue.

5. Defendant Brooks Sports, Inc. is a Washington corporation, with its principal
place of business at 3400 Stone Way N, Suite 500, Seattle, WA 98103.

JURISDICTION AND VENUE

6. This is an action for infringement of an unregistered mark under the Lanham
15 U.S.C. § 1125(a); patent infringement under 35 U.S.C. § 271(a); and unfair competition
Washingtorcommon law.

7. This Court has subject matter jurisdiction over the Lanham Act claim and pat
infringement claim pursuant to 28 U.S.C. 88 1331 and 1338, and 15 U.S.C. § 1121 as theg

claims arise under the laws of the United States.

8. This Court has supplemental jurisdiction over the claim in this action whigsafi

under the common law of the state of Washington pursuant to 28 U.S.C. § 1367(a) becaug
state law claim is so related to the federal Lanham Act claim that it forms d pegtsame case

or controversy and arises from a common nucleus of operative facts.
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9. This Court has personal jurisdiction over Brooks because it is a Washington
corporation with its principal place of business in Seattle, Washington. Furtlegonor
information and belief, Brooks has committed acts of infringement withijuithisial district

10.  Venue is proper in this district pursuant to 28 U.S.C. 8 1391(b) because a
substantial part of the events giving rise to the claims at issue in the lawsuiedda this
judicial district and because Brooks is subject to personal jurisdictiorsidikrict.

11.  Venue is also proper in this district pursuant to 28 U.S.C. § 1400(b) because
Brooks has committed acts of patent infringement in this districitaipdincipalplace of
business in this district, located$eattle, Washington

FACTS AND BACKGROUND

12.  PUMA owns rights in the mark NITRO and uses its NITRO mark on and in
connection with various footwear. An image of a representative PUMA footwear phlmhrag

the NITRO mark is shown below:

AMENDED COMPLAINT Lowe GRAHAM JONES...
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Source https://us.puma.com/us/en/pd/deviatero-mensrunning-

shoes/194449.html?dwvar 194449 color=13

13.  Alisting of other NITRGbranded PUMA products, which are available for
purchase through PUMA'’s U.S. website (us.puma.com), is shown in Exhibit A, and gurrent
includes over 80 different models of footwear.

14. PUMA SE is also the owner of U.S. Trademark Application Serial R8171928
(the *928 Application”) and 9797510@he “106 Application”)for the mark NITRO for various
footwear goods, in International Class 025. The '928 Application was divided into two
applications, resulting i106 Application as &hild application Copesof the application
informationfor the '928 Application and '106 Applicaticareattached as ExhibB and Exhibit
C.

15. Since launching its NITRO line of running shoes, PUMA has seen substantigl
growth over its previous running shoe line. PUMA’s NITRO-branded running shoes arelguirent
PUMA'’s top-selling running shoes in the U.S., and an overalffiiggselling brand of BMA
footwear in the U.S. Further, on information and belief, PUMA'’s line of NITR@ing shoes
were a topl5-selling running shoe brand in the U.S. in the year 2021.

16. PUMA has invested significant time, energy, and resources in promoting and
offering its NITRGbranded products.

17.  As aresult of these investments and efforts, PUMA has developed substantial anc
valuable goodwill in its NITRO mark and owns strong common law rights in the NIMR®
across the United States relating to footwear, includiyashington.

18. PUMA's NITRO mark is proprietary, highly valuable, and an important asset pf
PUMA's.

19. PUMA has priority of use over Defendant with respect to the NITRO mark.

AMENDED COMPLAINT Lowe GRAHAM JONES...
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20. Inlate 2021, PUMA became aware that Brooks began using NITRO to advertise

its running shoes. In November 2021, a PUMA employee took the following photographs of

Brooks’ infringing acts that occurred at a trade show in Texas:

21. In December 2021, PUMA sent a letter to Brooks describing PUMA'’s exclusive
rights to use its NITRO mark in connection with footwear. A copy of this letter ihattaas
Exhibit D.

22.  After Brooks confirmed receipt of the letter, PUMA engaged with Brooks in an
attempt to resolve the dispute amicably and avoid litigation. Brooks refusedtlibmest terms
proposed by PUMA and did not offer a counter-proposal.

23.  Despite being notified of PUMA'’s exclusive rights to the NITRO mark in

connection with footwear, Brooks recently moved forward with an infringing advertising

campaign that makes extensive use of PUMA’s NITRO mark, as shown in the samples below:
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> BROOKS

% Shoes @ Apparel 9";; Featured @ Summer Sale @ Run Happy Blog @9 Brooks Run Club === All About Brooks

ox

Nitro-infuse your run

What will nitro bring to your run? Everything. And more. Now in some of
your favorite shoes, nitrogen-infusion unlocks a world of benefits for a

super comfortable ride.

G i

Source https://www.brooksrunning.com/run-amtro/
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24.  Brooks also disseminated its infringing advertising campaign via social nfadia
example, the below Facebook and Instagram posts specifically employ the hashtag

“#RunOnNitro™;

srooxs Brooks Running @
July 1at2:04PM - @

This just in...nitrogen-infusion is now in some of your favorite shoes! Get
soft strides in the Glycerin 20. Feel faster in the Hyperion Tempo. Go
further on any trail in the Caldera 6.

Check out the new ways to amplify your run with #RunOnNitro. Shop
https://brks.co/RunOnNitro_fb

O7s 16 Comments 9 Shares

o5 Like (J) Comment A> Share
Source https://www.facebook.com/brooksrunning
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‘Imh]g’m Q Searc Sign Up

brooksrunning and
z@ raventhesciencemaven

Original Audio
:
: | brooksrunning & What do you get
i =
when you combine science with Brooks?
- Next level awesome! & o
Watch @raventhesciencemaven explain

how infusing nitrogen into the midsole
of Brooks shoes can amplify your run.

To shop and learn more, visit our website
#RunOnNitro #Glycerin20 &
#HyperionTempo 4> #Calderaé )

@

* flecksoflex @raventhesciencemaven is

Qv W

846 likes

Log in to like or comment

Source https://www.instagram.com/reel/CfeVmo2Dgkm/?igshid=YmMyMTA2M2Y=

25.  On October 3, 2023, the United States Patent and Trademark office recogniz
PUMA's rights in the NITRO mark when it registered 828 Application as U.S. Trademark
Registration No. 7184055 (the “’055 Registration”). A true and correct copy of tistradigin
certificate for thé055 Registration is attached as Exhibit E.

26.  As shown in the example below, captured ondddoerl, 2023, Brooks has
continued its infringing use of PUMA’s NITRO markfurtherance oits nitro-centric

advertising campaign to promote Brooks’ footwear products.

~=BROOKS

Run on Nitro

Unlock bigger benefits

Source https://www.brooknninq.com/en us/run-oitro/
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27. Brooks has used and continues to use the infringing NIFR@X in connection
with running shoes, which are goddsntical or at leagtubstantially similar in proximity to
registered goods “Footwear, namely, soccer shoes, golf shoes.”

28. PUMA has never authorized any of the above-shown activities or any other
its NITRO mark by Brooks in any manner.

29.  Brooks has willfully and intentionally engaged in the foregoing activities \wveh |
knowledge that the NITRO mark was used and owned by PUMA and that using the NITRQ
in conjunction with advertisement of Brooks running shoes was unauthorized.

30. Brooks’ use of the NITRO mark without permission is, and has been, a delibg
attempt to trade on the valuable trademark rights, goodwill, and consumer tbsslest by
PUMA in its NITRO mark.

31. Brooks’ actions have caused or are likely to cause significant harm to PUMA
reputation and hard-earned goodwill that PUMA has developed in its NITRO mark.

32.  PUMA also protects its valuable intellectual property by obtaining and enforc
various patent rights. On September 29, 2020, U.S. Design Patent No. D897,075 (the “071
Patent”), entitled “Shoe” was duly and legally issued by the United States Raddmademark
Office. A copy of the 075 Patent is attached as Exlribit

33.  Plaintiff PUMA SE is the owner by assignment of the entire right, title, and
interest in the '075 Patent.

34.  After PUMA'’s '075 Patent issued, Brooks introduced a shoe, the “Aurora BL,
that adopted PUMA's patented design, and that is now being sold in connection withrigfring
uses of PUMA’s NITRO mark.

35. In design patents, solid lines are used to show the claimed portions of the de

while broken or dashed lines show purely environmental matter or portions thatdqramt of

AMENDED COMPLAINT Lowe GRAHAM JONES...
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the claim.

36. To determine infringement of a design patent, it is only necessary to considef

solid lines in the patent’s claims.

37. Brooks’ infringing Aurora BL shoe has adopted every aspect of the claimed d
in PUMA'’s '075 Patent and has an overall appearance that is substantially the sheneyies of
the ordinary observer.

38. The claim of the '075 Patent is defined by the solid lines, and any broken ling
the drawings indicate portions which form no part of the claimed design. The seidfithe
'075 Patent define a midsole structure of a shoe, which includes-artgbllbous region that
extends beyond a periphery of a disclaimed upper when viewed from above. The solid heg
'075 Patent further define midfoot and teed bulbous regions of the midsole that also exteng
beyond a periphery of the disclaimed uppéewviewed from above. A claimed seam extend;
from a toe end to a heel end of the midsole structure along each of the bulbous regions aldg
lateral and medial sides thereof. The Brooks’ Aurora BL includes all of the afiatiened
claimed features of th@75 Patent, resulting in an overall appearance that is substantially th

same in the eyes of the ordinary observer.

The '075 Patent Brooks’ Aurora BL
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FIG. 7

39.  An ordinary observer would be familiar with the prior art designs, such as tho
depicted below. Based on these prior art designs, an ordinary observer would recognize th
Brooks’ Aurora BL design has incorporated elements of the claimed design that depart
conspicuously from the prior art, resulting in an overall design that is deslgimilar to the
claimed design. Thus, an ordinary observer, familiar with the prior art desighsaistimose
shown below), would be deceived into purchasing the Brooks’ product, assuming it to be th

patented design.

AMENDED COMPLAINT 1 Lowe GRAHAM JONES...

se

at

e

1325 Fourth Avenue, Ste. 1130
Seattle, Washington 98101
206.381.3300 « F: 206.381.3301



© 00 ~N oo o b~ wWw N P

N RN N RN N N N N DN R P R R R R R R R
0w ~N o s W N P O O 0 N 0o 00 N~ W N kP o

Case 2:23-cv-00116-LK Document 117 Filed 01/24/24 Page 12 of 20

6,438,873
D850,077
2015/0143722
10,624,417
D414,597 b S
MR e TR
D792,068
FIG. &
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D677,040

FiG. 2

D799,179

40. Brooks’ trademark and design patent infringement are part of Brooks’ pattern
copying PUMA's technology and disrespecting PUMA'’s intellectual property rights.

41. PUMA invented and developed the foam molding technology incorporated in
NITRO-branded shoes over an extended period of work with several shoe sole manufaditur
January 2020, PUMA filed the first of its six utility patent applications relatinbe tehnology
it incorporates into its NITR@randed shoes.

42.  Oninformation and belief, after PUMA released its NITB@nded shoes,
Brooks contacted one of PUMA’s manufacturers to copy PUMA's technology and incorpors:
PUMA'’s technology into Brooks’ shoes. On information and belief, Brooks incorporated
PUMA'’s proprietary foam molding process into its Aurora BL shoe and intortbefishoes its
sells in connection with the infringing NITRO mark.

43.  One month after PUMA released its NITR®@anded shoes and nearly a year af
PUMA'’s first utility application filing, on December 28, 2020, Brooks filed its owlityfpatent
application, U.S. Patent Application No. 17/134,560. The application’s written descripti
describes the same foam molding process that PUMA uses in its Ndfa@ed shoes,

including the NITRGbranded shoes released one month prior to Brooks’ filing and the shog

LowE GRAHAM JONES....
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disclosed in PUMA's first utility application filed nearly a year prior to Brooks’ djlin

44.  Oninformation and belief, Brooks has also copied the foam molding technolg
disclosed and claimed in PUMA'’s pending utility patent applications. Brooks lisddahnology
from PUMA's utility patent applications to create a shoe, i.e., the Aurora BL shoeglaa
design that is nearly identical to PUMA'’s patented design.

45.  Brooks then applied for its own industrial design protection for the design of t
Aurora BL shoe just one month after PUMA'’s '075 Patent issued. On information aefd bel
Brooks has now obtained design registrations for its Aurora BL design in semeral n
examination countries but notably has not obtained a U.S. design patent for this depigm, dqg
the U.S. application having been filed before the foreign applications.

46. Brook now sells the Aurora BL shoes in connection with a mark that copies
PUMA's NITRO trademark, as explained further herein.

47.  Brooks’ routine practice of misappropriating PUMA’s intellectual property is
willful, deliberate, and intentional. Brooks’ complete disregard for PUMA'’s extalial property
will continue to irreparably harm PUMA unless enjoined by this Court.

CAUSES OF ACTION

COUNT I:
Trademark Infringement (Unregistered Mark) - Lanham Act

48. PUMA incorporates by reference the allegations contained in the preceding
paragraphs as if separately repeated here.

49. PUMA owns the distinctive NITRO mark for footwear, including as described
U.S. Trademark Application Serial No. 97171928.

50. PUMA’s ownership and exclusive use in commerce of the NITRO mark for
footwear predates Brooks’ unauthorized use of “nitro” in connection with its éamtw

51. Brooks’ unauthorized use of the NITRO mark in interstate commerce wrongly

falsely designates, describes, or represents Brooks’ products, and is likelgéoconfusion,

AMENDED COMPLAINT Lowe GRAHAM JONES...
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mistake, and deception as to the affiliation, connection, or association of Brookiig shoe

products with PUMA, or as to the sponsorship or approval of Brooks’ products by PUMA.
52. Consumers seeing Brooks’ use of such a confusingly similar mark in the

marketplace are likely to believe that Brooks’ products are the same as PUMA’'sisorgabby,

associated with, or otherwise affiliated with PUMA.

53.  Brooks’ actions therefore violate PUMA's rights in its NITRO mark and constitute

trademark infringement and unfair competition in violation of 15 U.S.C. § 1125(a).

54.  On information and belief, Brooks’ infringing activities are knowing, willful, an
intentional violations of PUMA's rights.

55.  Brooks’ acts of trademark infringement and unfair competition, unless restrai
will cause great and irreparable harm to PUMA and to the goodwill represent&tiMay $
NITRO mark, in an amount that cannot be ascertained at this time, leaving PUMAowi
adequate remedy at law.

56. PUMA is thus entitled to injunctive relief restraining Brooks from any furthes g
of trademark infringement and unfair competition, as well as recovery of PUsbAts and

reasonable attorneys’ fees under 15 U.S.C. 88 1116, 1117, and 1125.

COUNT II:
Design Patent Infringement- 35 U.S.C. 8§ 271 and 283

57. PUMA incorporates by reference the allegations contained in the preceding
paragraphs as if separately repeated here.

58. Under 35 U.S.C. § 271(a), Brooks has infringed and continues to infringe, litg
or under the doctrine of equivalents, PUMA'’s ‘075 Patent by making, using, selling, andgpfi
for sale in the United States, or importing into the United States, dlsitcammbodies the design

covered by the '075 Patent.
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59.  Upon information and belief, Brooks has profited from its infringement of the
Patent.

60. PUMA has sustained damages as a direct and proximate result of Defendant
infringement of the 075 Patent and is entitled to damages pursuant to 35 U.S.C. 8§ 284 al

61. Brooks’ infringement has caused, and unless enjoined by this Court under 395
U.S.C. § 283, will continue to cause PUMA to suffer irreparable harm for whichribthe

adequately compensated by a monetary award.

COUNT III:

Common Law Trademark Infringement and Unfair Competition

62. PUMA incorporates by reference the allegations contained in the preceding
paragraphs as if separately repeated here.

63. PUMA owns all right, title, and interest in its NITRO mark. Defendant is not
authorized to use PUMA’s NITRO mark or any variation thereof, or any mark cogifusimilar
to PUMA'’s NITRO mark.

64. PUMA’s NITRO mark is inherently distinctive.

65. Defendant’s unauthorized use of the NITRO mark has caused and is likely to
confusion, deception, and mistake by creating the false and misleading impreasion t
Defendant’s products originate from PUMA, or are associated or connectedUnith, Pr have
the sponsorship, endorsement, or approval of PUMA.

66. Defendant has created, promoted, and advertised with the NITRO mark in
violation of and with knowledge of PUMA'’s rights to the NITRO mark for the purposadihg
upon PUMA'’s goodwill and reputation.

67. Defendant has caused and is likely to continue to caulsstantial injury to

PUMA and the public, and PUMA is entitled to injunctive relief and to recover Dafdis

AMENDED COMPLAINT Lowe GRAHAM JONES...
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profits from the sale of the infringing goods and services, actual damages, ceragegrtising
damages, costs and reasonable attorneys’ fees.

68. Defendant’s wrongful conduct was willful and deliberate or recklessly indiffers
to the rights of PUMA, warranting an award of punitive damages under Washingtoronomm
law.

69. PUMA is also entitled to preliminary and permanent injunctive relief.

COUNT IV:
Trademark Infringement (Registered Mark) — Lanham Act

70. PUMA incorporates by referentiee allegations contained in the preceding
paragraphs as if separately repeated here.

71. PUMA owns the 055 Registration for NITRO, which is valid ardorceable.

72. PUMA’s ownership and exclusive use in commerce of the NITRO mark for
footwear predates Brooks’ unauthorized use of “nitro” in connection with its éamtw

73. PUMA has used and continues to use the NITRO mark to market and sell
footwear.

74.  The’055 Registration is inherently distinctive.

75.  Brooks’ unauthorized use of the NITRO mark in interstate commerce wrongly
falsely designates, describes, or represents Brooks’ products, and is likelgéoconfusion,
mistake, and deception as to the affiliation, connection, or association of Brookiig shoe
products with PUMA, or as to the sponsorship or approval of Brooks’ products by PUMA.

76.  Consumers seeing Brooks’ use of such a confusingly similar mark in the
marketplace are likely to believe that Brooks’ products are the same as PUMA’'sisorgabby,

associated with, or otherwise affiliated with PUMA.

77. Brooks’ actions therefore violate PUMA's rights in its NITRO mark and constitute

trademark infringement and unfair competition in violation of 15 U.S.C18 ().

78.  On information and belief, Brooks’ infringing activities are knowing, willful, an
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intentional violations of PUMA's rights.

79. Brooks’ acts of trademark infringement and unfair competition, unless restrai
will cause great andreparable harm to PUMA and to the goodwill represented by PUMA’s
NITRO mark, in an amount that cannot be ascertained at this time, leaving RIMAO
adequate remedy at law.

80. PUMA is thus entitled to injunctive relief restraining Brooks from any furthies g
of trademark infringement and unfair competition, as well as recovery of PUsbats and
reasonable attorneys’ fees under 15 U.S.C. 8§ 1116, 1117, and 1125.

PRAYER FOR RELIEF

WHEREFORE, PUMA seeks the following relief:

hed,

IC

A. An entry of judgment in PUMA’s favor and against Brooks on all Counts of thjs
Complaint;
B. A declaration that Brooks’ trademark infringement and unfair competition have

been willful and that this case is exceptional;
C. An order enjoining, temporarily, preliminarily and permanently, Brooks, and ¢
of its respective officers, agents, servants, employees, and attorneys,dridase persons in
active concert or participation with it:
a) from using the NITRO mark, or any mark that is confusingly similar
thereto, in connection with the marketing or sale of footwear;
b) from any further acts of trademark infringement or unfair competition if
violation of 15 U.S.C. 88 1114(1), 1125(a), or Washingtmmmon law;
C) from infringing U.S. Design Patent Number D897,075;
D. Brooks be required to pay PUMA any profits that Brooks derived from its

trademark infringement and unfair competition;

E. Brooks be required to pay PUMA for its actual damages resulting from Brook
AMENDED COMPLAINT LoOwWE GRAHAM JONES...
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trademark infringement and unfair competition;

F. Award PUMA damages adequate to compensate PUMA for the patent
infringement that has occurred pursuant to 35 U.S.C. § 284, or an award of Brooks’ mofits
its patent infringement pursuant to 35 U.S.C. § 289, together with prejudgment iatelessts
and reasonable attorneys’ fees, pursuant to 35 U.S.C. 88 284 and 285;

G. Brooks be required to pay PUMA the costs of this action, including prejudgm
and post judgment interest, and PUMA'’s reasonable attorneys’ fees; and,

H. For such other relief as the Court may deem just and proper.

JURY DEMAND

PUMA demands a trial by jury on all issues properly tried to a jury.

AMENDED COMPLAINT Lowe GRAHAM JONES...

-19 - !
1325 Fourth Avenue, Ste. 1130

Seattle, Washington 98101
206.381.3300 « F: 206.381.3301




© 00 ~N oo o b~ wWw N P

N RN N RN N N N N DN R P R R R R R R R
0w ~N o s W N P O O 0 N 0o 00 N~ W N kP o

Case 2:23-cv-00116-LK Document 117 Filed 01/24/24 Page 20 of 20

Dated:January24, 2024

LOWE GRAHAM JONES PLLC

By:/s/ Mark P. Walters

AMENDED COMPLAINT 20

Mark P. Walters

LOWE GRAHAM JONES PLLC
1325 Fourth Avenue, Suite 1130
Seattle, WA 98101
walters@lowegrahamjones.com
Tel: 206381-3300

Johanna M. Wilbert (admittgato hac
vicelMichael T. Piery é¢dmittedpro hac
vice)

QUARLES & BRADY LLP

411 East Wisconsin Ave., Suite 1400
Milwaukee, WI 53202
johanna.wilbert@quarles.com
michael.piery@quarles.com

Tel: 4142775000

Attorneys for Plaintiffs
PUMA SE and PUMA North America Inc
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The Honorabld.auren King

UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF WASHINGTON

AT SEATTLE
PUMA SE and PUMA NORTH
AMERICA, INC,, CASE NO.2:23<cv-00116+K
Plaintiffs, BROOKS SPORTS, INC.'S ANSWER
V. TO THE AMENDED COMPLAINT,

DEFENSES, ANDCOUNTERCLAIMS
BROOKS SPORTS, INC.

Defendant.

Defendant and Counterclaim Plaintiff Brooks Sports, Inc. (“Brooks”), by its attsyl

ne

hereby answers the Amended Complaint of Plaintiffs Puma SE and Puma North Ammerica

(together, “Puma”) dated January 24, 2024, Dkt. 117, and asserts its Defenses and Gmmte

With respect to the allegations in the numbered paragraphs of Puma’s Aht@omdelaint,
Brooks responds as follows:

1. Brooks admits that Puma has filed an action for trademark infringement and
competition, and otherwise denies #ikegations of paragraph 1.

2. Brooks admits that Puma seeks equitable relief in the form of an injunctior]

otherwise denies the allegations of paragraph 2.

BROOKS SPORTS, INC.'S ANSWER TO THE AMENDED
COMPLAINT, DEFENSES, AND COUNTERCLAIMS 1 SJ?,'IQ'F\I/'F'TI AIT/'EAI\\I\L/J\IQ Sﬁ?gli ZIBIJC
CASE NO.2:23CV-00116RSL SFEATTLE, WASHINGTON 9’81042682

Telephone (206) 67800
Fax (206) 676001

14911090v.1
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3. Brooks admits that Puma seeks a permanent injunction and monetary damgges in

connection wh a patent infringement claim for United States Design Patent Number D89

and otherwise denies the allegations of paragraph 3.

7,075,

4. Brooks lacks the knowledge and information necessary to form a belief as to the truth

of Puma’s allegations but admits that Puma SE purports to be organized and existinigeulases
of Germany, with its principal place of business at Puma Way 1, 91074 Herzogenaura@nyG
and admits that Puma North America Inc. purports to be a Delaware corpor#tiots wrincpal
place of business at 455 Grand Union Blvd, Somerville, MA 02145. Brooks lacks the kno
and information necessary to form a belief as to the truth of Puma’s allegations that ise
13,000 people worldwide and distributes its products in more than 120 countries, and deni
on that basis. Brooks otherwise denies the allegations of paragraph 4.

5. Brooks admits that it is a Washington corporation, with its principal placesaidss
at 3400 Stone Way N, Suite 500, Seattle, WA 98103.

D

vledge
mplo

es them

6. Brooks admits that Puma has filed an action with purported claims for infringgement

of an unregistered mark under the Lanham Act, 15 U.S.C. § 1125(a), patent infringement ynder 35

U.S.C. § 271(a), and unfair competition under Washington common law.

7. The dlegations in paragraph 7 are legal conclusions to which no response is reguired.
8. The allegations in paragraph 8 are legal conclusions to which no response is required.
9. Brooks admits that the Court has personal jurisdiction over Brooks for purpoges of

this action and that Brooks is a Washington corporation with its principal place inE$sisn

Seattle, Washington, and otherwise denies the allegations of paragraph 9.

10.  Brooks admits that venue is proper in this district for purposes of this action, and that

Brooks is subject to personal jurisdiction in this district for purposes of thisactio

11. Brooks admits that venue is proper in this district for purposes of this action, and that

Brooks has its principal place of business in Seattle Washington, and isthatenies the

allegations of paragraph 11.
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12.  Brooks admits that Puma purports to use the word NITRO on and in connectig
various footwear, and otherwise denies the allegations of paragraph 12.

13. Brooks lacks the information necessary to form a belief as to the truth ¢
allegations in paragraph 13, and denies them on that basis.

14.  Brooks admits that Puma SE is listed as the owner of U.S. Traklépplication
Serial Nos. 97171928 and 97975106 for the mark NITRO, and that the 9717928 Applicati
divided in two applications resulting in 97975106 as a child application, and that Puma has a|
the applications as Exhibit B and Exhibit C to hmended Complaint, and otherwise denies
allegations of paragraph 15.

15. Brooks lacks the information necessary to form a belief as to the truth ¢

allegations in paragraph 15, and denies them on that basis.

n with

of the

on was

ppended

the

of the

16. Brooks lacks the information nessary to form a belief as to the truth of the

allegations in paragraph 16, and denies them on that basis.

17. Denied.
18. Denied.
19. Denied.

20. Brooks lacks the information necessary to form a belief as to the truth ¢
allegations in paragraph 20, and denies them on that basis.

21. Brooks admits that Puma sent Brooks a letter in December 2021 and that Pu

attached a copy of the letter as Exhibit D to the Amended Complaint, and isthelenies the

allegations of paragraph 21.
22. Brooks adnis that it confirmed receipt of Puma’s December 2021 letter, ang

Brooks engaged in discussions with Puma, and otherwise denies the allegatiaragycdiph 22.

23. Denied.

24. Denied.
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25.  Brooks admits that Puma has appended a copy of the ragistartificate for U.S
Trademark Registration No. 7184055 as Exhibit E to the Amended Complaint, and ctltrEmves
the allegations of paragraph 25.

26. Denied.

27. Denied.

28. Brooks lacks the information necessary to form a belief as to the dfuthe
allegations in paragraph 28 about Puma’s authorization, and denies them on thentasierwise

denies the allegations of paragraph 28.

29. Denied.
30. Denied.
31. Denied.

32. Brooks lacks the information necessary to form a belief as tdrdatie of the
allegations in paragraph 32 that Puma obtains and enforces patent rights, anchden@s that
basis. Brooks admits that the United States Patent and Trademark Office issuaesig)s Paten
No. D897,075, entitled “Shoe,” on September 29, 2020, and that Puma attached a copy of tf
is attached as Exhibit F to the Amended Complaint, and otherwise deniesetti@ds of

paragraph 32.

t

ne patent

33.  Brooks admits that Puma purports that Puma SE is the owner by assignment of the

U.S. Patent No. D897,075 (the “D075 Patent”), and otherwise denies the allegations @ipbg
33.

34. Denied.

35. The allegations in paragraph 35 are legal conclusions to which no respg
required.

36. The allegations in paragraph 36 are legal conclusions to which no respg
required.

37. Denied.
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38. The allegations in paragraph 38 defining the claim of the ‘075 Patent are

conclusions to which no response is required, and to the extent that a respeqs@ed, Brooks

denies the allegations. Brooks otherwise denies the allegations of paragraph 38.

legal

D

39. To the extent the allegations in paragraph 39 are legal conclusions to whjch no

response is required, Brooks does not provide a respdBrooks otherwise denies the allegati
of paragraph 39.

40. Denied.

41. Brooks lacks the information necessary to form a belief as to the truth q
allegations of paragraph 41, and denies them on that basis.

42. Denied.

43. Brooks lacks the fiormation necessary to form a belief as to the truth of Pul

allegations that Brooks’ U.S. Patent Application No. 17/135,560 describes thecgammblding

process that Puma uses, and denies them on that basis. Brooks admits that it filRkatdnts

ons

of the

ma’'s

D

Application No. 17/134,560 on December 28, 2020, and otherwise denies the allegations of

paragraph 43.

44. Denied.

45.  Brooks admitsit filed U.S. Design Patent Application No. 29/755,792 on O@@b
2020, adds that U.S. Patent No. D959,810 issued on August 9, 2022. Brooks adds that it f
Design Patent Application No. 29/844,552 on June 29, 2022, as a division of applicati
29/755,792, and adds that U.S. Patent No. D987,240 issued on May 30, 2023. Brooks furthé
that it has obtainedesign registrations for its Aurora BL design in other countries, and deni
remaining allegations of paragraph 45.

46.  Brooks admits that it sells the Aurora BL shoes, and denies the remainingj@tg(
of paragraph 46.

47. Denied.

48. Brooks inorporates its preceding responses as if fully restated herein.
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49. Denied.
50. Denied.
51. Denied.
52. Denied.
53. Denied.
54. Denied.
55. Denied.
56. Denied.

57.  Brooks incorporates its preceding responses as if fully restated herein.

58. Denied.
59. Denied.
60. Denied.
61. Denied.

62. Brooks incorporates its preceding responses as if fully restated herein.

63. Denied.
64. Denied.
65. Denied.
66. Denied.
67. Denied.
68. Denied.
69. Denied.

70.  Brooks incorporates its preceding responses as if fully restated herein.

71. Denied.
72. Denied.
73. Denied.
74. Denied.
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75. Denied.
76. Denied.
77. Denied.
78. Denied.
79. Denied.
80. Denied.

81. Brooks denies each and every allegation not specificdltyitteed in the precedin
paragraphs of this Answer to the Amended Complaint.
DEFENSES
82. Brooks, without any admission as to burden of proof and without prejudice
denials set forth in its Answer, alleges the following defenses to tlgaidies in the Amende
Complaint.
First Defense
83. The Amended Complaint fails to state a claipomni which relief can be granted.
Second Defense
84. The claim of the D075 Patent is invalid for failure to comply with one or 1
requirements for patentability contained in 35 U.S.C. 8§ 101 et seq., including but not limife
101, 102, 103, 112, 171, and/or the rules, regulations, laws, and decisions pertaining theref
Third Defense
85.  Brooks has not infringed, directly or indirectly, and is not infringing, directly
indirectly, any valid and/or enforceable claim of the D075 Patent, either {itemalinder the
doctrine of equivalents.
Fourth Defense
86. The claim of the DO75 Patent is invalid/unenforceable due to improper inventd
Fifth Defense

87. The claim of the D075 Patent is unenforceable for inequitable conduct.
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Sixth Defense
88. Pursuantto 35 U.S.C. § 287, Brooks is not liable to Puma for the acts alleged
been performed before Brooks received actual notice that it was allegetitging the D075
Patent.
Seventh Defense
89. Brooks has not engaged in any conduct that would entitle Puma to an aw
enhanced damages under 35 U.S.C. § 284.
Eighth Defense
90. Brooks has not engaged in any conduct that would entitle Puma to danragey
exceptional case for attorney fees and other expenses under 35 U.S.C. § 285.
Ninth Defense
91. Puma is not entitled to injunctive relief because any alleged injury to Pun
immediate or irreparable, and Puma has an adequate remedy at lanexttettt that any remedy
determined to be justified.
Tenth Defense
92. Puma’s claims are barred, in whole or in part, by the doctrine of laches.
Eleventh Defense
93. Puma’s claims are barred, in whole or in part, by the doctrine of estoppel.
Twelfth Defense
94. Puma’s claims are barred, in whole or in part, by the doctrine of unclean hang
Thirteenth Defense
95. Puma’s claims are barred, in whole or in part, because the word Nitro is unrégis
invalid, and unprotectable as to Puma. Pumanbasademark rights in the word Nitro.

Fourteenth Defense

96. Puma’s claims are barred, in whole or in part, because Puma has failed to n
its damages.
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Fifteenth Defense
97. Puma’s claims are barred, in whole or in part, because Brooks’ userofi®\
descriptive.
Sixteenth Defense
98. Puma’s claims are barred, in whole or in part, because Puma does not have
enforceable rights in Nitro.
Seventeenth Defense
99. Puma’s claims are barred, in whole or in part, because Brooks’ use of
constitutes fair use.

Eighteenth Defense

~—+

valid or

Nitro

100. Puma’s claims are barred, in whole or in part, because Brooks’ actions are innocent

and nonwillful.
Nineteenth Defense
101. Puma’s claims are barred, in whole or in part, because Nitro is descriptifeianag
has not acquired any secondary meaning in Nitro.
Twentieth Defense
102. Puma’s claims are barred, in whole or in part, because Brooks has tradeorask |
Twenty-First Defense
103. Puma’s trademark infringement and unfair competition claims present no justi
claim.
Twenty-Second Defense
104. Puma’s claim for damages is barred, in whole or in part, because Puma does
an embodiment of the D075 Patent.
Twenty-Third Defense
105. The Amended Complaint fails to state a claim for exceptional case.

Twenty-Fourth Defense
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106. Puma’s trademark infringement claim under § 15 U.S.C. 1114 of the Lanham
barred in whole or in part because U.S. Registration No. 7184055 is invalid and/or unenfor

Twenty-Fifth Defense

Act is

reable.

107. Puma’s counterclaim for trademark infringement based on U.S. Registration No.

7184055 is barred, in whole or in part, by estoppel because Puma obtained the registr
arguing to the Trademark fife that “Nitro™-formative trademarks for athletic footwear would 1
create a likelihood of confusion with Puma’s “Nitro” trademark. Puma is therefogpestérom
asserting in this action that Brooks’ use of “Nitro” with another word in cororegtith athletic
footwear would create a likelihood of confusion.
Twenty-Sixth Defense
108. Puma’s claims are barred in whole or in part because Puma does not have {
to enforce any of its alleged rights in “Nitro.”
Reservation of Rights
109. Brooks eserves its right to assert other defenses as they may become avai
apparent during the course of discovery.
COUNTERCLAIMS
Defendant and Counterclaim Plaintiff Brooks Sports, Inc. (“Brooks”) herebyrtag
Counterclaims against Plaintiffs and Canotaim Defendants Puma SE and Puma North Ame
Inc. (together “Puma”) as follows.
OVERVIEW
1. Brooks is a leader in developing and implementing new technologie
performance athletic apparel and shoes. Brooks sells a complete line -@ntiglerfomance
footwear, accessories, and apparel in more than 50 countries worldwide and holde#terarket
share in adult running shoes in specialty and sporting goods stores in the Unéed $tas succes
is due in significant part to Brooks’ investment in cuttedge research and development, wh

allows it to consistently deliver new and innovative benefits to consumers.
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2. One such technology, nitrogen infusion, is at the core of the present dispute.
uses a supercritical fluid (“*SCFfpaming process to infuse nitrogen gas into its midsoles
improve their performance. In 2019, Brooks was one of the first footwear compamasduce
nitro-infused midsole shoes in the United States. Because of their technologicakb&nefits’
nitro-infused midsoles have been highly successful, and Brooks has implementad gheumber
of shoes.

3. As it typically does with new technologies, Brooks describes the benefits of

infused midsoles in its advertising and marketing materi@sooks refers to shoes with nir

Brooks

and

nitro

D

infused midsoles as “nitroganfused” or “nitrainfused” and includes pictures of nitrogen gas tanks

and nitrogen gas bubbles, as well as scientific tutorials about theinfitsion process, if
advertisements, stodisplays, websites, and other media. None of Brooks’-mfrsed shoes
however, are named or labeled as “nitro” or anything similar. Brooks uses the teohSoiely
to describe the nitrafused technology in its products.

4. Puma, a German sportwear brand, launched its owninftreed midsole running
shoe collection in or around 2020, at least a yadtar Brooks first introduced nitrinfused
midsoles. Puma has publicly stated that it developed itsinfuision shoes in an effort to bre:
into performance running a market in which Brooks has long been a leader and Pum
traditionally been a small player. Like Brooks, Puma emphasizes the beheftt®-anfusion in
its advertising and marketing. Unlike Brooks, Puma uses the word™nitrthe labels of its nitro
infused shoes, marketing them under the name “Nitro.”

5. In this action, Puma asserts that its decision to name its line cinfiised midsole
shoes “Nitro” gives Puma the right to prevent Brooks from using the word “nitro” to loes
Brooks’ earlierintroduced, nitreinfused midsole shoes. Puma is wrong. Puma has no rights
word “nitro,” which it uses in a descriptive manner, and it certainly has no taptevent Brook

from using “nitro” to describe Brooks’ own nitiafusion technology.

BROOKS SPORTS, INC.'S ANSWER TO THE AMENDED
COMPLAINT, DEFENSES, AND COUNTERCLAIMS 11 SJ?,'IQ'F\I/'F'TI AIT/'EAI\\I\L/J\IQ Sﬁ?gli ZIBIJC
CASE NO.2:23CV-00116RSL SFEATTLE, WASHINGTON 9’81042682

Telephone (206) 67800
Fax (206) 676001

14911090v.1

|

A has

5Cri

to the




© 00 ~N o o b~ w N e

N NN NN N DN P P R R R R R R R,
O O N W N B O © m ~N &6 O~ W N R O

Case 2:23-cv-00116-LK Document 122 Filed 02/07/24 Page 12 of 93

6. The fact that both parties use the word “nitro” to describe nitragesion
technology is critical to the central factual and legal issues in this case. Rbipgnbwever, Pum
does not once use the word “nitrogen” in its Amended Complaint. This is likely becausetisr
recognized that both partiase using “nitro” to describe nitrogen infusion, the weakness of Pu
trademark claims becomes immediately-gsifdent.

7. Puma also failed to mention in its Amended Complaint that its purported rig
“nitro,” such that they exist, are governed by a global license agreement with Lloyd IP, eyaiet
equipment manufacturer. The license agreement predates this litigation anégptbatidPuma i

a nonexclusive licensee of Lloyd’s global “nitro” marks, that Puma has no ownergjhfs fin

L

ce

ma’s

nts to

U7

“nitro,” and that Puma is prohibited from bringing suit on its own behalf. Puma has no standing to

bring this action and it should be dismissed.

8. As alleged in more detail below, this action is part of a worldwide campaig
Puma’s part to bully Brooks intabandoning use of “nitro” to describe its nitnbused midsole
technology, despite the fact that Puma has no legitimate right to prevent Brooks from eq
word. In multiple foreign countries, Puma has brought emergency motions for injureg@ing
Brooks based on alleged licenses to “Nitro” that Puma claims to have obtaimeddndootwear
companies. Puma’s emergency motions have failed. Courts in Germany and thexhitheale
denied Puma’s request for injunctive relief, concluding thatrdthiis descriptive of Brooks

nitrogeninfused shoes.

n on

ing th

9. Unable to prevail on the merits of its allegations, Puma has resorted to disimohest a

abusive tactics in an effort to gain leverage over Brooks. In the NetherRuntis sought aex
parte attachnent of Brooks’ European bank accounts, purportedly in order to protect its abi
obtain a damages award of 150,000 Euros ($150,000). Failing to inform the Dutch Co
Brooks had already offered Puma a financial guarantee, Puma falsely reprdsetite court,
without basis, that it feared that Brooks would try to remove or hide its assetsd served with

a summons for infringement. In this litigation, Puma has admitted that these stateererftdse,
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and that it did not believe there was any danger that Brooks would hide its assetisorBasma’s
false representations, the Dutch court grante@xhgarteasset freeze, which resulted in a freez{
close to two million Euros in accounts that Brooks uses for its payroll andtiopsia Europe.
Puma immediately attempted to leverage the improfdtgined European asset freeze to impr|
its position in the present U.S. action, offering to lift the freeze if Brooleeddo settle this dispulf
on unfavorable terms.

10. Meanwhile,in a separate effort to confuse the issues and gain leverage, Pul
brought a groundless and irrelevant claim against Brooks’ Aurora BL shoe for allegagkimient
of the DO75 Patent. This design patent has nothing to do with Puma’s “Nitro” shagh ds
nitro-infused technology. Puma appears to have asserted the design patent in orcgertad
allegations that Brooks has misappropriated Puma’s product designs and mangfactcesseq
allegations that are supported by no facts anderedstrably untrue.

11. Brooks designed the Aurora BL before Puma published its design patent (ang
even alleged to have obtained any proprietary information about Puma’s design). Md@emves
developed the manufacturing process for its fitfased shoes years before Puma did, and
could not possibly have copied Puma. If anything, it is Puma that has copied, or at legdedt
to copy, Brooks’ research and development. Indeed, Puma approached Brooks’ manufactt
a pair of AuroradL shoes and asked it to make something similar. (Brooks’ manufactureredex|

12.  In any event, the Brooks’ Aurora BL shoes bear little resemblance to, and the
do not infringe, Puma’s design patent.

13.  Moreover, the patent is invalid for, among other reasons, lack of originality ov
prior art. It is also unenforceable for inequitable conduct. The named inventorlfizbePatent
e
Notwithstanding that the inventor kn{ji 3l \vas material prior art to the D075 P

he intentionally withheld it from the PTO in an effort to secure patent protection fedign. The
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examiner did not consid{ I rosecution, but had it been considere
D075 Patent would not have issued.

14.  Brooks will not be intimidated by Puma’s improper efforts to enforce iny
intellectual property rights or to prevent Brooks from accurately describing its inewetro-
infused midsole technology. Brooks has introduced unrebutted survey evidence thatribe
likelihood of confusionbetween Brooks and Puma based on Brooks’ use of “nitro.” Cons
with this, Puma has admitted in discovery that there is no evidehaetoal confusion
notwithstanding that both parties have been using “nitro” for years.

15.  Brooks brings these counterclaims for declaratory judgment eififiongement and
invalidity of any alleged rights that Puma has in “nitro” and-mdringementand invalidity of the
D075 Patent, for trademark infringement and unfair competition (in the alternatived|las for
damages caused by Puma’s abuse of process.

PARTIES, JURISDICTION, AND VENUE

16. Puma SE is organized and existing under the laws of Germany and has its p
place of business in Germany. Puma North America Inc. is a Delaware corpor#tigs prncipal
place of business in Massachusetts. Brooks is a Washington State campeitht its principal
place of business in Washington.

17.  This Court has subject matter jurisdiction over Brooks’ counterclaims pursuant
U.S.C. 88 1331, 1332, and 1338; 15 U.S.C. § 1121; and 28 U.S.C. §8 2201 and 2202. TH
has supplemental jurisdiction over Brooks’ common law counterclaims because th
substantially related to the causes of action over which this Court has lgugsdiction and are
part of the same case and controversy, pursuant to 28 U.S.C. 88 1338(b) and 1367(a).

18.  This Court has personal jurisdiction over Puma SE and Puma North Amerid
because they maintain this action against Brooks in this judicial district.

19.  Venue is proper in this judicial district pursuant to 28 U.S.C. 8§88 1391(b), (c

1400 kecause Puma maintains this action against Brooks in this judicial district.
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THE FACTS

Brooks’ Nitro -Infused Foam Midsoles

20. Brooks is a leader in developing and implementing new technologie

5 for

performance athletic apparel and shoes and invests heavédgearch and development. Amang

other grounebreaking inventions, Brooks pioneered the use of ethyl vinyl acetate (“EdAih
beginning in 1977. EVA foam became the industry standard midsole cushioning mate
decades and, indeed, is found m&ks’ and Puma’s nitrcnfused midsoles.

21. In the last ten years, Brooks has spent tens of millions of dollars on resed
pioneer developments in design and materials to ensure its products ar¢hefire. Brooks is
consistently recognized lydustry commentators for its athletic footwear and apparel, and Br
products have been named Editor’'s Choice “best running shoe,” “best running shorts,” “bes
bra,” “best workout hoodie,” and more fraddutside, Men’s Health, Women'’s Healtht Bottomed
Girls, Trail Runner, Runner’'s World, Trail Sisters, Esquiaad Self magazines. Brooks is tf
number one selling adult performance running shoe brand in the United States, due @asig
part to its technological innovations.

22.  Nitrogenrinfusion, or nitreinfusion, in Brooks’ midsoles is one such innovati
The midsole of a sheelocated between the upper material region of the shoe and the outsolg
connects to the groundis critical to the shoe’s quality and performance becausedisponsiblg
for its cushioning and stability. Brooks uses SCF foaming to introduce nitrogemtgaisi
midsoles, creating a lightweight cushioning that Brooks can fine-tune fomeaael.

23.  Traditionally, midsoles for athletic footwear were madteer through compressia
molding or foam injection molding. Compression molding involves pressing materia mtdd
with the desired shape, size, and design, whereas injection molding placesetti@ adang with
an expanding agent into a pressurized mold about half the size of the final product.h&neidt

is released, the midsole expands significantly before ultimately shrinking teshedisize.
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24. Injustthe last few years, SCF injection molding has emerged as a greener altq
for chemical foaming that produces superior results. SCF is an intermedsgeophaatter betwee
a gas and a liquid that occurs at high temperatures and pressures at which theigaisi gméses
are no longer distinct. The SCF acts as an expanding agent in lieu of chemical agentszsetli
into the midsole, creating pockets of gas or “cells” throughout.

25.  Several footwear companies have invested in SCF foaming for their mid

including Brooks. However, unlike most of its competitors, Brooks ugesgen SCF as its

brnative

)

S inf

soles,

expanding agent. Brooks introduced its first pitrfused midsole in 2019, in the Hyperion Tempo

shoe.
26. Brooks’ nitrainfusion process begins with its proprietary -fpsemed EVA/TPU

midsoles, which are created with a unique and highly confidential formulation. c8Btigair fluid

nitrogen is used to inject nitrogen throughout the solid@m@ed midsoles expanding them to their

nearfinal size, as illustrated below:

Run on Nitro

Run on Nitro

27.  This process creates a cell structure in the midsoles that can be tuned to targe

properties. For instance, for its Glycerin 20 model running shoe, Brooks useasfaion to create
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larger cells and cushier midsoles. In contrast, for its Hyperion Tempo model runo@)dsooks
uses nitreinfusion to create smaller, denser cells for a faster feel and higher energy retu
28.  Brooks began exploring the process of introducing nitrogen into its midsoles irj

and created its first SCF protpg—the Weapon X-that same year.

29. In 2017, Brooks partnered with a thiparty manufacturing company to further

develop the SCF process and nimtuse Brooks midsoles for market. The manufacturer devel
its own SCF nitranfusion manufacturing process, which it used in combination with Bro

proprietary formulas and specifications. In 2019, Brooks launched three shoeachaedfwith

2015

bped

oks’

the nitreinfusion process and incorporating the nitmtused midsoles: the Hyperion Tempo; the

Hyperion Elite 2; and the Catamount 1.
30. Today, Brooks has developed two different variants of mithased midsoles-

DNA Flash and DNA Loft V3 depicted below:

31. Brooks has introduced more than ten shoes incorporating one of thesafogeal
midsoles, all manufactured using the same +itfasion process finalized in 2019.

32. Brooks’ nitroinfused shoes include the: Glycerin 20; Glycerin GTS 20; Glyg
StealthFit 20; Glycerin StealthFit GTS 20; Caldera 6; Hyperion Tempo; Hyperion Elitéer@;8\\

ELMNS8 7; Catamount 1 and Catamount 2; and the Aurora BL.
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Brooks’ Marketing and Advertising of its Nitro -Infused Midsoles

33. Initially, Brooks largely reserved its nitiofused midsoles for its racing she
models, such as the Hyperion Elite, HyperionTempo, and the Catamount, which wereedrtag
consumers in June 2020. However, after the creation of the DNA Loft V3 midsole, H
expanded the nitromfused technology into additional models intended for everyday run
including the nitreinfused Glycerin and Caldera models, which Brooks introduced in July 20

34. As part of its advertising and marketing materials tfee Glycerin and Calder
models of nitreinfused shoes, Brooks emphasized the new technology and incorporates desg

of the nitreinfusion process, as exemplified below:

iNd

Nitro-infused
softness

Experience ultimote softhess underfoot with every stride in the Glycern
20, thanks o our innovative nitrogen-infusion process with DNA LOFT A
midsole. Awailable in neutral or support and in a cdoser-to-foot fic

. Y
ﬁ'fmﬂ
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35.  Brooks uses “nitrogen” and “nitro” teefer to the nitrogen gas that is infused in
midsoles, alongside illustrations of tanks of nitrogen gak (fds bubbles, and the elemental sym
of nitrogen (N or’N). For example, Brooks’ advertising materials include the image b¢
emphasizinghe technological reference to niirdusion through images of gas tanks, beakers

flasks, microscopes, and the elemental symbol for nitrogen:
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The Glycerin is known for underfoot softness that's over-the-top good. Now, our premiurm
Cushion shoe iz getting —well, even cushier. It'sall thanks to an exciting new tech development.

Meet DNA LOFT v3, the latest iteration of our super soft DMA LOFT midsoale cushion
technology. It’s nitrogen-infused through a process we've spent years perfecting. The result
is o Glycerin that delivers on ultimate softness and responsiveness, while staying light and
durable.

That's net all. Cushion-lovers con get the plush comfort they want in four distinct ways.
Runners can start with their preferred fit — o more classic running shoe fit or our new
foot-hugging StealthFit. Then they choose the level of support they need — the neutral Glycerin
20 or the Glycerin GTS 20 with GuideRails® Support. More options mean more runners can get
exactly the experience they want.

*((85 +-5( 5&+*'5 3'6&)(-(0> 3.3(*/+-5 2'56%/,/)0
2'.5/3" +)2 5(6/+- 7'2/+ +5 [--.53%+3'2 '-(?

HOME / RUN HAPPY BLOG / GEAR STORIES

Interview

Run on Nitro with Dr. Raven the
Science Maven

duiy 1, 2022 | 5 min, read
By Brooks Staff

38&' )3



© 00 ~N o o b~ w N e

N NN NN N DN P P R R R R R R R,
O O N W N B O © m ~N &6 O~ W N R O

Case 2:23-cv-00116-LK Document 122 Filed 02/07/24 Page 21 of 93

37. Brooks launched the advertising campaign for nithased shoes that is the subjq
of Puma’s complaint on July 1, 2022. But Brooks began developing the “nitk@rtesthg
campaign in December 2020, and began marketing its nitiofjgsion process at least by F{
2020.

Aurora BL

38. In addition to targeting Brooks’ use of “nitro” to describe its nitfused shoes
Puma has also accused Brooks’ Aurora BL of infringing the DO75 Patent.

39. Contrary to Puma’s allegations, the Aurora BL is not part of the-mfusion
advertising campaign that Puma has targeted.

40. The Brooks Aurora BL is a limiteddition model that incorporates the DNA LO¥
V3 midsole—one of Brooks’ nitreinfused midsoles. The Aurora BL was developed in Broq

BlueLine lab and released in June 2021:

Aurora (June 2021)

he Byalne Lab creates never-belre-dong technoogy, inén Scaies

LEARN MORE

41.  One of the unique features of the Aurora BL is its decoupled midsole, which 3

the forefront and the heel of the shoe to move independently and facilitate natuwat mot
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——
LED MI DSQ LE

FL L2

MOVE YOUR WAY

Natural movement
The unique decoupled midsole allows your heel and forefoot
to move independent of each other, so you can move the

way your body wants to.

O Even though the heel and ferefoot can move

independently, it feels stable under your feet as you run.

42.  The inspiration for the Aurora BL was the first mdanding, which is reflected if
the substantial cushioning in the sole of the shoe. Brooks’ employee and designer, Ross [
came up with the design for the Aurora BL as early as October 2019. The figure bekketishs
of the Aurora BL from Octobe31, 2019:
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= DESIGMER: | Ross D USA DEVELOPER: Bryan B USAPLM: | Mikhil J ‘\
)BROOKS COLORIST: ASIA DEVELOPER: Qi1 20

=\, COLORS: |

e 1

4 imrw-}?sn-osc!nfx | |

oo e et | |

|

|

[

|

|

|

|

[

SHOE: SUPERLOFT
o /
43.  On October 22, 2020, Brooks filed a design patent application for the Auro

with the United States Patent and Trademark Office ("USPTQO”). Figure 1SofApplication No.
29/755792 is reproduced below:

FIG. 1
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44, During prosecution of the Aurora Btlesign patent, in response to a restrict
requirement, Brooks elected to claim the upper part of the Aurora BL and fégédiate divisiona
for the midsole. See U.S. Patent No. D959,810, Prosecution History (Application Oct. 22,
On August 92022 U.S. Patent No. D959,810 issued covering the upper portion of the Auro
On May 30, 2023, U.S. Patent No. D987,240 issued covering the sole of the Aurora BL.
prosecution of the D240 Patent, Brooks submitted the D075 Patent to the exdoni
consideration.

Puma’s Nitro-Infused Shoes

45. Inits Amended Complaint in this action, Puma alleges that since March 2021
been using “nitro” on footwear. Although Puma describes its “nitro” shoes as adfimeiining

shoes, it does not use “nitro” to designate a particular model, style, iooi|emt brand.

46. | NN
|
|

47. Instead, Puma uses “nitro” to describe its nitfeised midsole containing shos
which amount to over 100 different models.

48. Puma originally sold its version of tmatro-infused midsole under the name Nif
Foam. Puma boasted that its Nitro Foam was “a new foam using a higher grade raw mdtar
better supercritical nitrogeinfused process that really gives . . . an incredible result.”

49. Puma filed U.SApplication Serial No. 88/980,332 in January 17, 2020 to reg
the mark NITRO FOAM for footwear:

! Footwear NewsPuma Is Looking to Disrupt the Running Marketnd It's Starting by Addressing the Needs of
Women and Delivering InnovatipReb.25, 2021 https://footwearnews.com/2021/business/athletitdoor/puma
runningshoeswomen1203111019/
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50. Puma’s “Nitro Foam” application matured into a registration on March 23, 2021,

a time, Puma exclusively used “Nitro Foam” to desigriRuma shoes that contained nitrfused
foam midsoles, including by printing “Nitro Foam” on the midsoles to ensurgueners knew the
contained nitrogen.

51.  Within a year of introducing “nitro foam” shoes, Puma dropped “foam” for “ni
alone. Unlike Brooks, Puma labels its nitnbused shoes with the word “Nitro” on the side or b:

to inform consumers those midsoles are infused with nitrogen:
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52. Despite the name change from “nitro foam” to “nitro,” the midsole technalab)
not change. Indeed, Puma’s puldicing advertisements indicate that Puma’s “nitro” collect

contains “Nitro foam”:

ior responsiveness & cushioning in an
mely lightweight package.
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Qa O v

= MENU

FEEDBACK

One layer of NITRO foam offers responsiveness, cushioning and i1s extremely
lightweight for a more effortless run.

Velocity NITRO 2

Cushioning and responsiveness
for every run.

SHOP MEN'S

SHOP WOMEN'S

SHOW FEATURES
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53. Indeed, Puma markets all of its “nitro” models to consumers as containing tioe

foam” technology:

Home - Women « Shoes

WOMEN'S SHOES AND SNEAKERS

With 2

wers {or women on your side, Stepging oyt n

Tt Siyle - Size - Coler ~ Price ~ Sport - | Technolagy ~ | Surface - Collection - Sortby ~

Tachnalogy: NITRO FOAM ¥ Claar 84 (5} Eirar. )

53 PRODUCTS

B

R O S R R L

[

54. Puma’s launch of its nitroxfused midsole shoe collection came at least aaféar
Brooks first introduced nitranfused midsole shoes. Nevertheless, Puma now seeks to mong
the word “nitro” and prevent Brooks from using it to describe its own-mfused midsole shoe;
which predate Puma’s shoes.

55.  On December 21, 2021, Puma sent Brooks a letter demanding that Brooks stg
the word “nitro” to describe its nitrimfused products, weelefter Puma allegedly first learned ¢
Brooks’ use of‘nitro.”

56. Brooks engaged in discussions with Puma over the course of several months
which Brooks explained that it uses “nitro” in a descriptive manner for itsinfnsed midsoles
and not as a trademark.

57. Puma responded by serving Brooks with a draft complaint on March 22, 202

“nitr

polize

4

p using

pf

during

P, and

threatening to file the complaint unless Brooks stopped using “nitro.” Acknowledging that the

proper forum for such a dispute is Brooks’ home judicial district, Puma’s draftlamompas
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captioned for theNestern District of Washington. The draft complaint included three co
trademark infringement, violation of Washington state’s unfair and deceptivepract&ces act
and common law trademark infringement. It contained no claim for design petargement, ang
it did not refer to the Aurora BL or to the DO75 Patent in any way.

58. OnJuly 8, 2022, Puma initiated this action in the Southern District of Indiana
neither Brooks nor Puma is headquartered nor incorporated. In addition to the new forun
added for the first time a design patent infringement claim against Brooks’ Aurciad®.

Puma’s Unsuccessful Global Litigation Campaign Against Brooks

59.  Since filing this action, Puma has initiated actions against Brooks in Germaimy
the Netherlands. Puma also has threatened action against Brooks in other countreegffdrite)
have been unsuccessful.

60. Seemingly recognizing that its own commercial activity does not establish trad
rights in the “Nitro” mark, Puma has alleged that it has obtained worldwidesésdérom Nitro AG,
a snowboarding company, and Lloyd IP (d/b/a Nitro), a motorcycle equipment marerfatriy
assert their purported rights in “nitro” for footwear against Brooks. Spaltyfi Puma has sougl
injunctions against Brooks’ descriptive use of “nitro” in Germany and the Natiosrland ha
threatened suit in other jurisdictions based on one or both of the “nitro” registratigrartedly
licensed from Nitro AG and Lloyd IP. The German and Dutchtsalenied Puma’s requests f
preliminary injunction.

61. The German district court dismissed Puma’s application fexgrartepreliminary
injunction against Brooks on the basis that “nitro” is descriptive of Brooks’ and Ppnoalscts.
Puma appealed the decision, and summarily lost again.

62. The Dutch court reached the same result, denying Puma’s request for an inj
and concluding that “nitro” is descriptive of nitrogeriused shoes. The Dutch court reasoned

both parties make running shoes with nitrogen in the midsole, that “nitro” is a common atidme

for nitrogen, and that it is descriptive of an important characteristizeofitrogerinfused shoes|
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The court further concluded that Brooks use of “nitro” does not constitutertaakieise, as it use
it descriptively. The Dutch court ordered Puma to pay fees to Brooks.

Puma’s Abuse of Process

63. Having failed to obtain an order prohibiting Brooks from using “nitro,” Puma
resorted to dishonest and abusive litigation tactics in Europe in an improper effairt teverage
in this dispute.

64. On two separate occasions, Puma sought to secure from Dutch coaxtgarie

seizure of Brooks’ European bank accounts, amounting to millions of Euros, for a cliaiPuitie|

values at 150,000 Euros. To secure the attachment, Puma made a number of false st
Court. After succeeding in fremg millions of Euros of Brooks’ funds in Europe, Puma souglk

leverage the asset freeze to extract concessions from Brooks in the instant action.

S

has

ents

it to

65. Puma filed its firstex parteapplication in the Netherlands for seizure of Brooks’

assets on Augudi0, 2022. Puma made unfounded representations to the court that Brooks
hide or otherwise make inaccessible its assets if served with a summons of Radaisatk
infringement claim. Moreover, Puma told the court, with zero basis, that Bramkd shift the
blame between and among its corporate entities to avoid paying an (unlikely) deaagd of
150,000 Euros.

66. Puma also failed to inform the court that Brooks has large operations in Eurdy
the entity whose accounts Puma sought taeseBrooks Sports B.\\—employs dozens @
individuals in the Netherlands, all of whom would be harmed by said asset freeze.

67. Based on Puma’s representations and omissions, the court granted Pum
request for an asset freeze and gave Puma p@missattach Brooks’ accounts at four major bar
Once Brooks learned of the attachment, it immediately reached out to Puma asdlafjaarante
in the full amount of Puma’s valuation of its claim to resolve the freeze ddygagpossible ang
to minimize potentially wideranging consequences for Brooks’ operations and employees.

accepted Brooks’ offer of guarantee, and Brooks believed Puma’s alleged concerns h
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resolved. The guarantee was delayed from issuing due to-apaidprocessing at the bank, b
Puma never mentioned the delay to Brooks or inquired about the status of the guarantee.
68. Instead, Puma took the opportunity to race back to court to $ibe@ndmotion for
anex partefreeze for a different set of banks basedrensame allegations: that Brooks would h
or move its assets if it received a summons for the infringement claim and that the free

essential for Puma to be able to collect damages. Remarkably, Puma concealed th&faciki

ut

ide
ze was

At

had offered (andPuma had accepted) a guarantéz the full amount of Puma’s alleged damages.

Based on Puma’s representations, the Dutch court granted the asset freersy nesufreeze of
close to two million Euros.

69. Brooks learned about the asset freeze framd its banks. Brooks confronted Pu
about the freeze, reiterating its offer of a 150,000 Euro guarantee to minimize tigedarBrooks
and its operations and employees. When Brooks learned that the guarantee had been helg
bank, it instarly solved the processing error and had a guarantee ready to transfer to Puma

70. Rather than immediately accepting Brooks’ guarartebich Puma would hav
done if it had any sincerelyeld doubts about Brooks’ ability to satisfy a 150,000 Euro dam
claim—Puma first offered to lift the asset freeze in exchange for Brooks'ragrédo stop using
the word “nitro” to advertise its nitrmfused shoes. Brooks refused. Puma ultimately acceptq
guarantee and lifted the freeze, but not before Brooks wasted time, resources, andonlead
with the attachment and to ensure that its vendors, employees, and operateonstviarmed by
Puma’s willful and improper actions.

71. In the course of this litigation, Puma’s Global Head of Intellectual Property
30(b)(6) corporate witness admitted that Puma made false statements to theoDritth £ecurg

the asset freeze:

Q. Do you agree with the statement that Puma has strongly suspected that Brooks
Sports will attempt to move its assets or mideam inaccessible to Puma once
it knows about the claims?

A. No.

Q. You don’t agree with that statement?
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A. No.

Q. Why not?

A. Because . .. | don't think that Brooks Sports would have done something like
that.

Q. You don'’t believe it would have moved its assets once it learned about the
claims against it?

A. No.

Q. You don't believe it would actually make itssats inaccessible to Puma?

A. No.

Q. But Puma filed this submission.

A. Apparently, yes.

Q. And based on this submission, Brooks’ bank accounts. . . were ultimately
attached.

A. Yes.

(Narriman Dep. Tr. 59:5-60:5).

72.  Puma abused the court’s attachment process, which is intended to protect &%l
claim to damages from a party that will be unable or unwilling to pay. Puma’sitadieg) that
Brooks would hide funds from Puma or the court to avoid a judgment of 150,000 Euro
preposterous and Puma has admitted that they were not made in good faith. Puma reawe
doubt that Brooks, an established and reputable international corporation, could and wou
150,000 Euro award in the unlikely event that Burevails on its infringement claims.

73.  Less than two weeks after Puma’s egregious abuse of the asset freeze proq
Dutch court rejected Puma’s application for an injunction on the meritsluclimg that “nitro” is
descriptive of nitrogeinfused shoes. Puma advances the same meritless arguments here.

Puma Does Not Have Standing To Bring Suit Against Brooks

74.  Inthe course of this litigation, Puma produced a copy of its global licensenagnt
with Lloyd IP that confirms that Puma does not have standing to bring suit against.Brooks

75.  The 2020 license agreement provides that Lloyd IP is the “owner ONth&O’
trademarks on a global basis” and that Puma®hasorexclusive worldwide license to use t
Licensed Trademarks.” Dkt. 97 887-138. The definition of “Licensed Trademarks” extends
all “future trademark applications and registrations” for footwear or shoes arefdie covers

Puma’s Application No. 97975106 and U.S. Registration No. 7184@5%t 138.
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76.  The agreemarprovides that the marks are the “sole and exclusive property of [L

IP] and that all rights and goodwill arising from the use of the Licensed mealle by [Puma] . . |

shall vest solely to the benefit of [Lloyd IP].” Dkt. 97 at 139. Thus, to the extent thait idr
acquire rights through its descriptive use of “nitro,” (which it has not)ethghts would belong t¢
Lloyd IP.

77. Importantly, the license agreement also provides that Lloyd IP has the exclusiv

to institute an action “in & absolute discretion” and with “exclusive control over, and condug¢

all claims and proceedings.” Dkt. 97 at 140. Under the terms of the license agresrdeas &
non-exclusive licensee, Puma does not have standing to pursue these claims.

Puma’s Trademark Allegations Are Meritless

78. Puma alleges that it has rights in the word “nitro” in connection with footwesadl
on its use of “nitro” on certain nitrmfused Puma shoe models beginning in March 2021.

Puma Lacks Protectable Rights in “Nitro”

79. Puma does not have any common law rights in “nitro.” Puma’s use of “nitro”
collection of nitreinfused midsole shoes is descriptive, and Puma has not acquired any se
meaning in the mark.

80. In litigation, Puma contends that its udé'rmtro” is not descriptive because it us
it to connote the “higiperformance, explosiveness, higlbeed” and “lightweight, and smoothnes
of the explosive, nitroglycerin. Thatis, Puma contends that it is usimg™oft its nitrogerinfused
shoesa® evoke the explosive chemical “nitroglycerin” and not to describe th@geit” technologyf
it uses for its shoes. But this litigation position is contradicted by Pum&woed advertising of]

its “Nitro” shoes and Puma’s statements about its “Nistades publicly and in this litigation.

81. Puma’s corporate witness has conceded that the term nitro “can be . | .

abbreviation for nitrogen.” (Narriman Dep. Tr. 13513). And Puma’s advertising undeniak

emphasizes the nitrog@nfusion technologyf its “nitro” shoes by, for examp! G
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82. Indeed, Puma consistently promotes its “Nitro” shoes by touting the benefits

of its

nitrogeninfused technology. For example, Puma promotes the purported benefits of itsefifrog

injected NITRO foam” “dual midsole” in its product descriptions online:

Home Men < Shoes Electrify NITRO 2 Men's Runnina Shoes
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PRODUCT STORY

The perfect choice for runners just starting out, the Electrify NITRO 2 delivers the cushioning and
reliability needed your daily jog. The dual midsole contains our lightweight, nitrogen-injectad
NITRO foam in the heel alongside our sturdier PROFOAMLITE throughout the rest of the midsole,
allowing for an airy, cushioned ride. We've revamped the breathable mesh upper with a futuristic
look and retooled the rest of the shoe with a rolled collar, buslt-in heel lock, and a special cat's'
tongue to secure the heel for every run.

83. Puma has done the same in editorials, stating that “Puma dropped a fresh
branded running range. . . Puma’serdry into the mainstream running conversation consists
five model collectiorbased around their new nitrogen infused midsgfe It promotes the benefit
of nitrogeninfusion by explaining that “[tlhe number one ingredient to produce a ‘super sh
the foam . . . Puma meets the mark through the creation of their nitrogen infusedtsgldoam:
Nitro.”®

84. As Puma expands its use of “Nitro” to new shoe models, it connects the term
to its nitrogeninfused foam. For instance, in a press release for the Puma Extent, Pesiatss
“Extent sneaker is infused with NITR® technology, Puma’s newesitrogeninfused foam is
created through an innovative new proeesking it extremely lightweight, highly springy, al

soft.”

85. In fact, Pumaonly uses “Nitro” on its nitrogeinfused shoes. It conceded (i

discovery that, of the more than 100 models on which it uses “Névery singlanodel containg

nitrogeninfused foam or midsoles.

2 Puma’s Deviate Nitro Spectrdempo Journal, accessechtips://tempojournal.com/article/puma
devaite/index.htmllast accessed October 21, 2022{basis added).

SPuma’s Deviate Nitro Spectr@dempo Journal, accessedtps://tempojournal.com/article/puma
devaite/index.htmllast accessed October 21, 2022.

4The New Puma Extent, a Strdatch Sneaker Infused with NITRDaccess at
https://about.puma.com/en/newsroom/brand productnews/2022/1@7-2022pumaextent last accessed Octobel
21, 2022.
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86. Puma’s corporate witness, Mr. Narriman, testified that Puma only uses “nitr

footwear that is nitrogemfused:

Q. Does Puma use NITRO on any footwear that doesn’t contain nitrogen-infused
midsole foam?
A. No.

(Narriman Dep. Tr. 119:6-9).

87. Some of those models include relaxed footwear, like sandals, which hardlytles
explosiveness of nitroglycerinRather, Puma markets its “Nitro” sandals (depicted below
“recovery,” and as containing the “latest PUMA cushioning technology,” allowing “youfttde]

indulge in the NITRO FOAM midsole.”
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Enjoy your recovery in style with the Nitrocat V Sandals. Extremely lightweight and trendy, these sliders are equipped with the latest PUMA cushioning
technology. Customize the fit with the handy adjustable strap and let your feet indulge in the NITRO FOAM midsole. The bold PUMA Cat Logo on the strap packs a
powerful punch. Perfect for relaxing after any athletic activity

FEATURES & BENEFITS DETAILS

* NITRO FOAM: PUMA's advanced technology providing superior * Slip-on construction
responsiveness and cushioning in a lightweight package » Adjustable synthetic leather upper strap
* Cushioned NITRO FOAM midsole for comfort

* Rubber outsole for grip

* PUMA Cat Logo on strap

88. More recently, Puma has begun labelling its models as “Nitro Infused,” fu

emphasizing the commonsensical connection between “Nitro” and Puma’s niinbgsan

technology:

PRODUCT STORY

The lightweight running shoe that will do it all, no matter the terrain — the Fast-Trac NITRO. It's capable on any surface, including loose trails and
gravel, thanks to the dual-foam midsole — combining full-length NITRO foam and a layer of ProFoamLite — and the durable PUMAGRIP ATR outsole.
Integrated eyestays allow for a snug fit, and details at the toe provide both drainage and protection from debris.

FEATURES & BENEFITS

s NITRO: Advanced nitrogen-injected foam designed to provide superior responsiveness and cushioning in a lightweight package
* PROFOAMLITE: Extremely lightweight EVA designed to cushion your landing and propel each step

*  PUMAGRIP ATR: Trail-ready performance rubber compound designed for traction en ice, mud, and unstable surfaces
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89. Puma’s position that “nitro” is exclusively a shéwtm for “nitroglycerin” suffers
from another flaw: “nitro” is broadly, and increasingly, used to describe nitriofesed producty
in the shoe industry and beyond.

90. For example, ANTA Sports promotes its “Nitroedge” and “Nibgeed”
technologies for footwear, which use “nitrogen as [a] physical foaming agemgjngria high
rebound and cushioning function” that “creates the ultimate lightweight running exjeeitenc

91. Similarly, in the beverage industry, Pepsi sells Pepsi Nitro, Starbuckd\iseds

Cold Brew, and Budweiser sells Nitro Reserve:

e

-;Budweisc:
}MITRO RESER\
»E

92. These companies have heavily marketed and promoted their “Nitro” produc
the benefits stemming from nitinfusion where “nitro” is widely understood as referring

“nitrogen” and not to nitroglycerin:

5> Press Releashitps://ir.anta.com/en/news_detail.php?id=9938&t accessed November 2, 2022.
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Pepsi Releases New Nitrogen-Infused Cola
That's 'Softer Than a Soft Drink’
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Cans of Nitro Pepsi hit stores next month and are already available for preorder.

By Mike Pomranz  Published on Feoruary 23, 2022

O@®E®E)

LYST

5
.

By Kyle Swartz - March 2

The newest brew from Budweiser is a golden lager infused with nitrogen gas.

Budweiser Launches First-Ever Nitro Beer
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Starbucks Nitro Cold
Brew

Our Nitro Cold Brew is created when our signature Cold Brew (slow-steeped for
20 hours) is infused with nitrogen as it pours from the tap. Nitregen infusion

creates microbubbles, giving the coffee a cascading, frothy texture.

93. Nevertheless, none of these companies has successfully registered “nitro” s
alone as a trademark. The PTO has recognized that “nitro” is descriptive whdoruséwgen
infused products.

94.  For instance, Pepsi registered “Nitro Pepbiit only after expressly disclaimin
rights in the standalone word “Nitro” at the PTO’s request. The PTO, dinllerriamWebster
dictionary definition for “nitro” as meaning “nitrogen,” stated in no uncertain ténats‘NITRO is
not inherently distiative” because it “is merely descriptive of an ingredient of applicant’s got

Pepsi’s registration was approved with that specific disclaimer:
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s =y et L s Ll (s

B ‘J‘Bn States of Qmer

Tnited States Patent and Trabemark Office ‘?

NITRO PEPSI

Reg, Mo 6, 747105 PEPSICD, (NG, (HERTH CAROLINA CORPURATION)
e Tl ANDERSON HILL ROAD
Registered May 31, 2022 PORCLASE, MW YORE 1087
Int. CL: 32 CRASS 37 St il Uiiiestineies, §vauns v pem ders wsed 1 1he pragmiailon of sl
Trademark e

FIRST LISE #28-MIIT N CERMERCE 3-25-202T

Principal Repister
THE MARK CONSISTS OF STANTMRD CHARACTERS WITHOLT CLADM T0
ANY PARTICULAR FONT BTYLE. SIZE O COLOR

dbpr Bl D mid podgoi Gaogas

Mo plaim s meske & e saclusive gl wouse the fillimiog apay Do e stk s
whisi i “HNITRI"

SER. KO, BR-TT1 Tad FELEDN N -Z5-2104

bty (e Q_I.H Wida L

Director of the Linlted States
Patenl and Trademark Ofice

95.  Similarly, Budweiser registered BUDWEISER NITRO RESERVE, but disclai
NITRO RESERVE other than as used in its mark.

96. For its part, Starbucks sought to register NITRO BREW but abandone
application after the PTO rejected the application on tlseskhat “Nitro brew” was merel
descriptive of the goodse. “brewed coffee infused with nitrogen.” In its rejection of the Starbt
application, the PTO again relied on a dictionary definition for “nitro” as “designa&ertain

compounds containingitrogen.” Similarly, Left Hand Brewing abandoned its application
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NITRO for beer after the PTO rejected the registration on the basis that the maksamstive of
nitrogeninfused beer, finding that “NITRO’ can be used to describe a charaict@fdieer, that
is, beer that has been nitrogenized.”

97. Even if Puma’s use of “Nitro” were not descriptive (which it is), Puma would
no priority and no enforceable rights in “nitro” for running shoes or apparel. Numetioeis
running shoe compges—including Brooks—used the word “Nitro” for running shoes long befq
Puma introduced its collection in 2021. As early as 1998 datiag the nitrenfused midsole
technology), Brooks offered a shoe named the “Nitro” shoe, marketing it as an fexmosch of

design, comfort, and value.” The excerpt below is from Brooks’ Fall 1998 consatakrgue:

1
—_— ® —
I\ | LA
g )
7
el

=7 T,
T
; s "

=
~
Ly P =

Who would guess that a shoe that looks this great could feel even
better? The Nitro packs an explosive punch of design, comfort and value.
Leather and synthetic upper with high frequency outbossing accents
and breathable mesh inserts.
Contoured full-cup outsole for enhanced lateral
stability with multi-surfaced, non-marking outsole design.

White/Vapor Blue Available in children sizes:
5-11 11,12, 13, 1-6 Style# 11553

98. Thus, as between Brooks and Puma, Brooks is the senior user ofdasuiptive

NITRO mark for footwear.
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99. But Brooks is not the only athletic footwear company that used “nitro” before
did. Among others, the following companies used “nitro’fémtwear before Puma:
X Adidas (NitroCharge);
X Nike (Nitro Pack);
X Under Armour (Nitro MC);
X Mizuno (Volleyball Nitro Pack);
X Saucony (Propel Nitro);
X Asics (Nitro Fuze); and
X Skechers (Nitro Sprint).

100. Attached as Exhibit 1 is a collection of advertisements for “Nitro” shoes thatpr
Puma’s 2021 collection.

Puma Has No Valid Registered “Nitro” Mark

101. On December 14, 2021, just one week before sending Brooks aarmbdesist
letter about Brooks’ use of “nitro,” Puma filed an application to register “résca trademark g
the PTO. In August 2022, the application was divided into a parent application (App. No. 97
for soccer and golf shoes, and a child application (App. No. 97975106) for running shoes,
shoes, and basketball shoes.

102. The examiner issued a néinal action for both applications on the basis that th
was a likelihod of confusion between Puma’s “nitro” mark and another “nifaoinative mark for
Class 25 goods.

103. Puma responded that there was no likelihood of confusion, arguing that “due|
number of NITRO formative trademark registrations and marketplace .use consumers af
accustomed to encountering NITRO marks in the marketplace and are unlikely roe as
connection between” the two marks. Puma cited several examples efoniti@tive marks tha

would not cause confusion with Puma’s “nitro” mark, including NITROCHARGE for a&th
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footwear (Adidas), NITROLITE for athletic footwear (Globe InternationalmNees), ang
NITROBOUNCHE for footwear (Rollie Nation Pty Ltd).

104. Puma further argued that the existence of the “common element” of “nitrogi
two marks was not enough to create a likelihood of confusion.

105. These statements are directly contradictory to the position that Puma has takeg
instant action where it alleges that Brooks’ use of “nitro” and “sitfosed” creates kkelihood of
confusion. Seemingly recognizing that the positions cannot be squared, Puma’sseavpgoness

testified that Puma’s statements to the PTO were incorrect:

Q. Is it Puma’s position that there is no likelihood of confusion between NITR
Puma’s running shoes and, let’s say, Nitrocharge by Adidas on footwear?

A. Where is Nitrocharge?

Q. It's the third one in that table.

A. No, | would-- I would say that there would be a risk of confusion.

* k% %

Q. Okay.- But Puma’s pa®n [at the PTO] was that NITRO for Puma could coe
with Nitrocharge on Adidas athletic footwear without confusion, right?

A. Yes.

Q. And your personal view is that that’s not true, correct?

A. Yes.

(Narriman Dep. Tr. 121:11-18, 122:14-21).

106. Based on Puma’s statements, the examiner revehgedecision and the PT(
published the marks for registration. Brooks subsequently opposed the registratpplicdtion
No. 97975106. Puma has moved to stayoposition pending the outcome of this action. Bro
has also petitioned to cancel Puma’s U.S. Registration No. 7184055 on the basis thak ike
descriptive and, if not descriptive, then deceptive. Brooks has also petitioneddbtbarmoark

because Puma is not thghtful owner of the mark and has committed fraud on the PTO.

Brooks' Use of “Nitro” to Describe Its Nitrelnfused Shoes Creates No Likelihood
Confusion

107. Puma’s positions in this action and before the PTO are inconsistent. Here,

alleges thaBrooks’ use of “nitro” is likely to cause confusion among consumers asdreBveoks’
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and Puma’s nitranfused shoes. However, in its application for “nitro” before the PTO, H

received a rejection based on likelihood of confusion with a differerfRImark, and successful

overcame the refusal by arguing that there is no likelihood of confusion becauserfers arg

accustomed to encountering NITRO marks in the marketplace.”

108. In any event, Brooks’ use of “nitro” to describe its nitnfused nidsoles does naot

infringe any rights Puma claims to have in “nitro” and does not create a risk of confusawks
simply uses the term “nitro” to describe its “nHirdused” process,e., the process of introducin
nitrogen gas into its midsoles. “Nitro” is consistently used in preciselytygo refer to infusior
with nitrogen in the running shoe industry and beyond. In its marketing, Brooks typically p
use of the word “nitro” with images of nitrogen gas bubbles, nitrogen gas tankbeagldmenta
symbol for nitrogen from the periodic table.

109. Additionally, Brooks does not label any of its nHrdused products “nitro” as the
all have their own protectable names and marks, including the trademark BR@Kvarious
shoe names, sh as GLYCERIN. There is no risk whatsoever that anyone would be confug
Brooks’ use of “nitro” and think it was a Puma shoe.

110. Discovery in this case has borne this out. Brooks introduced unrebutted

evidence confirming that Brooks’ usé ‘mitro” does not create a likelihood of confusion with

Puma. Puma did not submit any survey evidence.
111. Puma’s head of intellectual property also conceded that Puma does not havesg

of actual confusion based on Brooks’ uséritro”:

Q. Is it your position that there is no actual confusion between Brooks and Puma
based on Brooks’ use of Nitro?

A. I don’'t want to exclude it, but to my current knowledge, thetkere is no
evidence of any actual confusion.

(Narriman Dep. Tr. 166:13-18).

BROOKS SPORTS, INC.'S ANSWER TO THE AMENDED
COMPLAINT, DEFENSES, AND COUNTERCLAIMS 45 SJ?,'IQ'F\I/'F'TI AIT/'EAI\\I\L/J\IQ Sﬁ?gli ZIBIJC
CASE NO.2:23CV-00116RSL SFEATTLE, WASHINGTON 9’81042682

Telephone (206) 67800
Fax (206) 676001

14911090v.1

uma

Yy

Br

¢

Birs its

sed by

survey

videnc




© 00 ~N o o b~ w N e

N NN NN N DN P P R R R R R R R,
O O N W N B O © m ~N &6 O~ W N R O

Case 2:23-cv-00116-LK Document 122 Filed 02/07/24 Page 46 of 93

Puma Uses Brooks’ Protected Marks

112. Puma regularly uses words in its marketing that are protected trademarks laf.E
Puma cannot have it both ways. Puma cannot take issue with Brooks’ use of “nitrbicfirRuma]
has noights) when Puma regularly makes use of Brooks’ protectable family of marks imoef¢
to its products. For instance, Brooks has a protected “DNA” family of marks theggtfar its

midsole technologyDNA LOFT, DNA AMP, DNA FLASH, and BIOMOGO DNA.

DNH

[LOFT ]

DNA LOFT v3 BioMoGo DNA

We infused our proprietary DNA LOFT cushion with nitrogen, using large-cell foaming for oplimized This dynamic cushicning adapts to your siride, weight, and speed
responsiveness and cushioning — which means DNA LOFT v3 is softer, lighter, and more
responsive than DNA LOFT without sacrificing durability.

Learn more

DNL
DNA FLASH
D N A AM P DNA FLASH foam is nitrogen-infused for an optimal combination of energy returm and light weight
Qi Mot fesponsive CLSHORING Ofers besl inass snangy tetirm The foam adapls to your unique siride so speed comes naturally.
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113. Despite Brooks’ exclusive rights in its DNA family of marks, Puma regularly
the term “DNA” in reference to its own products. For instance, it promotes its cutsdlesed

with running spike DNA for rapidcceleration”:

Take your game to the next level in these formidable cleats. Built for unbeatable speed and control, the ULTRA 1.4 FG/AG is the lightest on the market. The updated ULTRACUT upper provides multi-
layered support, while MATRYXEVO carbon yarn technology combined with an updated microfiber SPEEDCAGE with cut-out windows ensures ultra-lightweight support during fast-forward motion. The
ultra-fast Peba SpeedUnit outsole is inspired by running spike technology for explosive acceleration, while the GripControl Pro's uniquely textured skin gives added ball control and confidence. In these
boots, you'll be a force to be reckoned with on both hard natural surfaces and artificial grass.

FEATURES & BENEFITS DETAILS

*  MATRYXEVO: PUMA's lightweight technology constructed with reactive Carbon yarns for support  * Low boot silhouette

during {a_m—forwa Emotion * ULTRACut and MATRYXEVO woven upper with multilayered support for rapid movement

IO Ultra-fast Peba SpeedUnit: PUMA's outsole infused with running spike DNA for rapid acceleration I.

Lightweight removable sockliner with Nano Grip Technology

* GripControl Pro: PUMA's coating for decisive command over the ball when on the attack  SpeedUnit outsole infused with running spike DNA for rapid acceleration

* Lace closure for a snug fit

* Updated SPEEDCAGE for lightweight support during fast-forward motion
* PUMA Cat Logo at toe

* ULTRA wording on lateral side

* FG/AG: Firm Ground/Artificial Ground (4G)

114. Unlike Puma’s claims to “Nitro,” Brooks has wastablished rights in its DNA

family, and neither brand uses DNA in a descriptive manner. Nevertheless, Raipaecognizeq

that not all uses of a term or mark create a risk of confusion or consitdésnark infringement.

It is impossible to square Puma’s use of Brooks’ protected DNA mark with itssctaat Brookd

cannot use the descriptive term “nitro” to explain its nitfioised midsoles.
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Alternatively, Puma is Infringing Brooks’ Rights in “Nitro -Infuse”

115. Throughout its Amended Complaint, Puma contends that Brooks’ use of-*
infuse” constitutes infringing trademark use. For instance, Puma incheléalowing as example

of Brooks’ allegedlyinfringing trademark use in its pleadings:

Nitro-infuse your
run

Source: https /v w brooksminning com/min-on-nitro/
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116. Puma asserts that these uses have caused or will likely cause confusion with
alleged rights to “Nitro.”

117. For the reasons discussed herein, Brooks’ use of “nitro” or “mftse” in this
manner to describe its nitrogarfused midsoles doeothconstitute trademark use and is mer
descriptive. However, if Brooks’ uskd constitute trademark use, as Puma insists, then B
owns the rights to “Nitrdnfuse,” and Puma is infringing those rights through its recent us
commerce of “Nitrelnfused” in connection with its running shoes.

118. Since initiating this action against Brooks for Brooks’ use of “Aitfase,” among
other termsPuma has started making extensive use of the term “Nitfosed.” As discusse

supra it has stamped its shoes with “NHifused”:

Puma'’s

ely
ooks

5e in

119. Brooks makes use of the term “Nihafuse” throughout the United States and

worldwide in connection with its goods and services online, as well as in storessouiadmedia;
indeed, Brooks’ use of “Nitrénfuse” partly forms the basis of Puma’s inffement claims. Thus
if Brooks’ use of “Nitreinfuse” to describe its nitrogenfused shoes constitutes trademark

then through its expenditure of time, energy, and resources as well as itsreadesse, Brook

owns strong common law rights in thditro-infuse” mark and owns the accompanying goodwill.
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120. Brooks has priority of use of “Nitrinfuse” over Puma: Brooks launched the accu
“nitro-infusion” campaign on July 1, 2022 and Puma’s use began months later. Puma w
aware of Brookstights to “Nitro-Infuse” prior to Puma’s use of “Nitrmfused.”

121. Although Puma’s use of “Nitrdnfused” on its nitrogeiinfused shoes, like Puma|
use of “Nitro,” is plainly descriptive, Puma contends that it is not. ThugjnfaPis correct (it is
not), then Puma’s use of “Nitfilmfused” in connection with running shoes and footwear is a wi
and deliberate infringement of Brooks’ rights.

122. To the extent describing nitiofused shoes as “nitimfused” is a trademark us
Puma’s deliberatefforts to try to trade on Brooks’ goodwill and unjustly benefit from the resu
confusion with Brooks’ shoes would harm Brooks, and irreparably damage Brooks’ reputati
brand.

Puma’s Design Patent Allegations Are Meritless

123. Puma did not mention its DO75 Patent to Brooks at all in the course of months
suit discussions between the parties. Brooks first became aware of Puma’s pateygneaint
claims when Puma filed its Amended Complaint on July 8, 2022, alleging not only that E
infringed the design patent but also that Broodgiedit to create the Aurora BL.

124. The D075 Patent has a single claim directed to the midsole of a shoe. The app
was filed on August 1, 2018, but its contents were not published until it issued on Septen
2020.

125. Puma’s allegation that Brooks copied its design is based on the published
Patent’s figures. However, by September 29, 2020, when the design patent published, Birq

already designed the Aurora BL.

126. The D075 Patent design and the design of the Aurora BL are plainly dissimilar.

ordinary observer, giving such attention as a purchaser usually gives, would comtusedbsigns
127. For instance, the claim of the DO75 Patent contains a continuous sole from f

back, including what Puma refers to as a “claimed seam [that] extends from toe todhefelhern
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midsole structure.” In contrast, Brooks’ Aurora BL has a decoupled midsole causmbetgaen

the front and back of the shoe and does not have a continuous seam:

DO75 Figure

Aurora BL

128. The decoupled midsole is one of the important design features of the Aurora E

is particularly evident when looking at the bottom of the shoe (as an ordinary observer buyin

BL. and

g shoes

would do). Remarkably, Puma omitted from the Amended Complaint all of the patent’s figure

showing the bottom of the shoe:

D075 Figure

Aurora BL
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129. As another example, the DO75 Patent design claims three “bulbous” regions, W

the Aurora BL has four regions of different length, size, and orientation:

hereas

DO75 Figure Aurora BL

130. Moreover, the claimed design has three distinct sections on the bottom bbéhe s

that are not present in the Aurora BL, and the claimed design also has a diffevanire in the

heel:

D075 Figure Aurora BL

.3

131. Indeed, the heel of the Aurora BL is particularly distincshape and angle, and t

perspective from the rear of the Aurora BL, as compared to Figure 6 of the i@Ag Raghlights
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these differences. The back of the shoe has a different shape than the D075 Rsignt’ sudd
unlike the design of the DO75 Patent, where an observer can see the other curves of the

region, that is not possible on the Aurora BL.:

D075 Figure Aurora BL

FIG. &

132. These distinct features of the Aurora BL, among others, are such that aaryo
observer would not confuse the overall design of the Aurora BL with the overall design 6f7th¢
Patent.

133. Puma failed to mention in its Amended Complaint that it alleges that the comn
embodiment of the DO75 Patent is Puma’s Mode XT. The differences between the Bifi=dd
Brooks’ Aurora BL are equally (if not more) apparent when considering Puma’s Modes)

illustrated below:

Mode XT Model Aurora BL
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134. Brooks’ Aurora BL, unlike the Puma Mode XT, has a decoupled midsole, with
bulbous regions that have a distinctly different size, shape, and angle than Puma’i tlaseq
smooth featherline and distinctive injection markings on the heel, and laateaheartindine on

the Puma Mode XT. The shoes are plainly dissimilar.

four

135. The ordinary observer, familiar with the prior art, would find these differepces

between the design of the D075 Patent and the Aurora BL significant. For @sRmoa’s

selection of refrences (which also illustrates the differences between the D075 Patent design and

the Aurora BL) is notable in that none of the shoes contains a prominently decoupled mittsple wi

a front and back portion like the Aurora BL. Moreover, Puma omits exawigbe®r art soles thal

would further lead the ordinary observer to conclude that the differences behgegesign of thg

A4

Aurora BL and the claimed design were significant, and that the designs warelalissSome of

those references include:

Prior Art

U.S. D866,932

U.S. D572.440
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U.S. D5.915.820

FIG. 1

U.S. D824.645

EP004543882
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US 10,772,382

Nike Air Max 1995

Nilee Air Max Plus 1998
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Nike Air VaporMax 2017

EReebok Electro 3d 1997

Feebok Question Mid
Basketball Shoes 2017
i
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Prada Men’'s Collection
2016

Balenciaga 2017
Collection

Nike LeBron 14 2013

Nike LeBron 15 2017

BROOKS SPORTS, INC.'S ANSWER TO THE AMENDED
COMPLAINT, DEFENSES, AND COUNTERCLAIMS 58 SJ?,'IQ'F\I/'F'TI AICQIYJZ SUS’?SLJJE; 5)|5|5C
CASE NO.2:23CV-00116RSL SFEATTLE, WASHINGTON 9’81042682

Telephone (206) 67800
Fax (206) 676001

14911090v.1




© 00 ~N o o b~ w N e

N NN NN N DN P P R R R R R R R,
O O N W N B O © m ~N &6 O~ W N R O

Case 2:23-cv-00116-LK Document 122 Filed 02/07/24 Page 59 of 93

A el ‘ Nike Hyperdunk 2017

Nike Free 4.0 Flylmt
2014

Prada Cloudbust 2017

Eecbok Iverson 1997
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Eeebok DMX Run 10
1997

Reebok Opus 2004

Feebok 3D Opus 1998

Reebok x Vetements

2017
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Brooks Neuro 2016

Brooks Neuro 2

Brooks Neuro 3

00 US 2015/0143722

0
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U.S. Patent D792,068

U.S. Patent 6.438.873

U.5. Patent No. D656.303

136. Further, in addition to being primarily functional rather than ornamental, the d
in the DO75 Patent is not novel and is obvious over the prior art. Thus, Brooks does not infr
the additional reason that the DO75 Patent is invalid.

The D075 Rtent Is Invalid For Inequitable Conduct During Prosecution

137. Chris Vella is the sole inventor listed on the DO75 Patent. He is the head of
in the run train footwear unit at Puma and designed Puma’s Mode XT shoe. Puma cbres

Mode XT isthe commercial embodiment of the DO75 Patent.

Puma’s I I A
-
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140. Mr. Vella has admitted that his design of the Puma Mode XT (which Puma admits is

the only embodiment of the D075 Patciiiill
N

141. Puma filed the application for the D075 Patent (U.S. Application No. 29/658
on August 1, 2018. Chris Vella submitted an inventor declaration, confirming his awarehiss
duty of disclosure to the patent office, requirinmho disclose any known information material
the examination of patentability.

142. On June 2, 2020, the examiner conducted a search and came up with a list
art patent applications and patents. The list did not in{i
I  That same day, the claims were allowed. Puma paid the issue 1
September 9, 2020, and the patent issued on September 29, 2020.

143. Mr. Vella was aware (il

-
I Yet, Puma never filed an informatid

disclosure statement to the patent office dupngsecution, or otherwise brought these matg
prior art references to the examiner’s attention. Puma was aware that the exavendocated
these prior art references or considered them before granting the DO75 Patent.

144. The most reasonable inference from these facts is that Mr. I
I e material prior and withheld them from the PTO with
intent to deceive the PTO so as to secure patent rights for Mr. Vella’s design.

145. The DO75 Patent is angpMr. Vella’s first U.S. patents for footwear and his pul
social media posts reveal that he was excited to have the Puma Mode XT commercializgo

that after being “in the industry for 10 years . . . this is my first shoe to launcipén Bmited

guantities”:
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CHRISVELLADESIGN

/ . -
- chrisvelladesign
Back Bay

=S

251 likes

chrisvelladesign The street is anybody's catwalk. Train
for it. #workmode

Limited edition of the @puma #modext. Launched last
week in Miami and worn by @adrianalima and several
#teamfaster #athletes. | have also been in the industry
10 years, and this is my first shoe to launch in super
limited quantities at @kith! _,

146. The examiner would not have allowed the claims of the D075 Patent but fq

Vella's failure to disclos (GG

Il alone or in combination with other prior art anticipates and/or rendeisustthe claims of

the DO75 Patent. This is particularly true in light of Mr. Vel I IEEIEIEGNGGEGEGEGG
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147. Mr. Vella’s intentional failure to disclose material prior art to the PTO with tlesir
to deceive the examiner and secure patent protection constitutes inequitaliet@and renders tH
D075 Patent unenforceable.

Puma’s Inflammatory Allegations About Copying

148. In its Amended Complaint, Puma makes a number of inflammatory and p3g
untrue statementdaut Brooks, including that Brooks copied both Puma’s Hiithasion process
and its design for the Aurora BL.

149. First, Puma alleges that Brooks incorporated “Puma’s proprietary foam mc

it

e

tently

nlding

process” into Brooks’ shoes, and “copied the foam molding technology disclosed and claimed in

Puma’s pending utility patent applications.” This is demonstrably untrue. Browk®ifacturef
finalized its nitreinfusion foam molding process in 2019, at least a year before Puma releag
nitro-infused product antlefore Puma filed any of its patent applications. Moreover, Puma
not allege why its foam molding process is proprietary or that Brooks had access to al
confidential information (which it did not).

150. If Puma is using the same nHitfusion process as Brooks, as it alleges, then
Puma, and not Brooks, that copied the process. Indeed, since Puma filed its Amended C
and Brooks began investigating Puma’s allegations, Brooks has discovered that &ulred oait
to Brooks’ manufactuwars on at least two occasions after Brooks introduced itsinftrsed shoes
in September 2020 and again in Spring 2021. At the second meeting, Puma specifically a
manufacturer about Brooks’ Aurora BL shoe and whether a similar shoe coulétseldor Puma

151. Puma also alleges that “[o]ne month after PUMA released its NibR@ded shoe

and nearly a year after PUMA's first utility application filing . . . Brooksfiles own utility patent

application . . . [with a] written descriptiom@ pending claims” that “describe the same fo
molding process that PUMA uses.” Brooks did not copy Puma’s-inifugion process. Brook
and its manufacturer developed the novel process claimed in U.S. Application No. 17/1344
“Utility Application”), which is directed to manufacturing midsoles that allows for diffe
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properties along the horizontal direction of the sole. If, as it alleges, Ptoaaianolding proces
is the “same foam molding process” described and covered by Brooks’ UplglycAtion, then, in
fact, Puma may infringe claims that issue from Brooks’ application by using Brooksddne

152. Lastly, Puma’s allegations suggest that Brooks copied the design for the Aurg
from Puma’s design patent application.

153. Settirg aside the fact that the Aurora BL looks nothing like Puma’s design pate
does not infringe any of the DO75 Patent’s claims, the sequence of events foreclosés
allegations. The designer of the Aurora BL came up with the design no later thanr QOtb®e
nearly a year before Puma’s design patent published. Then, in Spring 2021, Puma apjy
Brooks’ manufacturer to cogrooks’ design of the Aurora BL.

154. For at least the reasons described above, Puma’s allegations are meritless. H
Puma’s allegations raise concerns about whether Puma has initiated thisritigatistract from
its own attempts to adopt the Brooks technology in its shoes, developed years prior tolidan

of nitro-infused shoes.

FIRST COUNTERCLAIM:
DECLARATORY JUDGMENT OF NO RIGHTS IN “NITRO”

155. Brooks incorporates by reference and realleges the allegations in para#@lh
45-106, 115-125f its counterclaims as if fully set forth herein.

156. Puma claims to own the exclusive trademark rights to “nftvofootwear and ha
asserted those alleged rights against Brooks’ use of “nitro” in connectioBroibks’ nitreinfused
midsoles. Brooks denies that Puma has any rights in “nitro” or that Brooks is infringingdm
rights that Puma may have.

157. There is a definite and concrete, real and substantial, justiciable, and icantiase
or controversy existing between the parties regarding whether Puma has any valid eabl&
rights in “nitro” for footwear, of sufficient immediacy and reality w@rrant the issuance of

Declaratory Judgment.
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158. Puma does not have any statutory or common law rights in “nitro” for footv
Puma’s use of “nitro” is descriptive and Puma has not acquired any secondary meanitrg.in
“Nitro” is unregistrable invalid, and unprotectable to Puma for footwear. Puma does not ow
rights in “nitro” for the additional reason that it is precluded by contract fromngwights in
“nitro” or asserting rights in “nitro.”

159. Moreover, as between Puma and Brooks, Brooks is the senior user of “nitr
footwear and therefore cannot infringe upon any rights Puma claims to have in the rfratio
under federal statutory or common law.

160. Brooks is entitled to a declaration that Puma does not have any valid or enfol

rights in “nitro” for footwear.

SECOND COUNTERCLAIM:
DECLARATORY JUDGMENT OF INVALIDITY OF U.S. REGISTRATION NO.
7184055

161. Brooks incorporates by reference and realleges the allegations in para#@l
45-106, 115-1220f its counterclaims as if fully set forth herein.

162. Puma has asserted that it owns U.S. Registration No. 7184055 for NITRO a
Brooks’ use of “nitro” in connection with Brooks’ nitiofused midsoles infringes Puma
registrdion.

163. Brooks denies that Puma has any rights in “nitro” or that Brooks is infringing
such rights that Puma may have, including any rights Puma alleges to have through U.&tiBe(
No. 7184055.

164. There is a definite and concrete, raadl substantial, justiciable, and continuing c
or controversy existing between the parties regarding whether Puma has any valid eabl&
rights in “nitro” for footwear, including through U.S. Registration No. 7184055, of suffi
immediacy and raity to warrant the issuance of a Declaratory Judgment.

165. Puma does not have any statutory or common law rights in “nitro” for footv

Puma’s use of “nitro” is descriptive and Puma has not acquired any secondary meanitrg.in

BROOKS SPORTS, INC.'S ANSWER TO THE AMENDED
COMPLAINT, DEFENSES, AND COUNTERCLAIIS -68 SJ?)'IQ'F\I/'F'TI AIT/'EAI\\I\L/J\IQ Sﬁ?gli ZIBIJC
CASE NO.2:23CV-00116RSL SFEATTLE, WASHINGTON 9’81042682

Telephone (206) 67800
Fax (206) 676001

14911090v.1

vear.

ni

n any

0” for

ceable

nd that

'S

any

Jistr

nse
Drc

cient

vear.

ni




© 00 ~N o o b~ w N e

N NN NN N DN P P R R R R R R R,
O O N W N B O © m ~N &6 O~ W N R O

Case 2:23-cv-00116-LK Document 122 Filed 02/07/24 Page 69 of 93

“Nitro” is unregistrable, invalid, and unprotectable to Punffauma does not own any rights
“nitro” for the additional reason that it is precluded by contract from ownirgsrig “nitro” or
asserting rights in “nitro.”

166. Moreover, as between Puma and Brooks, Bsos the senior user of “nitro” fg
footwear and therefore cannot infringe upon any rights Puma claims to have in the rfratio
under federal statutory or common law.

167. Brooks is entitled to a declaration that U.S. Registration No. 7184055 alidain

enforceable.

THIRD COUNTERCLAIM:
DECLARATORY JUDGMENT OF NON -INFRINGEMENT OF “NITRO”

168. Brooks incorporates by reference and realleges the allegations in parag#@l
45-106, 115-125f its counterclaims as if fully set forth herein.

169. Puma has alleged that Brooks is infringing Puma’s rights to the “nitro” mar,
footwear, including any rights it by way of U.S. Registration No. 7184055, through Br
descriptive use of “nitroin connection with its nitranfused shoes. Puma alleges that Brooks’
wrongly and falsely designates, describes or represents Brooks’ products, and i |italsd
confusion, mistake, and deception or association of Brooks’ running shoe prodincuwia.
Brooks denies the allegations.

170. There is a definite and concrete, real and substantial, justiciable, and icantiase
or controversy existing between the parties regarding whether Brooks’ use of “mit@inection
with its nitro-infusad products infringes or violates Puma’s right in “nitro,” of sufficient imraegi
and reality to warrant the issuance of a Declaratory Judgment.

171. Brooks cannot infringe rights that Puma does not possess. Puma does not h
federal statutory or common law rights in the “nitro” mark for footwear, and its &§istRation

No. 7184055 is invalid and unenforceable.
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172. As between Brooks and Puma, Brooks is the senior user of “nitro” and g
infringe upon any rights Puma claims to have in theéhimark under federal statutory or comm
law.

173. Moreover, Brooks’ use of “nitro” to describe its nHirdused products does n
constitute trademark use and is not likely to cause confusion, mistake, deceptisoc@atias with
Puma or otherwisdeceive consumers.

174. Brooks is entitled to a declaration that Brooks has not and does not infringe an

or enforceable rights of Puma in “nitro.”

FOURTH COUNTERCLAIM: DECLARATORY JUDGMENT OF NON -
INFRINGEMENT OF THE DO75 PATENT

175. Brooks incoporates by reference and realleges the allegations in paragrdgh:s
and 123-140f its counterclaims as if fully set forth herein.

176. Puma has asserted that Brooks’ Aurora BL shoes infringe the claimed detigr
D075 Patent. Brooks denies the allegations.

177. There is a definite and concrete, real and substantial, justiciable, and icantiase
or controversy existing between the parties regarding Brooksiniongement of the D075 Pate
that is of sufficient immediacy and reality to warrant the issuance of a Degjalattgment.

178. Brooks does not infringe any valid, enforceable, properly construed claim ¢
D075 Patent. The manufacture, use, sale, offer for sale, and/or importation of Brooksi BL
does not and will not infringe (literally or under the doctrine of equivalents), lghi@cindirectly,
by inducement or contributorily, any valid, enforceable, properly construed claim &0he
Patent.

179. Brooks does not infringe the DO75 Patent becaumder alia, “in the eye of an
ordinary observer, giving such attention as a purchaser usually gives,” the desigu dgitine

D075 Patent and Brooks’ accusedbquct are not “substantially the same” such that
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resemblance is such as to deceive such an observer, inducing him to purchase one supp
be the other.”"Egyptian Goddess, Inc. v. Swisa, |3 F.3d 665, 670 (Fed. Cir. 2008).
180.

from the claimed design of the DO75 Patent. More specifically, and withoi&tion, Brooks’

Aurora BL shoe has a decoupled sole and does not have a continuous seam. Theadesdjing

the DO75 Patent, in contrast, has a continuous sole and seam. Moreover, Brooks’ Aurora

has four distinct bulbous regions, whereas the claimed design has three. iee cesign also

has three separate and distinct areas in the sdlarthanissing from Brooks’ Aurora BL, and i
overall shape and curvature are distinctly different.

181.

Brooks’Aurora BL shoe has numerous, immediat@bparent differences in design

Dsing it to

BL shoe

ts

Brooks is entitled to a declaratory judgment that Brooks has not infringed and does

not infringe any claims of the D075 Patent, under any theorythextdhe manufacture, use, sale,

offer for sale, and/or importation of the Aurora BL shoes do not, and would not if marketedgnf

any valid and/or enforceable claim of the D075 Patent.

FIFTH COUNTERCLAIM: DECLARATORY JUDGMENT OF INVALIDITY OF THE
DO75 PATENT

182.
and 123-147 foits counterclaims as if fully set forth herein.

183.

Brooks incorporates by reference and realleges the allegations in paralpéhhs

Puma has asserted that Brooks’ Aurora BL shoes infringe the claimed desigr

of

D075 Patent. Brooks denies the allegations becatse alia, the claims of the DO75 Patent are

invalid.

184. There is a definite and concrete, real and substantial, justiciable, and icantiase
or controversy existing between the parties regarding thadidity of the D075 Patent that is
sufficient immediacy and reality to warrant the issuance of a Declaratory Judgmen

185. The claimed design of the D075 Patent is invalid for failure to meet one or m

the statutory requirements for patentabisigt forth in 35 U.S.C. 88 1@t seq, including without

Df

pre of

limitation 88 101, 102, 103, 112, 117, and/or in view of the defenses recognized in 35 U.S.Q. § 282.
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186. Brooks is entitled to a declaratory judgment that the claim of the D075 Pat
invalid for failure to comply with one or more of the requirements of Title 35 of the USiimes

Code.

SIXTH COUNTERCLAIM: DECLARATORY JUDGMENT OF UNENFORCEABILITY
OF THE D075 PATENT

187. Brooks incorporates by reference and realleges the allegatigasagraps 144,
and 123-140f its counterclaims as if fully set forth herein.

188. Puma has asserted that Brooks’ Aurora BL shoes infringe the claimed dethgr]
D075 Patent. Brooks denies the allegations becanise alia, the claims of the D075 Patenes
unenforceable.

189. There is a definite and concrete, real and substantial, justiciable, and icantiase
or controversy existing between the parties regarding the unenforceability of the &6AbtRat
is of sufficient immediacy and reality to want the issuance of a Declaratory Judgment.

190. The claims of the D075 Patent are unenforceable due to inequitable condogt
the prosecution of the D075 Patent. Specifically, at least named inventorMéhadailed to
disclose to the PTO matal prior art known to him during the prosecution of the D075 Patent
the intent to deceive the PTO.

191. Under 37 C.F.R. 8 1.56, each individual associated with the filing and prose
of the D075 Patent, including Chris Vella, has a duty to disclose to the PT@atation known
to that individual to be material to patentability.

192. Puma has repreated that the Puma Mode XT shoe is an embodiment of the

Patent. The Puma Mode XT v/
I V1. Vella, the sole DO75 Patent inventor, was aware
I ond are material prior art to the DO

Patent design.

BROOKS SPRTS, INC.'S ANSWER TO THE AMENDED
COMPLAINT, DEFENSES, AND COUNTERCLAIMS 72 SJ?)'IQ'F\I/'F'TI AIT/'EAI\\I\L/J\IQ Sﬁ?gli i;IBIJC
CASE NO.2:23-CV-00116RSL SFEATTLE, WASHINGTON 9’81042682

Telephone (206) 67800
Fax (206) 676001

14911090v.1

ent is

of

|

duri

with

cution

D075

tha




© 00 ~N o o b~ w N e

N NN NN N DN P P R R R R R R R,
O O N W N B O © m ~N &6 O~ W N R O

Case 2:23-cv-00116-LK Document 122 Filed 02/07/24 Page 73 of 93

193. Puma did not submit an Information Disclosure Statement during prosecution
D075 Patent and fail i

194. 1 aterial prior art to the DO75 Patent. A reason:
examiner would have considered it important to con{il
I B cumulative of information already in the reco

I 2 (oNne or in combination with other information,

establishes a prima facie case of unpatentability of the DO75 Patent claim.

195. Based on the facts pleaded herein, and the reasonable inferences to be dra
those facts, Mr. Vella (and possibly others involved with the prosecution of0ih& Patent) waj
aware (.

196. Based on the facts pleaded herein, and the reasonable inferences to be dra
those facts, Mr. Vella (and possibly others involved with the prosecution of the D@ai)HR
.|
I

197. But for the omissions to the PTIIEE I
B (he claims of the D075 Patent would not have issued.

198. Brooks is entitled to a declaratory judgment that the claims of the Ba#Ent arg
unenforceable due to inequitable conduct during the prosecution of the DO75 Patent.

FIFTH COUNTERCLAIM: ABUSE OF PROCESS

199. Brooks incorporates by reference and realleges the allegations in para#@hlh
59-770f its counterclaims as if fiyl set forth herein.
200. Puma sought aax parteattachment of Brooks’ assets to harm, harass, intimig
and embarrass Brooks and to attempt to create leverage over Brooks in ig& pagoing

litigation. Puma’s ulterior motives in seekinge@nparteattachment are improper.

201. Puma made material misrepresentations and omissions to the court
Netherlands to secure an attachment against Brooks for a purpose other than a ptirpazeds
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for the attachment process. Puma did not have a good faith basis to allege tkatBnad be
unwilling or unable to pay a judgment against it if Puma prevailed, or that Brooks wouldidlds
and evade judgment. Puma intentionally failed to tell the court that Brooks haeddffema &
guarantee ithe full amount of Puma’s alleged damages or that Puma had accepted Broak]
of financial guarantee. The court relied on Puma’s misrepresentations imgyriduat imprope
attachment.

202. Puma’s actions were taken in furtherance of obtaining amstiiible collateral
advantage, namely, leverage in its global litigation against Brooks, including Dishit.

203. Puma’s use of the legal process of attachment as set forth herein is not an au
purpose for those processes or proceedings.

204. Puma’s actions were willful and improper.

205. Puma’s attachment of all of Brooks’ accounts in the Netherlands was excq
Puma knew, or should have reasonably known, that Brooks’ account funds would be well in
of 150,000 Euros and that Brooks would readily comply with a final judgment of 150,000 E

206. As a proximate result of Puma’s actions, Brooks has suffered harm, incl
through the expenditure of time, resources, and money to resolve the asset frée g sameénsurg

that its employees, vendors, and operations were not harmed.

SIXTH COUNTERCLAIM: FEDERAL UNFAIR COMPETITION UNDER 15 U.S.C. §
1125(a)

207. Brooks incorporates by reference and realleges the allegations in parabzhh

45-106, 115-125f its counterclaimss if fully set forth herein.

208. Brooks alleges this counterclaim in the alternative. To the extent that Brsekef
“Nitro-Infuse” constitutes trademark use and not descriptive fair use, Brooks owighteda the
valid mark “Nitro-Infuse.” All such rights owned by Brooks are superior to any rights that F

may claim to have in the “Nitrtnfuse” mark. Brooks’ rights in “Nitrdnfuse” predate Puma’s us
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of “Nitro-Infused” in connection with any goods or services. Puma is not authorizesl‘fditre-
Infuse” or any variation thereof that is confusingly similar to “Nitntuse.”

209. To the extent that Brooks’ use of “Nittafuse” constitutes trademark use and
descriptive fair use, Brooks’ “Nitrtnfuse” mark is inherently distinctive.

210. To the extent that Puma’s use of “NHifused” is not descriptive fair use, thg
Puma is using “Nitrdnfused” in commerce in connection with the sale, offering for g

distribution, or advertising of athletic footwear in ways that are likely tduse consumers.

not

en

ale,

211. To the extent that Puma’s use of “NHirtfused” is not descriptive fair use, Puma’s

conduct as alleged herein is likely to cause confusion, to cause mistake, one,decgolation
of Section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a), and constitutes unfair campet

violation of Section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a).

212. To the extent that Puma’s use of “NHirtfused” is not descriptive fair use, Puma’s

conduct as alleged herein will confuse and dexeionsumers as to the origin, sponsorshif
affiliation of their goods and services and will allow Puma to unjustly benefit from Brioolgs

standing reputation in the marketplace for quality, innovation, and performance.

D Or

213. To the extent that Punsuse of “Nitrelnfused” is not descriptive fair use, Puma’s

conduct is likely to cause consumers to believe, contrary to fact, that Puma’sagds#svices ar
sold, authorized, endorsed or sponsored by Brooks, or that Puma is in some veagdaffith or

sponsored by Brooks.

11%

214. To the extent that Puma’s use of “NHirtfused” is not descriptive fair use, Puma’s

conduct as alleged herein constitutes use of a false designation of origirskeadlimg descriptior

and representation of fact.

|

215. To the extent that Puma’s use of “Nihafused” is not descriptive fair use, Puma’s

conduct as alleged herein threatens to cause and is causing immediate andblerépana and

injury to Brooks, and to its goodwill and reputation. Puma’s conduct as allegeid will continue|
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to both damage Brooks and confuse the public unless enjoined by this Court. Brooks
adequate remedy at law.

216. Puma’s conduct as alleged herein is willful and is intended to and is likelyge
confusion, mistake, or dedsgn as to the affiliation, connection, or association of Puma

Brooks.

has no

with

217. To the extent that Puma’s use of “NHirtfused” is not descriptive fair use, Puma’s

continued and threatened conduct as alleged herein, despite Puma’s awareness ad\Brership
of “Nitro-Infuse” and the harm and confusion that it is causing and will cause,asmehtrary and
makes this an exceptional case within the meaning of 15 U.S.C. § 1117.
218. Brooks is entitled to, among other relief, injunctive relief and an award of
actual damages, Puma’s profits, enhanced damages and profits, reasonable attorne
fees, and costs of the action under Sections 34 and 35 of the Lanham Act, 15 U.S.C.

1117, together with prejudgment and ppstgment interest.

SEVENTH COUNTERCLAIM: COMMON LAW TRADEMARK INFRINGEMENT AND
UNFAIR COMPETITION

219. Brooks incorporates by reference and realleges the allegations in parabizhh
45-106, 115-125f its counterclaims as if fully set forth herein.

220. Brooks alleges this counterclaim in the alternative. To the extent that Brsekef
“Nitro-Infuse” constitutes trademark use and not descriptive fair use, Brooks owighteda the
valid mark “Nitro-Infuse.” All such rights owned by Brooks are superior to any rights that F
may claim to have in the “Nitrtnfuse” mark. Brooks’ rights in “Nitrdnfuse” predate Puma’s us
of “Nitro-Infused” in connection with any goods or services. Puma is not authorized to use
Infuse” or any variation thereof that is confusingly similar to “Nitntuse.”

221. To the extent that Brooks’ use of “Nittafuse” constitutes trademark use and

descriptive fair use, Brooks’ “Nitrinfuse” mark is inherently distinctive.
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222. To the extent that Puma’s use of “NHiifused” is not descriptive fair use, thg
Puma is using “Nitrdnfused” in commerce in connection with the sale, offering for g

distribution, or advertising of athletic footwear in ways that are likely to serdfansumers.

en

ale,

223. To the extent that Puma’s use of “NHirtfused” is not descriptive fair use, Puma’s

conduct as alleged herein will confuse and deceive consumers as to the origin, spgoias(
affiliation of their goods and services and will allow Puma to unjustly benefit from Brioolgs

standing reputation in the marketplace for quality, innovation, and performance.

rshi

224. To the extent that Puma’s use of “NHirtfused” is not descriptive fair use, Puma’s

conduct is likely to cause consumers to believe, contrary to fact, that Puma’'ssgds#svices ar
sold, authorized, endorsed or sponsored by Brooks, or that Puma is in some veagdaffilih or
sponsored by Brooks.

225. To the extent that Puma’s use of “NHirdfused” is not descriptive faurse, Puma’s
conduct as alleged herein threatens to cause and is causing immediate andblerépana and
injury to Brooks, and to its goodwill and reputation. Puma’s conduct as alleged hereontinile
to both damage Brooks and confuse the public unless enjoined by this Court. Brooks
adequate remedy at law.

226. Puma’s conduct as alleged herein is willful and is intended to and likely to
confusion, mistake, or deception as to the affiliation, connection, or assoad Puma with
Brooks.

227. Brooks is entitled to, among other relief, injunctive relief and an award of

actual damages under common law.

SEVENTH COUNTERCLAIM: UNFAIR COMPETITION RCW § 19.86.020

228. Brooks incorporates by reference and realleges the allegations in pasagr32,
45-106, 115-125f its counterclaims as if fully set forth herein.
229. Brooks alleges this counterclaim in the alternative. To the extent that Brsekef

“Nitro-Infuse” constitutes trademark use and not descriptive fair use, Brooks amghtts to theg
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valid mark “Nitro-Infuse.” All such rights owned by Brooks are superior to any rights that F
may claim to have in the “Nitrtnfuse” mark. Brooks’ rights in “Nitrdnfuse” predate Puma’s us
of “Nitro-Infused” in connection with any g@ds or services. Puma is not authorized to use “N
Infuse” or any variation thereof that is confusingly similar to “Nitntuse.”

230. To the extent that Brooks’ use of “Nittafuse” constitutes trademark use and
descriptive fair use, Brooks’ “Iio-Infuse” mark is inherently distinctive.

231. To the extent that Puma’s use of “NHifused” is not descriptive fair use, thg
Puma is using “Nitrdnfused” in commerce in connection with the sale, offering for g

distribution, or advertising ofthletic footwear in ways that are likely to confuse consumers.

Puma
e

tro

not

en

ale,

232. To the extent that Puma’s use of “NHirtfused” is not descriptive fair use, Puma’s

conduct as alleged herein will confuse and deceive consumers as to the origin, spgoias(
affiliation of their goods and services and will allow Puma to unjustly benefit from Brooks’
standing reputation in the marketplace for quality, innovation, and performance.

233. To the extent that Puma’s use of “NHirtfused” is not descriptive fair usBeuma’s
conduct is likely to cause consumers to believe, contrary to fact, that Puma’'sagds#svices ar
sold, authorized, endorsed or sponsored by Brooks, or that Puma is in some veagdaffilih or

sponsored by Brooks.

rshi

long

11%

234. To the extent that Puas use of “Nitrelnfused” is not descriptive fair use, Puma’s

conduct as alleged herein threatens to cause and is causing immediate andblerépana and
injury to Brooks, and to its goodwill and reputation. Puma’s conduct as alleged hereontinllie
to both damage Brooks and confuse the public unless enjoined by this Court. Brooks
adequate remedy at law. Puma’s conduct as alleged herein is an unfair angedpcagtice and
constitutes unfair competition in violation of RCW § 19.86.020.

235. Puma’s conduct as alleged herein is willful and is intended to and likely to

confusion, mistake, or deception as to the affiliation, connection, or assoad Puma with
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Brooks. Puma’s unfair and deceptive practices have negatively affected aed iterpublic
interest.

236. Brooks is entitled to, among other relief, injunctive relief and an awasttogl
damages, Puma’s profits, enhanced damages, reasonable attorneys’ fees, and costs of amel
an increased aware of up to thrtames its actual damages under RCW § 19.86.020, togethe
prejudgment and pogttdgment interest.

WHEREFORE, Brooks asks the Court to enter judgment in Brooks’ favor and ag
Puma by granting the following relief:

a) A declaration and judgment that Puma does not have any valid or enfor
trademark rights in “nitro” as a mark;

b) A declaration and judgment that Brooks does not infringe any valid or enforg
trademark rights of Puma in “nitro”;

C) A declaration that U.S. Registration No. 7184055 is not valid or enforceable;

ACtio

r with

ainst

ceable

eable

d) A declaration and judgement that Brooks has not infringed, does not infringe and

would not infringe, any valid or enforceable claim of the DO75 Patent, either literaligder the
doctrine of equivalents;

e) A declaration and judgment that the claims of the DO75 Patent are invalid;

f) A declaration and judgment that the claims of the D075 Patent are unenforce
0) In the alternative, if Brooks’ use of “Nitrimfuse” is considered trademark use &
not descriptive fair use, and if Puma’s use of “Nitnfused” is not descriptive fair use, Broo
seeks:
A. a declaration and judgement that Puma has violated Section 43(a)
Lanham Act (15 U.S.C. § 1125);
B. a declarabn and judgment that Puma has committed trademark infringe

and unfair competition in violation of Brooks’ common law rights;
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C. a permanent injunction enjoining Puma and its licensees, its resp
employees, agents, officers, directors, attornesisccessors, affiliates, subsidiarig
contractors, and assigns, and all of those in active concert and participationynathtlae
foregoing persons and entities who receive actual notice of the Court’s orgerdonal
service or otherwise from: using the “N#hafuse” mark, or any mark that is confusing
similar thereto, such as “Nitrimfused,” in connection with the marketing or sale of footw
and from committing any further acts of trademark infringement or unfair competitio

D. an order that fma recall and destroy all footwear and related advertisen
incorporating or bearing the “Nitdmfuse” mark or colorable imitation thereof, such
“Nitro-Infused”;

E. an order pursuant to Section 35(a) of the Lanham Act (15 U.S.C. § 111
Puma tofile with the Court and serve upon Brooks’ counsel within thirty (30) days
service on Puma of an injunction in this action, or such extended period as the Co
direct, a report in writing under oath, setting forth in detail the manner andriommich
Puma has complied therewith;

F. an award of an amount up to three times the amount of its actual dam4

G. an award of Puma'’s profits realized by their wrongful acts in accordancg
Section 35(a) of the Lanham Act (15 U.S.C. 8§ 1117(a)hamced as appropriate
compensate Brooks for the damages caused thereby;

H. an award of punitive and exemplary damages as the Court finds appr¢
to deter any future willful infringement; and

l. a declaration that this is an exceptional case pmtsio Section 35(a) of th
Lanham Act (15 U.S.C. § 1117(a)) and awarding Brooks its costs and reasonable atj
fees thereunder.
h) An order dismissing the Amended Complaint with prejudice, and entering judg

in favor of Brooks;

BROOKS SPORTS, INC.'S ANSWER TO THE AMENDED
COMPLAINT, DEFENSES, AND COUNTERCLAIMS 80 SJ?,'IQ'F\I/'F'TI AIT/'EAI\\I\L/J\IQ Sﬁ?gli ZIBIJC
CASE NO.2:23CV-00116RSL SFEATTLE, WASHINGTON 9’81042682

Telephone (206) 67800
Fax (206) 676001

14911090v.1

ective

ES,

ear

hents

as

16(a)),
after

Irt may

\ges;
b with

to

bpriate

e

orneys

jment




© 00 ~N o o b~ w N e

N NN NN N DN P P R R R R R R R,
O O N W N B O © m ~N &6 O~ W N R O

Case 2:23-cv-00116-LK Document 122 Filed 02/07/24 Page 81 of 93

) An order awarding Brooks actual and/or compensatory damages in an amou
determined;
) An order awarding Brooks punitive damages;

k) An order awarding Brooks attorneys’ fees and other costs;

) A finding that this case is exceptional and awarding Brooks its reasonable asig
fees and costs pursuant to 35 U.S.C. § 285;

m) Any further relief as the Court may deem just and proper.

237. Brooks requests a jury trial on all claims, defenses,arstand issues in this caj

triable before a jury under the Federal Rules of Civil Procedure and the Unites Goastitution.
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DATED this 7" day of February, 2024.
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CERTIFICATE OF SERVICE
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with the Clerk of the Court using the CM/ECF system which \eitidsnotification of such filing
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Mark P. Walters

Mitchell D. West
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1325 Fourth Ave., Suite 1130
Seattle, WA 98101
walters@lowegrahamjones.com
west@lowergrahamjones.com
Tel: 206381-3300

Michael T. Piery Admitted pro hac vice)
QUARLES & BRADY LLP

411 East Wisconsin Ave., Suite 1400
Milwaukee, WI 53202
michael.piery@quarles.com

Tel: 414277-5000

James J. AquilinaXdmittedpro hac vice)
QUARLES & BRADY LLP

1701 Pennsylvania Ave. NW, Suite 700
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james.aquilina@quarles.com

Tel: 202372-9600
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DATED this 7" day of February, 2024.

sDominique Barrientes
Dominique Barriented_egal Assistant
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https://emea.mizuno.com/eu/en/explore/
https://emea.mizuno.com/eu/en/explore/?blog=stories
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https://www.mercari.com/us/help_center/article/316/
https://www.mercari.com/us/brand/
https://www.mercari.com/us/featured/mercari_local_shop/
https://www.mercari.com/us/category/1/
https://www.mercari.com/us/category/2/
https://www.mercari.com/us/category/7/
https://www.mercari.com/us/category/1611/
https://www.mercari.com/us/category/84/
https://www.mercari.com/us/category/21/
https://www.mercari.com/us/category/4/
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https://www.mercari.com/us/category/6/
https://www.mercari.com/us/category/3/
https://www.mercari.com/
https://www.mercari.com/us/brand/5640/
https://www.mercari.com/us/brand/5640/2
https://www.mercari.com/us/brand/5640/39
https://www.mercari.com/us/brand/5640/397
https://www.mercari.com/sell/yours/m54015824090/
https://www.mercari.com/us/brand/5640/
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Pursuant td-ederalRules of Civil Procedure 12(c), Defendant Brooks Sports, Inc.
(“Brooks”) moves for judgment on the pleadings on Plaintiffs Puma SE and PumaAxuetita
Inc.’s (together, “Puma”) claim of design patent infringement (Count Il), and to diSoigsts |
and Il for trademark infringement and unfair competition for lack of standing. Irtdreative,
Brooks moves unddfederaRule of Civil Procedue 19 to join third-party Lloyd IRimited
(“Lloyd IP”) as a necessary partgrooks certifies that the parties conferred on July 3, 2023 3
were unable to reach resolution.

l. INTRODUCTION
This action is part of a meritless worldwide campaign by Pumeeteept Brooks from

using the terms “nitroand“nitro-infused” to describ&rooks’ nitro-infused running shoes.

Despite introducing its own line of nitiofused running shoesfter Brooks did, Puma alleges thiat

it possesses exclusive trademark rightsse the word “nitro” on such shoes. In an effort to
justify its initial choice of venue in the Southern District of Indiana, Pumaemgnted its
trademark claims with an unrelated design patent claim, which it had never mémntdr@oks
during months of pre-suit talks. This gambit failed when the Southern District of Indiana
transferred this action to this District pursuant to 28 U.S.C. § 1404(a). Thes paetieow
engaged in discovery, which is scheduled to close on February 7, 2024.

If this caseas permitted to proceed to the close of discovery, Brooks will move for
summary judgment on adif Puma’s claims. No reasonable féiader could conclude that
Brooks’ description of its nitranfused shoes as “nitimfused” infringes any purported trahark
rights that Puma possesses in “Nitro.” Nor caufdctfinder conclude that Brooks’ Aurora BL
shoe, which was designed before Puma’s design patent published and is the subjeatof its
recentlyissued design patent, infringes Puma’s design patémtthe reasons set forth in this
motion, however, Brooks should not be required to go through the burden and expense of
completing discovery on Puma’s meritless claims. Puma’s claims fail as a matteroof tlaev

pleadings and should be dismissed.

BROOKS SPORTS, INC.’S MOTION FOR JUDGMENT OM SUMMIT LAW GROUP, PLLC

THE PLEADINGS -1
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First, a simple comparison between the images in Puma’s design patent and the im4
Brooks’ Aurora BL shoe contained in Puma’s complaint demonstrates that Pusigis pigtent
claim fails as a matter of law. Because of their common funatign fitting a human foot),
many performance running shoes look broadly similar to each other. But to establishfarcla
design-patent infringement, Puma must prove that an “ordinary observer” would “beedéby
“ornamental not functional*featuresUnidynamics Corp. v. Automatic Prods. Int’l, Ltd57
F.3d 1311, 1323, (Fed. Cir. 1998) (emphasis added), into believing that the Brooks’ Aurora
shoes are “theameas [Puma’s] patented desjgiCrocs, Inc. v. ITC598 F.3d 1294, 1303 (Fed.
Cir.2010) (emphasis added). As set forth below, the ornamental features of thee Blusiroe
are too different from those in Puma’s design patent for an ordinary observeete beéy are
the same. In an attempt to obscure this fact, Puma’s complaint orhit$ tied patented design
elements, including all images of the front, back, and bottom of the designs. Hoblagkietter
law requires comparison of the desigissa wholgor infringement. See Ethicon End8urgery,
Inc. v. Covidien, Inc.796 F.3d 1312, 1335 (Fed. Cir. 2014y hen all design elements are take
into account, Puma’s patent infringement claim fails as a matter of faeed, courts have
routinely granted judgment of nonfringement on the pleadings in similar circumstancese
infraatPart Ill.B. The Court should do the same here.

As for Puma’s trademark and unfair competition claims, they suffer from a fatdirggan
defect. Puma admitted in its counterclaim answer that it entered into a licessmet with
third-party licensr Lloyd IP for purported rights tihe trademarknitro.” The agreement, which
Puma subsequently produced in discovery, makes clear that Puma has no ownership rights
“nitro” and, importantly for purposes of this motion, prohibits Puma from bringing suis @nvit
behalf. The license agreement, which the Court can consider on this motion in Fgima's
admission of its existence, deprives Puma of standing to assert its claim focanfpétition and

trademark infringementThoseclaims shouldherefore also be dismissed.
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Il. BACKGROUND
A. Puma’s Meritless Campaign Against Brooks

Brooks is deader inperformance running footwear and apparel, atapaeller of shoes
in U.S. specialty running storeSeeDkt. 56 (Brooks’ Amende@ounterclaims)] 1. Since 2019,
Brooks has marketed running shoes containing midsoles infused with nit®gend 11 2, 33.
Brooks touts its nitranfusion technology in its advertisingeeDkt. 1 (Complaint){ 25 but does
not use the word “nitro” on its shoesgeid. 11 2526, Dkt. 56 (Brooks’ Amended Counterclaims
1 90. In 2020,after Brooks’ nitreinfused running shoes were already on the makkehabegan
manufacturing and selling athletic shoes witno-infusion technology. Dkt. 6(Pumas Answer
to Amended Counterclaims) § 4. Like Brooks, Puma emphasizes the technologys lienefi
advertising and marketingsee id § 16. But unlike Brooks, Puma calls itétro-infused midsoles
“Nitro” and purports to have trademark rights in the word.

In 2021, Puma sent Brooks a letter asserting that Puma possessed exclusive ugghts
the word “nitro” as a trademark in connection with running shoes and related fooSesarkt. 1
(Complaint) 1 23.At Puma’s request, Brooks and Puma engaged in pre-suit discussions, dU
which Brooks explained that it used “nitro” to describe its nitfosed midsoles and not as a
trademark, and thatwould not agree to stop using the word in this dgsive manner.SeeDKkt.
61 (Puma’s Answer to Amended Countercla)rfi$0. In March 202Ruma threatened Brooks
with a draft complaint for trademark infringement and unfair competitgeeDkt. 39-311 2729.
Brooks maintained its positiaand onJuly 8, 2022, Puma initiated the instant action against
Brooks in the Southern District of Indian&ee generall{pkt. 1 (Complaint). The complaint
included a claim for desigpatent infringement that Puma had not mentioned to Brooks 4sutr
negotiatios or included in its draft complainOn September 28, 2022, Brooks movettaosfer
venue to the Western District of Washingt@ee Dkt. 38. Puma opposed the motion in part of
the ground that its design-patent claim was properly venued in Indsmadkt. 52 at 2. On
January 20, 2023, Brooks’ motion was grant8eleDkt. 65.
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Pumahasalso instituted trademark actions against Brooks for its use of “nitro” in the
Netherlands, Germany, and most recently the United Kingd&seDkt. 61 (Puma’s Answer to
Amended Counterclaims) {1 7, 58- Courts in Germany and the Netherlands have uniformly
rejected Puma’s trademark infringement claimshenlasis that Brooks’ use of “nitro” and “nitrg
infused”is descriptive and does not constitatgionabldrademark useSee d. The United
States Patent and Trademark Office (“PTQO”) has also refused registration of Banersark
application for “Nito” in connection with running and basketball shoes because “nitro” is
descriptive of nitrogeinfused shoes, or, alternatively, misdescriptive of shoes that are not in
with nitrogen. SeeDkt. 56 (Brooks’ Amended Counterclaims) { 67; Exat2-4 (PTO Refusal}.
B. Puma’s Design Patent Claim

In its complainf Puma alleged for the first time that Brooks was infringing U.S. Desigt
Patent No. D897,078he “D075 Patent”) by making and selling the Aurora BL. Brooks did n
learn about the existencetbe D075 Patent until it received tbemplaint. Brooks’ Aurora BL IS
a limited-edition shoe.While it uses nitranfusiontechnology, it had its own advertising
campaigrandwas not part of the “nitro” advertising campaign that is the subject of Puma’s g
against Brooks.SeeDkt. 56 (Brooks’ Amended Counterclaims) § 35. Nor does it have any
connection td?Puma’sD075 Patent. Brooks designed the Aurora BL no later than October 2(
nearly a year before the D075 Patent design became pilIft121. The Aurora BL has a
unique design that is protected by two design patents, one of which issued on May 30, 202
protects the accusenidsole of the Aurora BLSeed. 140; Ex. 2 (U.S. Design Patent
D987,240)

L All references tSEXx.” are to exhibits annexed to the accompanying Declaration of Aron R. Fische

2 As a "“matter[] of public record,” the Court may take judicial notice ofZand consider it on a Rule
12(c) motion. Mayov. Experianinfo. Sols, 2023 WL 346629, at *3 (W.D. Wash. Jan. 20, 2023)
(explaining that the court may take “judicial notice of matters of public recandfhvanalyzing motion for
judgment on the pleadings, including “records of administrative bogdee®)also Anderson v. Kimberly
Clark Corp.,570 Fed. Appx. 927, 931 n.3 (Fed. Cir. 2014) (“Itis . . .\@sthblished that a court may takl
judicial notice of patents or patent applications.”).
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. LEGAL STANDARDS

A. Judgment on the Pleadings

Under Federal Rule of Civil Procedure 12(c), “[a]fter the pleadings are eldnadearly
enough not to delay trial,” a party may move for judgment on the pleadings. Fed. R. Civ. P
(c). “Judgment on the pleadings is properly granted when ihaeissue of material fact in
dispute, and the moving party is entitled to judgment as a matter of Hemniingv. Pickard 581
F.3d 922, 925 (9th Cir. 2009). The Court may consider the pleadings and exhibits appendsd
thereto, as well as documentgereed to in the nomovant’s pleadings, and judicially noticeablg
facts. SeeS&B Filters, Inc.v. ETNCap.,LLC, 2022 WL 2204144, at *2 (C.D. Cal. Mar. 9, 202}
(considering allegations from plaintiff's complaint and answer to defendant’s cdantes ;m
Rule 12(c) motion). Additionally, the Court “need not accept as true allegatotradicted by
facts that can be judicially noticed or by other allegations or exhibits attacheshtoiqgnorated in
the pleading.”SeeSpyOptic, Inc. v. Alibaba.com, InG.163 F. Supp. 3d 755, 762, 764-65 (C.D.
Cal. 2015)internal quotation marks omittedjccordUnited Statesy. Ritchie 342 F.3d 903, 908
(9th Cir. 2003). Put differently, a court should not “blindly accept” the allegationsadiplgs as
true iftheallegations arécontradicted by uncontested facts set forth in (1) exhibits to the
nonmoving party’s pleading, (2) documents that are referred to in the non-moving party’s
pleading, or (3) facts that are included in materials that can be judicially ndti¢adgv. Dar Al-
Handash Consultant250 F. App’x 771, 772 (9th Cir. 2007) (collecting cases).
B. Design Patent Infringement

Puma bears the burden of proving infringement of the DO75 Patent by a prepondera
the evidenceEthicon Endo-Surgery, Inc796 F.3dat 1335. Design patent infringemast
assessed according to tleedinary observer” test, which inquireghether “a ordinary observer,
familiar with the prior art designs, would be deceived into believing that the dgous#uct is the
same as the patented desig@focs Inc., 598 F.3dat 1303 (citingEgyptian Goddess, Inc. v.
Swisa, Inc.p43 F.3d 665, 681 (Fed. Cir. 2008) (en banc)). “Bn@inary observertesthastwo
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steps. First, courts askvhether theornamental features of the claimaad accused designs are
sufficiently similar; if not, there is no infringemererformanceDesignedProd.LLC v. Mad
Catz Inc, 2016 WL 3552063, at *2 (S.D. Cal. June 29, 2016) (collecting cases). Second, ¢
consider the accused design in the context of earlier known dasegrigrior art” See id “If

the accused design has copied a particular feature of the claimed design thatcoegarcuously
from the prior art, the accused design is naturally more likely to be regardiedeptively similar
to the claimed design, and thus infringindegyptian Goddess, Inc543 F.3d at 677. However,
“strong similarities between the accused design and the prior art are atiamdaf non-
infringement.” PerformanceDesignedProd. LLC, 2016 WL 3552063, at *6.

The Federal Circuit has recognized that “[ijm&oinstances, the claimed design and thg
accused design will be sufficiently distinct that it will be clear without more thatitieatee has
not met its burden of proving the two designs would appear ‘substatiti@lbameto the
ordinary observer” such that they would believe “the accused desirihe sameas the
patented desigrn®” Egyptian Goddes$43 F.3d at 678, 682 (emphasis added). Thus, where
claimed and accused designs are ‘sufficiently distinct’ and ‘plainly dissjmiarpatentee fails t¢
meet its burden of proving infringement as a matter of la&ttiicon Endo-Surgery, Inc796
F.3d at 1335 (quotinggyptian Goddes$43 F.3d at 678). As this Court has held, “[a] finding
non-infringement may rely exclusively on the visual comparison of a patented design and tf
accused device.Chef'n Corp. v. Trudeau Corp2009 WL 1564229, at *5 (W.D. Wash. June 4
2009). This initial assessment of similarity can be, and frequently is, cedduated on the
pleadings alone. Countsutinelydismissdesign-patentlaimson the pleadingander Rule
12(b)(6) or Rule 12(chor failure to adequately allege infringement as a matter of Beee.g.,
Moose Mountaimoymakerd td. v. Majik Ltd.,LLC, 2011 WL 3625057, at *3 (D.N.J. Aug. 12,

2011) (applying the ordinary observer test and dismissing complaint for design patent

3 Issues that “pertain[] unique to patent law” are governed “under Federal CircuitDawc:Last, Inc.
v. Custom Seal, Inc321 F.3d 1098, 1106 (Fed. Cir. 2003).
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infringement pursuant to Rule 1J); Buyer'sDirect Inc. v. Dick’s SportingGoods, Ing.2019
WL 5491548, at *2-3 (E.D.N.C. Oct. 24, 2019) (san@)rPet’'s Co. viris USA, Inc.,2015 WL
12780599, at *2-3 (N.D. Ohio Mar. 23, 201Sanepursuanto Rule 12(b)g)); Legler v. Exxel
Outdoors, Inc 2014 WL 3727566, at *3-5 (E.D. Wis. July 29, 201shnfe)Wepay Glob.
Paymentd LC v. PNCBankN.A, 2022 WL 1782504, at *2-3 (W.D. Pa. June 1, 2423jne);
Parker v. KimberlyClark Corp, 2012 WL 74855, at *1-2 (N.D. lll. Jan. 10, 2012aihe)
Kellman v. Coc&Cola Ca, 280 F. Supp. 2d 670, 679-80 (E.D. Mich. 20@3me) Cotapaxi
Custom Design & Mfg., LLC v. Corp. Edge, Jr@2007 WL 2908265, at *3-6 (D.N.J. Oct. 1, 200
(holding same and explaining that the court “can, as a matter of law, conduct its o&an vis
inspection and declare that a product does not infringe on a desigri)paeatlsdCurver
Luxembourg, SARL v. Home Expressions, 988 F.3d 1334, 1343 (Fed. Cir. 2019) (affirming
dismissal where “no ‘ordinary observer’ could be deceived into purchasing [thedgrosucts]
.. . believing they werthe same as the [claimed designCplida v. Nokialnc., 347 F. App’X
568, 570 (Fed. Cir. 2009) (same).

V. PUMA'S DESIGN PATENT INFRING EMENT CLAIM FAILS AS A MATTER OF
LAW

Puma’s patent infringement claim fails as a matter of law. The complaint omits half |
images of the claimed shoe design in direct contravention of controlling caseytaxingeall
anglesand the design as a whdde considered in the infringement analysis. When all aspect
the claimed desigare considered, it is clear that the ornamental featu®sooks’ Aurora BL
andPuma’sD075 Patent desigarenot “substantially similar” such that an ordinary observer
would be deceived into believing that the designs are the saéime Court shouldherefore
dismiss the patent infringement claim on the pleadings, as numerousaithsrh@ave done in

similar circumstances.
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A. The D075 Patent

Design patents are entitled to a narrow scope of proteciedn re Mann,861 F.2d
1581, 1582 (Fed. Cir. 1988). “A design patent only protects the novel, ornamental features
patented design,” and its claim scope is limited to “its overall ornamastell vmpression, rathe
than to the broader general design concePdtdzOn Prods. v. Just Toy2 F.3d 1396, 1405
(Fed. Cir. 1997).Design patent claims are construed based on their drawssgsCrocsinc,,
598 F.3d at 1302. Solid lines show the claimed design and broken lines show areas that a
part of the claimsSeeln re Maatita,900 F.3d 1369, 1372 (Fed. Cir. 2018¢palsoManual of
Patent Examining Procedure 8§ 1503.02 (8tH2806) (“Unclaimed subject matter may be show
in broken lines for the purpose of illustrating the environment in which tiodeagtmbodying the
design is used.”).

The D075 Patertlaims the features of a shakefined by eight figures:

SeeDkt. 1-4.
Puma allegethatthe D075 design includes the following elements:

X “a heetend, bulbous region that extends beyond a periphery of a disclaimed
upper when viewed from above”,
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x “midfoot and toeend bulbous regions of the midsole that also extend beyond
a periphery of the disclaimed upper when viewed from above”; and

x *“[a] claimed seam extends from a toe end to a heel end of the midsole
structure alongach of the bulbous regions along lateral and medial sides
thereof.”

Dkt. 1 (Complaint){ 37.

B. Puma’s Allegations Omit Half the Elements of the DO75 Design

Puma allegesn conclusory fashion, that “[tjhe Brooks’ Aurora BL includes all the
aforementionedlaimed features of the ‘075 Patent, resulting in an overall appearance that i
substantially the same in the eyes of the ordinary obseriger.But the“claim chart”that Puma
includes in the complaint compares only four of the eight figures of the D075 Rapéctutes of
the Aurora BL.Id. Indeed, Puma “admits that it did not include in the body of the Complaint
figures showing the bottom of the shoe and figures showing other views of the desigul dhaini
the D075 Patent.’Dkt. 61 Puma’s Answer to Amended CounterclajrfisL07. Thus, Puma’s
assertiorthat “Brooks’ infringing Aurora BL has adoptegery aspeabf the claimed design in
PUMA'’s '075 Patent and has averall appearancehat is substantially the same in the eye of
ordinary observer” is demonstrably untrugeeDkt. 1 (Complain) 137 (emphases addedjhe
Court “need not accept as true allegations contradicted by ... exhibits attachéuwctormorated
in the pleading,” such as the D075 Pate®pyOptic, Inc., 163 F. Supp. 3dt 764 (internal
guotation marks omitted)The proper test is whether the Aurora BL shoe is substantially sim
to the design claimed in Puma’s patemot to theportions of the patent that Puma chose to
include in its complaint.
C. The Ornamental Features of the Accused and Claimed Designs are Dissimilar

Puma’s motivation in omitting half of the elements of the D075 Patent designlily rea
apparent Asset forth belowthe back, front, and particularly the bottom of the designs are
fundamentallydifferent from one anothefPuma’s omissions are fatal to its claims. It is black
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letter law that ifringement must be “evaluated in the context ofdla@gmed design as a whole
andnot in the context of separate elemenmsisolation.” Ethicon EndoSurgery,Inc., 796 F.3d at
1335 (emphases addedgealso Gorham Co. v. Whit81 U.S. 511, 530 (1871jr&éminganalysis
as whether “the effect of the whole design [is] substantially the sar@g infringement analysi
“must extend to all ornamental features visible during normal use of the proglutieginning
after completion of manufacture or assembly and ending with the ultimate destrloss) or
disappearance of the articleand that includes the front, back, and bottom of a sl@@@ntessa
Food Prod., Incv. Conagra, Inc.282 F.3d 1370, 1380 (Fed. Cir. 200&)rogated on other
groundsby Egyptian Goddess, InG43 F.3d at 678'[A]ll ornamental features illustrated in th{
figures [of the patent] must be considered in evaluating design patent infringemieatausea
patented design is defined by the drawings in the pat€ohtessa282 F.3d at 1378 (internal
guotation marks andlterations omitted)Indeed, the Federal Circuit held@ontessa Foothat
the failure to “fully consider the underside of the [accused product]” in the infringement anal
was reversible errord. at 1382 holding that “the overall features of thap, side and underside
of the accused products must be compared with the patented design as a wholdéeasideiof
the drawing figures to determine infringement*There can be no infringement based on the
similarity of the specific features ifi¢ overall appearance of the designs are dissimi@ddzOn
Prods, 122 F.3cht 1405.

Although is not clear whethany of the elements of the D075 Patent are ornamental g
opposed to functional, even assuming they are, when taken as a whole, thentethBeatures of
the Aurora BL and the D075 Patent designs are fundamentally diffefért, the ornamental
design elements that Puma alleges exist in the D075 Patent design are not fourisuooréhe

BL. For example, the D075 Patent designdéseanmthaf extends from a toe end to a heel en

“ For purposes of the instant motion, Puma'’s allegations about the ornamental feataréssigin are
accepted as true. However, Brooks does not concede that any of the elertenB303% Patent are
ornamental, as opposed to functional, and expressly reserves its right to dispate &legations.
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of the midsole structure along each of the bulbous regions along laterakdrad sides thereof.”
Dkt. 1 (Complain) 1 37. Puma’s own claim chart, below, shows that Brooks’ Aurora BL does
havea seanextending fronthe toe end to the heel eafithe midsole.The Aurora BL’s seam
does not extend acropertions of itsheelwhere there are markingssteadandthe seam has
several breaks along the side, including where there is a gap between thedroatlaportions

of the Aurora midsole.

The "075 Patent Brooks' Aurora BL

Contimuons seam

Seed.
Furthermore, the basic structure of the Aurora BL’s midsole is different from the claif
design. The Aurora BL midsole is decoupled, createyarate front and back regions. In
contrast, the patented design has a continuous midsole. Moreover, Brooks’ Auroraf@lr has
distinctregions of increasing size that differ in length, size, angle, and orientation paredno
the DO75 Patent desigwhich Puma alleges h#twee “bulbous” regions - two larger ones on
either end and a smaller one in the middeeDkt. 1 (Complaintf 37. This is apparent in the

picture of the Aurora BL that is included in the complaint:
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The "075 Patent Brooks” Aurora BL

Decoupled midsols

Seeid.®
Thesedifferences in the number and shape of bulbous regions in the midsole are alsq

apparent from above:

Three protrosions
S

[

Seed.
As discussed below, moreover, Puma did not invent the concept of having midsoles
bulbous regionsirifra at Part IV.E); the allegedlyoriginal design consists in the specific

ornamental design of these regiomit even thesallegedly ornamental féares of the midsoles

® A clearer photograph of the Aurora BL shoe showing the decoupled midsole and four bulboussg
included in an appendix toithbrief.
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are completely different in the pated design and the Aurora BIhe claimedbulbous” regions
of the D075 Patent are rounded on top, whereasiitigole of theAurora BL s flat on top and

creats a smooth curve. And whasthe DO75Patent design has a flat sole, sode ofBrooks’

Aurora BL curves upwards such that the front and heel of the shoe do not touch the ground.

)

— \

Flat toe box Rounded tops and oscillatmg line Smooth curve and flat tops

SeeDkt. 1 (Complainy 1 37.

The Aurora BL's midsolalso haglesign features that the DO75 Patent design |a8&s.
Columbia Sportswear North America, Inc. v. Seirus Innovative Accessorie94a¢:,3d 1119,
1129-31 (Fed. Cir. 2019¢¢ncluding that district court erred in declining to consider the effeg
alogo on the accused product in conducting infringement anplysisaslines running
perpendicular to the “seantd create a cross patteadditional breakages between bulbous
regions, andlistinctive “nitrogenrinjection” sitemarkingson the side ofhte heein lieu of any

seam®

5 ROADRUNNERSPORTSCOM, https://www.roadrunnersports.com/product/40330/wonrignsks
aurorabl/?cc=108&s=9&w=B&sc=C9X1H421&cm_ mmc=psearefioogle - -
&utm_source=google&utm medium=cpc&utm campaign=&gclid=Cj0KCQjwmtGjBhDhAEIG®EI
4FbJITOWEM3ZIKC rmhF71zoAf6KSBQJ3G9kalNSjSFeMgtHVAaAg8nEALw_wdast visited June
30, 2023).
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https://www.roadrunnersports.com/product/40330/womens-brooks-aurorabl/?cc=108&s=9&w=B&sc=C9X1H421&cm_mmc=psearch-_-google-_-_-&utm_source=google&utm_medium=cpc&utm_campaign=&gclid=Cj0KCQjwmtGjBhDhARIsAEqfDEdl4FbJJ-TOWEm3ZIkC_rmhF7IzoAf6KSBQJ3G9kaINSj5FeMgtHVAaAg8nEALw_wcB
https://www.roadrunnersports.com/product/40330/womens-brooks-aurorabl/?cc=108&s=9&w=B&sc=C9X1H421&cm_mmc=psearch-_-google-_-_-&utm_source=google&utm_medium=cpc&utm_campaign=&gclid=Cj0KCQjwmtGjBhDhARIsAEqfDEdl4FbJJ-TOWEm3ZIkC_rmhF7IzoAf6KSBQJ3G9kaINSj5FeMgtHVAaAg8nEALw_wcB
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g

Markings instead of seam Gap in seam Cross pattern

A side-by-side comparison of the Aurora BL and the figures that Puamtéedfrom its complaint

starkly highlightshedesign difference$.Omitted Figures 5 and 8 of the D075 Patent show th

e

bottom of the claimed desiga:continuous sole, with three distinct and raised regions, including a

circular front and back areas and a rectangular middle piece. In contrdsttttdme of the Aurora

"Under Rule 12(c), the Court may consider additional figures of the D075 Patent, whichridego
Puma’s complaint as an exhibliee OurPe$ Co, 2015 WL 12780599, at *@aking judicial notice of the
assertegbatent);Parker, 2012 WL 74855, at *{using pictures of the asserted patent supplied by the
parties to conduct ordinary observer analysidpreover, the additionamages of Brooks’ Aurora BL are
properly considexdby the Court on a Rule 12(c) motion, where the design of the Aurora BL forms th
basis of Puma’s design patent claim and the complaint contains other images of theesheev. City of
LosAngeles 250 F.3d 668, 6889 (9th Cir. 2001).The Court may also consider these additional
photographs of the accused products as “they are central to the allegations of [Pumalats See
Andersorv. Kimberly-Clark Corp., 2013 WL 9760040, at *2 (W.D. Wash. Sept. 25, 2048, 570 F.
App’'x 927 (Fed. Cir. 2014)As this Court has explained, in concluding that it could consider other
photographs of the accused product in deciding a motion for judgment on the pleadings, ‘makiarm
of design patent infringement is a visual exercise, one¢haires comparison of the drawings embodyi
the patented design to the appearance of the accused prdduddrooks has separately filed a motion t
submit a Brooks Aurora BL shoe as a physical exhibit for the Court’s consideragebkt 95.
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BL is a flat surface divided into two by a curved gap. Both sections of theas@arregular

shapes and are decorated with patterned grips.

D075 Figure

Three raised sections of the sole
separated by valleys

Curved gap creating decoupled sole
and two irregularly shaped halves

SeeDkt. 56 (Brooks’ Amended Counterclaims) § 107.

D075 Patent

Aurora BL

Founded heel and three rased
zactions of sole

Irrepularly shaped heel and
deconpled flat midsole

The Aurora BL simply does not have any of the ornamental features of the bottontlafried

design and has its own unique ornamenttkepa
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Puma also omitted Figuredd the DO75 Patent, depicting the back of the shoe. The
ornamental features depicterthis portion of the pateatl desigrare also completely different
from those on the Aurora BL shoe. In Figur@6least two bulbous regions are visiblethe
back heel of the shoe. In contrast, only the heel is visible from the back of the Aurora B
Furthermore, tharea where the sole meets the upper part ditbeks Aurora BL shoes
convex whereas on the claimed desmjfirthe D075 Patentt, is concave.Strikingly, theheel of
the Brooks’ Aurora BL is irregularly shapedcontrast to themooth D075 Patent heel. Again,

from the rear of the shoe, there are no shared ornamental design elements.

D075 Figure Aurora BL

\

Irregularly shaped heel

See id§ 110.
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The last omitted imagé-igure 2 of the D075 Pateratiso reveals different ornamental
features.The imageshows the front of the claimed design with just viséble “bulbous” region
lying flat on the ground and the distthn@ claimed seam. In contrast, tinent of the accused
Aurora BL shows at least two bulbous regions, raised from the ground andtithetides“cross”

pattern

|

Cross pattern

D. The Case Law Demonstrates that the Design Differences Between the Claimed and
Accused Designs are Substantiand Precludea Finding of Infringement

For the above reasons, although the D075 Patent and the Aurora BL may dhare cer
basic visual similarities resulting from the fact that they both involve featingerformance
running shoes, the distinctivenamentalfeatures of the patent and the accused shoe are
completely different. The case law confirms that these diff@®preclude infringement as a
matter of law.

Buyer’sDirect Inc. is instructive In that case, thelaimed and accused designs were bo
fleecelined slipperghat “share the fuzzy fleece lininlgat isvisible at the foot opening.” 2019

WL 5491548at *2.
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*183 Patent Design

Accused Slipper Socks

(2} Foot opening with a relatively

defined curved opening that is lower (3} Fuzz protruding from

in the middle and higher at the edges the foot opening that
does not overlap the

(1) Distinct 5’ curve between the | edge of the foot opening
feot opening and the front of the

slipper
\ (4) Outward heel
J bulge with 5" curve
T
oy N

(5] sole (8) Seam line above the sole
that surrounds the slipper

SeeBuyer’sDirect Inc. v. Dick’'s Sporting Goods, IncCase N05:18-CV-597BO (E.D.N.C.),

Dkt. 50 at 13.

In Buyer’'sDirect, the cefendanmovedfor judgment on the pleadings of the degigitent
infringementclaim. The court consideredll angleqincluding pictures of the bottom of the
accused products provided by Defendam£poncluding the designgere sufficiently distinct that
an ordinary observer was not plausibly going to be decei8ed2019 WL 5491548at*2-3. In
granting the motion, the court notédht unlike the claimed design, the accused product had “
sole,” had “appreciably moreizzy fleece at the foot opening,” had-ahaped rather than oval

foot opening shape, and had “far fewer dots” on the bottom of the slipper with a “tight, grid

pattern.” Id. at*2. Some of those differences are illustrated below:
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183 Patent Design 1 Accused Slipper Socks |
B) Fuzz protruding from the foot opening Fuzz overlappin
hat does not overlap the edge of the PIine '\_ ol
. edge of foot
bot opening s
opening ~% |
(10) Fuzz arranged > g
uniformly around - v
foot opening with \Y 'Shaped
no gaps gap
Rounded
front
183 Patent Design
FiG. &
(6) Sole with “dots” arranged in columns (7) Smooth sale
of varying width in two separate groups:
one group positioned closer to the front . i
and one positioned closer to the rear Red _c1rcles have been added to show the
location of the dots.

SeeBuyer’s Direct Ca® No. 5:18€V-597B0O (E.D.N.C.), Dkt. 50 at 14.

Although the court noted that the accused slipper and patented design sharedesmilg
the differences in the amount of fuzz, the shape of the foot opening, and others precluded
infringement as a mattef taw. See Buyer’s Dire¢c2019 WL 5491548, at *2-3. The court
“[rlecogniz[ed] that both designs essentially consist of a slipper withzg fuartion extending
upward out of the foot opening,” but nevertheless found that “the patented and accused de
bring to mind different impressionsld. (internal quotation marks omitted).

Similarly, inNuVasive]nc. v. Alphatec Holdings, Inc2018 WL 2734881S.D. Cal. May

14, 2018, theclaimedandaccusegroductshareccertainoverall designtraits,i.e., small,

BROOKS SPORTS, INC.’S MOTION FOR JUDGMENT OM SUMMIT LAW GROUP, PLLC

THE PLEADINGS -19
. 315FIFTH AVENUE SOUTH, SUITE 1000
CASE NO.2:23CV-00116LK SFATTLE, WASHINGTON 981042682

Telephone: (206) 67600
Fax: (206) 676001

5ign




© 00 N o o b~ w N P

N NN N N NN P B PR R R R R R e
o o0 N O N O O 0o N oo o0 NN R o

Case 2:23-cv-00116-LK Document 96 Filed 07/13/23 Page 25 of 38

rectangularmplantsfor spinalfusion surgerywith two smallerrectangularcut-outsin the middle

of the designsBut theaccusegroductwasnevertheless found non-infringiaga matterof law:

NuVasive's Alphatec’s
CoRoent” XLIF Implant Battalion™ Lateral Spacer

. : : Ex. V (Alphatec’s webpage
B (XBI;Ligs:éi;l:‘iducauon advertising the Battalion™ Lateral
' Spacer)
’252 Patent Battalion™ Lateral Spacer

= Ex. Vat 1.

FiG. 7

2018 WL 2734881, at *3-4. The court found that “thigerences between the two designs as
evident from the illustrations and photographs in the complaint, make NuVasfvi@gement

claim implausiblg’ and citeda number oflistinctions that precluded plaintiff from meeting the
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ordinary observer test: the accused design was “flatter than the claimed deggmanling end”
and had unique, smaller ornamental desigrgg, “an indentation and cutouts on [the] trailing er
[of the accused device].See idat *3. The court also dismissed infringement claims against

accused dilator:

'519 Patent Battalion™ Initial Dilator

wm-om‘f SR .

N

\
\
1
1
!
r
‘,\ .|r s
M

Ex. U (Alphatec Surgical Guide) at 5.

See idat *4-5.

It noted that the “depth marking[s] on the accused praglooe are enough to preclude
any infringement claim as it is a visually distinct dissimilarity between the dilateracthused
dilators with markings on the main body and the design of the main cylinder chosen by the
patentee, without markings or any measweenindicia.” Id. at *5 (emphasis addedinternal
guotation marks omitted). The court also credited the differences in the “degaperdfand the

“shape, size, and location of the electrod8€e dl.

These and other casélastrate thaproductssuch as the Aurora BL, whose ornamental
features differ substantially from those of a patented design, do not intiegeatent, even if the

may share functional features and certain design elements in cons®ene.g., Moose Mountai
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Toymakerd.td., 2011 WL 3625057, at *3 Though there are certainly similarities between Majik

Bowl and the Patents, as there must be between all toy bowling ball games, theynpeel toy
the ornamental differencé&k. Buyer’s Direct 2019 WL 5491548, at *3-(“[r]ecogrizing that
both designs essentially consist of a slipper with a fuzzy portion extending upwardfoitadt
opening,” but holding they are plainly dissimila¥yepayGlob. Payments. L C, 2022 WL
1782504, at *3 (holding same, even thoughdlaeanedand &cuseddesignsharedcertain
“geometricshapes”)CotapaxiCustomDesign& Mfg., LLC, 2007 WL 2908265, at *5 (same,
even though both designs—bpbint pens—had ¢omfort grip areas near the writing tip"Here,
the dissimilarities between the Aurora BL and the D075 desigsignificantand the designs as
whole are so dissimilar that there is no chance thatdinary observer would confuigem The
patent infringement claims should therefore be dismdiss the pleadings.

E. The Prior Art Bolsters a Finding of Noninfringement

Because the designs are plainly dissimilar, the Court need not reach the secohthste
“ordinary observer” test and consider the prior art. If prior art is considered, hpwegmforces
the conclusion that the Aurora BL shoe does not infringe Puma’s patent.

AlthoughPuma allegesaguely that “an ordinary observer would recognize that Brook
Aurora BL design has incorporated elements of the claim desigdepatt conspicuousljrom
the prior art” Dkt. 1 (Complaint)] 38, it doesot identify a single element of its patented desi
that is found in the Aurora BL and not in the prior art. To the contifagycomplaint cites
numerous priogart design patents that dam the*bulbous regions” and “continuous seam”

elementghat Puma alleges are evidence of Brooks’ infringement:

6,438,873 2015/0143722

Id.
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In fact, all of the alleged prior art cited by Puma contaimsdsole with bulbousegions
of different length, size, and orientation, but none contains the distinct decoupled guidriye
shaped midsole of the Aurora BL or its unique markingama'’s failure to identify any element
of its design that Brooks purportedigpiesthat does not also exist in the prior art is further
evidence that its infringement claim fails as a matter of I8eePerformanceDesigned Prod.
LLC, 2016 WL 3552063, at *6 (similarities between the accused design and the prior art su
non-nfringement);Legler, 2014 WL 3727566, at *4 (finding non-infringement where accused
design wasrfio more similar to the claimed design” than it was to certain prior art).

F. The Aurora BL Designis Novel Over the D075 Patent

A recent finding by th&TO, of which this Court can take judicial notice, provides furth

reason to conclude that Puma’s design patent claim fails as a matter bi@amMay 30, 2023,

thePTOissued D987,240 (the “Aurora Patent”), which covers the Aurora BL midsole:

FIG. 1 FIG.2 FIG.3

FIG.5 . FIG.7

SeeEx. 3at 7677 (Prosecution File History).

8 The Court may take judicial notice of the issuance of the Aurora Patent, which iscadmabiinent
issued by a governmental agen&ee Andersqr2013 WL 9760040, at2(taking judicial notice of patent
from the accused product)
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Brooks provided the PTO with the DO75 Patent for consideration during prosecution
AuroraPatent SeeEx. 3 at 25, row 12nformation Disclosure Statement). TR&O proceeded
to grant the patentSeeEx. 3 at 1. The Aurora BL therefore pesumed to be novel and non-
obvious over the D075 Paterfsee35 U.S.C. § 282.

“The granting of aseparatgatentto theaccusedleviceis relevantwhencomparinghe
claimeddesignto theaccusedlesign” Black& DeckerInc.v. Cedarberg Indusinc., 1998 WL
526534, at *4 (N.D. Ill. Aug. 14, 1998citing Zygo Corp. v. Wyko Corp79 F.3d 1563, 1570

(Fed. Cir. 1996)). Althoughot decisive of infringement, “[t]he fact of separate patentability i$

relevant ands entitled to due weight.’"Nat’l Prestolndus., Incv. W.BendCo., 76 F.3d 1185,
1191-92 (Fed. Cir. 1996)n RNACorp.v. Procter& GambleCo., for examplethe court
concluded that there was no design patent infringement, in part, because therghteaccused
product “len[t] support to the lack of infringement.” 747 F. Supp. 2d 1008, 1019 (N.D. Ill. 2
It found that “[t]he fact that the [defendant’s].patent was awarded offers it the same
presumption of validity that is claimed by [plaintiff] for its design&d’ Here, the PTO
concluded that the Aurora BL design is novel and olbwvious over the existing art, including th
D075 Patent.This is further evidence of the dissimilarity of the claimed and accused design

Consequently, this Court should dismiss Count Il of Puma’s complaint.

V. PUMA LACKS STANDING TO BRING TRADEMARK INFRINGEMENT
CLAIMS

Puma’scomplaint also includes counts for trademark infringena@ck unfair competition
based on Puma’s allegations that it has ownershipsrigtinitro.” As it turns out, however,
Puma SHicensesthe rightto use hitro” from Lloyd IP (the “License Agreement’)Puma has
admittedas much in theleadings, conceding that has licensed NITRO marks from third
parties” a fact that it failed to mention in its complair@eeDkt. 61 (Puma’s Answer to Amende
Counterclaims)54-55; seealso Adidas America, Inc. v. Herbalife Int’l, In2010 WL
3220303, at *2 (D. Or. 2@ (taking judicial notice of contract attached to plaintiff's motion,
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referenced in the counterclaim, and whose authenticity was not questidihederms of Puma’s
worldwide License Agreement with Lloyd IP plainly state that Pisx@amerenonexclusive

licensee of “itro,” andno ownership rights in “nitro,” and has no right to institute an enforcer

nent

action against BrooksSeeEx. 4 As such, Puma’s trademark claims must be dismissed for lack

of standing.
A. The PumaLloyd IP License Agreement

The wotdwide LicenseAgreement between Puma SE and Lltydtates that LloydP “is
the owner of the ‘NITRO’ trademarks on a global basis” and that Puma has excdasive
worldwide license to use the Licensed Trademarles<! 4 A, 2.1. The Licensed Trademarks
include “the ‘NITRO’ trademarks owned by [LIoyB], which registrations cover ‘footwear’ or
‘shoes’ as productas well as any future trademark applications and registrations of the sam

type” Ex. 47 1 ThelLicenseAgreement prowes that:

[Puma] acknowledges that the Licensed Tradenmendshe sole and
exclusive property of [LIoydP] and thatll rights and goodwill arising
from the use of the Licensed Trademarks by [Puma] hereunder shall
vest solely to the benefit of [LIoy&]. [Puma]agrees that ivill not
acquire any ownershipf other rights resulting from the [Puma’s]
performance or breach of this Agreement or its use of the Licensed
Trademarks during the Term.

Ex. 4 § 3.3 (emphases added). Sientering the License Agreement, Puma has filed applicat
to register “nitro” for footwear in the United StateSeeDkt. 1-2 showingApp. No. 97171928
(for soccer and golf shoes) and App. No. 97975106 (for running, training, and basketball sh
Puma’s United States trademark application is a “future trademark applicatitthe same type”
as Lloyd IP’sNITRO trademark and therefoodearlyfalls within the plain language of the

License Agreemertt.

° In correspondence with Brooks, Puma has asserted that the License Agreement does natrobirer
the United States because Lloyd IP has no U.S. trademarks. The License Agreemest;, imwev
worldwide in scope and it expressly covers “future tradkrapplications.” Ex. 4 1 Puma’s U.S.
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The License Agreement grants LIoNRlall enforcement rightsSection 3.6 provides that
in the instance of infringemeritloyd IP, not Puma, “shall takerhatever action it considers
necessary agesirable to protect the validity and strength of the Licensed Tradematk#ian
Lloyd IP, not Puma “shalin its absolute discretiondecide what action if any to take.” Ex{4
3.6 (emphasis added). The License Agreement continues: “[LiRjyhall have exclusive
control over, and conduct of, all claims and proceedindd.(emphasis added).

B. The License Agreement Expressly Precludes Puma From Asserting “Nitro” Against
Brooks

Counts | and Il of Puma’somplaintare premised oRuma’sallegaton thatit “owns all
right, title, and interest in its NITRO mdr&nd that Brooks’ use of the term “nitro” somehow
infringes on those rightsSeeDkt. 1 (Complaint) § 62see also id{{ 13, 19, 49. However, lig
plain terms, the License Agreemgmbves this untrueSee supr&art V.A Moreover, the
License Agreement precludes Puma from enforcing any rights to “nitro,” such aséheyainst
Brooks. “[l]f [a] license agreement prohibits the licensee from having the right to sureit thas
no right to sue under 843(a).” McCarthy on Trademarks and Unfair Competiti§r32:12 (5th
ed. 2021).That is becaus@ licensee’s right to sue to protect the mark largely depends on the
rights granted to the licensee in the licensing agreem&maima Makeup EU, LLC v. Boldface
Licensing & Branding, In¢.920 F.3d 704, 708L1th Cir. 2019)collecting caseq)internal
guotation marks omitted). If a plaintiff lacksontractual authority” to sue, it al$acks standing
Seed.

As theKromacourt exlained, the “licensing agreement affords rights and imposes

obligations @ the parties relating to the enforcement of any trademark claims” and thus the cour

must “turn to that agreement to determine” if the plaintiff's interest “fall within the abimgerest

protected by the Lanham Actld. at 709. If, as here, “[tle phin language of the agreement

trademark application®r “nitro”, filed after Puma entered into the License Agreement, are therefore
unambiguously covered by the License Agreement.
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demonstrates the parties’ intent ftrglicensor] to retain all ownership and enforcement rights
then whilethe licenseémay have other rights under the agreeniendefinitely “does not
possess the ability to assertritght in the mark” in this litigation.Seed; seealso Finance Inv.
Co. (Bermuda) v. Geberit AG65 F.3d 526, 532 (7th Cir. 1998) (affirming district court’s findi
that license giving plaintiffs interest in the trademark also “strip[ped] tifeireright to raise a §
43(a) claim”under the Lanham Akt

Visa USA, Inc. v. First Data Cor®2005 WL 6271242 (N.D. Cal. Aug. 16, 2005)
directly on point.In that caseYisa USAsueddefendant First Data for trademark infringement
and unfair competitionld. at *1. Visa USA had a license to use the VISA Trademarks from
International. However, thegreemenprovided that(1) Visa Internationatetained ownership of
the marks{2) all use byisa USA inured to the benefit of Visa International, and (3) Visa
Internationahad“the sole right to engage in infringement or unfair competition proceedings
involving” the marks at issudd. In the course of discoveryjsa USA produced a letter
createdsix months aftethe filing of the complairt-purportedly memorializing an oral agreeme
whereby Visa International consented to Visa USA’s engagement in the ssitatid.

Nevertheless, theistrict court held that Visa USA “lacks standing te $ecause the
license agreement specifically provides that Visa International retains thegbktlea enforce the
trademark rightand “prohibit[s] Visa, U.S.A. from bringing suit in its own capacitid: at *5.
And even though Visa USA “contendstht received authorization to sue . . . the license
agreement which operates to confer the trademark rights of the partie¢alheand expressly
forbids the litigation of the VISA Marks by Vis&).SA.” 1d. The court continued: “[tlhere is ng
mechanism in the license agreement . . . which functions to enable Visa Intehatipass along
its sole right to sue on to Visa, U.S.Ald.

The facts here compel the same conclusion: the License Agreement givef-ilogdole

right to enforce any ‘itro” trademark rights and there is no mechanism that enables IRdgd
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pass those on to Puma. Thus, Counts | and Il ofdh®ptaint should be dismissed because Pl
lacks standing.
C. In the Alternative, Brooks Movesfor Joinder of Lloyd IP as a Necessg Party

In the event that the Court does not dismiss Puma’s trademark and unfair competitig
claims, Brooks respectfully moves that the Court find that LI&yid a necessary party that mug
be joined under Rule 19. The Ninth Circuit defines a “necessary [@adyperson or “persons
having an interest in the controversy, and who ought to be made parties, in order thattthe c
may acf]” EEOC v. Peabody W. Coal G400 F.3d 774, 779 (9th Cir. 200@)Jteration in
original).

Under the Licens@greement, LloydP is the owner of the “nitro” trademarks and
therefore has an “interest in the controversy” and is a necessary Paeyd see also supr®art
V.A. “Courts have heldonsistently that the owner of allegedly infringing intellectuaperty
rights is a person needed for adjudication under Rule G®ldlen Temple of Or. LLC v. Wai Lar
Prods, 2011 WL 6070385, at *¢D. Or.Dec. 5, 2011)see also id(noting that the [p]arties do
not cite, and | have yet to find, a case in which the trademark owner was not necessacyiom &

for infringement”).

Hma

~—

in a

The owner of a trademark is a necessary party under Rule 19 to allow the Court to gccord

complete relief among the parties and avoid multiple litigations. In the instant, actiere he
validity of the “nitro” mark is at issuéa final decree cannot be made without either affecting
[Lloyd IP’s] interest or leaving the controversy in such a condition that its final termination n
be wholly inconsistent with equity and good consciénéerrer v. Hollywood for Children, Ing.
2018 WL 5267084, at *4 (C.D. Cal. Mar. 14, 20(#)ding that a ceowner and caegistrant of a
mark is an indispensable “necessary party” with “an interest in the case”).

Lloyd IP is a necessary party that mhsetjoined. If LIloyd IP cannot be joined, the

trademark claims should be dismissed.
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VI. CONCLUSION

As explained above, side by-side comparison of Brooks’ Aurora BL and the claimed
DO75Patentdesign establishes that the accused sladé®ugh sharing some common design
motifs, have markedly differerdrnamental featurabatrender their designs as a whole “plainly
dissimilar.” Accordingly, Puma cannot meet its burden of establishing that the accused and
claimed designs are “substantially similar,” anddgsign patent infringement claims fail as a
matter of law. Brooks thus respectfully requesitat the Court enter judgment in Brooks’ favor
Count Il of Puma’scomplaint

Moreover, because the license agreement between Puma and Lloyd IP precludes P
from initiating this enforcement action, Brooks respectfully respects thaboiine d€ismiss Countg
| and Ill of Puma’scomplaint or in the alternative, find that Lloyd IP is a necessary party und

Rule 19.

DATED this 13th day of July 2023.

SUMMIT LAW GROUPPLLC
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By: /s/Hathaway Burden
Diana S. BreauXWSBA No. 46112
Hathaway Burden, WSBA No. 52970
315 Fifth Avenue S., Suite 1000
Seattle, WA 98104
206-676-7000
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hathawayb@summitlaw.com

PATTERSONBELKNAP WEBB & TYLER LLP

By: /s/Aron Fischer
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APPENDIX
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QUARLES & BRADY LLP

One Renaissance Square

2 North Central Avenue, Suite 600
Phoenix, AZ 85004
otto.hinks@quarles.com
602-229-5200
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DATED this 13th day 6 July, 2023.

sDominique Barrientes
Dominique Barriented,egal Assistant
dominiqueb@summitlaw.com
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