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IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

 

In the matter of U.S. Registration No. 7,184,055 
Mark: NITRO 

 
 
BROOKS SPORTS, INC., 
 
   Petitioner, 
 
  v. 
 
PUMA SE, 
 
   Registrant. 

 
 
 
 
 
 Cancellation No. 92084311 

 
PUMA’S MOTION TO SUSPEND PROCEEDING  

PENDING RESOLUTION OF CIVIL ACTION 
 

Pursuant to 37 C.F.R. §2.117 and TBMP §510.02(a), PUMA hereby moves to suspend1 

Cancellation No. 92084311 (the “Proceeding”) pending the resolution of the trademark 

infringement and unfair competition civil action against Brooks in the U.S. District Court for the 

Western District of Washington as Case No. 2:23-cv-00116-LK (the “WDWA Action”). Like this 

Proceeding, the WDWA Action involves claims and defenses that question PUMA’s ownership 

of and scope of rights in the NITRO Mark. Further, Brooks has asked both the Board and the 

district court to cancel or invalidate U.S. Registration No. 7,184,055 (the “Challenged 

Registration”).  

The outcome of the WDWA Action, therefore, will have a direct impact on the merits of 

the Proceeding and the district court’s ruling will be binding on the Board. Moreover, the WDWA 

 
1 A similar motion to suspend is pending before the Board in Opposition No. 91284233 between 
PUMA and Brooks involving PUMA’s application to register the same mark for related goods.  
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Action involves additional claims and defenses that are not raised in this Proceeding that can be 

decided only by the district court. In the interest of ensuring a comprehensive ruling that resolves 

all the issues between PUMA and Brooks, while preserving party resources and judicial economy, 

PUMA requests that the Board suspend this Proceeding pending the outcome of the WDWA 

Action.  

STATEMENT OF THE CASE  

In this Proceeding, Brooks seeks to cancel PUMA’s registration of the NITRO Mark2 for 

“Footwear, namely, soccer shoes, golf shoes”3 in Class 25. Brooks’ allegations in the Proceeding 

are similar to those in the WDWA Action, including that the Challenged Registration should cancel 

because: (1) PUMA’s application to register the NITRO Mark was void ab initio due to a lack of 

bona fide intent to use the NITRO Mark at the time of the application filing; (2) PUMA was not 

the rightful owner of the NITRO Mark at the time of the Statement of Use filing; (3) and as such, 

PUMA committed fraud on the USPTO; (4) the NITRO Mark is merely descriptive and/or generic; 

and (5) if the NITRO Mark is not merely descriptive and/or generic, it is deceptive in the 

alternative. See 1 TTABVUE 10�Å15. 

 PUMA instituted the WDWA Action on the grounds that Brooks’ use of “nitro” 

designations constitutes trademark infringement of the NITRO Mark under common law and 

 
2 PUMA’s original application to register the NITRO Mark was assigned U.S. Application Serial 
No. 97/171,928 and it covered the following goods: “Footwear, namely running shoes, training 
shoes, basketball shoes” in Class 25 under Section 1(a) of the Trademark Act and “Footwear, 
namely soccer shoes, golf shoes, motorsport shoes” in Class 25 under Section 1(b) of the 
Trademark Act. PUMA later filed a Request to Divide that resulted in two applications: U.S. 
Application Serial No. 97/171,928 covering “Footwear, namely, soccer shoes, golf shoes” in Class 
25 and U.S. Application Serial No. 97/975,106 covering “Footwear, namely, running shoes, 
training shoes, basketball shoes” in Class 25.  
3 When it filed the Request to Divide, PUMA deleted “motorsport shoes” from U.S. Application 
Serial No. 97/171,928 leaving “Footwear, namely, soccer shoes, golf shoes” as the only goods in 
the application.  
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unfair competition and trademark infringement of the registered NITRO Mark in U.S. Registration 

No. 7,184,055 pursuant to Section 2(d) of the Lanham Act, 15 U.S.C. §1052(d). See Counts I, III, 

and IV (pp. 14�Å18) of PUMA’s Amended Complaint attached hereto as Exhibit A . In tandem with 

the Proceeding, in the WDWA Action, Brooks: seeks a declaratory judgment that PUMA has no 

valid and enforceable rights in the NITRO Mark; claims that the NITRO Mark is descriptive and 

that PUMA has not acquired secondary meaning in NITRO; and seeks declaratory judgment from 

the district court invalidating the Challenged Registration. See Defenses (pp. 7�Å10) and First and 

Second Counterclaims (pp. 67�Å69) in Brooks’ Answer to the Amended Complaint, Defenses, and 

Counterclaims attached hereto as Exhibit B . Additionally, Brooks filed a Motion for Judgment on 

the Pleadings on similar grounds, which is pending before the district court. See Brooks’ Motion 

for Judgment on the Pleadings attached hereto as Exhibit C .  

 The WDWA Action, however, involves additional issues not raised in this Proceeding, 

including claims related to design patent infringement and injunctive and equitable relief, as well 

as common law trademark infringement and unfair competition claims. See Counts II and III and 

Prayer for Relief (pp. 15�Å17 and 18�Å19) of PUMA’s Amended Complaint attached hereto as 

Exhibit A ; see also Defenses (pp. 7�Å10) and Third, Fourth, Fifth, Sixth, and Seventh 

Counterclaims (pp. 69�Å81) in Brooks’ Answer to the Amended Complaint, Defenses, and 

Counterclaims attached hereto as Exhibit B .  

 In short, both the Proceeding and the WDWA Action involve claims related to PUMA’s 

ownership of and scope of rights in the NITRO Mark and the validity of the Challenged 

Registration. Given that the WDWA Action involves additional claims that are not at issue in the 

Proceeding—that only the district court can resolve—the Board should suspend the Proceeding 

pending the outcome of the WDWA Action.  
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ARGUMENT 

I. THE BOARD SHOULD FOLLOW ITS POLICY AND SUSPEND THE 
PROCEEDING PENDING THE OUTC OME OF THE WDWA ACTION.  
 
The Board has the inherent authority to manage its own proceedings and the decision to 

suspend a proceeding falls exclusively within the Board’s discretion. TBMP §510.02(a). If the 

Board learns that the parties before it are also engaged in a civil action that involves the same mark 

and issues that might be dispositive to the Board proceeding, the Board typically suspends4 the 

proceeding pending the final determination of the civil action. 37 C.F.R. §2.117(a); see TBMP 

§510.02(a). To warrant suspension by the Board, a civil action must only have a bearing on the 

Board proceeding; it does not have to be dispositive of the Board proceeding. See New Orleans 

Louisiana Saints LLC v. Who Dat? Inc., 99 U.S.P.Q.2d 1550, 1552 (T.T.A.B. 2011). And if the 

civil action involves questions that are similar to those in the Board proceeding, the district court 

decision is often binding upon the Board, further justifying suspension of the Board proceeding. 

See TBMP §510.02(a); see also Tokaido v. Honda Associates Inc., 179 U.S.P.Q. 861, 862 

(T.T.A.B. 1973).   

In the present case, both the Proceeding and the WDWA Action involve the NITRO Mark 

and claims and defenses that question PUMA’s rights in the NITRO Mark. In both the Proceeding 

and the WDWA Action, Brooks has asked that the Challenged Registration be cancelled or 

 
4 Representative cases where the Board has granted motions to suspend include the following:  
Caterpillar, Inc. v. Tigercat International Inc., Opposition No. 91213597, 
https://ttabvue.uspto.gov/ttabvue/v?pno=91213597&pty=OPP&eno=83;  
Ara Ohanian v. Tekno Products, Inc., Opposition No. 91237581, 
https://ttabvue.uspto.gov/ttabvue/v?pno=91237581&pty=OPP&eno=25;  
Rescue One Corporation v. Anthony P. Lumpkin, Opposition No. 91224300, 
https://ttabvue.uspto.gov/ttabvue/v?pno=91224300&pty=OPP&eno=11; and 
Bombardier Recreational Products Inc. v. Jaguar Land Rover Limited, Cancellation No. 
92064297, https://ttabvue.uspto.gov/ttabvue/v?pno=92064297&pty=CAN&eno=8. 
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invalidated. There is no question that the outcome of the WDWA Action will have a direct impact 

on the merits of the Proceeding. Accordingly, the Board should exercise its discretion and suspend 

the Proceeding pending the final disposition of the WDWA Action to avoid duplicating the effort 

of the district court, wasting of resources, and the possibility of reaching an inconsistent 

conclusion. 

II.  SUSPENSION OF THE PROCEEDING IS WARRANTED BECAUSE THE 
DISTRICT COURT’S DECISION WILL BE BINDING ON THE BOARD. 
 
The district court’s decision in the WDWA Action on the scope of PUMA’s rights and 

ownership in the NITRO Mark and Brooks’ infringement of those rights would have a direct 

bearing on the Proceeding and would be binding on the Board. See New Orleans Louisiana Saints 

LLC, 99 U.S.P.Q.2d at 1552 (a district court decision may be binding on the Board, but a Board 

decision as to a defendant’s right to obtain or maintain a registration would not be binding or res 

judicata on the district court); Whopper Burger, Inc. v. Burger King Corp., 171 U.S.P.Q. 805, 807 

(T.T.A.B. 1971) (the Board suspended cancellation finding that “[t]here can be no doubt therefore 

that the outcome of the civil action will have a direct bearing on the question of the rights of the 

parties herein and may in fact completely resolve all the issues”). Because only a district court 

ruling can address all the issues between PUMA and Brooks and such ruling would be binding on 

the Board, there is no reason for a partial judgment by the Board in the Proceeding.  

The present case is similar to New Orleans Louisiana Saints LLC v. Who Dat? Inc., where 

the parties in the Board proceeding were involved in a civil action, in reversed positions, regarding 

the infringement and preliminary injunction of the same mark as in the Board proceeding. The 

Board granted the motion to suspend because the federal court’s decision on whether to enjoin use 

of the mark would surely have a bearing on the Board proceeding as to the registration of the mark. 

Likewise, the district court in the WDWA Action will determine whether PUMA has valid rights 
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in the NITRO Mark, whether PUMA or Brooks have priority, and whether there is a likelihood of 

confusion between PUMA’s NITRO Mark and Brooks’ use of “nitro” designations. If the district 

court concludes that PUMA has valid rights and priority in the NITRO Mark, the need for the 

Board to weigh in on Brooks’ claims in the Proceeding as to PUMA’s rights and ownership in the 

NITRO Mark will be obviated. Similarly, Brooks’ request to the district court for a declaratory 

judgment to invalidate the Challenged Registration renders the Board’s opinion on the cancellation 

of the Challenged Registration unnecessary.  

III.  THE PROCEEDING SHOULD BE SUSPENDED BECAUSE THE WDWA 
ACTION INVOLVES ISSUES TH AT FALL OUTSIDE THE BOARD’S 
JURISDICTION AND THAT CAN BE DECIDED ONLY BY THE DISTRICT 
COURT. 
 
A federal court can typically decide all issues of trademark validity, cancellation, and 

infringement. But the Board cannot. Issues of validity and likelihood of confusion related to 

registration do not involve highly technical questions outside the competence of a federal district 

court judge. See 6 MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION §32:48 (5th ed.). 

Federal courts have concurrent jurisdiction with the Board over issues of the registrability and 

cancellation of trademarks. See 5 MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION 

§30:109 (5th ed.). Specifically, Section 37 of the Lanham Act provides that “[i]n any action 

involving a registered mark the court may determine the right to registration, order the cancelation 

of registrations, in whole or in part, restore canceled registrations, and otherwise rectify the register 

with respect to the registrations of any party to the action.” 15 U.S.C. §1119. Further, the Supreme 

Court has expressed that “district courts can cancel registrations during infringement litigation, 

just as they can adjudicate infringement in suits seeking judicial review of registration decisions.” 

B & B Hardware, Inc. v. Hargis Industries, Inc., 135 S. Ct. 1293, 1307, 1310, 191 L. Ed. 2d 222, 

113 U.S.P.Q.2d 2045 (2015). District courts are also well-equipped to decide issues of likelihood 
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of confusion both under the Lanham Act and the common law of trademark infringement and 

unfair competition. While both the courts and the Board use the “likelihood of confusion” test to 

determine conflict between two marks, the factual factors to be considered in an infringement 

likelihood of confusion analysis are much broader than the factual factors to be considered in a 

validity or registrability likelihood confusion analysis. The Board, therefore, does not have 

exclusive jurisdiction over issues of registrability of a trademark. 

But the Board is authorized to determine only the right to register. See Conolty v. Conolty 

O’Connor NYC LLC, 111 U.S.P.Q.2d 1302, 1309 (T.T.A.B. 2014); Blackhorse v. Pro-Football, 

Inc., 111 U.S.P.Q.2d 1080, 1082�Å83 (T.T.A.B. 2014). The Board cannot rule on the right to use, 

nor may it rule on broader questions of infringement or unfair competition. TBMP §102.01; 

General Mills Inc. v. Fage Dairy Processing Industry SA, 100 U.S.P.Q.2d 1584, 1591 (T.T.A.B. 

2011) (Board has no authority to determine the right to use, or the broader questions of 

infringement, unfair competition, damages or injunctive relief). The Board’s jurisdiction, 

therefore, is limited to the issue of registrability and would result in a partial judgment.  

As such, the Board will typically stay a proceeding pending the outcome of a first-filed 

infringement suit that involves related issues. See 6 MCCARTHY ON TRADEMARKS AND UNFAIR 

COMPETITION §32:47 (5th ed.). A civil action may involve additional matters that are outside 

Board jurisdiction and may consider broader issues beyond right to registration; thus, judicial 

economy is served by the suspension of the Board proceeding. TBMP §510.02(a). If “a district 

court suit concerns infringement, the interest in prompt adjudication far outweighs the value of 

having the views of the [TTAB].” Goya Foods Inc. v. Tropicana Prods., Inc., 846 F.2d 848, 853�Å

54 (2d Cir. 1988). Unlike the Board, the district court has the necessary authority to issue a 

comprehensive ruling that resolves all the issues between PUMA and Brooks.  



 

8 
 

Here, both the Proceeding and the WDWA Action involve the NITRO Mark and claims 

and defenses that question PUMA’s rights in the NITRO Mark. The district court, as it is well-

suited to do so, will decide whether PUMA has valid rights in the NITRO Mark and whether the 

Challenged Registration should cancel. Not only will the district court decide whether PUMA has 

valid rights in the NITRO Mark, but it will also rule on the broader issues of trademark 

infringement and unfair competition. Additionally, the district court will decide whether to grant 

PUMA injunctive relief, preliminarily and permanently enjoining Brooks from using the NITRO 

Mark with shoes. As stated above, the WDWA Action also involves a design patent infringement 

claim regarding which PUMA seeks a permanent injunction and monetary damages. Each of these 

issues fall outside of the Board’s jurisdiction, but well within the district court’s competency. 

Consequently, the district court’s judgment is indispensable. And the Board’s judgment would be 

duplicative.  

IV.  SUSPENSION OF THE PROCEEDING AT THIS STAGE WILL PRESERVE 
PARTY RESOURCES AND PROMOTE JUDICIAL ECONOMY.  
 
The Proceeding is at a stage where it’s appropriate and economically sensible for the Board 

to suspend it. When the moving party is not merely evading a dispositive motion5 through the civil 

litigation, the Board will typically grant a motion for suspension. See Other Tel. Co. v. Conn. Nat’l 

Tel. Co. Inc., 181 U.S.P.Q. at 126�Å27 (the Board granted a motion for suspension even though the 

motion was filed eight days before the close of the testimony period in the Board proceeding); but 

see Boyds Collection Ltd. v. Herrington & Co., 65 U.S.P.Q.2d 2017, 2018�Å19 (T.T.A.B. 2003) 

 
5 TBMP §510.02(a) provides that “[i]f there is pending, at the time when the question of suspension 
of proceedings before the Board is raised, a motion which is potentially dispositive of the case, the 
potentially dispositive motion may be decided before the question of suspension is considered.” 
The purpose of 37 C.F.R. § 2.117(b) is to prevent a party served with a potentially dispositive 
motion from escaping the motion by filing a civil action and then moving to suspend before the 
Board has decided the potentially dispositive motion. 
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(the Board denied motion to suspend filed after trial and while other dispositive motion was 

pending in the Board proceeding). If suspension is otherwise appropriate, the Board will deny 

suspension only in cases where it’s evident that the moving party is evading a dispositive motion. 

See Abercrombie & Fitch Trading Co7. v. Skull Shaver LLC, 2020 WL 553712, 2 (T.T.A.B. 2020) 

(the Board denied applicant’s motion to suspend because applicant did not file the complaint in 

district court until after the close of discovery in the opposition and because applicant did not file 

its motion to suspend the opposition until three weeks after the opposer filed its motion for 

summary judgment). Unless it’s evident that a party is attempting to evade a dispositive motion or 

unjustifiably delay the proceeding, the Board usually grants a motion to suspend. 

Here, PUMA is eliminating the possibility for either party to prolong litigation and to get 

a second bite at the apple, in a different forum. PUMA filed the WDWA Action well before this 

Proceeding was instituted by Brooks. Further, the WDWA Action is nearing the close of discovery.  

In contrast, in the Proceeding, Brooks filed its Petition to Cancel and PUMA Answered. Nothing 

has happened since in the Proceeding: there is no potentially dispositive motion pending that 

PUMA is trying to evade; no discovery has been conducted; no testimony periods have begun. 

And the Board has yet to issue a decision on any claim raised in the Proceeding. If the Board is to 

conserve the resources of all involved, now is the time to do so.  

Suspension of the Proceeding is also appropriate because the parties are likely to end up in 

district court for de novo review even after a ruling by the Board. If either party were to appeal the 

ruling of the Board, the parties would end up either at the Court of Appeals for the Federal Circuit 

or in district court. See 15 U.S.C. §1071. Moreover, as stated above, the Board cannot rule on the 

broader issues of trademark infringement and unfair competition nor on the equitable relief sought 
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in the WDWA Action. Thus, the parties will nonetheless end up in district court for a 

comprehensive ruling on these remedies. 

In sum, the simultaneous trying of the Proceeding and the WDWA Action would 

perpetuate waste and result in duplicate rulings that would only extend litigation between PUMA 

and Brooks. 

CONCLUSION 

WHEREFORE, PUMA requests suspension of the Proceeding until the final disposition of 

the WDWA Action.  

 

Dated: March 22, 2024. Respectfully Submitted, 
 
/Xheneta Ademi/ 
 

 Johanna M. Wilbert 
QUARLES & BRADY LLP 
411 East Wisconsin Ave., Suite 1400 
Milwaukee, WI 53202 
johanna.wilbert@quarles.com 
 
James J. Aquilina 
Xheneta Ademi 
QUARLES & BRADY LLP 
2020 K Street NW, Suite 400 
Washington, DC  20006 
James.aquilina@quarles.com 
Xheneta.ademi@quarles.com 
 
Attorneys for Registrant, PUMA SE 
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CERTIFICATE OF SERVICE 
 

I hereby certify that a true and complete copy of the foregoing PUMA’S MOTION TO 

SUSPEND PROCEEDING PENDING RESOLUTION OF CIVIL ACTION has been served 

by forwarding said copy on March 22, 2024, via email to:  

 
Lisa A Ferrari 

    Cozen O’Connor 
    3 WTC 175 Greenwich Street, 55th Floor 
    New York, NY  10007 
    lferrari@cozen.com 
    llinford@cozen.com 
    cmenth@cozen.com 
    mboezi@cozen.com 
    phipdocketing@cozen.com 
     
 
    Madison McNulty 
    1650 Market Street, Suite 2800 
    Philadelphia, PA  19103 
    mmcnulty@cozen.com 
 

Attorneys for Petitioner Brooks Sports, Inc. 
 
 
        By:  /Xheneta Ademi/� � � �
� � � � � � � � � � � � � � � � � �

        Xheneta Ademi 
 
       Attorney for Registrant, PUMA SE 
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THE HONORABLE LAUREN KING 
 
 

 
 
 
 
 

UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF WASHINGTON 

AT SEATTLE 

PUMA SE, and PUMA North America Inc., 
Plaintiffs, 

v. 

Brooks Sports, Inc., 

Defendant. 

) 
) 
) 
) 
) 
) 
) 
) 
) 

Case No. 2:23-cv-00116-LK 

 
 
 
 
JURY DEMAND 
 

 
AMENDED COMPLAINT FOR TRADEMARK  INFRINGEMENT, PATENT 

INFRINGEMENT, AND UNFAIR COMPETITION  
 

Plaintiffs, PUMA SE and PUMA North America Inc. (collectively, “PUMA”), by and 

through undersigned counsel, bring this action for trademark infringement, patent infringement, 

and unfair competition against Defendant Brooks Sports, Inc. (“Brooks”), and by and for their 

Complaint, allege as follows: 

NATURE OF THE ACTION  

1. This is an action for trademark infringement and unfair competition arising under 

the laws of the United States, 15 U.S.C. § 1051, et seq, and Washington common law. By this 

action, PUMA seeks to prevent Brooks from causing confusion in the marketplace and unfairly 

benefitting from PUMA’s reputation and goodwill.  

2. PUMA also seeks equitable relief in the form of an injunction, preliminarily and 

permanently enjoining Brooks from using PUMA’s NITRO mark in connection with the 

manufacture, distribution, advertising, promotion, offering for sale, and/or sale of Brooks shoes. 

Case 2:23-cv-00116-LK   Document 117   Filed 01/24/24   Page 1 of 20
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3. This action also seeks a permanent injunction and monetary damages stemming 

from Brooks’ infringement of PUMA’s United States Design Patent Number D897,075. 

PARTIES 

4. Plaintiffs PUMA SE and PUMA North America Inc. are world leaders in the 

sportswear industry. PUMA SE is organized and existing under the laws of Germany, with its 

principal place of business at Puma Way 1, 91074 Herzogenaurach, Germany. PUMA SE is a 

multinational company that designs and manufactures athletic and casual footwear, apparel, and 

accessories. As of 2017, PUMA SE employs more than 13,000 people worldwide and distributes 

its products in more than 120 countries. PUMA North America Inc. is a Delaware corporation 

with its principal place of business at 455 Grand Union Blvd, Somerville, MA 02145. PUMA is 

one of the top five sportswear brands in the world by revenue. 

5. Defendant Brooks Sports, Inc. is a Washington corporation, with its principal 

place of business at 3400 Stone Way N, Suite 500, Seattle, WA 98103. 

JURISDICTION AND VENUE  

6. This is an action for infringement of an unregistered mark under the Lanham Act, 

15 U.S.C. § 1125(a); patent infringement under 35 U.S.C. § 271(a); and unfair competition under 

Washington common law. 

7. This Court has subject matter jurisdiction over the Lanham Act claim and patent 

infringement claim pursuant to 28 U.S.C. §§ 1331 and 1338, and 15 U.S.C. § 1121 as these 

claims arise under the laws of the United States. 

8. This Court has supplemental jurisdiction over the claim in this action which arises 

under the common law of the state of Washington pursuant to 28 U.S.C. § 1367(a) because the 

state law claim is so related to the federal Lanham Act claim that it forms a part of the same case 

or controversy and arises from a common nucleus of operative facts. 

Case 2:23-cv-00116-LK   Document 117   Filed 01/24/24   Page 2 of 20
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9. This Court has personal jurisdiction over Brooks because it is a Washington 

corporation with its principal place of business in Seattle, Washington. Furthermore, on 

information and belief, Brooks has committed acts of infringement within this judicial district. 

10. Venue is proper in this district pursuant to 28 U.S.C. § 1391(b) because a 

substantial part of the events giving rise to the claims at issue in the lawsuit occurred in this 

judicial district and because Brooks is subject to personal jurisdiction in this district. 

11. Venue is also proper in this district pursuant to 28 U.S.C. § 1400(b) because 

Brooks has committed acts of patent infringement in this district and its principal place of 

business in this district, located in Seattle, Washington. 

FACTS AND BACKGROUND  

12. PUMA owns rights in the mark NITRO and uses its NITRO mark on and in 

connection with various footwear. An image of a representative PUMA footwear product bearing 

the NITRO mark is shown below: 
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Source: https://us.puma.com/us/en/pd/deviate-nitro-mens-running-

shoes/194449.html?dwvar_194449_color=13 

13. A listing of other NITRO-branded PUMA products, which are available for 

purchase through PUMA’s U.S. website (us.puma.com), is shown in Exhibit A, and currently 

includes over 80 different models of footwear. 

14. PUMA SE is also the owner of U.S. Trademark Application Serial Nos. 97171928 

(the “’928 Application”) and 97975106 (the “’106 Application”) for the mark NITRO for various 

footwear goods, in International Class 025. The ’928 Application was divided into two 

applications, resulting in ’106 Application as a child application.  Copies of the application 

information for the ’928 Application and ’106 Application are attached as Exhibit B and Exhibit 

C. 

15.   Since launching its NITRO line of running shoes, PUMA has seen substantial 

growth over its previous running shoe line. PUMA’s NITRO-branded running shoes are currently 

PUMA’s top-selling running shoes in the U.S., and an overall top-five-selling brand of PUMA 

footwear in the U.S.  Further, on information and belief, PUMA’s line of NITRO running shoes 

were a top-15-selling running shoe brand in the U.S. in the year 2021. 

16. PUMA has invested significant time, energy, and resources in promoting and 

offering its NITRO-branded products. 

17. As a result of these investments and efforts, PUMA has developed substantial and 

valuable goodwill in its NITRO mark and owns strong common law rights in the NITRO mark 

across the United States relating to footwear, including in Washington. 

18. PUMA’s NITRO mark is proprietary, highly valuable, and an important asset of 

PUMA’s. 

19. PUMA has priority of use over Defendant with respect to the NITRO mark. 
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20. In late 2021, PUMA became aware that Brooks began using NITRO to advertise 

its running shoes. In November 2021, a PUMA employee took the following photographs of 

Brooks’ infringing acts that occurred at a trade show in Texas: 

21. In December 2021, PUMA sent a letter to Brooks describing PUMA’s exclusive 

rights to use its NITRO mark in connection with footwear. A copy of this letter is attached as 

Exhibit D.  

22. After Brooks confirmed receipt of the letter, PUMA engaged with Brooks in an 

attempt to resolve the dispute amicably and avoid litigation. Brooks refused the settlement terms 

proposed by PUMA and did not offer a counter-proposal. 

23. Despite being notified of PUMA’s exclusive rights to the NITRO mark in 

connection with footwear, Brooks recently moved forward with an infringing advertising 

campaign that makes extensive use of PUMA’s NITRO mark, as shown in the samples below: 
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Source: https://www.brooksrunning.com/en_us 

 

 

Source: https://www.brooksrunning.com/run-on-nitro/ 
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24. Brooks also disseminated its infringing advertising campaign via social media, for 

example, the below Facebook and Instagram posts specifically employ the hashtag 

“#RunOnNitro”: 

Source: https://www.facebook.com/brooksrunning 
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Source: https://www.instagram.com/reel/CfeVmo2Dqkm/?igshid=YmMyMTA2M2Y= 

25. On October 3, 2023, the United States Patent and Trademark office recognized 

PUMA’s rights in the NITRO mark when it registered the ’928 Application as U.S. Trademark 

Registration No. 7184055 (the “’055 Registration”). A true and correct copy of the registration 

certificate for the ’055 Registration is attached as Exhibit E. 

26. As shown in the example below, captured on December 1, 2023, Brooks has 

continued its infringing use of PUMA’s NITRO mark in furtherance of its nitro-centric 

advertising campaign to promote Brooks’ footwear products.  

 
Source: https://www.brooksrunning.com/en_us/run-on-nitro/ 

Case 2:23-cv-00116-LK   Document 117   Filed 01/24/24   Page 8 of 20

https://www.instagram.com/reel/CfeVmo2Dqkm/?igshid=YmMyMTA2M2Y=
https://www.brooksrunning.com/en_us/run-on-nitro/


 
 

 

AMENDED COMPLAINT  
 - 9 - 

 

 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

27 

28 

 
27. Brooks has used and continues to use the infringing NITRO mark in connection 

with running shoes, which are goods identical or at least substantially similar in proximity to 

registered goods “Footwear, namely, soccer shoes, golf shoes.”  

28. PUMA has never authorized any of the above-shown activities or any other use of 

its NITRO mark by Brooks in any manner. 

29. Brooks has willfully and intentionally engaged in the foregoing activities with the 

knowledge that the NITRO mark was used and owned by PUMA and that using the NITRO mark 

in conjunction with advertisement of Brooks running shoes was unauthorized. 

30. Brooks’ use of the NITRO mark without permission is, and has been, a deliberate 

attempt to trade on the valuable trademark rights, goodwill, and consumer trust established by 

PUMA in its NITRO mark. 

31. Brooks’ actions have caused or are likely to cause significant harm to PUMA’s 

reputation and hard-earned goodwill that PUMA has developed in its NITRO mark. 

32. PUMA also protects its valuable intellectual property by obtaining and enforcing 

various patent rights. On September 29, 2020, U.S. Design Patent No. D897,075 (the “’075 

Patent”), entitled “Shoe” was duly and legally issued by the United States Patent and Trademark 

Office. A copy of the ’075 Patent is attached as Exhibit F. 

33. Plaintiff PUMA SE is the owner by assignment of the entire right, title, and 

interest in the ’075 Patent. 

34. After PUMA’s ’075 Patent issued, Brooks introduced a shoe, the “Aurora BL,” 

that adopted PUMA’s patented design, and that is now being sold in connection with infringing 

uses of PUMA’s NITRO mark. 

35. In design patents, solid lines are used to show the claimed portions of the design, 

while broken or dashed lines show purely environmental matter or portions that form no part of 
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the claim. 

36. To determine infringement of a design patent, it is only necessary to consider the 

solid lines in the patent’s claims.  

37. Brooks’ infringing Aurora BL shoe has adopted every aspect of the claimed design 

in PUMA’s ’075 Patent and has an overall appearance that is substantially the same in the eyes of 

the ordinary observer. 

38. The claim of the ’075 Patent is defined by the solid lines, and any broken lines in 

the drawings indicate portions which form no part of the claimed design. The solid lines of the 

’075 Patent define a midsole structure of a shoe, which includes a heel-end, bulbous region that 

extends beyond a periphery of a disclaimed upper when viewed from above. The solid lines of the 

’075 Patent further define midfoot and toe-end bulbous regions of the midsole that also extend 

beyond a periphery of the disclaimed upper when viewed from above. A claimed seam extends 

from a toe end to a heel end of the midsole structure along each of the bulbous regions along 

lateral and medial sides thereof. The Brooks’ Aurora BL includes all of the aforementioned 

claimed features of the ’075 Patent, resulting in an overall appearance that is substantially the 

same in the eyes of the ordinary observer.  

The ’075 Patent  Brooks’ Aurora BL  
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39. An ordinary observer would be familiar with the prior art designs, such as those 

depicted below. Based on these prior art designs, an ordinary observer would recognize that 

Brooks’ Aurora BL design has incorporated elements of the claimed design that depart 

conspicuously from the prior art, resulting in an overall design that is deceptively similar to the 

claimed design. Thus, an ordinary observer, familiar with the prior art designs (such as those 

shown below), would be deceived into purchasing the Brooks’ product, assuming it to be the 

patented design. 

 

Case 2:23-cv-00116-LK   Document 117   Filed 01/24/24   Page 11 of 20



 
 

 

AMENDED COMPLAINT  
 - 12 - 

 

 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

27 

28 

6,438,873 

 

D850,077 

 

2015/0143722  

 

10,624,417 

 

D414,597 

 

D792,068 
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D677,040 

 

D799,179 

 

 

40. Brooks’ trademark and design patent infringement are part of Brooks’ pattern of 

copying PUMA’s technology and disrespecting PUMA’s intellectual property rights. 

41. PUMA invented and developed the foam molding technology incorporated in its 

NITRO-branded shoes over an extended period of work with several shoe sole manufacturers. In 

January 2020, PUMA filed the first of its six utility patent applications relating to the technology 

it incorporates into its NITRO-branded shoes. 

42. On information and belief, after PUMA released its NITRO-branded shoes, 

Brooks contacted one of PUMA’s manufacturers to copy PUMA’s technology and incorporate 

PUMA’s technology into Brooks’ shoes. On information and belief, Brooks incorporated 

PUMA’s proprietary foam molding process into its Aurora BL shoe and into the line of shoes its 

sells in connection with the infringing NITRO mark. 

43. One month after PUMA released its NITRO-branded shoes and nearly a year after 

PUMA’s first utility application filing, on December 28, 2020, Brooks filed its own utility patent 

application, U.S. Patent Application No. 17/134,560. The application’s written description 

describes the same foam molding process that PUMA uses in its NITRO-branded shoes, 

including the NITRO-branded shoes released one month prior to Brooks’ filing and the shoes 
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disclosed in PUMA’s first utility application filed nearly a year prior to Brooks’ filing. 

44. On information and belief, Brooks has also copied the foam molding technology 

disclosed and claimed in PUMA’s pending utility patent applications. Brooks used the technology 

from PUMA’s utility patent applications to create a shoe, i.e., the Aurora BL shoe, having a 

design that is nearly identical to PUMA’s patented design. 

45. Brooks then applied for its own industrial design protection for the design of the 

Aurora BL shoe just one month after PUMA’s ’075 Patent issued.  On information and belief, 

Brooks has now obtained design registrations for its Aurora BL design in several non-

examination countries but notably has not obtained a U.S. design patent for this design, despite 

the U.S. application having been filed before the foreign applications. 

46. Brook now sells the Aurora BL shoes in connection with a mark that copies 

PUMA’s NITRO trademark, as explained further herein. 

47. Brooks’ routine practice of misappropriating PUMA’s intellectual property is 

willful, deliberate, and intentional. Brooks’ complete disregard for PUMA’s intellectual property 

will continue to irreparably harm PUMA unless enjoined by this Court.  

CAUSES OF ACTION 
 

COUNT I:  

Trademark Infringement (Unregistered Mark) - Lanham Act 

48. PUMA incorporates by reference the allegations contained in the preceding 

paragraphs as if separately repeated here. 

49. PUMA owns the distinctive NITRO mark for footwear, including as described in 

U.S. Trademark Application Serial No. 97171928. 

50. PUMA’s ownership and exclusive use in commerce of the NITRO mark for 

footwear predates Brooks’ unauthorized use of “nitro” in connection with its footwear. 

51. Brooks’ unauthorized use of the NITRO mark in interstate commerce wrongly and 

falsely designates, describes, or represents Brooks’ products, and is likely to cause confusion, 
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mistake, and deception as to the affiliation, connection, or association of Brooks’ running shoe 

products with PUMA, or as to the sponsorship or approval of Brooks’ products by PUMA. 

52. Consumers seeing Brooks’ use of such a confusingly similar mark in the 

marketplace are likely to believe that Brooks’ products are the same as PUMA’s or sponsored by, 

associated with, or otherwise affiliated with PUMA. 

53. Brooks’ actions therefore violate PUMA’s rights in its NITRO mark and constitute 

trademark infringement and unfair competition in violation of 15 U.S.C. § 1125(a). 

54. On information and belief, Brooks’ infringing activities are knowing, willful, and 

intentional violations of PUMA’s rights. 

55. Brooks’ acts of trademark infringement and unfair competition, unless restrained, 

will cause great and irreparable harm to PUMA and to the goodwill represented by PUMA’s 

NITRO mark, in an amount that cannot be ascertained at this time, leaving PUMA with no 

adequate remedy at law. 

56. PUMA is thus entitled to injunctive relief restraining Brooks from any further acts 

of trademark infringement and unfair competition, as well as recovery of PUMA’s costs and 

reasonable attorneys’ fees under 15 U.S.C. §§ 1116, 1117, and 1125. 

COUNT II:  

Design Patent Infringement - 35 U.S.C. §§ 271 and 283 
 

57. PUMA incorporates by reference the allegations contained in the preceding 

paragraphs as if separately repeated here. 

58. Under 35 U.S.C. § 271(a), Brooks has infringed and continues to infringe, literally 

or under the doctrine of equivalents, PUMA’s ’075 Patent by making, using, selling, and offering 

for sale in the United States, or importing into the United States, a shoe that embodies the design 

covered by the ’075 Patent. 
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59. Upon information and belief, Brooks has profited from its infringement of the ’075 

Patent. 

60. PUMA has sustained damages as a direct and proximate result of Defendant’s 

infringement of the ’075 Patent and is entitled to damages pursuant to 35 U.S.C. §§ 284 and 289. 

61. Brooks’ infringement has caused, and unless enjoined by this Court under 35 

U.S.C. § 283, will continue to cause PUMA to suffer irreparable harm for which it cannot be 

adequately compensated by a monetary award. 

COUNT III:  

Common Law Trademark Infringement and Unfair Competition 
 

62. PUMA incorporates by reference the allegations contained in the preceding 

paragraphs as if separately repeated here. 

63. PUMA owns all right, title, and interest in its NITRO mark. Defendant is not 

authorized to use PUMA’s NITRO mark or any variation thereof, or any mark confusingly similar 

to PUMA’s NITRO mark. 

64. PUMA’s NITRO mark is inherently distinctive. 

65. Defendant’s unauthorized use of the NITRO mark has caused and is likely to cause 

confusion, deception, and mistake by creating the false and misleading impression that 

Defendant’s products originate from PUMA, or are associated or connected with PUMA, or have 

the sponsorship, endorsement, or approval of PUMA. 

66. Defendant has created, promoted, and advertised with the NITRO mark in 

violation of and with knowledge of PUMA’s rights to the NITRO mark for the purpose of trading 

upon PUMA’s goodwill and reputation. 

67. Defendant has caused and is likely to continue to cause substantial injury to 

PUMA and the public, and PUMA is entitled to injunctive relief and to recover Defendant’s 
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profits from the sale of the infringing goods and services, actual damages, corrective advertising 

damages, costs and reasonable attorneys’ fees. 

68. Defendant’s wrongful conduct was willful and deliberate or recklessly indifferent 

to the rights of PUMA, warranting an award of punitive damages under Washington common 

law. 

69. PUMA is also entitled to preliminary and permanent injunctive relief. 

COUNT IV:  

Trademark Infringement (Registered Mark) – Lanham Act 

70. PUMA incorporates by reference the allegations contained in the preceding 

paragraphs as if separately repeated here. 

71. PUMA owns the ’055 Registration for NITRO, which is valid and enforceable. 

72. PUMA’s ownership and exclusive use in commerce of the NITRO mark for 

footwear predates Brooks’ unauthorized use of “nitro” in connection with its footwear. 

73. PUMA has used and continues to use the NITRO mark to market and sell 

footwear. 

74. The ’055 Registration is inherently distinctive. 

75. Brooks’ unauthorized use of the NITRO mark in interstate commerce wrongly and 

falsely designates, describes, or represents Brooks’ products, and is likely to cause confusion, 

mistake, and deception as to the affiliation, connection, or association of Brooks’ running shoe 

products with PUMA, or as to the sponsorship or approval of Brooks’ products by PUMA. 

76. Consumers seeing Brooks’ use of such a confusingly similar mark in the 

marketplace are likely to believe that Brooks’ products are the same as PUMA’s or sponsored by, 

associated with, or otherwise affiliated with PUMA. 

77. Brooks’ actions therefore violate PUMA’s rights in its NITRO mark and constitute 

trademark infringement and unfair competition in violation of 15 U.S.C. § 1114(1). 

78. On information and belief, Brooks’ infringing activities are knowing, willful, and 
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intentional violations of PUMA’s rights. 

79. Brooks’ acts of trademark infringement and unfair competition, unless restrained, 

will cause great and irreparable harm to PUMA and to the goodwill represented by PUMA’s 

NITRO mark, in an amount that cannot be ascertained at this time, leaving PUMA with no 

adequate remedy at law. 

80. PUMA is thus entitled to injunctive relief restraining Brooks from any further acts 

of trademark infringement and unfair competition, as well as recovery of PUMA’s costs and 

reasonable attorneys’ fees under 15 U.S.C. §§ 1116, 1117, and 1125. 

PRAYER FOR RELIEF  

WHEREFORE, PUMA seeks the following relief: 
 
A. An entry of judgment in PUMA’s favor and against Brooks on all Counts of this 

Complaint; 

B. A declaration that Brooks’ trademark infringement and unfair competition have 

been willful and that this case is exceptional; 

C. An order enjoining, temporarily, preliminarily and permanently, Brooks, and each 

of its respective officers, agents, servants, employees, and attorneys, and all of those persons in 

active concert or participation with it: 

a) from using the NITRO mark, or any mark that is confusingly similar 

thereto, in connection with the marketing or sale of footwear; 

b) from any further acts of trademark infringement or unfair competition in 

violation of 15 U.S.C. §§ 1114(1), 1125(a), or Washington common law; 

c) from infringing U.S. Design Patent Number D897,075; 

D. Brooks be required to pay PUMA any profits that Brooks derived from its 

trademark infringement and unfair competition; 

E. Brooks be required to pay PUMA for its actual damages resulting from Brooks’ 
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trademark infringement and unfair competition; 

F. Award PUMA damages adequate to compensate PUMA for the patent 

infringement that has occurred pursuant to 35 U.S.C. § 284, or an award of Brooks’ profits from 

its patent infringement pursuant to 35 U.S.C. § 289, together with prejudgment interest and costs 

and reasonable attorneys’ fees, pursuant to 35 U.S.C. §§ 284 and 285; 

G. Brooks be required to pay PUMA the costs of this action, including prejudgment 

and post judgment interest, and PUMA’s reasonable attorneys’ fees; and, 

H. For such other relief as the Court may deem just and proper. 

JURY DEMAND  

PUMA demands a trial by jury on all issues properly tried to a jury. 
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Dated: January 24, 2024 
 
 
 LOWE GRAHAM JONES PLLC 

By:/s/ Mark P. Walters   
 
Mark P. Walters 
LOWE GRAHAM JONES PLLC 
1325 Fourth Avenue, Suite 1130 
Seattle, WA 98101 
walters@lowegrahamjones.com 
Tel: 206-381-3300 
 
Johanna M. Wilbert (admitted pro hac 
vice)Michael T. Piery (admitted pro hac 
vice) 
QUARLES & BRADY LLP 
411 East Wisconsin Ave., Suite 1400 
Milwaukee, WI 53202 
johanna.wilbert@quarles.com 
michael.piery@quarles.com 
Tel: 414-277-5000 
 
Attorneys for Plaintiffs 
PUMA SE and PUMA North America Inc. 
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 SUMMIT LAW GROUP, PLLC 
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The Honorable Lauren King 
 
 
 
 
 
 
 
 
 

 
UNITED STATES DISTRICT COURT 

FOR THE WESTERN DISTRICT OF WASHINGTON 
AT SEATTLE 

 
PUMA SE and PUMA NORTH 
AMERICA, INC., 
 
 Plaintiffs, 
 v. 
 
BROOKS SPORTS, INC., 
 
 Defendant. 
 
 

  
CASE NO. 2:23-cv-00116-LK 
 
BROOKS SPORTS, INC.’S ANSWER 
TO THE AMENDED COMPLAINT, 
DEFENSES, AND COUNTERCLAIMS  

 
 

Defendant and Counterclaim Plaintiff Brooks Sports, Inc. (“Brooks”), by its attorneys, 

hereby answers the Amended Complaint of Plaintiffs Puma SE and Puma North America Inc. 

(together, “Puma”) dated January 24, 2024, Dkt. 117, and asserts its Defenses and Counterclaims.   

With respect to the allegations in the numbered paragraphs of Puma’s Amended Complaint, 

Brooks responds as follows:  

1. Brooks admits that Puma has filed an action for trademark infringement and unfair 

competition, and otherwise denies the allegations of paragraph 1.  

2. Brooks admits that Puma seeks equitable relief in the form of an injunction, and 

otherwise denies the allegations of paragraph 2.  
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3. Brooks admits that Puma seeks a permanent injunction and monetary damages in 

connection with a patent infringement claim for United States Design Patent Number D897,075, 

and otherwise denies the allegations of paragraph 3.   

4. Brooks lacks the knowledge and information necessary to form a belief as to the truth 

of Puma’s allegations but admits that Puma SE purports to be organized and existing under the laws 

of Germany, with its principal place of business at Puma Way 1, 91074 Herzogenaurach, Germany, 

and admits that Puma North America Inc. purports to be a Delaware corporation with its principal 

place of business at 455 Grand Union Blvd, Somerville, MA 02145.  Brooks lacks the knowledge 

and information necessary to form a belief as to the truth of Puma’s allegations that it employs 

13,000 people worldwide and distributes its products in more than 120 countries, and denies them 

on that basis.  Brooks otherwise denies the allegations of paragraph 4.  

5. Brooks admits that it is a Washington corporation, with its principal place of business 

at 3400 Stone Way N, Suite 500, Seattle, WA 98103. 

6.   Brooks admits that Puma has filed an action with purported claims for infringement 

of an unregistered mark under the Lanham Act, 15 U.S.C. § 1125(a), patent infringement under 35 

U.S.C. § 271(a), and unfair competition under Washington common law.  

7. The allegations in paragraph 7 are legal conclusions to which no response is required.  

8. The allegations in paragraph 8 are legal conclusions to which no response is required. 

9. Brooks admits that the Court has personal jurisdiction over Brooks for purposes of 

this action and that Brooks is a Washington corporation with its principal place of business in 

Seattle, Washington, and otherwise denies the allegations of paragraph 9.  

10. Brooks admits that venue is proper in this district for purposes of this action, and that 

Brooks is subject to personal jurisdiction in this district for purposes of this action. 

11. Brooks admits that venue is proper in this district for purposes of this action, and that 

Brooks has its principal place of business in Seattle Washington, and otherwise denies the 

allegations of paragraph 11.  
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12. Brooks admits that Puma purports to use the word NITRO on and in connection with 

various footwear, and otherwise denies the allegations of paragraph 12.   

13. Brooks lacks the information necessary to form a belief as to the truth of the 

allegations in paragraph 13, and denies them on that basis. 

14. Brooks admits that Puma SE is listed as the owner of U.S. Trademark Application 

Serial Nos. 97171928 and 97975106 for the mark NITRO, and that the 9717928 Application was 

divided in two applications resulting in 97975106 as a child application, and that Puma has appended 

the applications as Exhibit B and Exhibit C to the Amended Complaint, and otherwise denies the 

allegations of paragraph 15.  

15.  Brooks lacks the information necessary to form a belief as to the truth of the 

allegations in paragraph 15, and denies them on that basis. 

16. Brooks lacks the information necessary to form a belief as to the truth of the 

allegations in paragraph 16, and denies them on that basis. 

17. Denied.  

18. Denied.  

19. Denied.  

20. Brooks lacks the information necessary to form a belief as to the truth of the 

allegations in paragraph 20, and denies them on that basis.  

21. Brooks admits that Puma sent Brooks a letter in December 2021 and that Puma has 

attached a copy of the letter as Exhibit D to the Amended Complaint, and otherwise denies the 

allegations of paragraph 21.  

22. Brooks admits that it confirmed receipt of Puma’s December 2021 letter, and that 

Brooks engaged in discussions with Puma, and otherwise denies the allegations of paragraph 22.   

23. Denied.  

24. Denied.  
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25. Brooks admits that Puma has appended a copy of the registration certificate for U.S. 

Trademark Registration No. 7184055 as Exhibit E to the Amended Complaint, and otherwise denies 

the allegations of paragraph 25.  

26. Denied. 

27. Denied.  

28. Brooks lacks the information necessary to form a belief as to the truth of the 

allegations in paragraph 28 about Puma’s authorization, and denies them on that basis, and otherwise 

denies the allegations of paragraph 28. 

29. Denied.  

30. Denied.  

31. Denied.  

32. Brooks lacks the information necessary to form a belief as to the truth of the 

allegations in paragraph 32 that Puma obtains and enforces patent rights, and denies them on that 

basis.  Brooks admits that the United States Patent and Trademark Office issued U.S. Design Patent 

No. D897,075, entitled “Shoe,” on September 29, 2020, and that Puma attached a copy of the patent 

is attached as Exhibit F to the Amended Complaint, and otherwise denies the allegations of 

paragraph 32. 

33. Brooks admits that Puma purports that Puma SE is the owner by assignment of the 

U.S. Patent No. D897,075 (the “D075 Patent”), and otherwise denies the allegations of paragraph 

33. 

34. Denied. 

35. The allegations in paragraph 35 are legal conclusions to which no response is 

required.  

36. The allegations in paragraph 36 are legal conclusions to which no response is 

required.  

37. Denied.  
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38. The allegations in paragraph 38 defining the claim of the ‘075 Patent are legal 

conclusions to which no response is required, and to the extent that a response is required, Brooks 

denies the allegations.  Brooks otherwise denies the allegations of paragraph 38. 

39. To the extent the allegations in paragraph 39 are legal conclusions to which no 

response is required, Brooks does not provide a response.  Brooks otherwise denies the allegations 

of paragraph 39.   

40. Denied.  

41. Brooks lacks the information necessary to form a belief as to the truth of the 

allegations of paragraph 41, and denies them on that basis. 

42. Denied.  

43. Brooks lacks the information necessary to form a belief as to the truth of Puma’s 

allegations that Brooks’ U.S. Patent Application No. 17/135,560 describes the same foam molding 

process that Puma uses, and denies them on that basis.  Brooks admits that it filed U.S. Patent 

Application No. 17/134,560 on December 28, 2020, and otherwise denies the allegations of 

paragraph 43. 

44. Denied.  

45. Brooks admits it filed U.S. Design Patent Application No. 29/755,792 on October 22, 

2020, adds that U.S. Patent No. D959,810 issued on August 9, 2022.  Brooks adds that it filed U.S. 

Design Patent Application No. 29/844,552 on June 29, 2022, as a division of application No. 

29/755,792, and adds that U.S. Patent No. D987,240 issued on May 30, 2023.  Brooks further admits 

that it has obtained design registrations for its Aurora BL design in other countries, and denies the 

remaining allegations of paragraph 45. 

46. Brooks admits that it sells the Aurora BL shoes, and denies the remaining allegations 

of paragraph 46.  

47. Denied.  

48. Brooks incorporates its preceding responses as if fully restated herein.  
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49. Denied.  

50. Denied. 

51. Denied.  

52. Denied.  

53. Denied. 

54. Denied. 

55. Denied. 

56. Denied. 

57. Brooks incorporates its preceding responses as if fully restated herein.  

58. Denied. 

59. Denied. 

60. Denied. 

61. Denied. 

62. Brooks incorporates its preceding responses as if fully restated herein.  

63. Denied. 

64. Denied. 

65. Denied. 

66. Denied. 

67. Denied. 

68. Denied. 

69. Denied. 

70. Brooks incorporates its preceding responses as if fully restated herein.  

71. Denied. 

72. Denied. 

73. Denied. 

74. Denied. 
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75. Denied. 

76. Denied. 

77. Denied. 

78. Denied. 

79. Denied. 

80. Denied. 

81. Brooks denies each and every allegation not specifically admitted in the preceding 

paragraphs of this Answer to the Amended Complaint.  

DEFENSES 

82. Brooks, without any admission as to burden of proof and without prejudice to the 

denials set forth in its Answer, alleges the following defenses to the allegations in the Amended 

Complaint.   

First Defense 

83. The Amended Complaint fails to state a claim upon which relief can be granted. 

Second Defense 

84. The claim of the D075 Patent is invalid for failure to comply with one or more 

requirements for patentability contained in 35 U.S.C. § 101 et seq., including but not limited to §§ 

101, 102, 103, 112, 171, and/or the rules, regulations, laws, and decisions pertaining thereto.  

Third Defense 

85. Brooks has not infringed, directly or indirectly, and is not infringing, directly or 

indirectly, any valid and/or enforceable claim of the D075 Patent, either literally or under the 

doctrine of equivalents.  

Fourth Defense 

86. The claim of the D075 Patent is invalid/unenforceable due to improper inventorship.  

Fifth Defense 

87. The claim of the D075 Patent is unenforceable for inequitable conduct.  
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Sixth Defense 

88. Pursuant to 35 U.S.C. § 287, Brooks is not liable to Puma for the acts alleged to have 

been performed before Brooks received actual notice that it was allegedly infringing the D075 

Patent.  

Seventh Defense 

89. Brooks has not engaged in any conduct that would entitle Puma to an award of 

enhanced damages under 35 U.S.C. § 284.  

Eighth Defense 

90. Brooks has not engaged in any conduct that would entitle Puma to damages for an 

exceptional case for attorney fees and other expenses under 35 U.S.C. § 285.  

Ninth Defense 

91. Puma is not entitled to injunctive relief because any alleged injury to Puma is not 

immediate or irreparable, and Puma has an adequate remedy at law, to the extent that any remedy is 

determined to be justified. 

Tenth Defense  

92. Puma’s claims are barred, in whole or in part, by the doctrine of laches. 

Eleventh Defense  

93. Puma’s claims are barred, in whole or in part, by the doctrine of estoppel. 

Twelfth Defense  

94. Puma’s claims are barred, in whole or in part, by the doctrine of unclean hands.   

Thirteenth Defense  

95. Puma’s claims are barred, in whole or in part, because the word Nitro is unregistrable, 

invalid, and unprotectable as to Puma.  Puma has no trademark rights in the word Nitro.  

Fourteenth Defense  

96. Puma’s claims are barred, in whole or in part, because Puma has failed to mitigate 

its damages. 
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Fifteenth Defense  

97. Puma’s claims are barred, in whole or in part, because Brooks’ use of Nitro is 

descriptive. 

Sixteenth Defense  

98. Puma’s claims are barred, in whole or in part, because Puma does not have valid or 

enforceable rights in Nitro. 

Seventeenth Defense  

99. Puma’s claims are barred, in whole or in part, because Brooks’ use of Nitro 

constitutes fair use. 

Eighteenth Defense 

100. Puma’s claims are barred, in whole or in part, because Brooks’ actions are innocent 

and non-willful.  

Nineteenth Defense 

101. Puma’s claims are barred, in whole or in part, because Nitro is descriptive and Puma 

has not acquired any secondary meaning in Nitro. 

Twentieth Defense 

102. Puma’s claims are barred, in whole or in part, because Brooks has trademark priority.   

Twenty-First Defense 

103. Puma’s trademark infringement and unfair competition claims present no justiciable 

claim.  

Twenty-Second Defense  

104. Puma’s claim for damages is barred, in whole or in part, because Puma does not sell 

an embodiment of the D075 Patent.  

Twenty-Third Defense  

105. The Amended Complaint fails to state a claim for exceptional case.  

Twenty-Fourth Defense  
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106. Puma’s trademark infringement claim under § 15 U.S.C. 1114 of the Lanham Act is 

barred in whole or in part because U.S. Registration No. 7184055 is invalid and/or unenforceable.    

Twenty-Fifth Defense  

107. Puma’s counterclaim for trademark infringement based on U.S. Registration No. 

7184055 is barred, in whole or in part, by estoppel because Puma obtained the registration by 

arguing to the Trademark Office that “Nitro”-formative trademarks for athletic footwear would not 

create a likelihood of confusion with Puma’s “Nitro” trademark.  Puma is therefore estopped from 

asserting in this action that Brooks’ use of “Nitro” with another word in connection with athletic 

footwear would create a likelihood of confusion.   

Twenty-Sixth Defense  

108. Puma’s claims are barred in whole or in part because Puma does not have standing 

to enforce any of its alleged rights in “Nitro.”  

Reservation of Rights  

109. Brooks reserves its right to assert other defenses as they may become available or 

apparent during the course of discovery.  

COUNTERCLAIMS  

Defendant and Counterclaim Plaintiff Brooks Sports, Inc. (“Brooks”) hereby asserts 

Counterclaims against Plaintiffs and Counterclaim Defendants Puma SE and Puma North America 

Inc. (together “Puma”) as follows.  

OVERVIEW  

1. Brooks is a leader in developing and implementing new technologies for 

performance athletic apparel and shoes.  Brooks sells a complete line of high-end performance 

footwear, accessories, and apparel in more than 50 countries worldwide and holds the largest market 

share in adult running shoes in specialty and sporting goods stores in the United States.   This success 

is due in significant part to Brooks’ investment in cutting-edge research and development, which 

allows it to consistently deliver new and innovative benefits to consumers.    
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2. One such technology, nitrogen infusion, is at the core of the present dispute.  Brooks 

uses a supercritical fluid (“SCF”) foaming process to infuse nitrogen gas into its midsoles and 

improve their performance.  In 2019, Brooks was one of the first footwear companies to introduce 

nitro-infused midsole shoes in the United States.  Because of their technological benefits, Brooks’ 

nitro-infused midsoles have been highly successful, and Brooks has implemented them in a number 

of shoes.   

3. As it typically does with new technologies, Brooks describes the benefits of nitro-

infused midsoles in its advertising and marketing materials.  Brooks refers to shoes with nitro-

infused midsoles as “nitrogen-infused” or “nitro-infused” and includes pictures of nitrogen gas tanks 

and nitrogen gas bubbles, as well as scientific tutorials about the nitro-infusion process, in 

advertisements, store displays, websites, and other media.  None of Brooks’ nitro-infused shoes, 

however, are named or labeled as “nitro” or anything similar.  Brooks uses the term “nitro” solely 

to describe the nitro-infused technology in its products. 

4. Puma, a German sportwear brand, launched its own nitro-infused midsole running 

shoe collection in or around 2020, at least a year after Brooks first introduced nitro-infused 

midsoles.  Puma has publicly stated that it developed its nitro-infusion shoes in an effort to break 

into performance running – a market in which Brooks has long been a leader and Puma has 

traditionally been a small player.  Like Brooks, Puma emphasizes the benefits of nitro-infusion in 

its advertising and marketing.  Unlike Brooks, Puma uses the word “nitro” on the labels of its nitro-

infused shoes, marketing them under the name “Nitro.”    

5. In this action, Puma asserts that its decision to name its line of nitro-infused midsole 

shoes “Nitro” gives Puma the right to prevent Brooks from using the word “nitro” to describe 

Brooks’ earlier-introduced, nitro-infused midsole shoes.  Puma is wrong.  Puma has no rights to the 

word “nitro,” which it uses in a descriptive manner, and it certainly has no rights to prevent Brooks 

from using “nitro” to describe Brooks’ own nitro-infusion technology.   
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6. The fact that both parties use the word “nitro” to describe nitrogen-infusion 

technology is critical to the central factual and legal issues in this case.  Remarkably, however, Puma 

does not once use the word “nitrogen” in its Amended Complaint.  This is likely because once it is 

recognized that both parties are using “nitro” to describe nitrogen infusion, the weakness of Puma’s 

trademark claims becomes immediately self-evident.   

7. Puma also failed to mention in its Amended Complaint that its purported rights to 

“nitro,” such that they exist, are governed by a global license agreement with Lloyd IP, a motorcycle 

equipment manufacturer.  The license agreement predates this litigation and provides that Puma is 

a non-exclusive licensee of Lloyd’s global “nitro” marks, that Puma has no ownership rights in 

“nitro,” and that Puma is prohibited from bringing suit on its own behalf.  Puma has no standing to 

bring this action and it should be dismissed.  

8. As alleged in more detail below, this action is part of a worldwide campaign on 

Puma’s part to bully Brooks into abandoning use of “nitro” to describe its nitro-infused midsole 

technology, despite the fact that Puma has no legitimate right to prevent Brooks from using the 

word.  In multiple foreign countries, Puma has brought emergency motions for injunctions against 

Brooks based on alleged licenses to “Nitro” that Puma claims to have obtained from non-footwear 

companies.  Puma’s emergency motions have failed.  Courts in Germany and the Netherlands have 

denied Puma’s request for injunctive relief, concluding that “nitro” is descriptive of Brooks’ 

nitrogen-infused shoes. 

9. Unable to prevail on the merits of its allegations, Puma has resorted to dishonest and 

abusive tactics in an effort to gain leverage over Brooks.  In the Netherlands, Puma sought an ex 

parte attachment of Brooks’ European bank accounts, purportedly in order to protect its ability to 

obtain a damages award of 150,000 Euros ($150,000).  Failing to inform the Dutch Court that 

Brooks had already offered Puma a financial guarantee, Puma falsely represented to the court, 

without basis, that it feared that Brooks would try to remove or hide its assets if it was served with 

a summons for infringement.  In this litigation, Puma has admitted that these statements were false, 
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and that it did not believe there was any danger that Brooks would hide its assets.  Based on Puma’s 

false representations, the Dutch court granted the ex parte asset freeze, which resulted in a freeze of 

close to two million Euros in accounts that Brooks uses for its payroll and operations in Europe.  

Puma immediately attempted to leverage the improperly-obtained European asset freeze to improve 

its position in the present U.S. action, offering to lift the freeze if Brooks agreed to settle this dispute 

on unfavorable terms.   

10. Meanwhile, in a separate effort to confuse the issues and gain leverage, Puma has 

brought a groundless and irrelevant claim against Brooks’ Aurora BL shoe for alleged infringement 

of the D075 Patent.  This design patent has nothing to do with Puma’s “Nitro” shoes or with its 

nitro-infused technology.  Puma appears to have asserted the design patent in order to bolster its 

allegations that Brooks has misappropriated Puma’s product designs and manufacturing processes, 

allegations that are supported by no facts and are demonstrably untrue.  

11. Brooks designed the Aurora BL before Puma published its design patent (and is not 

even alleged to have obtained any proprietary information about Puma’s design).  Moreover, Brooks 

developed the manufacturing process for its nitro-infused shoes years before Puma did, and thus 

could not possibly have copied Puma.  If anything, it is Puma that has copied, or at least attempted 

to copy, Brooks’ research and development.  Indeed, Puma approached Brooks’ manufacturer with 

a pair of Aurora BL shoes and asked it to make something similar.  (Brooks’ manufacturer declined.)   

12. In any event, the Brooks’ Aurora BL shoes bear little resemblance to, and therefore 

do not infringe, Puma’s design patent.  

13. Moreover, the patent is invalid for, among other reasons, lack of originality over the 

prior art.  It is also unenforceable for inequitable conduct.  The named inventor of the D075 Patent 

. 

Notwithstanding that the inventor knew was material prior art to the D075 Patent, 

he intentionally withheld it from the PTO in an effort to secure patent protection for his design.  The 
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examiner did not consider prosecution, but had it been considered, the 

D075 Patent would not have issued.  

14. Brooks will not be intimidated by Puma’s improper efforts to enforce invalid 

intellectual property rights or to prevent Brooks from accurately describing its innovative nitro-

infused midsole technology.  Brooks has introduced unrebutted survey evidence that there is no 

likelihood of confusion between Brooks and Puma based on Brooks’ use of “nitro.”  Consistent 

with this, Puma has admitted in discovery that there is no evidence of actual confusion, 

notwithstanding that both parties have been using “nitro” for years.  

15. Brooks brings these counterclaims for declaratory judgment of non-infringement and 

invalidity of any alleged rights that Puma has in “nitro” and non-infringement and invalidity of the 

D075 Patent, for trademark infringement and unfair competition (in the alternative), as well as for 

damages caused by Puma’s abuse of process. 

PARTIES, JURISDICTION, AND VENUE  

16. Puma SE is organized and existing under the laws of Germany and has its principal 

place of business in Germany.  Puma North America Inc. is a Delaware corporation with its principal 

place of business in Massachusetts.  Brooks is a Washington State corporation with its principal 

place of business in Washington.   

17. This Court has subject matter jurisdiction over Brooks’ counterclaims pursuant to 28 

U.S.C. §§ 1331, 1332, and 1338; 15 U.S.C. § 1121; and 28 U.S.C. §§ 2201 and 2202.  This Court 

has supplemental jurisdiction over Brooks’ common law counterclaims because they are 

substantially related to the causes of action over which this Court has original jurisdiction and are 

part of the same case and controversy, pursuant to 28 U.S.C. §§ 1338(b) and 1367(a). 

18. This Court has personal jurisdiction over Puma SE and Puma North America Inc. 

because they maintain this action against Brooks in this judicial district.   

19. Venue is proper in this judicial district pursuant to 28 U.S.C. §§ 1391(b), (c), and 

1400 because Puma maintains this action against Brooks in this judicial district.  
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THE FACTS 

Brooks’ Nitro -Infused Foam Midsoles 

20. Brooks is a leader in developing and implementing new technologies for 

performance athletic apparel and shoes and invests heavily in research and development.  Among 

other ground-breaking inventions, Brooks pioneered the use of ethyl vinyl acetate (“EVA”) foam 

beginning in 1977.  EVA foam became the industry standard midsole cushioning material for 

decades and, indeed, is found in Brooks’ and Puma’s nitro-infused midsoles.  

21. In the last ten years, Brooks has spent tens of millions of dollars on research to 

pioneer developments in design and materials to ensure its products are top of the line.  Brooks is 

consistently recognized by industry commentators for its athletic footwear and apparel, and Brooks’ 

products have been named Editor’s Choice “best running shoe,” “best running shorts,” “best sports 

bra,” “best workout hoodie,” and more from Outside, Men’s Health, Women’s Health, Fit Bottomed 

Girls, Trail Runner, Runner’s World, Trail Sisters, Esquire, and Self magazines.  Brooks is the 

number one selling adult performance running shoe brand in the United States, due in significant 

part to its technological innovations.  

22. Nitrogen-infusion, or nitro-infusion, in Brooks’ midsoles is one such innovation.  

The midsole of a shoe—located between the upper material region of the shoe and the outsole which 

connects to the ground—is critical to the shoe’s quality and performance because it is responsible 

for its cushioning and stability.  Brooks uses SCF foaming to introduce nitrogen gas into its 

midsoles, creating a lightweight cushioning that Brooks can fine-tune for each model.  

23. Traditionally, midsoles for athletic footwear were made either through compression 

molding or foam injection molding.  Compression molding involves pressing material into a mold 

with the desired shape, size, and design, whereas injection molding places the material along with 

an expanding agent into a pressurized mold about half the size of the final product.  When the mold 

is released, the midsole expands significantly before ultimately shrinking to the desired size.    
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24. In just the last few years, SCF injection molding has emerged as a greener alternative 

for chemical foaming that produces superior results.  SCF is an intermediate phase of matter between 

a gas and a liquid that occurs at high temperatures and pressures at which the gas and liquid phases 

are no longer distinct.  The SCF acts as an expanding agent in lieu of chemical agents and is infused 

into the midsole, creating pockets of gas or “cells” throughout.   

25. Several footwear companies have invested in SCF foaming for their midsoles, 

including Brooks.  However, unlike most of its competitors, Brooks uses nitrogen SCF as its 

expanding agent.  Brooks introduced its first nitro-infused midsole in 2019, in the Hyperion Tempo 

shoe.      

26. Brooks’ nitro-infusion process begins with its proprietary pre-formed EVA/TPU 

midsoles, which are created with a unique and highly confidential formulation.  Supercritical fluid 

nitrogen is used to inject nitrogen throughout the solid pre-formed midsoles expanding them to their 

near-final size, as illustrated below:  

 

   

 

 

 

 

 

 

 

 

 

27. This process creates a cell structure in the midsoles that can be tuned to target desired 

properties.  For instance, for its Glycerin 20 model running shoe, Brooks uses nitro-infusion to create 
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larger cells and cushier midsoles.  In contrast, for its Hyperion Tempo model running shoe, Brooks 

uses nitro-infusion to create smaller, denser cells for a faster feel and higher energy return.  

28. Brooks began exploring the process of introducing nitrogen into its midsoles in 2015 

and created its first SCF prototype—the Weapon X—that same year.   

29. In 2017, Brooks partnered with a third-party manufacturing company to further 

develop the SCF process and nitro-infuse Brooks midsoles for market.  The manufacturer developed 

its own SCF nitro-infusion manufacturing process, which it used in combination with Brooks’ 

proprietary formulas and specifications.  In 2019, Brooks launched three shoes manufactured with 

the nitro-infusion process and incorporating the nitro-infused midsoles: the Hyperion Tempo; the 

Hyperion Elite 2; and the Catamount 1.   

30. Today, Brooks has developed two different variants of nitro-infused midsoles—

DNA Flash and DNA Loft V3 depicted below:     

 

 

 

 

 

 

 

 

31. Brooks has introduced more than ten shoes incorporating one of these nitro-infused 

midsoles, all manufactured using the same nitro-infusion process finalized in 2019.    

32. Brooks’ nitro-infused shoes include the: Glycerin 20; Glycerin GTS 20; Glycerin 

StealthFit 20; Glycerin StealthFit GTS 20; Caldera 6; Hyperion Tempo; Hyperion Elite 2; Wire 8; 

ELMN8 7; Catamount 1 and Catamount 2; and the Aurora BL.   
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Brooks’ Marketing and Advertising of its Nitro -Infused Midsoles 

33. Initially, Brooks largely reserved its nitro-infused midsoles for its racing shoe 

models, such as the Hyperion Elite, HyperionTempo, and the Catamount, which were introduced to 

consumers in June 2020.  However, after the creation of the DNA Loft V3 midsole, Brooks 

expanded the nitro-infused technology into additional models intended for everyday running, 

including the nitro-infused Glycerin and Caldera models, which Brooks introduced in July 2022.  

34. As part of its advertising and marketing materials for the Glycerin and Caldera 

models of nitro-infused shoes, Brooks emphasized the new technology and incorporates descriptions 

of the nitro-infusion process, as exemplified below:  
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35. Brooks uses “nitrogen” and “nitro” to refer to the nitrogen gas that is infused in its 

midsoles, alongside illustrations of tanks of nitrogen gas (N2), gas bubbles, and the elemental symbol 

of nitrogen (N or 7N).  For example, Brooks’ advertising materials include the image below, 

emphasizing the technological reference to nitro-infusion through images of gas tanks, beakers and 

flasks, microscopes, and the elemental symbol for nitrogen: 
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37. Brooks launched the advertising campaign for nitro-infused shoes that is the subject 

of Puma’s complaint on July 1, 2022.  But Brooks began developing the “nitro” advertising 

campaign in December 2020, and began marketing its nitrogen-infusion process at least by Fall 

2020.   

Aurora BL  

38. In addition to targeting Brooks’ use of “nitro” to describe its nitro-infused shoes, 

Puma has also accused Brooks’ Aurora BL of infringing the D075 Patent.  

39. Contrary to Puma’s allegations, the Aurora BL is not part of the nitro-infusion 

advertising campaign that Puma has targeted.  

40. The Brooks Aurora BL is a limited-edition model that incorporates the DNA LOFT 

V3 midsole—one of Brooks’ nitro-infused midsoles.  The Aurora BL was developed in Brooks’ 

BlueLine lab and released in June 2021:    

 

 

 

 

 

 

 

 

 

 

 

41. One of the unique features of the Aurora BL is its decoupled midsole, which allows 

the forefront and the heel of the shoe to move independently and facilitate natural motion:   
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42. The inspiration for the Aurora BL was the first moon landing, which is reflected in 

the substantial cushioning in the sole of the shoe.  Brooks’ employee and designer, Ross Damman, 

came up with the design for the Aurora BL as early as October 2019.  The figure below is a sketch 

of the Aurora BL from October 31, 2019:  
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43. On October 22, 2020, Brooks filed a design patent application for the Aurora BL 

with the United States Patent and Trademark Office (“USPTO”).  Figure 1 of U.S. Application No. 

29/755792 is reproduced below:  
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44.  During prosecution of the Aurora BL design patent, in response to a restriction 

requirement, Brooks elected to claim the upper part of the Aurora BL and filed a separate divisional 

for the midsole.  See U.S. Patent No. D959,810, Prosecution History (Application Oct. 22, 2022).  

On August 9, 2022 U.S. Patent No. D959,810 issued covering the upper portion of the Aurora BL.  

On May 30, 2023, U.S. Patent No. D987,240 issued covering the sole of the Aurora BL.  During 

prosecution of the D240 Patent, Brooks submitted the D075 Patent to the examiner for 

consideration.  

Puma’s Nitro-Infused Shoes 

45. In its Amended Complaint in this action, Puma alleges that since March 2021, it has 

been using “nitro” on footwear.  Although Puma describes its “nitro” shoes as a “line” of running 

shoes, it does not use “nitro” to designate a particular model, style, collection, or brand.   

46. 

  

  

47. Instead, Puma uses “nitro” to describe its nitro-infused midsole containing shoes, 

which amount to over 100 different models.   

48. Puma originally sold its version of the nitro-infused midsole under the name Nitro 

Foam.  Puma boasted that its Nitro Foam was “a new foam using a higher grade raw material and a 

better supercritical nitrogen-infused process that really gives . . . an incredible result.”1  

49.  Puma filed U.S. Application Serial No. 88/980,332 in January 17, 2020 to register 

the mark NITRO FOAM for footwear:  

  

 
1 Footwear News, Puma Is Looking to Disrupt the Running Market – and It’s Starting by Addressing the Needs of 

Women and Delivering Innovation, Feb. 25, 2021, https://footwearnews.com/2021/business/athletic-outdoor/puma-
running-shoes-women-1203111019/. 
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50. Puma’s “Nitro Foam” application matured into a registration on March 23, 2021.  For 

a time, Puma exclusively used “Nitro Foam” to designate Puma shoes that contained nitro-infused 

foam midsoles, including by printing “Nitro Foam” on the midsoles to ensure consumers knew they 

contained nitrogen. 

51. Within a year of introducing “nitro foam” shoes, Puma dropped “foam” for “nitro” 

alone.  Unlike Brooks, Puma labels its nitro-infused shoes with the word “Nitro” on the side or back 

to inform consumers those midsoles are infused with nitrogen:  
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52. Despite the name change from “nitro foam” to “nitro,” the midsole technology did 

not change.  Indeed, Puma’s public-facing advertisements indicate that Puma’s “nitro” collection 

contains “Nitro foam”: 
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53. Indeed, Puma markets all of its “nitro” models to consumers as containing the “nitro 

foam” technology:   

  

 

 

 

 

 

 

 

 

 

 

54. Puma’s launch of its nitro-infused midsole shoe collection came at least a year after 

Brooks first introduced nitro-infused midsole shoes.  Nevertheless, Puma now seeks to monopolize 

the word “nitro” and prevent Brooks from using it to describe its own nitro-infused midsole shoes, 

which predate Puma’s shoes.   

55. On December 21, 2021, Puma sent Brooks a letter demanding that Brooks stop using 

the word “nitro” to describe its nitro-infused products, weeks after Puma allegedly first learned of 

Brooks’ use of “nitro.”   

56. Brooks engaged in discussions with Puma over the course of several months, during 

which Brooks explained that it uses “nitro” in a descriptive manner for its nitro-infused midsoles, 

and not as a trademark.  

57. Puma responded by serving Brooks with a draft complaint on March 22, 2022, and 

threatening to file the complaint unless Brooks stopped using “nitro.”  Acknowledging that the 

proper forum for such a dispute is Brooks’ home judicial district, Puma’s draft complaint was 
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captioned for the Western District of Washington.  The draft complaint included three counts: 

trademark infringement, violation of Washington state’s unfair and deceptive trade practices act, 

and common law trademark infringement.  It contained no claim for design patent infringement, and 

it did not refer to the Aurora BL or to the D075 Patent in any way. 

58. On July 8, 2022, Puma initiated this action in the Southern District of Indiana, where 

neither Brooks nor Puma is headquartered nor incorporated.  In addition to the new forum, Puma 

added for the first time a design patent infringement claim against Brooks’ Aurora BL shoe.  

Puma’s Unsuccessful Global Litigation Campaign Against Brooks 

59. Since filing this action, Puma has initiated actions against Brooks in Germany and in 

the Netherlands.  Puma also has threatened action against Brooks in other countries.  These efforts 

have been unsuccessful.  

60. Seemingly recognizing that its own commercial activity does not establish trademark 

rights in the “Nitro” mark, Puma has alleged that it has obtained worldwide licenses from Nitro AG, 

a snowboarding company, and Lloyd IP (d/b/a Nitro), a motorcycle equipment manufacturer, to 

assert their purported rights in “nitro” for footwear against Brooks.  Specifically, Puma has sought 

injunctions against Brooks’ descriptive use of “nitro” in Germany and the Netherlands and has 

threatened suit in other jurisdictions based on one or both of the “nitro” registrations purportedly 

licensed from Nitro AG and Lloyd IP.  The German and Dutch courts denied Puma’s requests for 

preliminary injunction. 

61. The German district court dismissed Puma’s application for an ex parte preliminary 

injunction against Brooks on the basis that “nitro” is descriptive of Brooks’ and Puma’s products.  

Puma appealed the decision, and summarily lost again.  

62. The Dutch court reached the same result, denying Puma’s request for an injunction 

and concluding that “nitro” is descriptive of nitrogen-infused shoes.  The Dutch court reasoned that 

both parties make running shoes with nitrogen in the midsole, that “nitro” is a common abbreviation 

for nitrogen, and that it is descriptive of an important characteristic of the nitrogen-infused shoes.   
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The court further concluded that Brooks use of “nitro” does not constitute trademark use, as it uses 

it descriptively.  The Dutch court ordered Puma to pay fees to Brooks.  

Puma’s Abuse of Process 

63. Having failed to obtain an order prohibiting Brooks from using “nitro,” Puma has 

resorted to dishonest and abusive litigation tactics in Europe in an improper effort to gain leverage 

in this dispute.   

64. On two separate occasions, Puma sought to secure from Dutch courts an ex parte 

seizure of Brooks’ European bank accounts, amounting to millions of Euros, for a claim that Puma 

values at 150,000 Euros.  To secure the attachment, Puma made a number of false statements to the 

Court.  After succeeding in freezing millions of Euros of Brooks’ funds in Europe, Puma sought to 

leverage the asset freeze to extract concessions from Brooks in the instant action.   

65. Puma filed its first ex parte application in the Netherlands for seizure of Brooks’ 

assets on August 10, 2022.  Puma made unfounded representations to the court that Brooks would 

hide or otherwise make inaccessible its assets if served with a summons of Puma’s trademark 

infringement claim.  Moreover, Puma told the court, with zero basis, that Brooks would shift the 

blame between and among its corporate entities to avoid paying an (unlikely) damages award of 

150,000 Euros.   

66. Puma also failed to inform the court that Brooks has large operations in Europe, and 

the entity whose accounts Puma sought to seize—Brooks Sports B.V.—employs dozens of 

individuals in the Netherlands, all of whom would be harmed by said asset freeze.    

67. Based on Puma’s representations and omissions, the court granted Puma’s first 

request for an asset freeze and gave Puma permission to attach Brooks’ accounts at four major banks.  

Once Brooks learned of the attachment, it immediately reached out to Puma and offered a guarantee 

in the full amount of Puma’s valuation of its claim to resolve the freeze as quickly as possible and 

to minimize potentially wide-ranging consequences for Brooks’ operations and employees.  Puma 

accepted Brooks’ offer of guarantee, and Brooks believed Puma’s alleged concerns had been 
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resolved.  The guarantee was delayed from issuing due to a hold-up in processing at the bank, but 

Puma never mentioned the delay to Brooks or inquired about the status of the guarantee. 

68. Instead, Puma took the opportunity to race back to court to file a second motion for 

an ex parte freeze for a different set of banks based on the same allegations: that Brooks would hide 

or move its assets if it received a summons for the infringement claim and that the freeze was 

essential for Puma to be able to collect damages.  Remarkably, Puma concealed the fact that Brooks 

had offered (and Puma had accepted) a guarantee for the full amount of Puma’s alleged damages.  

Based on Puma’s representations, the Dutch court granted the asset freeze, resulting in a freeze of 

close to two million Euros.  

69. Brooks learned about the asset freeze from one of its banks.  Brooks confronted Puma 

about the freeze, reiterating its offer of a 150,000 Euro guarantee to minimize the damage to Brooks 

and its operations and employees.  When Brooks learned that the guarantee had been held up at the 

bank, it instantly solved the processing error and had a guarantee ready to transfer to Puma.   

70. Rather than immediately accepting Brooks’ guarantee—which Puma would have 

done if it had any sincerely-held doubts about Brooks’ ability to satisfy a 150,000 Euro damages 

claim—Puma first offered to lift the asset freeze in exchange for Brooks’ agreement to stop using 

the word “nitro” to advertise its nitro-infused shoes.  Brooks refused.  Puma ultimately accepted the 

guarantee and lifted the freeze, but not before Brooks wasted time, resources, and money to deal 

with the attachment and to ensure that its vendors, employees, and operations were not harmed by 

Puma’s willful and improper actions.   

71. In the course of this litigation, Puma’s Global Head of Intellectual Property and 

30(b)(6) corporate witness admitted that Puma made false statements to the Dutch court to secure 

the asset freeze:  

Q.  Do you agree with the statement that Puma has strongly suspected that Brooks  
      Sports will attempt to move its assets or make them inaccessible to Puma once     
      it knows about the claims? 
A.  No. 
Q.  You don’t agree with that statement? 
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A.  No. 
Q.  Why not? 
A.  Because . . . I don’t think that Brooks Sports would have done something like  
      that. 
Q. You don’t believe it would have moved its assets once it learned about the  
     claims against it? 
A.  No. 
Q.  You don’t believe it would actually make its assets inaccessible to Puma? 
A.  No. 
Q.  But Puma filed this submission. 
A. Apparently, yes. 
Q. And based on this submission, Brooks’ bank accounts. . . were ultimately  
     attached. 
A.  Yes. 

(Narriman Dep. Tr. 59:5-60:5).  

72. Puma abused the court’s attachment process, which is intended to protect a plaintiff’s 

claim to damages from a party that will be unable or unwilling to pay.  Puma’s allegations that 

Brooks would hide funds from Puma or the court to avoid a judgment of 150,000 Euros were 

preposterous and Puma has admitted that they were not made in good faith.  Puma never had any 

doubt that Brooks, an established and reputable international corporation, could and would pay a 

150,000 Euro award in the unlikely event that Puma prevails on its infringement claims.   

73. Less than two weeks after Puma’s egregious abuse of the asset freeze process, the 

Dutch court rejected Puma’s application for an injunction on the merits, concluding that “nitro” is 

descriptive of nitrogen-infused shoes.  Puma advances the same meritless arguments here.  

Puma Does Not Have Standing To Bring Suit Against Brooks 

74. In the course of this litigation, Puma produced a copy of its global license agreement 

with Lloyd IP that confirms that Puma does not have standing to bring suit against Brooks.   

75. The 2020 license agreement provides that Lloyd IP is the “owner of the ‘NITRO’ 

trademarks on a global basis” and that Puma has “a non-exclusive worldwide license to use the 

Licensed Trademarks.”  Dkt. 97 at 137-138.  The definition of “Licensed Trademarks” extends to 

all “future trademark applications and registrations” for footwear or shoes and therefore covers 

Puma’s Application No. 97975106 and U.S. Registration No. 7184055.  Id. at 138.  
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76. The agreement provides that the marks are the “sole and exclusive property of [Lloyd 

IP] and that all rights and goodwill arising from the use of the Licensed Trademarks by [Puma] . . . 

shall vest solely to the benefit of [Lloyd IP].”   Dkt. 97 at 139.  Thus, to the extent that Puma did 

acquire rights through its descriptive use of “nitro,” (which it has not), those rights would belong to 

Lloyd IP.   

77. Importantly, the license agreement also provides that Lloyd IP has the exclusive right 

to institute an action “in its absolute discretion” and with “exclusive control over, and conduct of, 

all claims and proceedings.”  Dkt. 97 at 140.  Under the terms of the license agreement, and as a 

non-exclusive licensee, Puma does not have standing to pursue these claims.   

Puma’s Trademark Allegations Are Meritless 

78. Puma alleges that it has rights in the word “nitro” in connection with footwear based 

on its use of “nitro” on certain nitro-infused Puma shoe models beginning in March 2021.  

Puma Lacks Protectable Rights in “Nitro” 

79. Puma does not have any common law rights in “nitro.”  Puma’s use of “nitro” on its 

collection of nitro-infused midsole shoes is descriptive, and Puma has not acquired any secondary 

meaning in the mark.   

80. In litigation, Puma contends that its use of “nitro” is not descriptive because it uses 

it to connote the “high-performance, explosiveness, high-speed” and “lightweight, and smoothness” 

of the explosive, nitroglycerin.  That is, Puma contends that it is using “nitro” on its nitrogen-infused 

shoes to evoke the explosive chemical “nitroglycerin” and not to describe the “nitrogen” technology 

it uses for its shoes.  But this litigation position is contradicted by Puma’s real-world advertising of 

its “Nitro” shoes and Puma’s statements about its “Nitro” shoes publicly and in this litigation. 

81. Puma’s corporate witness has conceded that the term nitro “can be . . . an 

abbreviation for nitrogen.”  (Narriman Dep. Tr. 135:13-17).  And Puma’s advertising undeniably 

emphasizes the nitrogen-infusion technology of its “nitro” shoes by, for example, 
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 82. Indeed, Puma consistently promotes its “Nitro” shoes by touting the benefits of its 

nitrogen-infused technology.  For example, Puma promotes the purported benefits of its “nitrogen-

injected NITRO foam” “dual midsole” in its product descriptions online:  
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83. Puma has done the same in editorials, stating that “Puma dropped a fresh ‘Nitro’ 

branded running range. . . Puma’s re-entry into the mainstream running conversation consists of a 

five model collection based around their new nitrogen infused midsole.” 2    It promotes the benefits 

of nitrogen-infusion by explaining that “[t]he number one ingredient to produce a ‘super shoe’ is 

the foam . . . Puma meets the mark through the creation of their nitrogen infused supercritical foam: 

Nitro.” 3   

84. As Puma expands its use of “Nitro” to new shoe models, it connects the term “Nitro” 

to its nitrogen-infused foam.  For instance, in a press release for the Puma Extent, Puma states: the 

“Extent sneaker is infused with NITROTM technology, Puma’s newest nitrogen-infused foam is 

created through an innovative new process-making it extremely lightweight, highly springy, and 

soft.”4  

85. In fact, Puma only uses “Nitro” on its nitrogen-infused shoes.  It conceded in 

discovery that, of the more than 100 models on which it uses “Nitro,” every single model contains 

nitrogen-infused foam or midsoles.    

 
2 Puma’s Deviate Nitro Spectra, Tempo Journal, accessed at https://tempojournal.com/article/puma-

devaite/index.html, last accessed October 21, 2022 (emphasis added).  
3Puma’s Deviate Nitro Spectra, Tempo Journal, accessed at https://tempojournal.com/article/puma-

devaite/index.html, last accessed October 21, 2022. 
4 The New Puma Extent, a Street-Tech Sneaker Infused with NITROTM, access at 

https://about.puma.com/en/newsroom/brand-and-product-news/2022/10-07-2022-puma-extent, last accessed October 
21, 2022. 
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86. Puma’s corporate witness, Mr. Narriman, testified that Puma only uses “nitro” on 

footwear that is nitrogen-infused:  

Q. Does Puma use NITRO on any footwear that doesn’t contain nitrogen-infused  
     midsole foam?  
A. No.  

(Narriman Dep. Tr. 119:6-9).  

87. Some of those models include relaxed footwear, like sandals, which hardly evoke the 

explosiveness of nitroglycerin.  Rather, Puma markets its “Nitro” sandals (depicted below) for 

“recovery,” and as containing the “latest PUMA cushioning technology,” allowing “your feet [to] 

indulge in the NITRO FOAM midsole.” 
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88. More recently, Puma has begun labelling its models as “Nitro Infused,” further 

emphasizing the commonsensical connection between “Nitro” and Puma’s nitrogen-infusion 

technology:  
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89. Puma’s position that “nitro” is exclusively a short form for “nitroglycerin” suffers 

from another flaw: “nitro” is broadly, and increasingly, used to describe nitrogen-infused products 

in the shoe industry and beyond. 

90. For example, ANTA Sports promotes its “Nitroedge” and “Nitro-Speed” 

technologies for footwear, which use “nitrogen as [a] physical foaming agent, bringing a high 

rebound and cushioning function” that “creates the ultimate lightweight running experience.”5    

91. Similarly, in the beverage industry, Pepsi sells Pepsi Nitro, Starbucks sells Nitro 

Cold Brew, and Budweiser sells Nitro Reserve:   

 

 

 

 

 

 

 

 

92. These companies have heavily marketed and promoted their “Nitro” products and 

the benefits stemming from nitro-infusion where “nitro” is widely understood as referring to 

“nitrogen” and not to nitroglycerin:  

  

 

 

 

 

 
5 Press Release, https://ir.anta.com/en/news_detail.php?id=99362, last accessed November 2, 2022. 
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93. Nevertheless, none of these companies has successfully registered “nitro” standing 

alone as a trademark.  The PTO has recognized that “nitro” is descriptive when used for nitrogen-

infused products. 

94. For instance, Pepsi registered “Nitro Pepsi,” but only after expressly disclaiming 

rights in the standalone word “Nitro” at the PTO’s request.  The PTO, citing the Merriam-Webster 

dictionary definition for “nitro” as meaning “nitrogen,” stated in no uncertain terms that “NITRO is 

not inherently distinctive” because it “is merely descriptive of an ingredient of applicant’s goods.”    

Pepsi’s registration was approved with that specific disclaimer: 
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95. Similarly, Budweiser registered BUDWEISER NITRO RESERVE, but disclaimed 

NITRO RESERVE other than as used in its mark.   

96. For its part, Starbucks sought to register NITRO BREW but abandoned its 

application after the PTO rejected the application on the basis that “Nitro brew” was merely 

descriptive of the goods, i.e. “brewed coffee infused with nitrogen.”  In its rejection of the Starbucks 

application, the PTO again relied on a dictionary definition for “nitro” as “designating certain 

compounds containing nitrogen.”   Similarly, Left Hand Brewing abandoned its application for 

 

Case 2:23-cv-00116-LK   Document 122   Filed 02/07/24   Page 41 of 93



 

BROOKS SPORTS, INC.’S ANSWER TO THE AMENDED 
COMPLAINT, DEFENSES, AND COUNTERCLAIMS - 42 
CASE NO. 2:23-CV-00116-RSL  

 SUMMIT LAW GROUP, PLLC 
315 FIFTH AVENUE SOUTH, SUITE 1000 

SEATTLE, WASHINGTON 98104-2682 
Telephone (206) 676-7000 

Fax (206) 676-7001 
 

14911090v.1 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

NITRO for beer after the PTO rejected the registration on the basis that the mark was descriptive of 

nitrogen-infused beer, finding that “‘NITRO’ can be used to describe a characteristic of beer, that 

is, beer that has been nitrogenized.”   

97. Even if Puma’s use of “Nitro” were not descriptive (which it is), Puma would have 

no priority and no enforceable rights in “nitro” for running shoes or apparel.  Numerous other 

running shoe companies—including Brooks—used the word “Nitro” for running shoes long before 

Puma introduced its collection in 2021.  As early as 1998 (pre-dating the nitro-infused midsole 

technology), Brooks offered a shoe named the “Nitro” shoe, marketing it as an “explosive punch of 

design, comfort, and value.”  The excerpt below is from Brooks’ Fall 1998 consumer catalogue:   

 

 

 

 

 

 

 

 

 

 

 

 

 

   

98. Thus, as between Brooks and Puma, Brooks is the senior user of a non-descriptive 

NITRO mark for footwear.   
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99. But Brooks is not the only athletic footwear company that used “nitro” before Puma 

did.  Among others, the following companies used “nitro” for footwear before Puma: 

�x Adidas (NitroCharge); 

�x Nike (Nitro Pack); 

�x Under Armour (Nitro MC); 

�x Mizuno (Volleyball Nitro Pack); 

�x Saucony (Propel Nitro); 

�x Asics (Nitro Fuze); and 

�x Skechers (Nitro Sprint). 

100. Attached as Exhibit 1 is a collection of advertisements for “Nitro” shoes that predate 

Puma’s 2021 collection.  

Puma Has No Valid Registered “Nitro” Mark  

101. On December 14, 2021, just one week before sending Brooks a cease-and-desist 

letter about Brooks’ use of “nitro,” Puma filed an application to register “nitro” as a trademark at 

the PTO.   In August 2022, the application was divided into a parent application (App. No. 9717928) 

for soccer and golf shoes, and a child application (App. No. 97975106) for running shoes, training 

shoes, and basketball shoes.  

102. The examiner issued a non-final action for both applications on the basis that there 

was a likelihood of confusion between Puma’s “nitro” mark and another “nitro”-formative mark for 

Class 25 goods.  

103. Puma responded that there was no likelihood of confusion, arguing that “due to the 

number of NITRO formative trademark registrations and marketplace uses . . . consumers are 

accustomed to encountering NITRO marks in the marketplace and are unlikely to assume a 

connection between” the two marks.  Puma cited several examples of nitro-formative marks that 

would not cause confusion with Puma’s “nitro” mark, including NITROCHARGE for athletic 
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footwear (Adidas), NITROLITE for athletic footwear (Globe International Nominees), and 

NITROBOUNCHE for footwear (Rollie Nation Pty Ltd). 

104. Puma further argued that the existence of the “common element” of “nitro” in the 

two marks was not enough to create a likelihood of confusion. 

105. These statements are directly contradictory to the position that Puma has taken in the 

instant action where it alleges that Brooks’ use of “nitro” and “nitro-infused” creates a likelihood of 

confusion.  Seemingly recognizing that the positions cannot be squared, Puma’s corporate witness 

testified that Puma’s statements to the PTO were incorrect: 

 Q.  Is it Puma’s position that there is no likelihood of confusion between NITRO on  
       Puma’s running shoes and, let’s say, Nitrocharge by Adidas on footwear? 
 A. Where is Nitrocharge?  
 Q.  It’s the third one in that table. 
 A.  No, I would -- I would say that there would be a risk of confusion.  
  
 * * * 
  
 Q. Okay.· But Puma’s position [at the PTO] was that NITRO for Puma could coexist  
                 with Nitrocharge on Adidas athletic footwear without confusion, right? 
 A. Yes.  
 Q. And your personal view is that that’s not true, correct? 
 A. Yes. 

(Narriman Dep. Tr. 121:11-18, 122:14-21). 

106. Based on Puma’s statements, the examiner reversed the decision and the PTO 

published the marks for registration.  Brooks subsequently opposed the registration of Application 

No. 97975106.  Puma has moved to stay the opposition pending the outcome of this action.  Brooks 

has also petitioned to cancel Puma’s U.S. Registration No. 7184055 on the basis that the mark is 

descriptive and, if not descriptive, then deceptive.   Brooks has also petitioned to cancel the mark 

because Puma is not the rightful owner of the mark and has committed fraud on the PTO.    

Brooks’ Use of “Nitro” to Describe Its Nitro-Infused Shoes Creates No Likelihood of 
Confusion 

107. Puma’s positions in this action and before the PTO are inconsistent.  Here, Puma 

alleges that Brooks’ use of “nitro” is likely to cause confusion among consumers as between Brooks’ 
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and Puma’s nitro-infused shoes.  However, in its application for “nitro” before the PTO, Puma 

received a rejection based on likelihood of confusion with a different NITRO mark, and successfully 

overcame the refusal by arguing that there is no likelihood of confusion because “consumers are 

accustomed to encountering NITRO marks in the marketplace.”  

108. In any event, Brooks’ use of “nitro” to describe its nitro-infused midsoles does not 

infringe any rights Puma claims to have in “nitro” and does not create a risk of confusion.  Brooks 

simply uses the term “nitro” to describe its “nitro-infused” process, i.e., the process of introducing 

nitrogen gas into its midsoles.  “Nitro” is consistently used in precisely this way to refer to infusion 

with nitrogen in the running shoe industry and beyond.  In its marketing, Brooks typically pairs its 

use of the word “nitro” with images of nitrogen gas bubbles, nitrogen gas tanks, and the elemental 

symbol for nitrogen from the periodic table.   

109. Additionally, Brooks does not label any of its nitro-infused products “nitro” as they 

all have their own protectable names and marks, including the trademark BROOKS and various 

shoe names, such as GLYCERIN.  There is no risk whatsoever that anyone would be confused by 

Brooks’ use of “nitro” and think it was a Puma shoe.   

110. Discovery in this case has borne this out.  Brooks introduced unrebutted survey 

evidence confirming that Brooks’ use of “nitro” does not create a likelihood of confusion with 

Puma.  Puma did not submit any survey evidence.    

111. Puma’s head of intellectual property also conceded that Puma does not have evidence 

of actual confusion based on Brooks’ use of “nitro”:  

Q. Is it your position that there is no actual confusion between Brooks and Puma  
     based on Brooks’ use of Nitro? 
A.  I don’t want to exclude it, but to my current knowledge, there -- there is no  
     evidence of any actual confusion. 

(Narriman Dep. Tr. 166:13-18).  

Case 2:23-cv-00116-LK   Document 122   Filed 02/07/24   Page 45 of 93



 

BROOKS SPORTS, INC.’S ANSWER TO THE AMENDED 
COMPLAINT, DEFENSES, AND COUNTERCLAIMS - 46 
CASE NO. 2:23-CV-00116-RSL  

 SUMMIT LAW GROUP, PLLC 
315 FIFTH AVENUE SOUTH, SUITE 1000 

SEATTLE, WASHINGTON 98104-2682 
Telephone (206) 676-7000 

Fax (206) 676-7001 
 

14911090v.1 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

Puma Uses Brooks’ Protected Marks  

112. Puma regularly uses words in its marketing that are protected trademarks of Brooks.  

Puma cannot have it both ways.  Puma cannot take issue with Brooks’ use of “nitro” (in which Puma 

has no rights) when Puma regularly makes use of Brooks’ protectable family of marks in reference 

to its products.  For instance, Brooks has a protected “DNA” family of marks that it uses for its 

midsole technology:  DNA LOFT, DNA AMP, DNA FLASH, and BIOMOGO DNA.   
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113. Despite Brooks’ exclusive rights in its DNA family of marks, Puma regularly uses 

the term “DNA” in reference to its own products.  For instance, it promotes its outsoles “infused 

with running spike DNA for rapid acceleration”: 

  

 

 

 

 

 

 

 

 

 

 

 

  

 

 

 

114.  Unlike Puma’s claims to “Nitro,” Brooks has well-established rights in its DNA 

family, and neither brand uses DNA in a descriptive manner.  Nevertheless, Puma surely recognizes 

that not all uses of a term or mark create a risk of confusion or constitute trademark infringement.  

It is impossible to square Puma’s use of Brooks’ protected DNA mark with its claims that Brooks 

cannot use the descriptive term “nitro” to explain its nitro-infused midsoles. 
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Alternatively, Puma is Infringing Brooks’ Rights in “Nitro -Infuse”  

115. Throughout its Amended Complaint, Puma contends that Brooks’ use of “nitro-

infuse” constitutes infringing trademark use.  For instance, Puma included the following as examples 

of Brooks’ allegedly infringing trademark use in its pleadings:   
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116. Puma asserts that these uses have caused or will likely cause confusion with Puma’s 

alleged rights to “Nitro.”   

117. For the reasons discussed herein, Brooks’ use of “nitro” or “nitro-infuse” in this 

manner to describe its nitrogen-infused midsoles does not constitute trademark use and is merely 

descriptive.  However, if Brooks’ use did constitute trademark use, as Puma insists, then Brooks 

owns the rights to “Nitro-Infuse,” and Puma is infringing those rights through its recent use in 

commerce of “Nitro-Infused” in connection with its running shoes.    

118. Since initiating this action against Brooks for Brooks’ use of “nitro-infuse,” among 

other terms, Puma has started making extensive use of the term “Nitro-Infused.”  As discussed 

supra, it has stamped its shoes with “Nitro-Infused”:  

  

 

 

 

 

 

 

 

 

 

119. Brooks makes use of the term “Nitro-Infuse” throughout the United States and 

worldwide in connection with its goods and services online, as well as in stores and on social media; 

indeed, Brooks’ use of “Nitro-Infuse” partly forms the basis of Puma’s infringement claims.  Thus, 

if Brooks’ use of “Nitro-infuse” to describe its nitrogen-infused shoes constitutes trademark use, 

then through its expenditure of time, energy, and resources as well as its widespread use, Brooks 

owns strong common law rights in the “Nitro-infuse” mark and owns the accompanying goodwill.    
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120. Brooks has priority of use of “Nitro-Infuse” over Puma: Brooks launched the accused 

“nitro-infusion” campaign on July 1, 2022 and Puma’s use began months later.  Puma was well 

aware of Brooks’ rights to “Nitro-Infuse” prior to Puma’s use of “Nitro-Infused.” 

121. Although Puma’s use of “Nitro-Infused” on its nitrogen-infused shoes, like Puma’s 

use of “Nitro,” is plainly descriptive, Puma contends that it is not.  Thus, if Puma is correct (it is 

not), then Puma’s use of “Nitro-Infused” in connection with running shoes and footwear is a willful 

and deliberate infringement of Brooks’ rights.  

122. To the extent describing nitro-infused shoes as “nitro-infused” is a trademark use, 

Puma’s deliberate efforts to try to trade on Brooks’ goodwill and unjustly benefit from the resulting 

confusion with Brooks’ shoes would harm Brooks, and irreparably damage Brooks’ reputation and 

brand.  

Puma’s Design Patent Allegations Are Meritless 

123. Puma did not mention its D075 Patent to Brooks at all in the course of months of pre-

suit discussions between the parties.  Brooks first became aware of Puma’s patent infringement 

claims when Puma filed its Amended Complaint on July 8, 2022, alleging not only that Brooks 

infringed the design patent but also that Brooks copied it to create the Aurora BL.   

124. The D075 Patent has a single claim directed to the midsole of a shoe.  The application 

was filed on August 1, 2018, but its contents were not published until it issued on September 29, 

2020.   

125. Puma’s allegation that Brooks copied its design is based on the published D075 

Patent’s figures.  However, by September 29, 2020, when the design patent published, Brooks had 

already designed the Aurora BL.  

126. The D075 Patent design and the design of the Aurora BL are plainly dissimilar.  No 

ordinary observer, giving such attention as a purchaser usually gives, would confuse the two designs.  

127. For instance, the claim of the D075 Patent contains a continuous sole from front to 

back, including what Puma refers to as a “claimed seam [that] extends from toe to heel end of the 
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midsole structure.”  In contrast, Brooks’ Aurora BL has a decoupled midsole causing a gap between 

the front and back of the shoe and does not have a continuous seam: 

 

 

128. The decoupled midsole is one of the important design features of the Aurora BL and 

is particularly evident when looking at the bottom of the shoe (as an ordinary observer buying shoes 

would do).  Remarkably, Puma omitted from the Amended Complaint all of the patent’s figures 

showing the bottom of the shoe: 

 

 

D075 Figure Aurora BL  

 
 

D075 Figure Aurora BL  
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129. As another example, the D075 Patent design claims three “bulbous” regions, whereas 

the Aurora BL has four regions of different length, size, and orientation:   

 

D075 Figure Aurora BL  

 

 

 

 

 

130. Moreover, the claimed design has three distinct sections on the bottom of the shoe 

that are not present in the Aurora BL, and the claimed design also has a different curvature in the 

heel:   

 

131. Indeed, the heel of the Aurora BL is particularly distinct in shape and angle, and the 

perspective from the rear of the Aurora BL, as compared to Figure 6 of the D075 Patent, highlights 

1 

1 2 

2 3 

3 4 
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these differences.  The back of the shoe has a different shape than the D075 Patent’s design, and 

unlike the design of the D075 Patent, where an observer can see the other curves of the bulbous 

region, that is not possible on the Aurora BL: 

 

 

  

 

 

 

 

 

 

132. These distinct features of the Aurora BL, among others, are such that an ordinary 

observer would not confuse the overall design of the Aurora BL with the overall design of the D075 

Patent.   

133. Puma failed to mention in its Amended Complaint that it alleges that the commercial 

embodiment of the D075 Patent is Puma’s Mode XT.  The differences between the D075 design and 

Brooks’ Aurora BL are equally (if not more) apparent when considering Puma’s Mode XT, as 

illustrated below:  
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134. Brooks’ Aurora BL, unlike the Puma Mode XT, has a decoupled midsole, with four 

bulbous regions that have a distinctly different size, shape, and angle than Puma’s shoe.  It has a 

smooth featherline and distinctive injection markings on the heel, and lacks the clear parting line on 

the Puma Mode XT.  The shoes are plainly dissimilar.  

135. The ordinary observer, familiar with the prior art, would find these differences 

between the design of the D075 Patent and the Aurora BL significant.  For instance, Puma’s 

selection of references (which also illustrates the differences between the D075 Patent design and 

the Aurora BL) is notable in that none of the shoes contains a prominently decoupled midsole with 

a front and back portion like the Aurora BL.  Moreover, Puma omits examples of prior art soles that 

would further lead the ordinary observer to conclude that the differences between the design of the 

Aurora BL and the claimed design were significant, and that the designs were dissimilar.  Some of 

those references include: 
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136. Further, in addition to being primarily functional rather than ornamental, the design 

in the D075 Patent is not novel and is obvious over the prior art.  Thus, Brooks does not infringe for 

the additional reason that the D075 Patent is invalid.   

The D075 Patent Is Invalid For Inequitable Conduct During Prosecution  

137. Chris Vella is the sole inventor listed on the D075 Patent.   He is the head of design 

in the run train footwear unit at Puma and designed Puma’s Mode XT shoe.  Puma contends the 

Mode XT is the commercial embodiment of the D075 Patent.  

138. Puma’s    
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139. And indeed, a side-by-side comparison of the 
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140. Mr. Vella has admitted that his design of the Puma Mode XT (which Puma admits is 

the only embodiment of the D075 Patent) 

. 

141. Puma filed the application for the D075 Patent (U.S. Application No. 29/658,551) 

on August 1, 2018.  Chris Vella submitted an inventor declaration, confirming his awareness of his 

duty of disclosure to the patent office, requiring him to disclose any known information material to 

the examination of patentability.   

142. On June 2, 2020, the examiner conducted a search and came up with a  list of prior 

art patent applications and patents.  The list did not include 

 That same day, the claims were allowed. Puma paid the issue fee on 

September 9, 2020, and the patent issued on September 29, 2020.  

143. Mr. Vella was aware of 

 

 Yet, Puma never filed an information 

disclosure statement to the patent office during prosecution, or otherwise brought these material 

prior art references to the examiner’s attention.  Puma was aware that the examiner never located 

these prior art references or considered them before granting the D075 Patent. 

144. The most reasonable inference from these facts is that Mr. Vella  

were material prior and withheld them from the PTO with an 

intent to deceive the PTO so as to secure patent rights for Mr. Vella’s design.  

145. The D075 Patent is among Mr. Vella’s first U.S. patents for footwear and his public 

social media posts reveal that he was excited to have the Puma Mode XT commercialized, stating 

that after being “in the industry for 10 years . . . this is my first shoe to launch in super limited 

quantities”: 
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146. The examiner would not have allowed the claims of the D075 Patent but for Mr. 

Vella’s failure to disclose .   

alone or in combination with other prior art anticipates and/or renders obvious the claims of 

the D075 Patent.  This is particularly true in light of Mr. Vella’s 
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147. Mr. Vella’s intentional failure to disclose material prior art to the PTO with the intent 

to deceive the examiner and secure patent protection constitutes inequitable conduct and renders the 

D075 Patent unenforceable.  

Puma’s Inflammatory Allegations About Copying 

148. In its Amended Complaint, Puma makes a number of inflammatory and patently 

untrue statements about Brooks, including that Brooks copied both Puma’s nitro-infusion process 

and its design for the Aurora BL.   

149. First, Puma alleges that Brooks incorporated “Puma’s proprietary foam molding 

process” into Brooks’ shoes, and “copied the foam molding technology disclosed and claimed in 

Puma’s pending utility patent applications.”  This is demonstrably untrue.  Brooks’ manufacturer 

finalized its nitro-infusion foam molding process in 2019, at least a year before Puma released any 

nitro-infused product and before Puma filed any of its patent applications.  Moreover, Puma does 

not allege why its foam molding process is proprietary or that Brooks had access to any non-

confidential information (which it did not).  

150. If Puma is using the same nitro-infusion process as Brooks, as it alleges, then it is 

Puma, and not Brooks, that copied the process.  Indeed, since Puma filed its Amended Complaint 

and Brooks began investigating Puma’s allegations, Brooks has discovered that Puma reached out 

to Brooks’ manufacturers on at least two occasions after Brooks introduced its nitro-infused shoes: 

in September 2020 and again in Spring 2021.  At the second meeting, Puma specifically asked the 

manufacturer about Brooks’ Aurora BL shoe and whether a similar shoe could be created for Puma.   

151. Puma also alleges that “[o]ne month after PUMA released its NITRO-branded shoes 

and nearly a year after PUMA’s first utility application filing . . . Brooks filed its own utility patent 

application . . . [with a] written description and pending claims” that “describe the same foam 

molding process that PUMA uses.”  Brooks did not copy Puma’s nitro-infusion process.  Brooks 

and its manufacturer developed the novel process claimed in U.S. Application No. 17/134,560 (the 

“Utility Application”), which is directed to manufacturing midsoles that allows for different 
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properties along the horizontal direction of the sole.  If, as it alleges, Puma’s foam molding process 

is the “same foam molding process” described and covered by Brooks’ Utility Application, then, in 

fact, Puma may infringe claims that issue from Brooks’ application by using Brooks’ method.    

152. Lastly, Puma’s allegations suggest that Brooks copied the design for the Aurora BL 

from Puma’s design patent application.   

153. Setting aside the fact that the Aurora BL looks nothing like Puma’s design patent and 

does not infringe any of the D075 Patent’s claims, the sequence of events forecloses Puma’s 

allegations.  The designer of the Aurora BL came up with the design no later than October 2019, 

nearly a year before Puma’s design patent published.  Then, in Spring 2021, Puma approached 

Brooks’ manufacturer to copy Brooks’ design of the Aurora BL.  

154. For at least the reasons described above, Puma’s allegations are meritless. However, 

Puma’s allegations raise concerns about whether Puma has initiated this litigation to distract from 

its own attempts to adopt the Brooks technology in its shoes, developed years prior to Puma’s line 

of nitro-infused shoes.   

FIRST COUNTERCLAIM:  
DECLARATORY JUDGMENT OF NO RIGHTS IN “NITRO”  

155. Brooks incorporates by reference and realleges the allegations in paragraphs 1-32, 

45-106, 115-122 of its counterclaims as if fully set forth herein.  

156. Puma claims to own the exclusive trademark rights to “nitro” for footwear and has 

asserted those alleged rights against Brooks’ use of “nitro” in connection with Brooks’ nitro-infused 

midsoles.  Brooks denies that Puma has any rights in “nitro” or that Brooks is infringing any such 

rights that Puma may have.  

157. There is a definite and concrete, real and substantial, justiciable, and continuing case 

or controversy existing between the parties regarding whether Puma has any valid or enforceable 

rights in “nitro” for footwear, of sufficient immediacy and reality to warrant the issuance of a 

Declaratory Judgment.  
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158. Puma does not have any statutory or common law rights in “nitro” for footwear.  

Puma’s use of “nitro” is descriptive and Puma has not acquired any secondary meaning in “nitro.”  

“Nitro” is unregistrable, invalid, and unprotectable to Puma for footwear.  Puma does not own any 

rights in “nitro” for the additional reason that it is precluded by contract from owning rights in 

“nitro” or asserting rights in “nitro.” 

159. Moreover, as between Puma and Brooks, Brooks is the senior user of “nitro” for 

footwear and therefore cannot infringe upon any rights Puma claims to have in the “nitro” mark 

under federal statutory or common law.  

160. Brooks is entitled to a declaration that Puma does not have any valid or enforceable 

rights in “nitro” for footwear.   

SECOND COUNTERCLAIM:  
DECLARATORY JUDGMENT OF INVALIDITY OF U.S. REGISTRATION NO. 

7184055 

161. Brooks incorporates by reference and realleges the allegations in paragraphs 1-32, 

45-106, 115-122  of its counterclaims as if fully set forth herein.  

162. Puma has asserted that it owns U.S. Registration No. 7184055 for NITRO and that 

Brooks’ use of “nitro” in connection with Brooks’ nitro-infused midsoles infringes Puma’s 

registration.   

163. Brooks denies that Puma has any rights in “nitro” or that Brooks is infringing any 

such rights that Puma may have, including any rights Puma alleges to have through U.S. Registration 

No. 7184055.   

164. There is a definite and concrete, real and substantial, justiciable, and continuing case 

or controversy existing between the parties regarding whether Puma has any valid or enforceable 

rights in “nitro” for footwear, including through U.S. Registration No. 7184055, of sufficient 

immediacy and reality to warrant the issuance of a Declaratory Judgment.  

165. Puma does not have any statutory or common law rights in “nitro” for footwear.  

Puma’s use of “nitro” is descriptive and Puma has not acquired any secondary meaning in “nitro.”  
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“Nitro” is unregistrable, invalid, and unprotectable to Puma.  Puma does not own any rights in 

“nitro” for the additional reason that it is precluded by contract from owning rights in “nitro” or 

asserting rights in “nitro.” 

166. Moreover, as between Puma and Brooks, Brooks is the senior user of “nitro” for 

footwear and therefore cannot infringe upon any rights Puma claims to have in the “nitro” mark 

under federal statutory or common law.  

167. Brooks is entitled to a declaration that U.S. Registration No. 7184055 is not valid or 

enforceable.   
THIRD COUNTERCLAIM:  

DECLARATORY JUDGMENT OF NON -INFRINGEMENT OF “NITRO”  

168. Brooks incorporates by reference and realleges the allegations in paragraphs 1-32, 

45-106, 115-122 of its counterclaims as if fully set forth herein.  

169. Puma has alleged that Brooks is infringing Puma’s rights to the “nitro” mark for 

footwear, including any rights it by way of U.S. Registration No. 7184055, through Brooks’ 

descriptive use of “nitro” in connection with its nitro-infused shoes.  Puma alleges that Brooks’ use 

wrongly and falsely designates, describes or represents Brooks’ products, and is likely to cause 

confusion, mistake, and deception or association of Brooks’ running shoe products with Puma.  

Brooks denies the allegations.  

170. There is a definite and concrete, real and substantial, justiciable, and continuing case 

or controversy existing between the parties regarding whether Brooks’ use of “nitro” in connection 

with its nitro-infused products infringes or violates Puma’s right in “nitro,” of sufficient immediacy 

and reality to warrant the issuance of a Declaratory Judgment.  

171. Brooks cannot infringe rights that Puma does not possess.  Puma does not have any 

federal statutory or common law rights in the “nitro” mark for footwear, and its U.S. Registration 

No. 7184055 is invalid and unenforceable.  
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172. As between Brooks and Puma, Brooks is the senior user of “nitro” and cannot 

infringe upon any rights Puma claims to have in the “nitro” mark under federal statutory or common 

law.  

173. Moreover, Brooks’ use of “nitro” to describe its nitro-infused products does not 

constitute trademark use and is not likely to cause confusion, mistake, deception, or association with 

Puma or otherwise deceive consumers.   

174. Brooks is entitled to a declaration that Brooks has not and does not infringe any valid 

or enforceable rights of Puma in “nitro.”   

FOURTH COUNTERCLAIM: DECLARATORY JUDGMENT OF NON -
INFRINGEMENT OF THE D075 PATENT  

175. Brooks incorporates by reference and realleges the allegations in paragraphs 1-44, 

and 123-147 of its counterclaims as if fully set forth herein. 

176. Puma has asserted that Brooks’ Aurora BL shoes infringe the claimed design of the 

D075 Patent.  Brooks denies the allegations.  

177. There is a definite and concrete, real and substantial, justiciable, and continuing case 

or controversy existing between the parties regarding Brooks’ non-infringement of the D075 Patent 

that is of sufficient immediacy and reality to warrant the issuance of a Declaratory Judgment.  

178. Brooks does not infringe any valid, enforceable, properly construed claim of the 

D075 Patent.  The manufacture, use, sale, offer for sale, and/or importation of Brooks’ Aurora BL 

does not and will not infringe (literally or under the doctrine of equivalents), directly or indirectly, 

by inducement or contributorily, any valid, enforceable, properly construed claim of the D075 

Patent.  

179. Brooks does not infringe the D075 Patent because, inter alia, “in the eye of an 

ordinary observer, giving such attention as a purchaser usually gives,” the design claimed by the 

D075 Patent and Brooks’ accused product are not “substantially the same” such that “the 
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resemblance is such as to deceive such an observer, inducing him to purchase one supposing it to 

be the other.”  Egyptian Goddess, Inc. v. Swisa, Inc., 543 F.3d 665, 670 (Fed. Cir. 2008).  

180. Brooks’ Aurora BL shoe has numerous, immediately-apparent differences in design 

from the claimed design of the D075 Patent.  More specifically, and without limitation, Brooks’ 

Aurora BL shoe has a decoupled sole and does not have a continuous seam.  The design claimed in 

the D075 Patent, in contrast, has a continuous sole and seam.  Moreover, Brooks’ Aurora BL shoe 

has four distinct bulbous regions, whereas the claimed design has three.  The claimed design also 

has three separate and distinct areas in the sole that are missing from Brooks’ Aurora BL, and its 

overall shape and curvature are distinctly different.  

181. Brooks is entitled to a declaratory judgment that Brooks has not infringed and does 

not infringe any claims of the D075 Patent, under any theory, and that the manufacture, use, sale, 

offer for sale, and/or importation of the Aurora BL shoes do not, and would not if marketed, infringe 

any valid and/or enforceable claim of the D075 Patent.  

FIFTH COUNTERCLAIM: DECLARATORY JUDGMENT OF INVALIDITY OF THE 
D075 PATENT 

182. Brooks incorporates by reference and realleges the allegations in paragraphs 1-44, 

and 123-147 of its counterclaims as if fully set forth herein.  

183. Puma has asserted that Brooks’ Aurora BL shoes infringe the claimed design of the 

D075 Patent.  Brooks denies the allegations because, inter alia, the claims of the D075 Patent are 

invalid.  

184. There is a definite and concrete, real and substantial, justiciable, and continuing case 

or controversy existing between the parties regarding the invalidity of the D075 Patent that is of 

sufficient immediacy and reality to warrant the issuance of a Declaratory Judgment.  

185. The claimed design of the D075 Patent is invalid for failure to meet one or more of 

the statutory requirements for patentability set forth in 35 U.S.C. §§ 101 et seq., including without 

limitation §§ 101, 102, 103, 112, 117, and/or in view of the defenses recognized in 35 U.S.C. § 282. 
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186. Brooks is entitled to a declaratory judgment that the claim of the D075 Patent is 

invalid for failure to comply with one or more of the requirements of Title 35 of the United States 

Code.  

SIXTH COUNTERCLAIM: DECLARATORY JUDGMENT OF UNENFORCEABILITY 
OF THE D075 PATENT 

187. Brooks incorporates by reference and realleges the allegations in paragraphs 1-44, 

and 123-147 of its counterclaims as if fully set forth herein.  

188. Puma has asserted that Brooks’ Aurora BL shoes infringe the claimed design of the 

D075 Patent.  Brooks denies the allegations because, inter alia, the claims of the D075 Patent are 

unenforceable.  

189. There is a definite and concrete, real and substantial, justiciable, and continuing case 

or controversy existing between the parties regarding the unenforceability of the D075 Patent that 

is of sufficient immediacy and reality to warrant the issuance of a Declaratory Judgment.  

190. The claims of the D075 Patent are unenforceable due to inequitable conduct during 

the prosecution of the D075 Patent.  Specifically, at least named inventor Chris Vella failed to 

disclose to the PTO material prior art known to him during the prosecution of the D075 Patent with 

the intent to deceive the PTO. 

191. Under 37 C.F.R. § 1.56, each individual associated with the filing and prosecution 

of the D075 Patent, including Chris Vella, has a duty to disclose to the PTO all information known 

to that individual to be material to patentability.   

192. Puma has represented that the Puma Mode XT shoe is an embodiment of the D075 

Patent.  The Puma Mode XT was 

 Mr. Vella, the sole D075 Patent inventor, was aware that 

and are material prior art to the D075 

Patent design.   

Case 2:23-cv-00116-LK   Document 122   Filed 02/07/24   Page 72 of 93



 

BROOKS SPORTS, INC.’S ANSWER TO THE AMENDED 
COMPLAINT, DEFENSES, AND COUNTERCLAIMS - 73 
CASE NO. 2:23-CV-00116-RSL  

 SUMMIT LAW GROUP, PLLC 
315 FIFTH AVENUE SOUTH, SUITE 1000 

SEATTLE, WASHINGTON 98104-2682 
Telephone (206) 676-7000 

Fax (206) 676-7001 
 

14911090v.1 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

193. Puma did not submit an Information Disclosure Statement during prosecution of the 

D075 Patent and failed .   

194.  material prior art to the D075 Patent.  A reasonable 

examiner would have considered it important to consider 

.   cumulative of information already in the record.  

alone or in combination with other information, 

establishes a prima facie case of unpatentability of the D075 Patent claim.  

195. Based on the facts pleaded herein, and the reasonable inferences to be drawn from 

those facts, Mr. Vella (and possibly others involved with the prosecution of the D075 Patent) was 

aware o   

196. Based on the facts pleaded herein, and the reasonable inferences to be drawn from 

those facts, Mr. Vella (and possibly others involved with the prosecution of the D075 Patent) 

 

197. But for the omissions to the PTO  

the claims of the D075 Patent would not have issued.  

198. Brooks is entitled to a declaratory judgment that the claims of the D075 Patent are 

unenforceable due to inequitable conduct during the prosecution of the D075 Patent. 

FIFTH COUNTERCLAIM: ABUSE OF PROCESS  

199. Brooks incorporates by reference and realleges the allegations in paragraphs 1-32, 

59-77 of its counterclaims as if fully set forth herein.  

200. Puma sought an ex parte attachment of Brooks’ assets to harm, harass, intimidate, 

and embarrass Brooks and to attempt to create leverage over Brooks in the parties’ ongoing 

litigation.  Puma’s ulterior motives in seeking an ex parte attachment are improper.   

201. Puma made material misrepresentations and omissions to the court in the 

Netherlands to secure an attachment against Brooks for a purpose other than a purpose authorized 
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for the attachment process.   Puma did not have a good faith basis to allege that Brooks would be 

unwilling or unable to pay a judgment against it if Puma prevailed, or that Brooks would hide funds 

and evade judgment.  Puma intentionally failed to tell the court that Brooks had offered Puma a 

guarantee in the full amount of Puma’s alleged damages or that Puma had accepted Brooks’ offer 

of financial guarantee.  The court relied on Puma’s misrepresentations in granting the improper 

attachment.  

202. Puma’s actions were taken in furtherance of obtaining an unjustifiable collateral 

advantage, namely, leverage in its global litigation against Brooks, including in this District. 

203. Puma’s use of the legal process of attachment as set forth herein is not an authorized 

purpose for those processes or proceedings.  

204. Puma’s actions were willful and improper.  

205. Puma’s attachment of all of Brooks’ accounts in the Netherlands was excessive.  

Puma knew, or should have reasonably known, that Brooks’ account funds would be well in excess 

of 150,000 Euros and that Brooks would readily comply with a final judgment of  150,000 Euros.  

206. As a proximate result of Puma’s actions, Brooks has suffered harm, including 

through the expenditure of time, resources, and money to resolve the asset freeze and to try to ensure 

that its employees, vendors, and operations were not harmed.  

SIXTH COUNTERCLAIM: FEDERAL UNFAIR COMPETITION UNDER 15 U.S.C. § 
1125(a) 

207. Brooks incorporates by reference and realleges the allegations in paragraphs 1-32, 

45-106, 115-122 of its counterclaims as if fully set forth herein.  

208. Brooks alleges this counterclaim in the alternative.  To the extent that Brooks’ use of 

“Nitro-Infuse” constitutes trademark use and not descriptive fair use, Brooks owns the rights to the 

valid mark “Nitro-Infuse.”  All such rights owned by Brooks are superior to any rights that Puma 

may claim to have in the “Nitro-Infuse” mark.  Brooks’ rights in “Nitro-Infuse” predate Puma’s use 
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of “Nitro-Infused” in connection with any goods or services.  Puma is not authorized to use “Nitro-

Infuse” or any variation thereof that is confusingly similar to “Nitro-Infuse.” 

209. To the extent that Brooks’ use of “Nitro-Infuse” constitutes trademark use and not 

descriptive fair use, Brooks’ “Nitro-Infuse” mark is inherently distinctive.  

210. To the extent that Puma’s use of “Nitro-Infused” is not descriptive fair use, then 

Puma is using “Nitro-Infused” in commerce in connection with the sale, offering for sale, 

distribution, or advertising of athletic footwear in ways that are likely to confuse consumers.  

211. To the extent that Puma’s use of “Nitro-Infused” is not descriptive fair use, Puma’s 

conduct as alleged herein is likely to cause confusion, to cause mistake, or to deceive, in violation 

of Section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a), and constitutes unfair competition in 

violation of Section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a).   

212. To the extent that Puma’s use of “Nitro-Infused” is not descriptive fair use, Puma’s 

conduct as alleged herein will confuse and deceive consumers as to the origin, sponsorship or 

affiliation of their goods and services and will allow Puma to unjustly benefit from Brooks’ long-

standing reputation in the marketplace for quality, innovation, and performance.   

213. To the extent that Puma’s use of “Nitro-Infused” is not descriptive fair use, Puma’s 

conduct is likely to cause consumers to believe, contrary to fact, that Puma’s goods and services are 

sold, authorized, endorsed or sponsored by Brooks, or that Puma is in some way affiliated with or 

sponsored by Brooks.  

214. To the extent that Puma’s use of “Nitro-Infused” is not descriptive fair use, Puma’s 

conduct as alleged herein constitutes use of a false designation of origin and misleading description 

and representation of fact. 

215. To the extent that Puma’s use of “Nitro-Infused” is not descriptive fair use, Puma’s 

conduct as alleged herein threatens to cause and is causing immediate and irreparable harm and 

injury to Brooks, and to its goodwill and reputation.  Puma’s conduct as alleged herein will continue 
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to both damage Brooks and confuse the public unless enjoined by this Court.  Brooks has no 

adequate remedy at law. 

216. Puma’s conduct as alleged herein is willful and is intended to and is likely to cause 

confusion, mistake, or deception as to the affiliation, connection, or association of Puma with 

Brooks. 

217. To the extent that Puma’s use of “Nitro-Infused” is not descriptive fair use, Puma’s 

continued and threatened conduct as alleged herein, despite Puma’s awareness of Brooks’ ownership 

of “Nitro-Infuse” and the harm and confusion that it is causing and will cause, is extraordinary and 

makes this an exceptional case within the meaning of 15 U.S.C. § 1117. 

218. Brooks is entitled to, among other relief, injunctive relief and an award of 

actual damages, Puma’s profits, enhanced damages and profits, reasonable attorneys’ 

fees, and costs of the action under Sections 34 and 35 of the Lanham Act, 15 U.S.C. §§ 1116, 

1117, together with prejudgment and post-judgment interest. 

SEVENTH COUNTERCLAIM: COMMON LAW TRADEMARK INFRINGEMENT AND 
UNFAIR COMPETITION  

219. Brooks incorporates by reference and realleges the allegations in paragraphs 1-32, 

45-106, 115-122 of its counterclaims as if fully set forth herein.  

220. Brooks alleges this counterclaim in the alternative.  To the extent that Brooks’ use of 

“Nitro-Infuse” constitutes trademark use and not descriptive fair use, Brooks owns the rights to the 

valid mark “Nitro-Infuse.”  All such rights owned by Brooks are superior to any rights that Puma 

may claim to have in the “Nitro-Infuse” mark.  Brooks’ rights in “Nitro-Infuse” predate Puma’s use 

of “Nitro-Infused” in connection with any goods or services.  Puma is not authorized to use “Nitro-

Infuse” or any variation thereof that is confusingly similar to “Nitro-Infuse.” 

221. To the extent that Brooks’ use of “Nitro-Infuse” constitutes trademark use and not 

descriptive fair use, Brooks’ “Nitro-Infuse” mark is inherently distinctive.  
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222. To the extent that Puma’s use of “Nitro-Infused” is not descriptive fair use, then 

Puma is using “Nitro-Infused” in commerce in connection with the sale, offering for sale, 

distribution, or advertising of athletic footwear in ways that are likely to confuse consumers.  

223. To the extent that Puma’s use of “Nitro-Infused” is not descriptive fair use, Puma’s 

conduct as alleged herein will confuse and deceive consumers as to the origin, sponsorship or 

affiliation of their goods and services and will allow Puma to unjustly benefit from Brooks’ long-

standing reputation in the marketplace for quality, innovation, and performance.   

224. To the extent that Puma’s use of “Nitro-Infused” is not descriptive fair use, Puma’s 

conduct is likely to cause consumers to believe, contrary to fact, that Puma’s goods and services are 

sold, authorized, endorsed or sponsored by Brooks, or that Puma is in some way affiliated with or 

sponsored by Brooks.  

225. To the extent that Puma’s use of “Nitro-Infused” is not descriptive fair use, Puma’s 

conduct as alleged herein threatens to cause and is causing immediate and irreparable harm and 

injury to Brooks, and to its goodwill and reputation.  Puma’s conduct as alleged herein will continue 

to both damage Brooks and confuse the public unless enjoined by this Court.  Brooks has no 

adequate remedy at law. 

226. Puma’s conduct as alleged herein is willful and is intended to and likely to cause 

confusion, mistake, or deception as to the affiliation, connection, or association of Puma with 

Brooks. 

227. Brooks is entitled to, among other relief, injunctive relief and an award of 

actual damages under common law.  

SEVENTH COUNTERCLAIM: UNFAIR COMPETITION RCW § 19.86.020  

228. Brooks incorporates by reference and realleges the allegations in paragraphs 1-32, 

45-106, 115-122 of its counterclaims as if fully set forth herein.  

229. Brooks alleges this counterclaim in the alternative.  To the extent that Brooks’ use of 

“Nitro-Infuse” constitutes trademark use and not descriptive fair use, Brooks owns the rights to the 
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valid mark “Nitro-Infuse.”  All such rights owned by Brooks are superior to any rights that Puma 

may claim to have in the “Nitro-Infuse” mark.  Brooks’ rights in “Nitro-Infuse” predate Puma’s use 

of “Nitro-Infused” in connection with any goods or services.  Puma is not authorized to use “Nitro-

Infuse” or any variation thereof that is confusingly similar to “Nitro-Infuse.” 

230. To the extent that Brooks’ use of “Nitro-Infuse” constitutes trademark use and not 

descriptive fair use, Brooks’ “Nitro-Infuse” mark is inherently distinctive.  

231. To the extent that Puma’s use of “Nitro-Infused” is not descriptive fair use, then 

Puma is using “Nitro-Infused” in commerce in connection with the sale, offering for sale, 

distribution, or advertising of athletic footwear in ways that are likely to confuse consumers.  

232. To the extent that Puma’s use of “Nitro-Infused” is not descriptive fair use, Puma’s 

conduct as alleged herein will confuse and deceive consumers as to the origin, sponsorship or 

affiliation of their goods and services and will allow Puma to unjustly benefit from Brooks’ long-

standing reputation in the marketplace for quality, innovation, and performance.   

233. To the extent that Puma’s use of “Nitro-Infused” is not descriptive fair use, Puma’s 

conduct is likely to cause consumers to believe, contrary to fact, that Puma’s goods and services are 

sold, authorized, endorsed or sponsored by Brooks, or that Puma is in some way affiliated with or 

sponsored by Brooks.  

234. To the extent that Puma’s use of “Nitro-Infused” is not descriptive fair use, Puma’s 

conduct as alleged herein threatens to cause and is causing immediate and irreparable harm and 

injury to Brooks, and to its goodwill and reputation.  Puma’s conduct as alleged herein will continue 

to both damage Brooks and confuse the public unless enjoined by this Court.  Brooks has no 

adequate remedy at law.  Puma’s conduct as alleged herein is an unfair and deceptive practice and 

constitutes unfair competition in violation of RCW § 19.86.020.  

235. Puma’s conduct as alleged herein is willful and is intended to and likely to cause 

confusion, mistake, or deception as to the affiliation, connection, or association of Puma with 
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Brooks.  Puma’s unfair and deceptive practices have negatively affected and injured the public 

interest. 

236. Brooks is entitled to, among other relief, injunctive relief and an award of actual 

damages, Puma’s profits, enhanced damages, reasonable attorneys’ fees, and costs of the action, and 

an increased aware of up to three times its actual damages under RCW § 19.86.020, together with 

prejudgment and post-judgment interest.  

WHEREFORE, Brooks asks the Court to enter judgment in Brooks’ favor and against 

Puma by granting the following relief:   

a) A declaration and judgment that Puma does not have any valid or enforceable 

trademark rights in “nitro” as a mark;  

b) A declaration and judgment that Brooks does not infringe any valid or enforceable 

trademark rights of Puma in “nitro”; 

c) A declaration that U.S. Registration No. 7184055 is not valid or enforceable;  

d) A declaration and judgement that Brooks has not infringed, does not infringe and 

would not infringe, any valid or enforceable claim of the D075 Patent, either literally or under the 

doctrine of equivalents;  

e) A declaration and judgment that the claims of the D075 Patent are invalid; 

f) A declaration and judgment that the claims of the D075 Patent are unenforceable;  

g) In the alternative, if Brooks’ use of “Nitro-Infuse” is considered trademark use and 

not descriptive fair use, and if Puma’s use of “Nitro-Infused” is not descriptive fair use, Brooks 

seeks:  

A. a declaration and judgement that Puma has violated Section 43(a) of the 

Lanham Act (15 U.S.C. § 1125);  

B. a declaration and judgment that Puma has committed trademark infringement 

and unfair competition in violation of Brooks’ common law rights; 

Case 2:23-cv-00116-LK   Document 122   Filed 02/07/24   Page 79 of 93



 

BROOKS SPORTS, INC.’S ANSWER TO THE AMENDED 
COMPLAINT, DEFENSES, AND COUNTERCLAIMS - 80 
CASE NO. 2:23-CV-00116-RSL  

 SUMMIT LAW GROUP, PLLC 
315 FIFTH AVENUE SOUTH, SUITE 1000 

SEATTLE, WASHINGTON 98104-2682 
Telephone (206) 676-7000 

Fax (206) 676-7001 
 

14911090v.1 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

C. a permanent injunction enjoining Puma and its licensees, its respective 

employees, agents, officers, directors, attorneys, successors, affiliates, subsidiaries, 

contractors, and assigns, and all of those in active concert and participation with any of the 

foregoing persons and entities who receive actual notice of the Court’s order by personal 

service or otherwise from: using the “Nitro-Infuse” mark, or any mark that is confusingly 

similar thereto, such as “Nitro-Infused,” in connection with the marketing or sale of footwear 

and from committing any further acts of trademark infringement or unfair competition; 

D. an order that Puma recall and destroy all footwear and related advertisements 

incorporating or bearing the “Nitro-Infuse” mark or colorable imitation thereof, such as 

“Nitro-Infused”;  

E. an order pursuant to Section 35(a) of the Lanham Act (15 U.S.C. § 1116(a)), 

Puma to file with the Court and serve upon Brooks’ counsel within thirty (30) days after 

service on Puma of an injunction in this action, or such extended period as the Court may 

direct, a report in writing under oath, setting forth in detail the manner and form in which 

Puma has complied therewith;  

F. an award of an amount up to three times the amount of its actual damages;    

G. an award of Puma’s profits realized by their wrongful acts in accordance with 

Section 35(a) of the Lanham Act (15 U.S.C. § 1117(a)), enhanced as appropriate to 

compensate Brooks for the damages caused thereby;  

H. an award of punitive and exemplary damages as the Court finds appropriate 

to deter any future willful infringement; and  

I. a declaration that this is an exceptional case pursuant to Section 35(a) of the 

Lanham Act (15 U.S.C. § 1117(a)) and awarding Brooks its costs and reasonable attorneys’ 

fees thereunder.  

h)  An order dismissing the Amended Complaint with prejudice, and entering judgment 

in favor of Brooks;  
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i) An order awarding Brooks actual and/or compensatory damages in an amount to be 

determined; 

j) An order awarding Brooks punitive damages;  

k) An order awarding Brooks attorneys’ fees and other costs;  

l) A finding that this case is exceptional and awarding Brooks its reasonable attorney’s 

fees and costs pursuant to 35 U.S.C. § 285;  

m) Any further relief as the Court may deem just and proper.  

237. Brooks requests a jury trial on all claims, defenses, matters, and issues in this case 

triable before a jury under the Federal Rules of Civil Procedure and the United States Constitution.  
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DATED this 7th day of February, 2024. 
 
SUMMIT LAW GROUP, PLLC 

By s/ Hathaway Burden   
Diana Siri Breaux, WSBA #46112 
Hathaway Burden, WSBA #52970 
315 Fifth Avenue S, Suite 1000 
Seattle, WA 98104 
(206) 676-7000 
dianab@summitlaw.com 
hathawayb@summitlaw.com 

 
 

PATTERSON BELKNAP WEBB & TYLER LLP 

By s/ Aron R. Fischer  
Geoffrey Potter 
Aron R. Fischer 
Lachlan S. Campbell-Verduyn 
Henry Wainhouse 
Joshua Goldman 
1133 Avenue of the Americas 
New York, New York 10036 
(212) 336-2000 
lcampbellverduyn@pbwt.com 
gpotter@pbwt.com 
afischer@pbwt.com 
hwainhouse@pbwt.com 
jgoldman@pbwt.com 
 
Attorneys for Defendant 
Brooks Sports, Inc. 
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CERTIFICATE OF SERVICE  

I hereby certify that on this day I electronically filed the foregoing BROOKS SPORTS, 

INC.’S ANSWER TO THE AMENDED COMPLAINT, DEFENSES, AND COUNTERCLAIMS 

with the Clerk of the Court using the CM/ECF system which will send notification of such filing 

to the following: 
 
Mark P. Walters 
Mitchell D. West 
LOWE GRAHAM JONES PLLC 
1325 Fourth Ave., Suite 1130 
Seattle, WA 98101 
walters@lowegrahamjones.com 
west@lowergrahamjones.com 
Tel: 206-381-3300 
 
Michael T. Piery (Admitted pro hac vice) 
QUARLES & BRADY LLP 
411 East Wisconsin Ave., Suite 1400 
Milwaukee, WI 53202 
michael.piery@quarles.com 
Tel: 414-277-5000 
 
James J. Aquilina (Admitted pro hac vice) 
QUARLES & BRADY LLP 
1701 Pennsylvania Ave. NW, Suite 700 
Washington, D.C. 20006 
james.aquilina@quarles.com 
Tel: 202-372-9600 
 
Johanna Wilbert (Admitted pro hac vice) 
411 East Wisconsin Avenue, Suite 2400 
Milwaukee, WI 53202-4428 
Johanna.Wilbert@quarles.com   
Attorneys for Plaintiff 

 
Attorneys for Plaintiff 
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DATED this 7th day of February, 2024. 

 
s/Dominique Barrientes   
Dominique Barrientes, Legal Assistant 
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Pursuant to Federal Rules of Civil Procedure 12(c), Defendant Brooks Sports, Inc. 

(“Brooks”) moves for judgment on the pleadings on Plaintiffs Puma SE and Puma North America 

Inc.’s (together, “Puma”) claim of design patent infringement (Count II), and to dismiss Counts I 

and III for trademark infringement and unfair competition for lack of standing.  In the alternative, 

Brooks moves under Federal Rule of Civil Procedure 19 to join third-party Lloyd IP Limited 

(“Lloyd IP”) as a necessary party.  Brooks certifies that the parties conferred on July 3, 2023 and 

were unable to reach resolution.   

I. INTRODUCTION  

This action is part of a meritless worldwide campaign by Puma to prevent Brooks from 

using the terms “nitro” and “nitro-infused” to describe Brooks’ nitro-infused running shoes.  

Despite introducing its own line of nitro-infused running shoes after Brooks did, Puma alleges that 

it possesses exclusive trademark rights to use the word “nitro” on such shoes.  In an effort to 

justify its initial choice of venue in the Southern District of Indiana, Puma supplemented its 

trademark claims with an unrelated design patent claim, which it had never mentioned to Brooks 

during months of pre-suit talks.  This gambit failed when the Southern District of Indiana 

transferred this action to this District pursuant to 28 U.S.C. § 1404(a).  The parties are now 

engaged in discovery, which is scheduled to close on February 7, 2024. 

If this case is permitted to proceed to the close of discovery, Brooks will move for 

summary judgment on all of Puma’s claims.  No reasonable fact-finder could conclude that 

Brooks’ description of its nitro-infused shoes as “nitro-infused” infringes any purported trademark 

rights that Puma possesses in “Nitro.”  Nor could a fact-finder conclude that Brooks’ Aurora BL 

shoe, which was designed before Puma’s design patent published and is the subject of its own 

recently-issued design patent, infringes Puma’s design patent.  For the reasons set forth in this 

motion, however, Brooks should not be required to go through the burden and expense of 

completing discovery on Puma’s meritless claims.  Puma’s claims fail as a matter of law on the 

pleadings and should be dismissed. 
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First, a simple comparison between the images in Puma’s design patent and the images of 

Brooks’ Aurora BL shoe contained in Puma’s complaint demonstrates that Puma’s design patent 

claim fails as a matter of law.  Because of their common function (e.g., fitting a human foot), 

many performance running shoes look broadly similar to each other.  But to establish a claim for 

design-patent infringement, Puma must prove that an “ordinary observer” would “be deceived” by 

“ornamental, not functional” features, Unidynamics Corp. v. Automatic Prods. Int’l, Ltd., 157 

F.3d 1311, 1323, (Fed. Cir. 1998) (emphasis added), into believing that the Brooks’ Aurora BL 

shoes are “the same as [Puma’s] patented design,” Crocs, Inc. v. ITC, 598 F.3d 1294, 1303 (Fed. 

Cir.2010) (emphasis added).  As set forth below, the ornamental features of the Aurora BL shoe 

are too different from those in Puma’s design patent for an ordinary observer to believe they are 

the same.  In an attempt to obscure this fact, Puma’s complaint omits half of the patented design 

elements, including all images of the front, back, and bottom of the designs.  However, black letter 

law requires comparison of the designs as a whole for infringement.  See Ethicon Endo-Surgery, 

Inc. v. Covidien, Inc., 796 F.3d 1312, 1335 (Fed. Cir. 2014).  When all design elements are taken 

into account, Puma’s patent infringement claim fails as a matter of law.  Indeed, courts have 

routinely granted judgment of non-infringement on the pleadings in similar circumstances.  See 

infra at Part III.B.  The Court should do the same here. 

As for Puma’s trademark and unfair competition claims, they suffer from a fatal standing 

defect.  Puma admitted in its counterclaim answer that it entered into a license agreement with 

third-party licensor Lloyd IP for purported rights to the trademark “nitro.”  The agreement, which 

Puma subsequently produced in discovery, makes clear that Puma has no ownership rights in 

“nitro” and, importantly for purposes of this motion, prohibits Puma from bringing suit on its own 

behalf.  The license agreement, which the Court can consider on this motion in light of Puma’s 

admission of its existence, deprives Puma of standing to assert its claim for unfair competition and 

trademark infringement.  Those claims should therefore also be dismissed. 
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II.  BACKGROUND  

A. Puma’s Meritless Campaign Against Brooks  

Brooks is a leader in performance running footwear and apparel, and a top seller of shoes 

in U.S. specialty running stores.  See Dkt. 56 (Brooks’ Amended Counterclaims) ¶ 1.  Since 2019, 

Brooks has marketed running shoes containing midsoles infused with nitrogen.  See id. ¶¶ 2, 33.  

Brooks touts its nitro-infusion technology in its advertising, see Dkt. 1 (Complaint) ¶ 25, but does 

not use the word “nitro” on its shoes, see id. ¶¶ 25-26; Dkt. 56 (Brooks’ Amended Counterclaims) 

¶ 90.  In 2020, after Brooks’ nitro-infused running shoes were already on the market, Puma began 

manufacturing and selling athletic shoes with nitro-infusion technology.  Dkt. 61 (Puma’s Answer 

to Amended Counterclaims) ¶ 4.  Like Brooks, Puma emphasizes the technology’s benefits in 

advertising and marketing.  See id. ¶ 16.  But unlike Brooks, Puma calls its nitro-infused midsoles 

“Nitro” and purports to have trademark rights in the word. 

In 2021, Puma sent Brooks a letter asserting that Puma possessed exclusive rights to use 

the word “nitro” as a trademark in connection with running shoes and related footwear.  See Dkt. 1 

(Complaint) ¶ 23.  At Puma’s request, Brooks and Puma engaged in pre-suit discussions, during 

which Brooks explained that it used “nitro” to describe its nitro-infused midsoles and not as a 

trademark, and that it would not agree to stop using the word in this descriptive manner.  See Dkt. 

61 (Puma’s Answer to Amended Counterclaims) ¶ 50.  In March 2022, Puma threatened Brooks 

with a draft complaint for trademark infringement and unfair competition.  See Dkt. 39-3 ¶¶ 27-29.  

Brooks maintained its position and on July 8, 2022, Puma initiated the instant action against 

Brooks in the Southern District of Indiana.  See generally Dkt. 1 (Complaint).  The complaint 

included a claim for design-patent infringement that Puma had not mentioned to Brooks in pre-suit 

negotiations or included in its draft complaint.  On September 28, 2022, Brooks moved to transfer 

venue to the Western District of Washington.  See Dkt. 38.  Puma opposed the motion in part on 

the ground that its design-patent claim was properly venued in Indiana.  See Dkt. 52 at 2.  On 

January 20, 2023, Brooks’ motion was granted.  See Dkt. 65. 
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Puma has also instituted trademark actions against Brooks for its use of “nitro” in the 

Netherlands, Germany, and most recently the United Kingdom.  See Dkt. 61 (Puma’s Answer to 

Amended Counterclaims) ¶¶ 7, 53-56.  Courts in Germany and the Netherlands have uniformly 

rejected Puma’s trademark infringement claims on the basis that Brooks’ use of “nitro” and “nitro-

infused” is descriptive and does not constitute actionable trademark use.  See id.  The United 

States Patent and Trademark Office (“PTO”) has also refused registration of Puma’s trademark 

application for “Nitro” in connection with running and basketball shoes because “nitro” is 

descriptive of nitrogen-infused shoes, or, alternatively, misdescriptive of shoes that are not infused 

with nitrogen.  See Dkt. 56 (Brooks’ Amended Counterclaims) ¶ 67; Ex. 1 at 2-4 (PTO Refusal).1 

B. Puma’s Design Patent Claim  

In its complaint, Puma alleged for the first time that Brooks was infringing U.S. Design 

Patent No. D897,075 (the “D075 Patent”) by making and selling the Aurora BL.  Brooks did not 

learn about the existence of the D075 Patent until it received the complaint.  Brooks’ Aurora BL is 

a limited-edition shoe.  While it uses nitro-infusion technology, it had its own advertising 

campaign and was not part of the “nitro” advertising campaign that is the subject of Puma’s suit 

against Brooks.  See Dkt. 56 (Brooks’ Amended Counterclaims) ¶ 35.  Nor does it have any 

connection to Puma’s D075 Patent.  Brooks designed the Aurora BL no later than October 2019, 

nearly a year before the D075 Patent design became public.  Id. ¶ 121.  The Aurora BL has a 

unique design that is protected by two design patents, one of which issued on May 30, 2023 and 

protects the accused midsole of the Aurora BL.  See id. ¶ 40; Ex. 2 (U.S. Design Patent 

D987,240).2 

 
1 All references to “Ex.” are to exhibits annexed to the accompanying Declaration of Aron R. Fischer.   
2 As a “matter[] of public record,” the Court may take judicial notice of Ex. 2 and consider it on a Rule 

12(c) motion.  Mayo v. Experian Info. Sols., 2023 WL 346629, at *3 (W.D. Wash. Jan. 20, 2023) 
(explaining that the court may take “judicial notice of matters of public record” when analyzing motion for 
judgment on the pleadings, including “records of administrative bodies”); see also Anderson v. Kimberly-
Clark Corp., 570 Fed. Appx. 927, 931 n.3 (Fed. Cir. 2014) (“It is . . . well-established that a court may take 
judicial notice of patents or patent applications.”). 
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III.  LEGAL  STANDARDS 

A. Judgment on the Pleadings 

Under Federal Rule of Civil Procedure 12(c), “[a]fter the pleadings are closed—but early 

enough not to delay trial,” a party may move for judgment on the pleadings.  Fed. R. Civ. P. 12 

(c).  “Judgment on the pleadings is properly granted when there is no issue of material fact in 

dispute, and the moving party is entitled to judgment as a matter of law.”  Fleming v. Pickard, 581 

F.3d 922, 925 (9th Cir. 2009).  The Court may consider the pleadings and exhibits appended 

thereto, as well as documents referred to in the non-movant’s pleadings, and judicially noticeable 

facts.  See S&B Filters, Inc. v. ETN Cap., LLC, 2022 WL 2204144, at *2 (C.D. Cal. Mar. 9, 2022) 

(considering allegations from plaintiff’s complaint and answer to defendant’s counterclaims on 

Rule 12(c) motion).  Additionally, the Court “need not accept as true allegations contradicted by 

facts that can be judicially noticed or by other allegations or exhibits attached to or incorporated in 

the pleading.”  See Spy Optic, Inc. v. Alibaba.com, Inc., 163 F. Supp. 3d 755, 762, 764-65 (C.D. 

Cal. 2015) (internal quotation marks omitted); accord United States v. Ritchie, 342 F.3d 903, 908 

(9th Cir. 2003).  Put differently, a court should not “blindly accept” the allegations in pleadings as 

true if the allegations are “contradicted by uncontested facts set forth in (1) exhibits to the 

nonmoving party’s pleading, (2) documents that are referred to in the non-moving party’s 

pleading, or (3) facts that are included in materials that can be judicially noticed.”  Yang v. Dar Al-

Handash Consultants, 250 F. App’x 771, 772 (9th Cir. 2007) (collecting cases). 

B. Design Patent Infringement 

Puma bears the burden of proving infringement of the D075 Patent by a preponderance of 

the evidence.  Ethicon Endo-Surgery, Inc., 796 F.3d at 1335.  Design patent infringement is 

assessed according to the “ordinary observer” test, which inquires whether “an ordinary observer, 

familiar with the prior art designs, would be deceived into believing that the accused product is the 

same as the patented design.”  Crocs, Inc., 598 F.3d at 1303 (citing Egyptian Goddess, Inc. v. 

Swisa, Inc., 543 F.3d 665, 681 (Fed. Cir. 2008) (en banc)).  The “ordinary observer” test has two 
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steps.  First, courts ask whether the ornamental features of the claimed and accused designs are 

sufficiently similar; if not, there is no infringement.  Performance Designed Prod. LLC v. Mad 

Catz, Inc., 2016 WL 3552063, at *2 (S.D. Cal. June 29, 2016) (collecting cases).  Second, courts 

consider the accused design in the context of earlier known designs, i.e., “prior art.”  See id.  “If 

the accused design has copied a particular feature of the claimed design that departs conspicuously 

from the prior art, the accused design is naturally more likely to be regarded as deceptively similar 

to the claimed design, and thus infringing.”  Egyptian Goddess, Inc., 543 F.3d at 677.  However, 

“strong similarities between the accused design and the prior art are an indication of non-

infringement.”  Performance Designed Prod. LLC, 2016 WL 3552063, at *6. 

The Federal Circuit has recognized that “[i]n some instances, the claimed design and the 

accused design will be sufficiently distinct that it will be clear without more that the patentee has 

not met its burden of proving the two designs would appear ‘substantially the same’ to the 

ordinary observer” such that they would believe “the accused design to be the same as the 

patented design.”3  Egyptian Goddess, 543 F.3d at 678, 682 (emphasis added).   Thus, where “the 

claimed and accused designs are ‘sufficiently distinct’ and ‘plainly dissimilar,’ the patentee fails to 

meet its burden of proving infringement as a matter of law.”  Ethicon Endo-Surgery, Inc., 796 

F.3d at 1335 (quoting Egyptian Goddess, 543 F.3d at 678).  As this Court has held, “[a] finding of 

non-infringement may rely exclusively on the visual comparison of a patented design and the 

accused device.”  Chef’n Corp. v. Trudeau Corp., 2009 WL 1564229, at *5 (W.D. Wash. June 4, 

2009).  This initial assessment of similarity can be, and frequently is, conducted based on the 

pleadings alone.  Courts routinely dismiss design-patent claims on the pleadings under Rule 

12(b)(6) or Rule 12(c) for failure to adequately allege infringement as a matter of law.  See e.g., 

Moose Mountain Toymakers Ltd. v. Majik Ltd., LLC, 2011 WL 3625057, at *3 (D.N.J. Aug. 12, 

2011) (applying the ordinary observer test and dismissing complaint for design patent 

 
3 Issues that “pertain[] unique to patent law” are governed “under Federal Circuit law.”  Duro-Last, Inc. 

v. Custom Seal, Inc., 321 F.3d 1098, 1106 (Fed. Cir. 2003). 
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infringement pursuant to Rule 12(c)); Buyer’s Direct Inc. v. Dick’s Sporting Goods, Inc., 2019 

WL 5491548, at *2-3 (E.D.N.C. Oct. 24, 2019) (same); OurPet’s Co. v. Iris USA, Inc., 2015 WL 

12780599, at *2-3 (N.D. Ohio Mar. 23, 2015) (same pursuant to Rule 12(b)(6)); Legler v. Exxel 

Outdoors, Inc., 2014 WL 3727566, at *3-5 (E.D. Wis. July 29, 2014) (same); Wepay Glob. 

Payments LLC v. PNC Bank N.A., 2022 WL 1782504, at *2-3 (W.D. Pa. June 1, 2022) (same); 

Parker v. Kimberly-Clark Corp., 2012 WL 74855, at *1-2 (N.D. Ill. Jan. 10, 2012) (same); 

Kellman v. Coca-Cola Co., 280 F. Supp. 2d 670, 679-80 (E.D. Mich. 2003) (same); Cotapaxi 

Custom Design & Mfg., LLC v. Corp. Edge, Inc., 2007 WL 2908265, at *3-6 (D.N.J. Oct. 1, 2007) 

(holding same and explaining that the court “can, as a matter of law, conduct its own visual 

inspection and declare that a product does not infringe on a design patent”); see also Curver 

Luxembourg, SARL v. Home Expressions Inc., 938 F.3d 1334, 1343 (Fed. Cir. 2019) (affirming 

dismissal where “no ‘ordinary observer’ could be deceived into purchasing [the accused products] 

. . . believing they were the same as the [claimed design]”); Colida v. Nokia, Inc., 347 F. App’x 

568, 570 (Fed. Cir. 2009) (same). 

IV.  PUMA’S DESIGN PATENT INFRING EMENT CLAIM FAILS AS A MATTER OF 
LAW  

Puma’s patent infringement claim fails as a matter of law.  The complaint omits half the 

images of the claimed shoe design in direct contravention of controlling case law requiring all 

angles and the design as a whole be considered in the infringement analysis.  When all aspects of 

the claimed design are considered, it is clear that the ornamental features of Brooks’ Aurora BL 

and Puma’s D075 Patent design are not “substantially similar” such that an ordinary observer 

would be deceived into believing that the designs are the same.  This Court should therefore 

dismiss the patent infringement claim on the pleadings, as numerous other courts have done in 

similar circumstances. 
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A. The D075 Patent  

Design patents are entitled to a narrow scope of protection.  See In re Mann, 861 F.2d 

1581, 1582 (Fed. Cir. 1988).  “A design patent only protects the novel, ornamental features of the 

patented design,” and its claim scope is limited to “its overall ornamental visual impression, rather 

than to the broader general design concept.”  OddzOn Prods. v. Just Toys, 122 F.3d 1396, 1405 

(Fed. Cir. 1997).  Design patent claims are construed based on their drawings.  See Crocs, Inc., 

598 F.3d at 1302.  Solid lines show the claimed design and broken lines show areas that are not 

part of the claims.  See In re Maatita, 900 F.3d 1369, 1372 (Fed. Cir. 2018); see also Manual of 

Patent Examining Procedure § 1503.02 (8th ed. 2006) (“Unclaimed subject matter may be shown 

in broken lines for the purpose of illustrating the environment in which the article embodying the 

design is used.”). 

The D075 Patent claims the features of a shoe, defined by eight figures:  

 

 

 
See Dkt. 1-4. 

Puma alleges that the D075 design includes the following elements:   

�x “a heel-end, bulbous region that extends beyond a periphery of a disclaimed 
upper when viewed from above”;  
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�x “midfoot and toe-end bulbous regions of the midsole that also extend beyond 

a periphery of the disclaimed upper when viewed from above”; and 
 
�x “[a] claimed seam extends from a toe end to a heel end of the midsole 

structure along each of the bulbous regions along lateral and medial sides 
thereof.”  

 

Dkt. 1 (Complaint) ¶ 37.   

B. Puma’s Allegations Omit Half the Elements of the D075 Design 

Puma alleges, in conclusory fashion, that “[t]he Brooks’ Aurora BL includes all the 

aforementioned claimed features of the ‘075 Patent, resulting in an overall appearance that is 

substantially the same in the eyes of the ordinary observer.”  Id.  But the “claim chart” that Puma 

includes in the complaint compares only four of the eight figures of the D075 Patent to pictures of 

the Aurora BL.  Id.  Indeed, Puma “admits that it did not include in the body of the Complaint the 

figures showing the bottom of the shoe and figures showing other views of the design claimed in 

the D075 Patent.”  Dkt. 61 (Puma’s Answer to Amended Counterclaims) ¶ 107.  Thus, Puma’s 

assertion that “Brooks’ infringing Aurora BL has adopted every aspect of the claimed design in 

PUMA’s ’075 Patent and has an overall appearance that is substantially the same in the eye of the 

ordinary observer” is demonstrably untrue.  See Dkt. 1 (Complaint) ¶ 37 (emphases added).  The 

Court “need not accept as true allegations contradicted by … exhibits attached to or incorporated 

in the pleading,” such as the D075 Patent.  Spy Optic, Inc., 163 F. Supp. 3d at 764 (internal 

quotation marks omitted).  The proper test is whether the Aurora BL shoe is substantially similar 

to the design claimed in Puma’s patent – not to the portions of the patent that Puma chose to 

include in its complaint. 

C. The Ornamental Features of the Accused and Claimed Designs are Dissimilar 

Puma’s motivation in omitting half of the elements of the D075 Patent design is readily 

apparent.  As set forth below, the back, front, and particularly the bottom of the designs are 

fundamentally different from one another.  Puma’s omissions are fatal to its claims.  It is black 
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letter law that infringement must be “evaluated in the context of the claimed design as a whole, 

and not in the context of separate elements in isolation.”  Ethicon Endo-Surgery, Inc., 796 F.3d at 

1335 (emphases added); see also Gorham Co. v. White, 81 U.S. 511, 530 (1871) (framing analysis 

as whether “the effect of the whole design [is] substantially the same”).  The infringement analysis 

“must extend to all ornamental features visible during normal use of the product, i.e., ‘beginning 

after completion of manufacture or assembly and ending with the ultimate destruction, loss, or 

disappearance of the article,’” and that includes the front, back, and bottom of a shoe.  Contessa 

Food Prod., Inc. v. Conagra, Inc., 282 F.3d 1370, 1380 (Fed. Cir. 2002), abrogated on other 

grounds by Egyptian Goddess, Inc., 543 F.3d at 678.  “[A]ll  ornamental features illustrated in the 

figures [of the patent] must be considered in evaluating design patent infringement . . . because a 

patented design is defined by the drawings in the patent.” Contessa, 282 F.3d at 1378 (internal 

quotation marks and alterations omitted).  Indeed, the Federal Circuit held in Contessa Food that 

the failure to “fully consider the underside of the [accused product]” in the infringement analysis 

was reversible error.  Id. at 1382 (holding that “the overall features of the top, side and underside 

of the accused products must be compared with the patented design as a whole as depicted in all of 

the drawing figures to determine infringement”).  “There can be no infringement based on the 

similarity of the specific features if the overall appearance of the designs are dissimilar.”  OddzOn 

Prods., 122 F.3d at 1405.   

Although is not clear whether any of the elements of the D075 Patent are ornamental as 

opposed to functional, even assuming they are, when taken as a whole, the ornamental features of 

the Aurora BL and the D075 Patent designs are fundamentally different.4  First, the ornamental 

design elements that Puma alleges exist in the D075 Patent design are not found on the Aurora 

BL.  For example, the D075 Patent design has a “seam [that] extends from a toe end to a heel end 

 
4 For purposes of the instant motion, Puma’s allegations about the ornamental features of its design are 

accepted as true.  However, Brooks does not concede that any of the elements of the D075 Patent are 
ornamental, as opposed to functional, and expressly reserves its right to dispute Puma’s allegations.  
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of the midsole structure along each of the bulbous regions along lateral and medial sides thereof.”  

Dkt. 1 (Complaint) ¶ 37.  Puma’s own claim chart, below, shows that Brooks’ Aurora BL does not 

have a seam extending from the toe end to the heel end of the midsole.  The Aurora BL’s seam 

does not extend across portions of its heel where there are markings instead and the seam has 

several breaks along the side, including where there is a gap between the front and back portions 

of the Aurora midsole.    

 

See id.  

Furthermore, the basic structure of the Aurora BL’s midsole is different from the claimed 

design.  The Aurora BL midsole is decoupled, creating separate front and back regions.  In 

contrast, the patented design has a continuous midsole.  Moreover, Brooks’ Aurora BL has four 

distinct regions of increasing size that differ in length, size, angle, and orientation as compared to 

the D075 Patent design, which Puma alleges has three “bulbous” regions - two larger ones on 

either end and a smaller one in the middle.  See Dkt. 1 (Complaint) ¶ 37.  This is apparent in the 

picture of the Aurora BL that is included in the complaint: 
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See id.5  

These differences in the number and shape of bulbous regions in the midsole are also 

apparent from above:   

 
 

See id. 

As discussed below, moreover, Puma did not invent the concept of having midsoles with 

bulbous regions (infra at Part IV.E.); the allegedly original design consists in the specific 

ornamental design of these regions.  But even these allegedly ornamental features of the midsoles 
 

5 A clearer photograph of the Aurora BL shoe showing the decoupled midsole and four bulbous regions is 
included in an appendix to this brief.  
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are completely different in the patented design and the Aurora BL.  The claimed “bulbous” regions 

of the D075 Patent are rounded on top, whereas the midsole of the Aurora BL is flat on top and 

creates a smooth curve.  And whereas the D075 Patent design has a flat sole, the sole of Brooks’ 

Aurora BL curves upwards such that the front and heel of the shoe do not touch the ground. 

 
See Dkt. 1 (Complaint) ¶ 37. 

The Aurora BL’s midsole also has design features that the D075 Patent design lacks.  See 

Columbia Sportswear North America, Inc. v. Seirus Innovative Accessories, Inc., 942 F.3d 1119, 

1129-31 (Fed. Cir. 2019) (concluding that district court erred in declining to consider the effect of 

a logo on the accused product in conducting infringement analysis).  It has lines running 

perpendicular to the “seam” to create a cross pattern, additional breakages between bulbous 

regions, and distinctive “nitrogen-injection” site markings on the side of the heel in lieu of any 

seam:6 

 
6 ROADRUNNERSPORTS.COM, https://www.roadrunnersports.com/product/40330/womens-brooks-

aurorabl/?cc=108&s=9&w=B&sc=C9X1H421&cm_mmc=psearch-_-google-_-_-
&utm_source=google&utm_medium=cpc&utm_campaign=&gclid=Cj0KCQjwmtGjBhDhARIsAEqfDEdl
4FbJJ-TOWEm3ZIkC_rmhF7IzoAf6KSBQJ3G9kaINSj5FeMgtHVAaAg8nEALw_wcB (last visited June 
30, 2023). 
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A side-by-side comparison of the Aurora BL and the figures that Puma omitted from its complaint 

starkly highlights the design differences.7  Omitted Figures 5 and 8 of the D075 Patent show the 

bottom of the claimed design: a continuous sole, with three distinct and raised regions, including a 

circular front and back areas and a rectangular middle piece.  In contrast, the bottom of the Aurora 

 
7 Under Rule 12(c), the Court may consider additional figures of the D075 Patent, which is appended to 

Puma’s complaint as an exhibit.  See OurPet’s Co., 2015 WL 12780599, at *2 (taking judicial notice of the 
asserted patent); Parker, 2012 WL 74855, at *1 (using pictures of the asserted patent supplied by the 
parties to conduct ordinary observer analysis).  Moreover, the additional images of Brooks’ Aurora BL are 
properly considered by the Court on a Rule 12(c) motion, where the design of the Aurora BL forms the 
basis of Puma’s design patent claim and the complaint contains other images of the shoe.  See Lee v. City of 
Los Angeles, 250 F.3d 668, 688-89 (9th Cir. 2001).  The Court may also consider these additional 
photographs of the accused products as “they are central to the allegations of [Puma’s] complaint.”  See 
Anderson v. Kimberly-Clark Corp., 2013 WL 9760040, at *2 (W.D. Wash. Sept. 25, 2013), aff’d, 570 F. 
App’x 927 (Fed. Cir. 2014).  As this Court has explained, in concluding that it could consider other 
photographs of the accused product in deciding a motion for judgment on the pleadings, “a determination 
of design patent infringement is a visual exercise, one that requires comparison of the drawings embodying 
the patented design to the appearance of the accused product.”  Id.  Brooks has separately filed a motion to 
submit a Brooks Aurora BL shoe as a physical exhibit for the Court’s consideration.  See Dkt 95. 
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BL is a flat surface divided into two by a curved gap.  Both sections of the sole have irregular 

shapes and are decorated with patterned grips. 

 

See Dkt. 56 (Brooks’ Amended Counterclaims) ¶ 107.   

 

The Aurora BL simply does not have any of the ornamental features of the bottom of the claimed 

design and has its own unique ornamental pattern. 
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Puma also omitted Figure 6 of the D075 Patent, depicting the back of the shoe.  The 

ornamental features depicted in this portion of the patented design are also completely different 

from those on the Aurora BL shoe.  In Figure 6, at least two bulbous regions are visible on the 

back heel of the shoe.  In contrast, only the heel is visible from the back of the Aurora BL. 

Furthermore, the area where the sole meets the upper part of the Brooks Aurora BL shoe is 

convex, whereas on the claimed design of the D075 Patent, it is concave.  Strikingly, the heel of 

the Brooks’ Aurora BL is irregularly shaped in contrast to the smooth D075 Patent heel.  Again, 

from the rear of the shoe, there are no shared ornamental design elements.  

See id. ¶ 110. 
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The last omitted image, Figure 2 of the D075 Patent, also reveals different ornamental 

features.  The image shows the front of the claimed design with just one visible “bulbous” region 

lying flat on the ground and the distinctive claimed seam.  In contrast, the front of the accused 

Aurora BL shows at least two bulbous regions, raised from the ground and the distinctive “cross” 

pattern. 

 

D. The Case Law Demonstrates that the Design Differences Between the Claimed and 
Accused Designs are Substantial and Preclude a Finding of Infringement  

For the above reasons, although the D075 Patent and the Aurora BL may share certain 

basic visual similarities resulting from the fact that they both involve features of performance 

running shoes, the distinctive ornamental features of the patent and the accused shoe are 

completely different.  The case law confirms that these differences preclude infringement as a 

matter of law.   

Buyer’s Direct Inc. is instructive. In that case, the claimed and accused designs were both 

fleece-lined slippers that “share the fuzzy fleece lining that is visible at the foot opening.”  2019 

WL 5491548, at *2. 
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See Buyer’s Direct Inc. v. Dick’s Sporting Goods, Inc., Case No. 5:18-CV-597-BO (E.D.N.C.), 

Dkt. 50 at 13. 

In Buyer’s Direct, the defendant moved for judgment on the pleadings of the design patent 

infringement claim.  The court considered all angles (including pictures of the bottom of the 

accused products provided by Defendants) in concluding the designs were sufficiently distinct that 

an ordinary observer was not plausibly going to be deceived.  See 2019 WL 5491548, at *2-3.  In 

granting the motion, the court noted that unlike the claimed design, the accused product had “no 

sole,” had “appreciably more fuzzy fleece at the foot opening,” had a v-shaped rather than oval 

foot opening shape, and had “far fewer dots” on the bottom of the slipper with a “tight, grid 

pattern.”  Id. at *2.  Some of those differences are illustrated below: 
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See Buyer’s Direct, Case No. 5:18-CV-597-BO (E.D.N.C.), Dkt. 50 at 14. 

Although the court noted that the accused slipper and patented design shared similarities, 

the differences in the amount of fuzz, the shape of the foot opening, and others precluded 

infringement as a matter of law.  See Buyer’s Direct, 2019 WL 5491548, at *2-3.  The court 

“[r]ecogniz[ed] that both designs essentially consist of a slipper with a fuzzy portion extending 

upward out of the foot opening,” but nevertheless found that “the patented and accused designs 

bring to mind different impressions.”  Id.  (internal quotation marks omitted). 

Similarly, in NuVasive, Inc. v. Alphatec Holdings, Inc., 2018 WL 2734881 (S.D. Cal. May 

14, 2018), the claimed and accused products shared certain overall design traits, i.e., small, 
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rectangular implants for spinal fusion surgery, with two smaller rectangular cut-outs in the middle 

of the designs.  But the accused product was nevertheless found non-infringing as a matter of law: 

2018 WL 2734881, at *3-4.  The court found that “the differences between the two designs as 

evident from the illustrations and photographs in the complaint, make NuVasive's infringement 

claim implausible,” and cited a number of distinctions that precluded plaintiff from meeting the 
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ordinary observer test: the accused design was “flatter than the claimed design on its trailing end” 

and had unique, smaller ornamental designs, e.g., “an indentation and cutouts on [the] trailing end 

[of the accused device].”  See id. at *3.  The court also dismissed infringement claims against an 

accused dilator:  

 
See id. at *4-5. 

It noted that the “depth marking[s] on the accused product alone are enough to preclude 

any infringement claim as it is a visually distinct dissimilarity between the dilators, the accused 

dilators with markings on the main body and the design of the main cylinder chosen by the 

patentee, without markings or any measurement indicia.”  Id. at *5 (emphasis added) (internal 

quotation marks omitted).  The court also credited the differences in the “degree of taper” and the 

“shape, size, and location of the electrode.”  See id.  

These and other cases illustrate that products, such as the Aurora BL, whose ornamental 

features differ substantially from those of a patented design, do not infringe the patent, even if they 

may share functional features and certain design elements in common.  See, e.g., Moose Mountain 
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Toymakers Ltd., 2011 WL 3625057, at *3 (“Though there are certainly similarities between Majik 

Bowl and the Patents, as there must be between all toy bowling ball games, they are trumped by 

the ornamental differences.”);  Buyer’s Direct, 2019 WL 5491548, at *2-3 (“[r]ecognizing that 

both designs essentially consist of a slipper with a fuzzy portion extending upward out of the foot 

opening,” but holding they are plainly dissimilar); Wepay Glob. Payments LLC, 2022 WL 

1782504, at *3 (holding same, even though the claimed and accused designs shared certain 

“geometric shapes”); Cotapaxi Custom Design & Mfg., LLC, 2007 WL 2908265, at *5 (same, 

even though both designs—ball point pens—had “comfort grip areas near the writing tip”).  Here, 

the dissimilarities between the Aurora BL and the D075 design are significant and the designs as 

whole are so dissimilar that there is no chance that an ordinary observer would confuse them.  The 

patent infringement claims should therefore be dismissed on the pleadings. 

E. The Prior Art Bolsters a Finding of Non-Infringement 

Because the designs are plainly dissimilar, the Court need not reach the second step of the 

“ordinary observer” test and consider the prior art.  If prior art is considered, however, it reinforces 

the conclusion that the Aurora BL shoe does not infringe Puma’s patent.      

Although Puma alleges vaguely that “an ordinary observer would recognize that Brooks’ 

Aurora BL design has incorporated elements of the claim design that depart conspicuously from 

the prior art,” Dkt. 1 (Complaint) ¶ 38, it does not identify a single element of its patented design 

that is found in the Aurora BL and not in the prior art.  To the contrary, the complaint cites 

numerous prior-art design patents that contain the “bulbous regions” and “continuous seam” 

elements that Puma alleges are evidence of Brooks’ infringement:   

Id.   

Case 2:23-cv-00116-LK   Document 96   Filed 07/13/23   Page 27 of 38



 

BROOKS SPORTS, INC.’S MOTION FOR JUDGMENT ON 
THE PLEADINGS  -23 
CASE NO. 2:23-CV-00116-LK  

 SUMMIT LAW GROUP, PLLC 
315 FIFTH AVENUE SOUTH, SUITE 1000 

SEATTLE, WASHINGTON 98104-2682 
Telephone:  (206) 676-7000 

Fax:   (206) 676-7001 
 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

In fact, all of the alleged prior art cited by Puma contains a midsole with bulbous regions 

of different length, size, and orientation, but none contains the distinct decoupled and irregularly 

shaped midsole of the Aurora BL or its unique markings.  Puma’s failure to identify any element 

of its design that Brooks purportedly copies that does not also exist in the prior art is further 

evidence that its infringement claim fails as a matter of law.  See Performance Designed Prod. 

LLC, 2016 WL 3552063, at *6 (similarities between the accused design and the prior art suggest 

non-infringement); Legler, 2014 WL 3727566, at *4 (finding non-infringement where the accused 

design was “no more similar to the claimed design” than it was to certain prior art).   

F. The Aurora BL Design is Novel Over the D075 Patent 

A recent finding by the PTO, of which this Court can take judicial notice, provides further 

reason to conclude that Puma’s design patent claim fails as a matter of law. 8  On May 30, 2023, 

the PTO issued D987,240 (the “Aurora Patent”), which covers the Aurora BL midsole:  
 

See Ex. 3 at 70-77 (Prosecution File History).   

 
8 The Court may take judicial notice of the issuance of the Aurora Patent, which is a public document 

issued by a governmental agency.  See Anderson, 2013 WL 9760040, at *2 (taking judicial notice of patent 
from the accused product). 
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Brooks provided the PTO with the D075 Patent for consideration during prosecution of the 

Aurora Patent.  See Ex. 3 at 25, row 12 (Information Disclosure Statement).  The PTO proceeded 

to grant the patent.  See Ex. 3 at 1.  The Aurora BL is therefore presumed to be novel and non-

obvious over the D075 Patent.  See 35 U.S.C. § 282. 

“The granting of a separate patent to the accused device is relevant when comparing the 

claimed design to the accused design.”  Black & Decker Inc. v. Cedarberg Indus., Inc., 1998 WL 

526534, at *4 (N.D. Ill. Aug. 14, 1998) (citing Zygo Corp. v. Wyko Corp., 79 F.3d 1563, 1570 

(Fed. Cir. 1996)).  Although not decisive of infringement, “[t]he fact of separate patentability is 

relevant and is entitled to due weight.”  Nat’l Presto Indus., Inc. v. W. Bend Co., 76 F.3d 1185, 

1191-92 (Fed. Cir. 1996).  In RNA Corp. v. Procter & Gamble Co., for example, the court 

concluded that there was no design patent infringement, in part, because the patent on the accused 

product “len[t] support to the lack of infringement.”  747 F. Supp. 2d 1008, 1019 (N.D. Ill. 2010).  

It found that “[t]he fact that the [defendant’s] . . . patent was awarded offers it the same 

presumption of validity that is claimed by [plaintiff] for its designs.”  Id.  Here, the PTO 

concluded that the Aurora BL design is novel and non-obvious over the existing art, including the 

D075 Patent.  This is further evidence of the dissimilarity of the claimed and accused designs.   

Consequently, this Court should dismiss Count II of Puma’s complaint. 
 

V. PUMA LACKS  STANDING TO BRING TRADEMARK INFRINGEMENT 
CLAIMS  

Puma’s complaint also includes counts for trademark infringement and unfair competition 

based on Puma’s allegations that it has ownership rights in “nitro.”  As it turns out, however, 

Puma SE licenses the right to use “nitro” from Lloyd IP (the “License Agreement”).  Puma has 

admitted as much in the pleadings, conceding that “it has licensed NITRO marks from third-

parties,” a fact that it failed to mention in its complaint.  See Dkt. 61 (Puma’s Answer to Amended 

Counterclaims) ¶¶ 54-55; see also Adidas America, Inc. v. Herbalife Int’l, Inc., 2010 WL 

3220303, at *2 (D. Or. 2010) (taking judicial notice of contract attached to plaintiff’s motion, 
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referenced in the counterclaim, and whose authenticity was not questioned).  The terms of Puma’s 

worldwide License Agreement with Lloyd IP plainly state that Puma is a mere nonexclusive 

licensee of “nitro,” and no ownership rights in “nitro,” and has no right to institute an enforcement 

action against Brooks.  See Ex. 4.   As such, Puma’s trademark claims must be dismissed for lack 

of standing. 

A. The Puma-Lloyd IP License Agreement 

The worldwide License Agreement between Puma SE and Lloyd IP states that Lloyd IP “is 

the owner of the ‘NITRO’ trademarks on a global basis” and that Puma has a “non-exclusive 

worldwide license to use the Licensed Trademarks.”  Ex. 4 ¶¶ A, 2.1.  The “Licensed Trademarks” 

include “the ‘NITRO’ trademarks owned by [Lloyd IP], which registrations cover ‘footwear’ or 

‘shoes’ as products as well as any future trademark applications and registrations of the same 

type.”  Ex. 4 ¶ 1.  The License Agreement provides that:  

[Puma] acknowledges that the Licensed Trademarks are the sole and 
exclusive property of [Lloyd IP] and that all rights and goodwill arising 
from the use of the Licensed Trademarks by [Puma] hereunder shall 
vest solely to the benefit of [Lloyd IP].  [Puma] agrees that it will not 
acquire any ownership of other rights resulting from the  [Puma’s] 
performance or breach of this Agreement or its use of the Licensed 
Trademarks during the Term. 

 

Ex. 4 ¶ 3.3 (emphases added).  Since entering the License Agreement, Puma has filed applications 

to register “nitro” for footwear in the United States.  See Dkt. 1-2 showing App. No. 97171928 

(for soccer and golf shoes) and App. No. 97975106 (for running, training, and basketball shoes).  

Puma’s United States trademark application is a “future trademark application” of “the same type” 

as Lloyd IP’s NITRO trademark and therefore clearly falls within the plain language of the 

License Agreement.9 

 
9 In correspondence with Brooks, Puma has asserted that the License Agreement does not cover “nitro” in 

the United States because Lloyd IP has no U.S. trademarks.  The License Agreement, however, is 
worldwide in scope and it expressly covers “future trademark applications.”  Ex. 5 ¶ 1.  Puma’s U.S. 
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The License Agreement grants Lloyd IP all enforcement rights.  Section 3.6 provides that 

in the instance of infringement, Lloyd IP, not Puma, “shall take whatever action it considers 

necessary or desirable to protect the validity and strength of the Licensed Trademarks” and that 

Lloyd IP, not Puma “shall, in its absolute discretion, decide what action if any to take.”  Ex. 4 ¶ 

3.6 (emphasis added).  The License Agreement continues: “[Lloyd IP] shall have exclusive 

control over, and conduct of, all claims and proceedings.”  Id. (emphasis added).  

B. The License Agreement Expressly Precludes Puma From Asserting “Nitro” Against 
Brooks 

Counts I and III of Puma’s complaint are premised on Puma’s allegation that it “ owns all 

right, title, and interest in its NITRO mark” and that Brooks’ use of the term “nitro” somehow 

infringes on those rights.  See Dkt. 1 (Complaint) ¶ 62; see also id. ¶¶ 13, 19, 49.  However, by its 

plain terms, the License Agreement proves this untrue.  See supra Part V.A.   Moreover, the 

License Agreement precludes Puma from enforcing any rights to “nitro,” such as they are, against 

Brooks.  “[I]f [a] license agreement prohibits the licensee from having the right to sue, then it has 

no right to sue under §43(a).”  6 McCarthy on Trademarks and Unfair Competition, § 32:12 (5th 

ed. 2021).  That is because “a licensee’s right to sue to protect the mark largely depends on the 

rights granted to the licensee in the licensing agreement.”  Kroma Makeup EU, LLC v. Boldface 

Licensing & Branding, Inc., 920 F.3d 704, 708 (11th Cir. 2019) (collecting cases) (internal 

quotation marks omitted).  If a plaintiff lacks “contractual authority” to sue, it also lacks standing.  

See id. 

As the Kroma court explained, the “licensing agreement affords rights and imposes 

obligations on the parties relating to the enforcement of any trademark claims” and thus the court 

must “turn to that agreement to determine” if the plaintiff’s interest “fall within the zone of interest 

protected by the Lanham Act.”  Id. at 709.  If, as here, “[t]he plain language of the agreement 

 
trademark applications for “nitro” , filed after Puma entered into the License Agreement, are therefore 
unambiguously covered by the License Agreement. 
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demonstrates the parties’ intent for [the licensor] to retain all ownership and enforcement rights” 

then while the licensee “may have other rights under the agreement,” it definitely “does not 

possess the ability to assert its right in the mark” in this litigation.  See id; see also Finance Inv. 

Co. (Bermuda) v. Geberit AG, 165 F.3d 526, 532 (7th Cir. 1998) (affirming district court’s finding 

that license giving plaintiffs interest in the trademark also “strip[ped] them of the right to raise a § 

43(a) claim” under the Lanham Act). 

Visa USA, Inc. v. First Data Corp., 2005 WL 6271242 (N.D. Cal. Aug. 16, 2005) is 

directly on point.  In that case, Visa USA sued defendant First Data for trademark infringement 

and unfair competition.  Id. at *1.  Visa USA had a license to use the VISA Trademarks from Visa 

International.  However, the agreement provided that: (1) Visa International retained ownership of 

the marks; (2) all use by Visa USA inured to the benefit of Visa International, and (3) Visa 

International had “the sole right to engage in infringement or unfair competition proceedings 

involving” the marks at issue.  Id.  In the course of discovery, Visa USA produced a letter—

created six months after the filing of the complaint—purportedly memorializing an oral agreement 

whereby Visa International consented to Visa USA’s engagement in the suit at issue.  Id. 

Nevertheless, the district court held that Visa USA “lacks standing to sue because the 

license agreement specifically provides that Visa International retains the sole right” to enforce the 

trademark rights and “prohibit[s] Visa, U.S.A. from bringing suit in its own capacity.”  Id. at *5.  

And even though Visa USA “contends that it received authorization to sue . . . the license 

agreement which operates to confer the trademark rights of the parties, specifically and expressly 

forbids the litigation of the VISA Marks by Visa, U.S.A.”  Id.  The court continued: “[t]here is no 

mechanism in the license agreement . . . which functions to enable Visa International to pass along 

its sole right to sue on to Visa, U.S.A.”  Id. 

The facts here compel the same conclusion: the License Agreement gives Lloyd IP the sole 

right to enforce any “nitro” trademark rights and there is no mechanism that enables Lloyd IP to 
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pass those on to Puma.  Thus, Counts I and III of the complaint should be dismissed because Puma 

lacks standing. 

C. In the Alternative, Brooks Moves for  Joinder of Lloyd IP as a Necessary Party 

In the event that the Court does not dismiss Puma’s trademark and unfair competition 

claims, Brooks respectfully moves that the Court find that Lloyd IP is a necessary party that must 

be joined under Rule 19.  The Ninth Circuit defines a “necessary party” as a person or “persons 

having an interest in the controversy, and who ought to be made parties, in order that the court 

may act[.]”  EEOC v. Peabody W. Coal Co., 400 F.3d 774, 779 (9th Cir. 2005) (alteration in 

original). 

Under the License Agreement, Lloyd IP is the owner of the “nitro” trademarks and 

therefore has an “interest in the controversy” and is a necessary party.  See id.; see also supra Part 

V.A.  “Courts have held consistently that the owner of allegedly infringing intellectual property 

rights is a person needed for adjudication under Rule 19.”  Golden Temple of Or. LLC v. Wai Lana 

Prods., 2011 WL 6070385, at *2 (D. Or. Dec. 5, 2011); see also id. (noting that the “[p]arties do 

not cite, and I have yet to find, a case in which the trademark owner was not necessary in an action 

for infringement”).   

The owner of a trademark is a necessary party under Rule 19 to allow the Court to accord 

complete relief among the parties and avoid multiple litigations.  In the instant action, where the 

validity of the “nitro” mark is at issue, “a final decree cannot be made without either affecting 

[Lloyd IP’s] interest, or leaving the controversy in such a condition that its final termination may 

be wholly inconsistent with equity and good conscience.”  Ferrer v. Hollywood for Children, Inc., 

2018 WL 5267084, at *4 (C.D. Cal. Mar. 14, 2018) (finding that a co-owner and co-registrant of a 

mark is an indispensable “necessary party” with “an interest in the case”). 

Lloyd IP is a necessary party that must be joined.  If Lloyd IP cannot be joined, the 

trademark claims should be dismissed. 
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VI.  CONCLUSION 

As explained above, a side-by-side comparison of Brooks’ Aurora BL and the claimed 

D075 Patent design establishes that the accused shoes, although sharing some common design 

motifs, have markedly different ornamental features that render their designs as a whole “plainly 

dissimilar.”  Accordingly, Puma cannot meet its burden of establishing that the accused and 

claimed designs are “substantially similar,” and its design patent infringement claims fail as a 

matter of law.  Brooks thus respectfully requests that the Court enter judgment in Brooks’ favor on 

Count II of Puma’s complaint. 

Moreover, because the license agreement between Puma and Lloyd IP precludes Puma 

from initiating this enforcement action, Brooks respectfully respects that the Court dismiss Counts 

I and III of Puma’s complaint, or in the alternative, find that Lloyd IP is a necessary party under 

Rule 19.  

 

DATED this 13th day of July 2023. 
 

SUMMIT LAW  GROUP, PLLC 

I CERTIFY THAT THIS MEMORANDUM CONTAINS 7,654 WORDS, IN 

COMPLIANCE WITH THE LOCAL CIVIL RULES. 

By:  /s/ Hathaway Burden    
Diana S. Breaux, WSBA No. 46112 
Hathaway Burden, WSBA No. 52970 
315 Fifth Avenue S., Suite 1000 
Seattle, WA 98104 
206-676-7000 
Email:  dianab@summitlaw.com  
hathawayb@summitlaw.com  

 
 

PATTERSON BELKNAP WEBB &  TYLER LLP 
 
By:  /s/ Aron Fischer      

Geoffrey Potter (Admitted pro hac vice) 
Aron R. Fischer (Admitted pro hac vice) 
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Lachlan S. Campbell-Verduyn (Ad. pro hac vice) 
Henry Wainhouse (Admitted pro hac vice) 
Colleen O’Leary (Admitted pro hac vice) 
1133 Avenue of the Americas 
New York, NY 10036 
(212) 336-2000 
gpotter@pbwt.com  
afischer@pbwt.com  
lcampbellverduyn@pbwt.com  
hwainhouse@pbwt.com  
coleary@pbwt.com  

 
Attorneys for Defendant Brooks Sports, Inc. 

 
  

Case 2:23-cv-00116-LK   Document 96   Filed 07/13/23   Page 35 of 38

mailto:gpotter@pbwt.com
mailto:afischer@pbwt.com
mailto:lcampbellverduyn@pbwt.com
mailto:hwainhouse@pbwt.com
mailto:coleary@pbwt.com


 

BROOKS SPORTS, INC.’S MOTION FOR JUDGMENT ON 
THE PLEADINGS  -31 
CASE NO. 2:23-CV-00116-LK  

 SUMMIT LAW GROUP, PLLC 
315 FIFTH AVENUE SOUTH, SUITE 1000 

SEATTLE, WASHINGTON 98104-2682 
Telephone:  (206) 676-7000 

Fax:   (206) 676-7001 
 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

APPENDIX 

 

 

 

 

 

 

 

 

 

 

 

 

Case 2:23-cv-00116-LK   Document 96   Filed 07/13/23   Page 36 of 38



 

BROOKS SPORTS, INC.’S MOTION FOR JUDGMENT ON 
THE PLEADINGS  -32 
CASE NO. 2:23-CV-00116-LK  

 SUMMIT LAW GROUP, PLLC 
315 FIFTH AVENUE SOUTH, SUITE 1000 

SEATTLE, WASHINGTON 98104-2682 
Telephone:  (206) 676-7000 

Fax:   (206) 676-7001 
 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

CERTIFICATE OF SERVICE  

I hereby certify that on this day I electronically filed the foregoing BROOKS SPORTS, 

INC.’S MOTION FOR JUDGMENT ON THE PLEADINGS and proposed order with the Clerk 

of the Court using the CM/ECF system which will send notification of such filing to the 

following: 
 
Mark P. Walters 
Mitchell D. West 
LOWE GRAHAM JONES PLLC 
1325 Fourth Ave., Suite 1130 
Seattle, WA 98101 
walters@lowegrahamjones.com 
west@lowergrahamjones.com 
206-381-3300 
 
Joel E. Tragesser (admitted pro hac vice) 
QUARLES & BRADY LLP 
135 N. Pennsylvania St., Suite 2400 
Indianapolis, IN 46204 
Joel.tragesser@quarles.com 
317-957-5000 
 
Michael T. Piery (admitted pro hac vice) 
QUARLES & BRADY LLP 
411 East Wisconsin Ave., Suite 1400 
Milwaukee, WI 53202 
michael.piery@quarles.com 
414-277-5000 
 
James J. Aquilina (admitted pro hac vice) 
QUARLES & BRADY LLP 
1701 Pennsylvania Ave. NW, Suite 700 
Washington, D.C. 20006 
james.aquilina@quarles.com 
202-372-9600 

  

Case 2:23-cv-00116-LK   Document 96   Filed 07/13/23   Page 37 of 38



 

BROOKS SPORTS, INC.’S MOTION FOR JUDGMENT ON 
THE PLEADINGS  -33 
CASE NO. 2:23-CV-00116-LK  

 SUMMIT LAW GROUP, PLLC 
315 FIFTH AVENUE SOUTH, SUITE 1000 

SEATTLE, WASHINGTON 98104-2682 
Telephone:  (206) 676-7000 

Fax:   (206) 676-7001 
 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

Otto E. Hinks (admitted pro hac vice) 
QUARLES & BRADY LLP 
One Renaissance Square  
2 North Central Avenue, Suite 600  
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otto.hinks@quarles.com 
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DATED this 13th day of July, 2023. 

 
s/Dominique Barrientes   
Dominique Barrientes, Legal Assistant 
dominiqueb@summitlaw.com 
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