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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the matter of Registration No. 7,184,055 

Mark: NITRO 

 

 

BROOKS SPORTS, INC., 

 

   Petitioner, 

 

  v. 

 

PUMA SE, 

 

   Registrant. 

 

 

 

 

 

 Cancellation No. 92084311 

 

PUMA SE’S ANSWER TO BROOKS SPORTS, INC.’S PETITION TO CANCEL 

 PUMA SE (“PUMA” or “Registrant”) hereby responds to Brooks Sports, Inc.’s 

(“Brooks” or “Petitioner”) Petition to Cancel as follows: 

I. The Parties 

1. Brooks is a corporation organized under the laws of the State of Washington, having a 

principal place of business located at 3400 Stone Way North, Suite 500, Seattle, Washington 

98103. 

ANSWER: PUMA lacks sufficient information or knowledge to either admit or deny the 

allegations of Paragraph 1, and therefore on that basis denies the same. 

2. Brooks, through its predecessors-in-interest, has been in business since 1914, 

designing and selling high-quality footwear, apparel, and accessories throughout the United 

States and in more than fifty countries worldwide. Brooks has built a reputation for excellence 

and is well-known for the superior quality of its footwear, apparel, and accessories. 

ANSWER: PUMA lacks sufficient information or knowledge to either admit or deny the 

allegations of Paragraph 2, and therefore on that basis denies the same. 

3. Upon information and belief, Registrant is a Societas Europae (SE), organized under 

the laws of Germany and having an address of PUMA Way 1, Herzogenaurach, Germany 91074. 
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ANSWER: Admits. 

4. Upon information and belief, Registrant is engaged in the design and manufacture of 

athletic and casual footwear, apparel and accessories in the United States and elsewhere. 

ANSWER: Admits. 

5. Brooks and Registrant are direct competitors in the design and sale of footwear, 

apparel and accessories. 

ANSWER: PUMA admits that Brooks and PUMA are direct competitors in the design 

and sale of running footwear, running-related apparel, and running-related accessories in the 

United States. PUMA denies the remaining allegations of Paragraph 5. 

II. The Challenged Registration 

6. On December 14, 2021, Registrant filed an application with the United States Patent 

and Trademark Office (“USPTO”) to register the Challenged Mark under §1(b) of the Trademark 

Act, 15 U.S.C. §1051(b), claiming an intent to use in connection with “footwear, namely, soccer 

shoes, golf shoes, motorsport shoes” (“Registrant’s Goods”) in Class 25. The application also 

covered “Footwear, namely, running shoes, training shoes, basketball shoes” in International 

Class 25, alleging use in commerce under §1(a) of the Trademark Act, 15 U.S.C. §1051(a), and 

claiming a first use date of March 4, 2021. 

ANSWER: Admits. 

7. On August 1, 2022, Registrant deleted “motorsport shoes” from the application, and 

filed a Request to Divide. As a result of the Request to Divide, the application for the Challenged 

Registration became the parent application at issue in this Petition to Cancel, and the application 

for “Footwear, namely, running shoes, training shoes, basketball shoes” became the child 

application under Application Serial No. 97/975,106. 

ANSWER: Admits. 

8. On March 17, 2023, Brooks filed a Notice of Opposition against the child application, 

i.e., Application Serial No. 97/975,106, which Opposition is pending. 

ANSWER: Admits. 

9. On August 1, 2023, Registrant submitted a specimen of use and amended the 

application for the Challenged Registration to assert a first use date (on golf shoes only) of April 

1, 2023, and a first use date (on golf shoes only) anywhere in commerce of May 22, 2023. 
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ANSWER: PUMA admits that on August 1, 2023, it filed a Statement of Use for the 

Challenged Registration and asserted a first use anywhere date as early as April 1, 2023, and a 

first use in US commerce date as early as May 22, 2023, and that it indicated that the dates of 

first use pertained only to golf shoes as required by TMEP § 903.08. 

10. The application for the Challenged Registration published for opposition on 

November 22, 2022, and issued as the Challenged Registration on October 3, 2023. 

ANSWER: Admits. 

III. Brooks’ Use of The Nitro-Infused Designations is 

in Direct Competition With Registrant 

11. Brooks’ success in the high-quality footwear market is due in significant part to 

Brooks’ investment in cutting-edge research and development, which allows it to consistently 

deliver new and innovative products and benefits to consumers. 

ANSWER: PUMA lacks sufficient information or knowledge to either admit or deny the 

allegations of Paragraph 11, and therefore on that basis denies the same. 

12. In connection with these efforts, Brooks developed nitrogen infusion technology for 

use in connection with its footwear. In 2019, Brooks became one of the first footwear companies 

to introduce nitro-infused midsole shoes in the United States. Brooks’ nitro-infused midsoles 

have achieved significant success due to the technology’s benefits, and Brooks has implemented 

the nitro-infused midsoles into many of its shoes. 

ANSWER: PUMA lacks sufficient information or knowledge to either admit or deny the 

allegations of Paragraph 12, and therefore on that basis denies the same. 

13. Consistent with industry practice standards, and as Brooks typically does with new 

technologies, Brooks uses descriptions of the nitro-infused midsoles in advertising and marketing 

materials, including “nitro,” “nitrogen,” “nitro-infused”, “nitro-infuse,” and “nitrogen injected” 

to describe the nitro-infusion technology in its products (the “Nitro-Infused Designations”). 

Brooks also includes illustrations of nitrogen gas tanks, gas bubbles, and the elemental symbol 

for nitrogen in many of its advertisements and marketing materials to emphasize the nitrogen-

based technological aspects of Brooks’ shoes. See Exhibit A. 

ANSWER: PUMA lacks sufficient information or knowledge to either admit or deny the 

allegations of Paragraph 13, and therefore on that basis denies the same. 
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14. The Challenged Mark interferes with Brooks’ current or planned business and 

marketing efforts because, inter alia, Brooks uses the term NITRO and the Nitro-Infused 

Designations to describe its shoes with nitro-infused midsoles in advertising and marketing its 

products. 

ANSWER: PUMA lacks sufficient information or knowledge to either admit or deny the 

allegations of Paragraph 14, and therefore on that basis denies the same. 

15. Registrant’s website shows that Registrant’s Goods are footwear with nitrogen- 

infused foam midsoles. See Exhibit B. 

ANSWER: PUMA admits that it has used the NITRO trademark in connection with 

footwear. PUMA denies the remaining allegations of Paragraph 15. 

16. Registrant’s Goods, which are in direct competition with Brooks’ goods, are identical 

to Brooks’ and other third-parties’ nitro-infused shoe products. 

ANSWER: PUMA admits that both PUMA and Brooks sell goods in International Class 

25 and admits that other third-parties also sell goods in International Class 25. PUMA denies that 

its goods are identical to Brooks’ goods and specifically denies that Brooks sells soccer shoes or 

golf shoes. PUMA denies that its goods are identical to any third-party products. 

17. The continued registration of Registrant’s Challenged Mark in connection with 

Registrant’s Goods provides Registrant with a prima facie exclusive right to use the Challenged 

Mark. Such registration is the source of irreparable damage and injury to Petitioner and restricts 

and impairs Petitioner’s rights to accurately describe its footwear, and to use, develop and 

expand its use of the Nitro-Infused Designations, and otherwise causes injury and damage to 

Petitioner, as well as causes injury and damage to Petitioner’s goodwill and reputation. 

ANSWER: PUMA admits that the continued registration of its NITRO mark would 

provide it with exclusive rights to use the NITRO mark. PUMA denies the remaining allegations 

of Paragraph 17.  

IV. Registrant Does Not Own The Challenged Mark 

18. Upon information and belief, Registrant is party to a Trademark License Agreement 

(the “License Agreement”), with Lloyd IP Limited, a UK corporation (“Lloyd”), wherein Lloyd 

is deemed “Licensor” and Registrant is deemed “Licensee.” See Exhibit C. 
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ANSWER: PUMA admits that it is a party to the contract identified as Exhibit C. PUMA 

denies that it does not own the Challenged Mark and denies any remaining allegations of 

Paragraph 18.  

19. The License Agreement states that Licensor “is the owner of the ‘NITRO’ trademarks 

on a global basis.” Id. ¶ A. The License Agreement grants to Registrant a non- exclusive 

worldwide license to use the “Licensed Trademarks.” Id. ¶ 2.1. “Licensed Trademarks” are 

defined as “the ‘NITRO’ trademarks owned by Licensor, which registrations cover ‘footwear’ or 

‘shoes’ as products as well as any future trademark applications and registrations of the same 

type.” Id. ¶ 1. 

ANSWER: The contract identified as Exhibit C is a legal document that speaks for itself 

and PUMA affirmatively asserts that Paragraph 19 does not accurately communicate the 

complete language of that contract. To the extent that an answer is required, PUMA denies the 

allegations of Paragraph 19 because they are not an accurate reflection of the complete 

document.  

20. Upon information and belief, the “`NITRO’ trademarks” include the Challenged 

Mark at issue in this proceeding. 

ANSWER: PUMA denies the allegations of Paragraph 20. 

21. The Agreement states further as follows: 

The Licensee acknowledges that the Licensed Trademarks are the sole and exclusive 

property of the Licensor and that all rights and goodwill arising from the use of the 

Licensed Trademarks by the Licensee hereunder shall vest solely to the benefit of the 

Licensor. The Licensee agrees that it will not acquire any ownership of other rights 

resulting from the Licensee’s performance or breach of this Agreement or its use of the 

Licensed Trademarks during the Term. 

Id. ¶ 3.3. 

ANSWER: The contract identified as Exhibit C is a legal document that speaks for itself 

and PUMA affirmatively asserts that Paragraph 21 does not accurately communicate the 

complete language of that contract. To the extent that an answer is required, PUMA denies the 

allegations of Paragraph 21 because they are not an accurate reflection of the complete 

document.   
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22. Upon information and belief, the License Agreement was executed by both parties 

and became effective as of November 9, 2020, which is prior to Registrant’s filing of the 

application which led to the Challenged Registration. Upon information and belief, the License 

Agreement was in effect as of the date of the filing of the application which led to the 

Challenged Registration, and thereafter. The “Territory” of the License Agreement is 

“worldwide.” Id. ¶ 1. 

ANSWER: PUMA admits that the License Agreement was executed and became 

effective as of November 9, 2020. PUMA admits that “Territory” is defined as “worldwide.” 

PUMA denies that the License Agreement covers the Challenged Application given that a full 

reading of the agreement limits the scope. PUMA denies the remaining allegations in Paragraph 

22.  

23. By entering the License Agreement, Registrant recognized and acknowledged Lloyd 

as the owner of the NITRO trademark appearing in the application for the Challenged 

Registration. Registrant, as Licensee, is estopped from contesting the validity of the License 

Agreement between Registrant and Lloyd. 

ANSWER: PUMA denies the allegations of Paragraph 23. 

24. Notwithstanding the License Agreement, Registrant filed the application for the 

Challenged Registration in which Registrant or its agent represented that it had a bona fide 

intention to use the mark in commerce and was entitled to use the mark in commerce. 

Subsequently, Registrant amended the application under the Trademark Act, Section 1(a), and 

filed a Statement of Use in which Registrant or an agent acting on behalf and at the direction of 

Registrant represented in a verified declaration that Registrant “believes that the applicant is the 

owner of the trademark/service mark sought to be registered.” 

ANSWER: PUMA admits that it filed the application for the Challenged Registration 

and that it represented that it had a bona fide intention to use the mark in commerce and that it 

was entitled to use the mark in commerce. PUMA affirmatively asserts that it is the owner of the 

NITRO mark in the United States. PUMA denies any remaining allegations in Paragraph 24.  

25. Upon information and belief, Registrant, which entered the License Agreement prior 

to the filing of the application which led to the Challenged Registration, and prior to the filing of 

the Statement of Use, knew that these representations were false at the time they were made. 

 ANSWER: PUMA denies the allegations of Paragraph 25. 



7 
 

26. Upon information and belief, Registrant is not the true owner of the Challenged Mark 

appearing in the Challenged Registration. 

ANSWER: PUMA denies the allegations of Paragraph 26. 

V. The Challenged Mark is Descriptive And/or Generic 

27. The Challenged Mark consists only and entirely of the term “NITRO.” The dictionary 

definition of “NITRO” is “nitrogen.” See Exhibit D. 

ANSWER: PUMA admits that the Challenged Mark is a word mark consisting of the 

term NITRO. PUMA denies the remaining allegations of Paragraph 27.  

28. Registrant’s Goods as advertised on Registrant’s website are footwear with nitrogen-

infused foam soles. See Exhibit B at pages 6-24. The term NITRO is generic and merely 

describes the nitro-infused foam soles offered by Registrant. 

ANSWER: PUMA admits that it has used NITRO in connection with footwear on its 

website. PUMA denies the remaining allegations of Paragraph 28.  

29. As applied to nitrogen-infused shoe products, the relevant purchasing public 

understands the primary significance of the term NITRO to refer to nitrogen, a key aspect of the 

primary class or category of goods with which the term is used. 

ANSWER: PUMA denies the allegations of Paragraph 29. 

30. Active registrations consisting of the term NITRO evidence that the USPTO 

consistently treats NITRO as merely descriptive or generic when used in connection with 

products containing, featuring, or using nitrogen through disclaimers of the term NITRO, or 

registration on the Supplemental Register. See Exhibit E. 

ANSWER: PUMA denies the allegations of Paragraph 30. 

31. Upon information and belief, purchasers and potential purchasers perceive the 

Challenged Mark as nothing more than a description of Registrant’s Goods; that is, that 

Registrant’s Goods feature nitrogen as an ingredient, quality, characteristic, and function. 

ANSWER: PUMA denies the allegations of Paragraph 31. 

32. The Challenged Mark as a whole is merely descriptive of an ingredient, quality, 

characteristic, function, feature, purpose, or use of Registrant’s Goods. 

ANSWER: PUMA denies the allegations of Paragraph 32. 
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COUNT I: 

NO BONA FIDE INTENT 

Trademark Act § 1(b)(1)(3), 15 U.S.C. § 1051(b)(1)(3)  

37 C.F.R. §2.33(b)(2) 

Trademark Act § 14(1), 15 U.S.C. § 1064(1)  

33. Petitioner repeats and realleges the allegations in paragraphs 1 through 32 as though 

fully set forth herein. 

ANSWER: PUMA repeats and realleges the answers set forth in Paragraphs 1 through 32 

as though fully set forth herein.  

34. Under Section 1(b) of the Trademark Act, an applicant “who has a bona fide 

intention, under circumstances showing the good faith of such person, to use a trademark in 

commerce may request registration of its trademark.” 

ANSWER: Paragraph 34 states a legal conclusion to which no factual answer is required. 

To the extent an answer is required, PUMA asserts that it is properly identified as the owner of 

the application for the Challenged Mark, that PUMA had a bona fide intention to use the 

Challenged Mark in commerce at the time of the application for the Challenged Mark, and 

admits that PUMA had the right to request registration of the Challenged Mark. 

35. At the time the application for the Challenged Mark was filed, Registrant or an agent 

acting on behalf and at the direction of Registrant (“Registrant’s Agent”) represented in a verified 

declaration that Registrant “has a bona fide intention to use the mark in commerce”; that 

Registrant believed it “is entitled to use the mark in commerce on or in connection with the 

goods or services specified in the application; that, upon information and belief, “no other person 

has the right to use such mark in commerce either in the identical form thereof or in such near 

resemblance thereto as to be likely, when used on or in connection with the goods of such other 

person, to cause confusion, or to cause mistake, or to deceive”; and that, upon knowledge and 

belief, “the facts recited in the application are accurate.” 37 C.F.R. § 2.33(b)(2). 

ANSWER: Admits. 

36. On information and belief, Registrant is merely a nonexclusive licensee of the 

Challenged Mark subject to terms of the License Agreement with licensor Lloyd, the owner of 

the Challenged Mark pursuant to the License Agreement. See Exhibit C. Having full knowledge 

of the License Agreement and its terms, Registrant knew that it was not entitled to use the mark 

in commerce; did not have a bona fide intention to use the mark; did not believe that no other 

person had the right to use the mark; and did not accurately state the facts in the application for 

the Challenged Mark. 
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ANSWER: PUMA denies the allegations of Paragraph 36. 

37. Because Registrant lacked a bona fide intention to use at the time of filing of the 

application, the application is void ab initio and the Challenged Registration is subject to 

cancellation. 

ANSWER: PUMA denies the allegations of Paragraph 37. 

COUNT II: 

REGISTRANT NOT THE RIGHTFUL OWNER OF THE MARK  

FOR THE IDENTIFIED GOODS   

Trademark Act § 1(a)(3)(A), 15 U.S.C. §1051(a)(3)(A);  

37 C.F.R. §2.33(b)(1)  

Trademark Act § 14(1), 15 U.S.C. § 1064(1)  

38. Petitioner repeats and realleges the allegations in paragraphs 1 through 37 as though 

fully set forth herein. 

ANSWER: PUMA repeats and realleges the answers set forth in Paragraphs 1 through 37 

as though fully set forth herein.  

39. On August 1, 2023, Registrant filed a Statement of Use and amended the basis of the 

application for the Challenged Registration from an intent-to-use application to use under the 

Trademark Act, Section 1(a). 

ANSWER: PUMA admits that on August 1, 2023, it filed a Statement of Use for the 

Challenged Registration and requested to amend the basis from intent-to-use under Trademark 

Act Section 1(b) to use in commerce under Trademark Act Section 1(a).  

40. Despite the terms of the License Agreement with Lloyd, Registrant filed the 

Statement of Use for the Challenged Registration claiming to be the owner of the NITRO 

trademark appearing in the application. Registrant or its representative signed a verified 

statement claiming to be “the owner of the mark sought to be registered.” 15 U.S.C. 

§§1051(a)(3)(A), (c). 

ANSWER: PUMA admits that it filed a Statement of Use for the Challenged 

Registration, and it asserts that it is properly identified as the owner of the application for the 

Challenged Mark. PUMA denies that the terms of License Agreement contradict PUMA’s 

verified statement claiming to be the owner of the Challenged Mark.  
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41. Upon information and belief, Registrant was not the true owner of the Challenged 

Mark as of the filing date of the Statement of Use. 

ANSWER: PUMA denies the allegations of Paragraph 41. 

42. A licensee of the trademark owner cannot be the trademark applicant, and a person or 

entity merely using the mark under a license from the owner cannot be the valid applicant or 

registrant. 3 McCarthy on Trademarks and Unfair Competition § 19:53 (5th ed.); See Norden 

Restaurant Corp. v. Sons of Revolution in State of N.Y., 51 N.Y.2d 518, 522, 434 N.Y.S.2d 967, 

415 N.E.2d 956, 210 U.S.P.Q. 944 (1980). 

ANSWER: Paragraph 42 states a legal conclusion to which no factual answer is required. 

To the extent an answer is required, PUMA asserts that it is properly identified as the owner of 

the application for the Challenged Mark, and denies the remaining allegations of Paragraph 42. 

43. Because Registrant is not the owner of the Challenged Mark, the application 

underlying the Challenged Registration is void as of the date Registrant filed the Statement of 

Use claiming to be the owner of the Challenged Mark. The Petition for Cancellation must 

therefore be sustained in Petitioner’s favor and registration of the Challenged Mark cancelled. 

ANSWER: PUMA denies the allegations of Paragraph 43. 

COUNT III:  

 FRAUD ON THE USPTO  

In re Bose Corp., 580 F.3d 1240,   

91 U.S.P.Q.2d 1938 (Fed. Cir. 2009);  

Trademark Act § 14(3), 15 U.S.C. § 1064(3) 

44. Petitioner repeats and realleges the allegations in paragraphs 1 through 43 above as 

though fully set forth herein. 

ANSWER: PUMA repeats and realleges the answers set forth in Paragraphs 1 through 

43 as though fully set forth herein.  

45. At the time the application for the Challenged Registration was filed, Registrant or 

Registrant’s Agent represented in a verified declaration that Registrant believed that Registrant 

was “entitled to use the mark in commerce”; that Registrant had a “bona fide intention to use the 

mark in commerce”; that upon knowledge and belief, “the facts recited in the application are 

accurate”, and that, upon information and belief, “no other person has the right to use such mark 

in commerce either in the identical form thereof or in such near resemblance thereto as to be 

likely, when used on or in connection with the goods of such other person, to cause confusion, or 

to cause mistake, or to deceive.” 

ANSWER: Admits. 
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46. At the time the Statement of Use for the Challenged Mark was filed, Registrant or 

Registrant’s Agent represented in a verified declaration that Registrant “believes that the 

applicant is the owner of the trademark/service mark sought to be registered” (together with the 

allegations in ¶ 45, the “Representations”). 

ANSWER: Admits. 

47. On information and belief, Registrant is merely a nonexclusive licensee of the 

Challenged Mark subject to terms of the License Agreement with licensor Lloyd, the owner of 

the Challenged Mark pursuant to the License Agreement. See Exhibit C. Upon information and 

belief, Registrant (1) did not believe that Registrant was “entitled to use the mark in commerce”; 

did not have a “bona fide intention to use the mark in commerce”; knew that as between Lloyd 

and Puma, Lloyd had the right to use such mark in commerce; and knew that the facts recited in 

the application were not accurate. 

ANSWER: PUMA denies the allegations of Paragraph 47. 

48. Upon information and belief, the Representations in the application and the Statement 

of Use were false. 

ANSWER: PUMA denies the allegations of Paragraph 48. 

49. Upon information and belief, Registrant and Registrant’s Agent knew that the 

Representations were false and/or the Representations were made with reckless disregard for 

their truth or falsity. 

ANSWER: PUMA denies the allegations of Paragraph 49.  

50. Upon information and belief, the Representations were made with the intent to 

deceive the USPTO. 

ANSWER: PUMA denies the allegations of Paragraph 50. 

51. Upon information and belief, the Representations were made to cause the Examining 

Attorney to approve the application for publication and to cause the USPTO to register the 

Challenged Mark. 

ANSWER: PUMA denies the allegations of Paragraph 51. 

52. Upon information and belief, the Representations were material to the Examining 

Attorney’s decision to approve the application for publication and the USPTO’s decision to issue 

the Challenged Registration, and the Examining Attorney and the USPTO relied on the 

Representations in making these decisions. 

ANSWER: PUMA lacks sufficient information or knowledge to either admit or deny the 

allegations of Paragraph 52, and therefore on that basis denies the same.  
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53. Upon information and belief and based on the foregoing, Registrant committed fraud 

in connection with the filing of the application for the Challenged Mark and the filing of the 

Statement of Use in support of the application. The Cancellation should therefore be sustained in 

its entirety and the Challenged Registration cancelled. 

ANSWER: PUMA denies the allegations of Paragraph 53. 

COUNT IV:  

MARK MERELY DESCRIPTIVE AND/OR GENERIC 

Trademark Act §§ 2(e)(1), 1, 2, 45,  

15 U.S.C. §§1051, 1052, 1052(e)(1), 1053, 1127  

Trademark Act §§ 14(1), (3), 15 U.S.C. §§ 1064(1), (3) 

54. Registrant repeats and realleges the allegations in paragraphs 1 through 53 above as 

though fully set forth herein. 

ANSWER: PUMA repeats and realleges the answers set forth in Paragraphs 1 through 

53 as though fully set forth herein.  

55. The term NITRO in the Challenged Mark is the generic term for nitrogen-infused 

goods and is understood by the relevant public primarily to refer to that genus. The Challenged 

Mark therefore cannot acquire distinctiveness and is incapable of functioning as a trademark for 

Registrant’s Goods. 

ANSWER: PUMA denies the allegations of Paragraph 55. 

56. In the alternative, as applied to Registrant’s Goods, the Challenged Mark is merely 

descriptive because it does nothing more than directly convey to the general and consuming 

public that Registrant’s Goods contain nitro-infused technology as an ingredient, quality, 

characteristic, function, feature, or purpose. 

ANSWER: PUMA denies the allegations of Paragraph 56. 

57. The continued registration of the Challenged Mark, if allowed, will impair the rights 

of Petitioner and other competitors to use the descriptive term NITRO to identify and describe 

identical, competing goods to Registrant’s Goods, and as a result, Petitioner will be damaged by 

the continued registration of the Challenged Mark. 

ANSWER: PUMA denies the allegations of Paragraph 57. 

58. Accordingly, the Cancellation must be sustained in Petitioner’s favor and the 

Challenged Registration cancelled under Sections 2(e)(1) of the Trademark Act, 15 U.S.C. § 

1052(e)(1), and Section 14(1) and (3), 15 U.S.C. §§ 1064(1), (3). 

ANSWER: PUMA denies the allegations of Paragraph 58. 
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COUNT V:  

MARK DECEPTIVE  

Trademark Act §2(a), 15 U.S.C. §1052(a)  

Trademark Act § 14(3), 15 U.S.C. § 1064(3)  

59. Petitioner repeats and realleges the allegations in paragraphs 1 through 58 above as 

though fully set forth herein. 

ANSWER: PUMA repeats and realleges the answers set forth in Paragraphs 1 through 

58 as though fully set forth herein.  

60. In the alternative, if Registrant’s Goods do not or will not in fact have or exhibit 

nitrogen gas-infused cushioning and/or soles, the Challenged Mark consists of deceptive matter 

in relation to Registrant’s Goods. 

ANSWER: PUMA denies the allegations of Paragraph 60. 

61. Pursuant to the Trademark Act §2(a), 15 U.S.C. §1052(a), and §14(3), 15 U.S.C. § 

1064(3), the Cancellation must therefore be sustained in Petitioner’s favor and the Challenged 

Mark refused for registration. 

ANSWER: PUMA denies the allegations of Paragraph 61. 

PUMA’S AFFIRMATIVE DEFENSES 

Without assuming any burden that it would not otherwise bear, and specifically reserving 

the right to assert additional affirmative defenses as additional information becomes available 

through discovery or otherwise, PUMA asserts the below affirmative defenses.  

FIRST AFFIRMATIVE DEFENSE 

This Petition to Cancel fails to state a claim upon which relief can be granted.  

SECOND AFFIRMATIVE DEFENSE 

Brooks has failed to allege facts showing that PUMA did not have bona fide intent to use 

NITRO in connection with footwear as of the application filing date for the Challenged Mark. 

Accordingly, Brooks has no basis to petition to cancel the Challenged Registration under 

Trademark Act § 1(b)(1)(3), 15 U.S.C. § 1051(b)(1)(3). Thus, such claim should be dismissed. 
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THIRD AFFIRMATIVE DEFENSE 

Brooks has failed to allege credible facts showing that PUMA did not believe to be the 

owner of the NITRO mark in connection with footwear as of the application filing date for the 

Challenged Mark. Accordingly, Brooks has no basis to petition to cancel the Challenged 

Registration under Trademark Act § 1(a)(3)(A), 15 U.S.C. §1051(a)(3)(A). Thus, such claim 

should be dismissed. 

FOURTH AFFIRMATIVE DEFENSE 

Brooks has failed to plead with particularity facts that demonstrate that PUMA 

committed fraud in the procurement of its Challenged Registration, that PUMA’s 

Representations were false, or that PUMA’s Representations were material. More importantly, 

Brooks has failed to sufficiently plead any allegations regarding PUMA’s intent to deceive the 

USPTO—which is an indispensable element required by In re Bose Corp. Accordingly, Brooks 

has no basis to petition to cancel the Challenged Registration under a claim fraud as set out by In 

re Bose Corp. Thus, such claim should be dismissed. 

FIFTH AFFIRMATIVE DEFENSE 

Brooks has failed to allege facts showing that NITRO is merely descriptive and/or 

generic of footwear. In fact, Brooks has intentionally misrepresented the contents of Exhibit D 

and ignored all the other possible definitions of the term NITRO, such as references to the 

monovalent group NO2. Accordingly, Brooks has no basis to petition to cancel the Challenged 

Registration under Trademark Act §§ 2(e)(1), 1, 2, 45, 15 U.S.C. §§1051, 1052, 1052(e)(1), 

1053, 1127. Thus, such claims should be dismissed. 
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SIXTH AFFIRMATIVE DEFENSE 

Brooks has failed to allege facts showing that NITRO is deceptive of footwear or that 

prospective purchasers of footwear would perceive NITRO, alone, as indicating that PUMA’s 

footwear contains nitrogen. Accordingly, Brooks has no basis to petition to cancel the 

Challenged Registration under Trademark Act §2(a), 15 U.S.C. §1052(a). Thus, such claim 

should be dismissed. 

PRAYER FOR RELIEF 

WHEREFORE, PUMA respectfully requests that the Petition to Cancel be dismissed and 

denied, with prejudice. 

 

 

Dated: March 8, 2024. Respectfully Submitted, 

 

/Xheneta Ademi/ 

 

 Johanna M. Wilbert 

QUARLES & BRADY LLP 

411 East Wisconsin Ave., Suite 1400 

Milwaukee, WI 53202 

johanna.wilbert@quarles.com 

Tel: 414-277-5000 

 

James J. Aquilina 

Xheneta Ademi 

QUARLES & BRADY LLP 

2020 K Street NW, Suite 400 

Washington, DC  20006 

James.aquilina@quarles.com 

Xheneta.ademi@quarles.com 

 

Attorneys for Registrant, PUMA SE 
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CERTIFICATE OF SERVICE 

 

I hereby certify that a true and complete copy of the foregoing PUMA SE’S ANSWER 

TO BROOKS SPORTS, INC.’S PETITION TO CANCEL has been served by forwarding 

said copy on March 8, 2024, via email to:  

 

Lisa A Ferrari 

    Cozen O’Connor 

    3 WTC 175 Greenwich Street, 55th Floor 

    New York, NY  10007 

    lferrari@cozen.com 

    llinford@cozen.com 

    cmenth@cozen.com 

    mboezi@cozen.com 

    mmcnulty@cozen.com 

    phipdocketing@cozen.com 

 

        By:  /Xheneta Ademi/ 
                 

        Xheneta Ademi 

 

       Attorney for Registrant, PUMA SE 

 


