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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party has filed a petition to cancel the registration indicated below.

Petitioner information

Name Color Confidential, LLC

Entity Limited Liability Company Incorporated or
registered in

New York

Address 2 EAST 61ST STREET & 5TH AVENUE
NEW YORK, NY 10065
UNITED STATES

Attorney informa-
tion

WENDY HEILBUT
HEILBUT LLP
276 FIFTH AVENUE, SUITE 704, PMB 17
NEW YORK, NY 10001
UNITED STATES
Primary email: tmdocketing@heilbutllp.com
Secondary email(s): Wendy@heilbutllp.com, danielle@heilbutllp.com
9179214579

Docket no.

Registration subject to cancellation

Registration no. 4961905 Registration date 05/24/2016

Register Principal

International re-
gistration no.

NONE International re-
gistration date

NONE

Registrant STEFANO RICCI S.P.A.
VIA FAENTINA, 171
I-50010 FIESOLE (FI)
ITALY

Goods/services subject to cancellation

Class 003. First Use: None First Use In Commerce: None
Goods and services in the class that are subject to cancellation: perfumery, eau de toilette

Grounds for cancellation

Abandonment Trademark Act Section 14(3)

Registration subject to cancellation

Registration no. 5332108 Registration date 11/14/2017

Register Principal

International re- NONE International re- NONE



gistration no. gistration date

Registrant STEFANO RICCI S.P.A.
VIA FAENTINA, 171
I-50010 FIESOLE (FIRENZE)
ITALY

Goods/services subject to cancellation

Class 003. First Use: None First Use In Commerce: None
Goods and services in the class that are subject to cancellation: perfumery; eau de toilette

Grounds for cancellation

Abandonment Trademark Act Section 14(3)

Registration subject to cancellation

Registration no. 6443486 Registration date 08/10/2021

Register Principal

International re-
gistration no.

NONE International re-
gistration date

NONE

Registrant STEFANO RICCI S.P.A.
VIA FAENTINA, 171
I-50010 FIESOLE (FI)
ITALY

Goods/services subject to cancellation

Class 003. First Use: None First Use In Commerce: None
Goods and services in the class that are subject to cancellation: Perfumes; Eau de toilette; Eau de
cologne; Fragrances

Grounds for cancellation

Abandonment Trademark Act Section 14(3)

Attachments Cancellation Petition against Stefano Ricci.pdf(289589 bytes )
EXHIBIT A -1 of 2.pdf(3488855 bytes )
EXHIBIT A - 2 of 2.pdf(3336506 bytes )

Signature /Danielle Maggiacomo/

Name Danielle Maggiacomo

Date 12/19/2023
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In the Matter of Registration Nos. 4,961,905; 5,332,108; and 6,443,486 

------------------------------------------------------------ x  

 

 

 

 

Consolidated Cancellation No.  

 

 

COLOR CONFIDENTIAL, LLC 

 

Petitioner, 

 

v. 

 

STEFANO RICCI S.P.A. 

Registrant. 

: 

: 

: 

: 

: 

: 

: 

: 

: 

: 

------------------------------------------------------------ x 

 

CONSOLIDATED CANCELLATION PETITION 

Color Confidential, LLC (“Petitioner”), a New York limited liability company having an 

address of 2 East 61st Street & 5th Avenue, New York, NY 10065, believes that it will be 

damaged by the continued registration of Registration Nos. 4,961,905; 5,332,108; and 6,443,486 

(the “Challenged Registrations”), for, respectively ;  ; and  (the 

“Challenged Marks”) in International Class 3, and hereby petitions to cancel each of those 

registrations in part.  On information and belief, the owner of the Challenged Registrations is 

Stefano Ricci S.P.A., an Italy joint stock company with an address of Via Faentina, 171, I-50010 

FIESOLE (FI), Italy (“Registrant”). 

In support of its Consolidated Cancellation Petition, Petitioner States as follows: 
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1. Petitioner is the owner of pending U.S. Application Serial No. 97/590,476 for the 

mark , submitted with the Trademark Office on September 14, 2022 with an intent-to-

use filing basis (“Petitioner’s Application”). Petitioner’s Application covers “hair care products, 

namely, shampoo and conditioner; hair styling preparations” in International Class 3. 

2. In an Office Action issued on July 9, 2023, the Examining Attorney cited the 

Challenged Registrations as a bar to registration of Petitioner’s Application under 15 U.S.C. § 

1052(d). Specifically, the Examining Attorney cited the “shampoos and hair lotions” goods 

covered by each of the Challenged Registrations as related to Petitioner’s applied-for goods. 

3. As a result, Petitioner is being damaged and will continue to be damaged by the 

Challenged Registrations. This harm provides Petitioner with sufficient standing to bring its 

Consolidated Cancellation Petition against the Challenged Registrations for the relevant Class 3 

goods shown in red strikethrough below (hereinafter, the “Challenged Goods”): 

Mark Reg. 

No.  

Goods  

 

4961905 Class 3: Soaps, shaving soaps, after-shave lotions, cosmetic 

preparations for baths, shampoos, perfumery, eau de toilette, 

essential oils, aromatic potpourris and oils, hair lotions, 

balms other than for medical purposes, namely, lip balms, 

body balms, face balms, after shave; dentifrices, cosmetics  

 

5332108 Class 3: soaps; shaving soaps; after-shave lotions; cosmetic 

preparations for baths;shampoos; perfumery; eau de toilette; 

essential oils; aromatic potpourris and oils; hair 

lotions;balms other than for medical purposes, namely, lip 

balms, body balms and after-shave facebalms; dentifrices; 

cosmetics 
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Mark Reg. 

No.  

Goods  

 

6443486 Class 3: Non-medicated toilet soap; Shaving soap; After-

shave preparations, namely, after-shave lotions and balms; 

Bath foam; Shampoos; Perfumes; Eau de toilette; Essential 

oils; Aromatics being essential oils; Cosmetic hair lotions; 

Body balms other than for medical purposes; Dentifrices; 

Cosmetics; Toilet water; Scented linen water; Skin 

conditioning creams for cosmetic purposes; Cosmetic 

creams; Cosmetic creams for firming skin around eyes; 

Cosmetic body creams; Cosmetic creams for skin care; Bath 

creams; Shower creams; Day creams being cosmetic skin 

creams; Night creams; Shaving creams; Pre-shave creams; 

Cosmetic cleansing creams; Face and body beauty creams; 

After-shave creams; Scented body lotions and creams; 

Deodorants and antiperspirants for personal use; Non-

medicated emulsions, gels and lotions for skin care; Non-

medicated after-shave emulsions; Tissues impregnated with 

essential oils, for cosmetic use; Fragrance refills for electric 

room fragrance dispensers; After-shave gel; Bath and shower 

gels and salts, not for medical purposes; Massage gels, other 

than for medical purposes; Sculpting gel; Non-medicated 

gels, sprays, mousses and balms for hair styling and hair 

care; Facial cleansing grains; Cosmetic facial moisturizers; 

Nonmedicated, cosmetic hair moisturizers; Skin 

moisturizers; Cosmetic after-sun milk skin cream; 

Moisturizing milk; Shaving lotions; Non-medicated, 

cosmetic lotions, creams and preparations for care of the 

face, body, scalp, nails and hair; After-shave lotions; 

Massage oils and lotions; Beauty masks; Cosmetic kits 

comprised of cosmetics and make-up; Essential oils for toilet 

purposes; Massage oils; Fragrances, namely, potpourris; 

Facial cleansers; Shaving preparations; Sachets for 

perfuming linen; Eau de cologne and aftershaves; Air 

fragrancing preparations; Cosmetic soap; Bath soap; Cream 

soaps; Non-medicated liquid soaps for hands, face and body; 

Hair gel and hair mousse; Talcum powder, for toilet use; 

Skin toners; Fragrances; Make-up; Cosmetic sun protecting 

skin creams; Cosmetic body lotions; Bath preparations, not 

for medical purposes; Cosmetic hair dressing preparations; 

Perfumed skin lotions for toilet purposes; Air fragrancing 

preparations; 
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4. On information and belief, Registrant is an Italian company primarily focused on 

menswear, with a website located at https://www.stefanoricci.com/.  

5. The https://www.stefanoricci.com/ website currently lists menswear, accessories, 

shoes, fragrances, junior clothing, home products, and watches for sale. See Exhibit A. The 

website does not list any shampoos, hair care products, soaps, lotions, cosmetics, or any other 

personal care products for sale. 

6. On information and belief, other than fragrances, Registrant has never sold any 

personal care products under the Challenged Marks in United States commerce. 

7. Online research failed to reveal any evidence of the Challenged Marks being used 

in relation to the Challenged Goods within at least the last three years.  

8. Based on the foregoing, Registrant is not using the Challenged Marks in United 

States commerce, nor does it intend to resume such use. 

COUNT I 

Abandonment 

 

9. Petitioner realleges and incorporates by reference the allegations of Paragraphs 1 

through 8 of this Consolidated Cancellation Petition. 

10. There is no evidence of use of the Challenged Marks in United States commerce 

for the Challenged Goods for the last three years, establishing prima facie evidence of 

abandonment.  

11. In addition, the facts alleged above provide a strong inference that Registrant does 

not intend to resume bona fide use in United States commerce of the Challenged Marks for the 

Challenged Goods. 
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12. Accordingly, the Challenged Registrations have been abandoned, within the

meaning of 15 U.S.C. § 1127.  

For the foregoing reasons, the Challenged Registrations should be cancelled under 15 

U.S.C. § 1064(3).  

WHEREFORE, Petitioner requests that its Consolidated Cancellation Petition be 

sustained and that the Challenged Registrations be cancelled for the Challenged Goods, and that 

the Trademark Trial and Appeal Board grant such other relief as it deems just and proper. 

Please recognize as attorneys for Petitioner in this proceeding Danielle Maggiacomo and 

Wendy Heilbut (members of the Bar of the State of New York), and the law firm of Heilbut LLP, 

276 Fifth Avenue, Suite 704, PMB 17, New York, NY 10001.   

Dated:  December 19, 2023 Respectfully Submitted, 

HEILBUT LLP 

By:  

        Danielle Maggiacomo 

Wendy Heilbut 

276 Fifth Avenue 

Suite 704, PMB 17 

New York, NY  

Tel:  917.921.4579 

E:  wendy@heilbutllp.com; 

danielle@heilbutllp.com   

Attorneys for Petitioner Color Confidential, LLC 

mailto:wendy@heilbutllp.com
mailto:danielle@heilbutllp.com


 

 

EXHIBIT A 

















ENJOY FREE EXPRESS SHIPPING UNTIL DECEMBER 20THI 

N, " '" 0 ' I I " " ' N ' " ' s TE FAN O RICCI ,.. I ' " '" L I I w t " 

PERFECT 
GIFT 

NEW ARRIVALS FW23-
24 

SHOP BY 
LOOK 

MENSWEAR ACCESSORIES SHOES FRAGRANCES 
SR 
JUNIOR 

SR 
HOME 

SR 
WORLD 

STORIES 

SR WATCHES OCTAGON 

DETAILS THAT MAKE A DIFFERENCE 

OCTAGON. by STEFANO RICCI. is the brand's worldwide debut into Haute Horlogerie. SR OCTAGON watches are available in limited editions of 10 for each Chronograph. Annual Calendar. and Perpetual Calendar model. inluding precious Diamond Lux versions (al numbered) 
as well as the new limited editions of 10 fDf each Cronograph and Annual Calendar model in white and yelow gold. The OCTAGON design recalls an amphitheatre of 18KT gold (45,5mm x 14,8 thickness). Each Diamond Lux version has been enriched with 88 diamonds, set with 
the ancient a battuta method. One hundred SR OCTAGON watches in total, rendered unique unto themselves as each cuvette covering the transparent watch back has been hand-etched with the English scroll technique; as for a style concept. the SR Octagon Chronograph and 
Annual Calendar models in yelow gold leaves visible mechanical movement. Paticular attention has been paid to the SR OCTAGON after-sales sevice. In case of any problems. the owner of a STEFANO RICCI watch can personaly contact the Manager of the SR boutique where 

the timepiece was purchased. An appointed staff member will then reach the client. anywhere in the world, to collect the watch and deliver it directly to a specialist artisan laboratory as well as subsequently taking care of the item's return to the watch owner. 

CHRONOGRAPH 

The STEFANO RICCI Octagon Chronograph immerses the measurements of time in the nuances of a Pave de Paris dial. It re-emerges in an architectural concet in which the octagonal Renaissance plan of the counters, arranged on the horizontal axis, 
is united and harmonised with the chronograph hour totaliser. The movement of the chronograph second is delicate. The power reseve lass SO hours, which decreases to 42 hours when the chronograph function is activated. 

WHITE COLO/ORANGE WHITE GOLD/BLUE WHITE GOLD/GREEN YELLOW GOLD/GREEN 
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