ESTTA Tracking number: ESTTA1325467
Filing date: 11/30/2023

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation
Notice is hereby given that the following party has filed a petition to cancel the registration indicated below.

Petitioner information

Name Sung Hwan E&B Co. Ltd., d/b/a SHEnB Co. Ltd.

Entity Corporation Incorporated or South Korea
registered in

Address 8TH FLOOR, SHENB BLDG., SEONGSUI-RO

148 SEONGDONG-GU
SEOUL, 04796
KOREA, REPUBLIC OF

Attorney informa- | SCOTT W. JOHNSTON

tion MERCHANT & GOULD P.C.

150 SOUTH FIFTH STREET, SUITE 2200

MINNEAPOLIS, MN 55402

UNITED STATES

Primary email: dockmpls@merchantgould.com

Secondary email(s): sjohnston@merchantgould.com, brout-
man@merchantgould.com, slindemeier@merchantgould.com
612-332-5300

Docket no. 19248.1USTC

Registration subject to cancellation

Registration no. 7231824 | Registration date | 11/28/2023
Register Principal
Registrant Aesthetics Biomedical, Inc.

4602 N. 16TH STREET, SUITE 300
PHOENIX, AZ 85016
UNITED STATES

Goods/services subject to cancellation

Class 010. First Use: Jan 26, 2023 First Use In Commerce: Jan 26, 2023
All goods and services in the class are subject to cancellation, namely: radio frequency microneedling
device

Grounds for cancellation

Priority and likelihood of confusion Trademark Act Sections 14(1) and 2(d)

Registrant not rightful owner of mark for identi- Trademark Act Sections 14(1) and 1

fied goods or services

Fraud on the USPTO Trademark Act Section 14(3); In re Bose Corp.,
580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir.
2009)




Mark cited by petitioner as basis for cancellation

U.S. application 90051979 Application date 07/14/2020

no.

Register Principal

Registration date | NONE Foreign priority NONE
date

Word mark VIVACE

Design mark

Description of NONE

mark

Goods/services

Class 010. First use: First Use: Feb 2, 2011 First Use In Commerce: Jan 15,
2016

Radio frequency micro-needling devices

Attachments 2023 11 30 Petition for Cancellation 7231824 VIVACE ULTRA.pdf(192476 bytes
)

Signature /SWJ/

Name Scott W. Johnston

Date 11/30/2023




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
Sung Hwan E&B Co. Ltd. ) Cancellation No.
d/b/a SHEnB Co. Ltd., )
) Mark: VIVACE ULTRA
Petitioner, )
) Registration No. 7231824
V. )
) Registration Date: November 28, 2023
Aesthetics Biomedical, Inc., )
)
Respondent. )
)

PETITION FOR CANCELLATION

I. Sung Hwan E&B Co. Ltd., d/b/a SHEnB Co. Ltd. (hereinafter “Petitioner”), a
South Korea corporation having an address of 8™ Floor, SHEnB Bldg., Seongsui-ro, 148
Seongdong-gu, Seoul 04796, Republic of Korea, believes that it is and will continue to be
damaged by the existence of U.S. Registration No. 7231824 for the mark VIVACE ULTRA,
owned by Aesthetics Biomedical, Inc. (hereinafter “Respondent”), a Delaware corporation
believed to have an address at 4602 N. 16™ Street, Suite 300, Phoenix, Arizona 85016, and
petitions to cancel the registration. The grounds for cancellation are as follows:

2. On November 28, 2023, U.S. Registration No. 7231824 for the mark VIVACE
ULTRA (the “Registered Mark”™) issued to Registrant for use in connection with “radio
frequency microneedling device,” in International Class 10.

3. Petitioner is a South Korean manufacturer of skin care devices, including radio
frequency micro-needling devices that are currently sold around the world, including the United

States.



4. In or about February 2011, Petitioner created, adopted and began using the
trademark VIVACE (“Petitioner’s Mark™) on or in connection with “radio frequency micro-
needling devices” (“Petitioner’s Goods™) it manufactures.

5. Petitioner first launched the VIVACE device outside the United States, including
in Korea and Europe.

6. Between 2013 and 2016, Petitioner demonstrated, displayed, shipped, offered for
sale and sold radio frequency micro-needling devices in the United States under the Petitioner’s
Mark. Petitioner’s VIVACE micro-needling device was also used in treating patients in the U.S.
between 2013 and 2016 as part of clinical studies for obtaining FDA approval of the VIVACE
micro-needling device. Through these uses Petitioner developed common law trademark rights
in the Petitioner’s Mark for radio frequency micro-needling devices.

7. Petitioner owns U.S. application No. 90051979 for Petitioner’s Mark for
Petitioner’s Goods (“Petitioner’s Application”), which is currently pending.

8. On or about January 15, 2016, Petitioner received a “510(k)” Pre-Market
Notification clearance for its VIVACE micro-needling device from the U.S. Food and Drug
Association.

0. Upon information and belief, Respondent is a Delaware corporation, its principal
place of business is in Phoenix, Arizona, and it is a distributor of skin care devices. Between
February 2, 2016, and July 12, 2022, Respondent was Petitioner’s exclusive licensee and
distributor of Petitioner’s VIVACE micro-needing device in the United States pursuant to an
Exclusive Distributorship Agreement dated February 2, 2016, and a First Amended Exclusive

License to Distribute Agreement dated July 12, 2017.



10. The license and right to distribute Petitioner’s VIVACE micro-needling device
expired on July 12, 2022, and was not renewed.

11.  Neither the original Agreement nor the First Amended Exclusive License to
Distribute Agreement contained any assignment of trademark rights from Petitioner to
Respondent.

12.  Atno time have any trademark rights in the Petitioner’s Mark for micro-needling
devices been assigned to Respondent.

13.  Respondent as a mere, former distributor of Petitioner’s Goods and licensee of
Petitioner’s Mark has no basis to claim any ownership rights to Petitioner’s Mark or any mark
containing or confusingly similar with Petitioner’s Mark, namely the term VIVACE.
Nevertheless, Respondent has registered the trademark VIVACE ULTRA on the federal
trademark register in its own name and is selling radio frequency micro-needling devices
manufactured by someone other than Petitioner under the VIVACE ULTRA mark. This conduct
harms Petitioner and consumers of the parties’ products.

14. Respondent owns Registration No. 7231824 which is for the trademark VIVACE
ULTRA (“Respondent’s VIVACE ULTRA Mark™) for “radio frequency microneedling device,”
in International Class 10 (“Respondent’s Goods™).

15. The application underlying Registration No. 7231824 was filed on March 3, 2022
(the “Filing Date”) based on Section 1(b) of the Trademark Act.

16. On September 20 2023, Respondent filed a statement of use and alleged that the
date of first use of Respondent’s VIVACE ULTRA Mark on Respondent’s Goods anywhere and
in commerce was January 26, 2023. The specimen of use shows use of the VIVACE ULTRA

mark in connection with a device that was not manufactured by Petitioner.



17.  Petitioner did not consent to Respondent’s registration of or ownership of
Respondent’s VIVACE ULTRA Mark.

18.  Petitioner has filed a separate cancellation action against Respondent with respect
to Registration Nos. 5317218 for VIVACE for “radio frequency microneedling device” and
5317219 for THE VIVACE EXPERIENCE for “providing personalized beauty spa services,
namely, cosmetic body care and microneedle services” in Cancellation No. 92074719, which is
currently pending.

19.  In addition, Petitioner has also filed a separate cancellation action against
Respondent with respect to Registration No. 90269713 for NATIONAL VIVACE
MICRONEEDLING DAY for “promoting public and consumer interest and awareness of micro-
needling and micro-needling services utilizing radio frequency micro-needling devices” in
Cancellation No. 92080078, which is currently pending.

20.  Petitioner is being damaged by Registration No. 7231824 since it places a cloud
upon Petitioner’s right to use and register Petitioner’s Mark and is likely to confuse consumers of
radio frequency micro-needling devices sold under Respondent’s VIVACE ULTRA Mark that
the product is from Petitioner or is sponsored or affiliated with Petitioner, when the same is not
true.

COUNT1I
THE REGISTRATION IS VOID 4B INITIO

21. Petitioner repeats and realleges the allegations contained in paragraphs 1-20
above as if fully set forth herein.

22. Petitioner seeks to cancel Registration No. 7231824 pursuant to Section 1 of the
Trademark Act, 15 U.S.C. § 1051, because the registration is void ab initio as Respondent did

not own Respondent’s VIVACE ULTRA Mark on the Filing Date.



23. Petitioner (the manufacturer), not Respondent (the distributor) is the owner of the
Petitioner’s Mark.

24. 37 C.F.R. § 2.17(d) provides that “[a]n application filed in the name of an entity
that did not own the mark as of the filing date of the application is void.”

25. The application underlying Registration No. 7231824 was void since Respondent
did not own Respondent’s VIVACE ULTRA Mark as of the filing date. Since Respondent did
not own the VIVACE Mark, it cannot appropriate it as part of the VIVACE ULTRA mark or
register a mark that is confusingly similar to Petitioner’s Mark.

26.  Registration No. 7231824 creates a legal presumption that Respondent has valid
and exclusive rights to Respondent’s VIVACE ULTRA Mark for Respondent’s Goods.

27.  For the reasons set forth above, Respondent is not entitled to registration of
Respondent’s VIVACE ULTRA Mark or the legal presumptions that the registration creates.

28. The continued presence of Registration No. 7231824 on the federal trademark
register constitutes an obstacle to Petitioner’s registration and use of Petitioner’s Mark.
Registration No. 7231824 is, therefore, causing injury to Petitioner.

COUNT 11
LIKELIHOOD OF CONFUSION

29. Petitioner repeats and realleges the allegations contained in paragraphs 1 through
28 above as if fully set forth herein.

30. Petitioner seeks to cancel Registration No. 7231824 pursuant to Section 2(d) of
the Trademark Act, 15 U.S.C. § 1052(d), because Respondent’s VIVACE ULTRA Mark so
resembles Petitioner’s Mark as to be likely, when used on or in connection with Respondent’s

Goods, to cause confusion, mistake and deception.



31.  Petitioner has priority with respect to the mark VIVACE for micro-needling
devices by virtue of Petitioner’s use in commerce prior to any use, filing or registration of
Respondent’s VIVACE ULTRA Mark by Respondent.

32.  Respondent uses Respondent’s VIVACE ULTRA Mark to promote the sale of
micro-needling devices in the U.S. that are not manufactured by Petitioner.

33.  Petitioner’s Mark and Respondent’s VIVACE ULTRA Mark are confusingly
similar and are used and/or registered on closely related goods and services. In fact, the
VIVACE portion of both parties’ marks is identical and refers to RF micro-needling devices.
Consumers exposed to Respondent’s VIVACE ULTRA Mark are likely to believe that
Respondent’s goods are from the same source as Petitioner’s Mark, or are sponsored, affiliated
or endorsed by Petitioner.

34.  Due to the similarity between Respondent’s VIVACE ULTRA Mark, and
Petitioner’s Mark, the closely related nature of the goods and services of the respective parties,
customers and potential customers are likely to believe that Respondent’s services originate from
Petitioner, resulting in a likelihood of confusion in the marketplace, and damage to Petitioner.

35. The use and registration by Respondent of Respondent’s VIVACE ULTRA Mark
for Respondent’s services is likely to cause confusion or to cause mistake or deception in the
trade, and among purchasers and potential purchasers, with Petitioner’s Mark, again resulting in
damage to Petitioner.

36. Because of the closely related nature of the goods and services of the parties, and
the similarity of the marks, use and registration of the designation VIVACE ULTRA by

Registrant is likely to cause confusion, mistake, or deception that Respondent’s Goods are those



of Petitioner, or are otherwise endorsed, sponsored, or approved by Petitioner for use with
Petitioner’s Goods causing further damage to Petitioner.
37.  For the reasons set forth above, Respondent is not entitled to registration of
Respondent’s VIVACE ULTRA Mark or the legal presumptions that the registration creates.
38. The continued presence of Registration No. 7231824 on the federal trademark
register constitutes an obstacle to Petitioner’s registration and use of Petitioner’s Mark.
Registration No. 7231824 is, therefore, causing injury to Petitioner.

COUNT I
FRAUD ON THE U.S. PATENT AND TRADEMARK OFFICE

39.  Petitioner repeats and realleges the allegations contained in paragraphs 1 through
38 above as if fully set forth herein.

40.  Petitioner seeks to cancel Registration No. 7231824 pursuant to Section 14 of the
Trademark Act, 15 U.S.C. § 1064, on the grounds that it was obtained fraudulently because
Respondent knowingly made false statements to the USPTO about its ownership of
Respondent’s VIVACE ULTRA Mark with the intent to deceive the USPTO and to obtain a
registration to which it is not entitled.

41. On information and belief, Respondent, on the Filing Date, had actual knowledge
of Petitioner’s ownership of Petitioner’s Mark.

42. The application underlying Registration No. 7231824 was signed by
Respondent’s authorized counsel.

43. The application contained a sworn declaration in which Respondent, through its
counsel, affirmed, among other things, that: (i) Respondent ““is the owner of the
trademark/service mark sought to be registered;” and (i1) to the best of Respondent’s “knowledge

and belief, no other persons, except, if applicable, concurrent users, have the right to use the



mark in commerce, either in the identical form or in such near resemblance as to be likely, when
used on or in connection with the goods/services of such other persons, to cause confusion or
mistake, or to deceive.”

44.  Respondent’s declaration also contained the following statement:

The signatory being warned that willful false statements and the like are

punishable by fine or imprisonment, or both, under 18 U.S.C. § 1001, and that

such willful false statements and the like may jeopardize the validity of the

application or submission or any registration resulting therefrom, declares that all

statements made of his/her own knowledge are true and all statements made on
information and belief are believed to be true.

45. On information and belief, Respondent, on the Filing Date, knew that another
“person,” namely Petitioner, owned the trademark VIVACE in connection with Respondent’s
Goods.

46. On information and belief, Respondent’s declarations were false, made knowingly
and with the intent to deceive the USPTO for the purpose of obtaining the registration.

47. The USPTO accepted Respondent’s declarations and approved the application
underlying Registration No. 7231824 for publication and registration. Accordingly,
Respondent’s declarations were material.

48. Respondent’s declarations were knowingly false, made with the intent to deceive
the USPTO and were material to the USPTO’s decision to issue Registration No. 7231824. As a
result, Registration No. 7231824 is invalid because it was procured through fraud on the USPTO.

49. Registration No. 7231824 creates a legal presumption that Respondent has valid
and exclusive rights in Respondent’s Mark for Respondent’s Services.

50. For the reasons set forth above, Respondent is not entitled to Registration

No. 7231824 or to the legal presumptions that the registration creates.



51. The continued presence of Registration No. 7231824 on the federal trademark
register constitutes an obstacle to Petitioner’s intended registration and use of Petitioner’s Mark.
The registration is, therefore, causing injury to Petitioner.

WHEREFORE, Petitioner requests that Registration No. 7231824 be cancelled.

Please direct all correspondence to:

Scott W. Johnston
MERCHANT & GOULD P.C.
P.O. Box 2910
150 South Fifth Street, Suite 2200
Minneapolis, MN 55402

sjohnston@merchantgould.com

broutman@merchantgould.com
slindemeier@merchantgould.com

dockmpls@merchantgould.com

Opposer herein appoints Gregory C. Golla; Andrew S. Ehard; Scott W. Johnston, Reg.
No. 39,721; Danielle 1. Mattessich; Brent R. Routman; Christopher J. Schulte; William D.
Schultz; Lindsay Jones; and all other attorneys of the firm of Merchant & Gould P.C., its
attorneys to transact all business in the U.S. Patent and Trademark Office relating to this matter
with full power of substitution.
Sung Hwan E&B Co. Ltd. d/b/a SHEnB Co. Ltd.

By its Attorneys,

Date:_ November 30, 2023 w—\_
Scott W. Jetinston

Brent E. Routman

MERCHANT & GOULD P.C.

150 South Fifth Street, Suite 2200
Minneapolis, Minnesota 55402-4247
(612) 332-5300



