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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

MATOS INSURANCE AGENCY, INC. )
and ARMANDO J MATOS, )
) Cancellation No. 92082310
Petitioner, ) Registration No. 6209276
) Mark: MATTOS INSURANCE
V. ) Registration Date: 12/01/2020
) Class: 036
MATTOS INSURANCE, INC., )
)
Respondent. )
)
Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451
ANSWER

Respondent Mattos Insurance, Inc. (“Respondent”) hereby answers the petition to cancel
(the “Petition to Cancel”) filed by Matos Insurance Agency, Inc. and Armando J. Matos,
(“Petitioner”) as set forth below. All allegations not specifically admitted herein are denied.

Respondent notes that it has previously filed a Motion to Suspend Proceedings because of
a prior-filed, pending civil action between the parties that is completely dispositive of the issues
raised in the cancellation proceeding. See Dkt. 4. Respondent is filing its answer herein because
the Board has not yet ruled on the pending Motion to Suspend Proceedings.

In response to the first unnumbered paragraph in the Petition to Cancel, Respondent admits
that Petitioner purports to submit a cancellation petition seeking to cancel Respondent’s trademark

registration no. 6,209,276. Respondent further asserts that trademark registration no. 6,209,276 is

1062516\313910802.v1



TRADEMARK

Cancellation No. 92082310
Registration No. 6209276
Attorney Docket No. 1062516

current, valid and properly registered and denies any allegations or inferences inconsistent with

that.

In response to paragraph 1 of the Petition to Cancel, Respondent is without sufficient
knowledge or information to admit or deny the allegations contained therein and, on that
basis, denies the same.

In response to paragraph 2 of the Petition to Cancel, Respondent is without sufficient
knowledge or information to admit or deny the allegations contained therein and, on that
basis, denies the same.

In response to paragraph 3 of the Petition to Cancel, Respondent admits the allegations
contained in the first two sentences of paragraph 3. Regarding the third sentence of
paragraph 3 of the Petition to Cancel, Respondent admits Petitioner appears to have
attached a “corporate filing” to the Petition. Respondent denies all other allegations of
paragraph 3 of the Petition to Cancel.

In response to paragraph 4 of the Petition to Cancel, Respondent denies that the referenced
application was filed on February 15, 2020. Respondent admits the remaining allegations
of paragraph 4 of the Petition to Cancel.

In response to paragraph 5 of the Petition to Cancel, Respondent admits the allegations
contained therein.

In response to paragraph 6 of the Petition to Cancel, Respondent admits that on or about
April 20, 2020, a non-final office action was issued in which a refusal to register was made
based on the applied-for mark allegedly being primarily merely a surname. Respondent

denies all other allegations of paragraph 6 of the Petition to Cancel.
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In response to paragraph 7 of the Petition to Cancel, Respondent admits that the examiner
stated the quoted material contained therein in the office action.

In response to paragraph 8 of the Petition to Cancel, Respondent admits that the Declaration
of Tiago M. Manguiera stated in part “4. The desired trademark, “Mattos Insurance”, has
become distinctive of the services through Applicant’s substantially exclusive and
continuous use in commerce for at least five years immediately before the date of this
Declaration. 5. Specifically, Applicant has been in exclusive and continuous use in
commerce of the term “Mattos Insurance” since at least 2009.” Respondent denies all other
allegations in paragraph 8 of the Petition to Cancel.

In response to paragraph 9 of the Petition to Cancel, Respondent admits the allegations
contained therein.

In response to paragraph 10 of the Petition to Cancel, Respondent denies the allegations
contained therein.

In response to paragraph 11 of the Petition to Cancel, Respondent notes that it contains a
legal conclusion to which no response is required. To the extent that a response is required.
Respondent denies the allegations contained therein.

In response to paragraph 12 of the Petition to Cancel, Respondent notes that it contains a
legal conclusion to which no response is required. To the extent that a response is required.
Respondent denies the allegations contained therein.

In response to paragraph 13 of the Petition to Cancel, Respondent notes that it contains a
legal conclusion to which no response is required. To the extent that a response is required.

Respondent denies the allegations contained therein.
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14. In response to paragraph 14 of the Petition to Cancel, Respondent notes that it contains a
legal conclusion to which no response is required. To the extent that a response is required.
Respondent denies the allegations contained therein.

15. In response to paragraph 15 of the Petition to Cancel, Respondent notes that it contains a
legal conclusion to which no response is required. To the extent that a response is required.
Respondent denies the allegations contained therein.

RESERVATION OF RIGHTS
Respondent reserves the right to amend this Answer and to assert any affirmative defenses
arising from any facts or law that may be revealed during discovery.
RELIEF REQUESTED
WHEREFORE, Respondent requests that the relief sought in the Petition to Cancel be

denied and this proceeding be dismissed forthwith.

Dated: June 26, 2023 Respectfully submitted,
HINSHAW & CULBERTSON LLP

/s/Mark K. Suri

Mark K. Suri, Reg. No. 36024
151 N. Franklin Street, Suite 2500
Chicago, IL 60606

Telephone: (312) 704-3000
Facsimile: (312) 704-3001

Email: msuri@hinshawlaw.com

Daniel C. Shatz

2525 Ponce de Leon Boulevard, 4™ Floor
Miami, FL 33134

Telephone: (305) 358-7747

Facsimile: (305) 577-1063

Email: dshatz@hinshawlaw.com
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Timothy W. Odzer

2525 Ponce de Leon Boulevard, 4™ Floor
Miami, FL 33134

Telephone: (305) 358-7747

Facsimile: (305) 577-1063

Email: todzer@hinshawlaw.com

Attorneys for Respondent
MATTOS INSURANCE, INC.



CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing ANSWER has been
served on opposing counsel for Petitioner by forwarding said copy on June 26, 2023, via
electronic mail to:

marc.rapaport@csklegal.com

Marc Alexander Rapaport
edward.polk@csklegal.com
Edward S. Polk

COLE, SCOTT & KISSANE, P.A.
9150 S. Dadeland Blvd., Suite 1400
Miami, FL 33156

/s/Mark K. Suri
Mark K. Suri
Attorney for Respondent
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