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Opinion by Wellington, Administrative Trademark Judge: 

Respondent, Dong Yongqiang, owns a registration on the Principal Register for 

the standard character mark TRIFOX for “bicycles; bicycle frames; bicycle 

handlebars; bicycle parts, namely, forks; bicycle parts, namely, handle bar stems; 
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bicycle saddles; bicycle seat posts; bicycle water bottle cages; bicycle wheels,” in 

International Class 12.1 

Petitioner, Fox Factory, Inc., seeks cancellation of Respondent’s registration 

under Trademark Act (“the Act”) Section 2(d), 15 U.S.C. § 1052(d), alleging likelihood 

of confusion with its pleaded registered marks, including:2 

FOX (in standard characters) for “vehicle parts, namely, shock absorbers; bicycle 

parts, namely, shock absorbers” in International Class 12;3 and 

 

 for “suspension systems for vehicles, namely, suspension systems for 

bicycles and motor vehicles; vehicle parts, namely, shock absorbers, bicycle parts, 

namely, shock absorbers, forks, seat posts,” in Class 12.4 

 

Respondent, in his answer, denies the salient allegations of the Petition to 

Cancel.5 

The proceeding has been fully briefed. 

 
1 Registration No. 6277001, issued February 23, 2021 and maturing from an application filed 

on July 17, 2020 and claiming first use in commerce on January 6, 2018. 

2 Petitioner pleaded ownership of twelve registrations in total for FOX-formative marks and 

submitted copies from a USPTO electronic database, TSDR (Trademark Status and 

Document Retrieval database), showing their status and title and thus making them of record 

for evidentiary purposes. Trademark Rule 2.122(d), 37 C.F.R. § 2.122(d). 

Petitioner also pleaded ownership of a “Family of FOX Marks” (1 TTABVUE, Pet. To Cancel 

¶ 3); however, Petitioner does not argue or rely on any putative rights in a “family” of marks 

in its trial brief. We therefore consider any putative rights in a family of marks to be forfeited. 

3 Reg. No. 2321069 (“Reg. ’069”) issued on February 22, 2000, and has been renewed. 

4 Reg. No. 5590471 (“Reg. ’471”) issued on October 23, 2018, and has been renewed. 

5 4 TTABVUE. Respondent also asserted several “affirmative defenses,” but did not pursue 

these at trial. Accordingly, we construe the putative affirmative defenses to be forfeited. See 

Keystone Consol. Indus. v. Franklin Inv. Corp., 2024 WL 3771168, at *2 n.10 (TTAB 2024). 
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I. The Record and Evidentiary Issues 

 

The record comprises the pleadings, the file of Respondent’s registration under 

Trademark Rule 2.122(b), 37 C.F.R. § 2.122(b). Petitioner’s pleaded registrations are 

of record (see Note 2). The parties submitted evidence during their assigned trial 

periods.  

The Board has carefully reviewed all evidentiary submissions, and presumes the 

parties’ familiarity therewith. Relevant evidence is discussed only where necessary 

throughout this opinion. See QuikTrip W., Inc. v. Weigel Stores, Inc., 984 F.3d 1031, 

1036 (Fed. Cir. 2021) (Board not obliged to expressly discuss every piece of evidence); 

In re Miracle Tuesday LLC, 695 F.3d 1339, 1348 (Fed. Cir. 2012) (“[T]he mere fact 

that the Board did not recite all of the evidence it considered does not mean the 

evidence was not, in fact, reviewed.”); Plant Genetic Sys., N.V. v. DeKalb Genetics 

Corp., 315 F.3d 1335, 1343 (Fed.Cir.2003) (“We presume that a fact finder reviews all 

the evidence presented unless he explicitly expresses otherwise.”).  

With its trial brief, Petitioner raised objections to certain testimony of 

Respondent’s expert witness, Mr. Rob Wallace, on the basis that the testimony 

“exceeds the allowable scope by a rebuttal expert.”6 Petitioner also objects to 

Respondent’s testimony on the basis that he “may not testify as to facts outside his 

personal knowledge.”7 Lastly, Petitioner objects to Respondent’s attempts to 

 
6 28 TTABAVE 41-44 (Petitioner’s objection), objecting to Testimony Declaration of Rob 

Wallace (17 TTABVUE). 

7 28 TTABAVE 44-47 (Petitioner’s objection), objecting to Testimony Declaration of Dong 

Yongqiang (18 TTABVUE). 
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introduce third-party registrations because Respondent “has done no more than 

simply introduce a list.”8 

Respondent, in turn, renewed objections raised during the testimony deposition of 

Professor James A. Roberts, Ph. D., and during the cross-examination of Mr. 

Yongqiang.9 Respondent also objects to certain materials accompanying Dr. Roberts’ 

expert report, as well as Internet materials Petitioner submitted “to the extent they 

are offered as evidence of the truth of the matters asserted therein.”10 

We take the following approach in this case to the parties’ objections: 

Because a cancellation proceeding is akin to a bench trial, the Board is 

capable of assessing the proper evidentiary weight to be accorded the 

testimony and evidence, taking into account the imperfections surrounding 

the admissibility of such testimony and evidence. As necessary and 

appropriate, we will point out any limitations in the evidence or otherwise 

note that we cannot rely on the evidence in the manner sought. We have 

considered all of the testimony and evidence introduced into the record. In 

doing so, we have kept in mind the various objections the parties have 

raised and we have accorded whatever probative value the subject 

testimony and evidence merit. 

 

Peterson v. Awshucks SC, LLC, 2020 WL 7888976, at *4 (TTAB 2020) (citations 

omitted). For example, hearsay objections like those raised by Respondent are 

generally unnecessary in cases before the Board because, as distinguished from jury 

trials, there is no risk of a juror being unduly swayed by hearsay statements. 

In sum, the parties’ evidentiary objections are discussed only when necessary, 

including what weight, if any, is accorded to the objected-to materials. 

 
8 28 TTABAVE 47 (Petitioner’s objection), objecting to Respondent’s Notice of Reliance (19 

TTABVUE). 

9 29 TTABVUE 39-42. 

10 29 TTABVUE 42-43. 
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II. Petitioner’s Statutory Entitlement to Bring the Cancellation  

 

In every inter partes case, the plaintiff must establish its entitlement to have 

invoked the statutory proceeding it filed. In a cancellation proceeding, a party in the 

position of petitioner may petition to cancel the respondent’s registered mark where 

such action is within the zone of interests protected by the statute, 15 U.S.C. § 1064, 

and the petitioner’s reasonable belief in damage is proximately caused by continued 

registration of the respondent’s mark. Curtin v. United Trademark Holdings, Inc., 

137 F.4th 1359, 1364 (Fed. Cir. 2025); see also Corcamore, LLC v. SFM, LLC, 978 

F.3d 1298, 1303 (Fed. Cir. 2020). 

Thus, to satisfy its entitlement to a cause of action, the plaintiff must demonstrate: 

(i) an interest falling within the zone of interests protected by the statute; and (ii) 

proximate causation. Corcamore, 978 F.3d 1303 (citing Lexmark Int’l, Inc. v. Static 

Control Components, Inc., 572 U.S. 118, 120-37 (2014)); id. at 1305 (applying Lexmark 

to inter partes TTAB cases). Demonstrating a real interest in cancelling the 

registration of a mark satisfies the zone-of-interests requirement, and demonstrating 

a reasonable belief in damage by the continued registration of a mark demonstrates 

damage proximately caused by registration of the mark. Id. at 1305-06.  

Here, Petitioner has established its entitlement to seek cancellation of 

Respondent’s registration by introducing copies of its pleaded registrations for marks 

containing the term FOX, including the above-mentioned Regs. ’069 and ’471 for 

bicycle parts, including forks, and which form the basis for a plausible Section 2(d) 

likelihood of confusion claim. Petitioner’s ownership of these registrations 
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demonstrates both an interest falling within the zone of interests protected by 15 

U.S.C. § 1064, and a reasonable belief in damage that is proximately caused by the 

continued registration of Respondent’s mark. Sabhnani v. Mirage Brands, LLC, 2021 

WL 6072822, at *7 (TTAB 2021). 

III. Priority 

 

“In a cancellation proceeding such as this one where both parties own 

registrations, priority is in issue.” Double Coin Holdings Ltd. v. Tru Dev., 2019 WL 

4877349, at *5 (TTAB 2019). The parties may rely upon the filing (constructive use) 

dates of the underlying applications for their registrations for purposes of priority or 

either party may demonstrate an earlier priority date with evidence. Sabhnani, 2021 

WL 6072822, at *7.  

Under Section 7(c) of the Act, 15 U.S.C. § 1057(c), the application date is 

considered the date of constructive use of a registered mark. Petitioner’s pleaded 

Regs. ’069 and ’471 have constructive use dates that precede the constructive use date 

for Respondent’s registration.11 In addition, Respondent has not introduced evidence 

of use of his mark prior to Petitioner’s constructive use dates.12 We therefore find that 

Petitioner has priority with respect to the pleaded Regs. ’069 and ’471 vis-à-vis 

Respondent’s registration. We further note that Respondent, in his brief, states that 

 
11 Specifically, the filing dates for the underlying applications for pleaded Regs. ’069 and ’471 

are, respectively, December 16, 1998, and April 13, 2017, whereas the filing date for the 

underlying application for Respondent’s registration is July 17, 2020.  

12 Indeed, Respondent testified that he “started using the TRIFOX Mark on [the goods 

identified in the registration] no later than January 6, 2018, in the United Staes.” 18 

TTABVUE 2. 
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he does not dispute Petitioner’s position that “priority is not an issue here in this 

proceeding.”13 

Accordingly, we find that Petitioner’s priority is established with respect to the 

pleaded Regs. ’069 and ’471. 

IV.  Likelihood of Confusion 

Section 2(d) of the Trademark Act prohibits registration of a mark that “[c]onsists 

of or comprises a mark which so resembles a mark registered in the Patent and 

Trademark Office, or a mark or trade name previously used in the United States by 

another and not abandoned, as to be likely, when used on or in connection with the 

goods of the applicant, to cause confusion, or to cause mistake, or to deceive.” 15 

U.S.C. § 1052(d). The determination under Section 2(d) involves an analysis of all of 

the probative evidence of record bearing on a likelihood of confusion. In re E.I. DuPont 

de Nemours & Co., 476 F.2d 1357, 1361 (CCPA 1973) (setting forth factors to be 

considered, hereinafter referred to as “DuPont factors”); see also In re Majestic 

Distilling Co., 315 F.3d 1311, 1315 (Fed. Cir. 2003). A likelihood of confusion analysis 

often particularly focuses on the similarities between the marks and between the 

goods and/or services. See Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 

1098, 1103 (CCPA 1976) (“The fundamental inquiry mandated by § 2(d) goes to the 

cumulative effect of differences in the essential characteristics of the goods and 

differences in the marks.”). We consider each DuPont factor for which there is 

evidence and argument. See, e.g., In re Guild Mortgage Co., 912 F.3d 1376, 1379 (Fed. 

 
13 29 TTABVUE 12. 
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Cir. 2019). Petitioner bears the burden of proving its claim of likelihood of confusion 

by a preponderance of the evidence. Cunningham v. Laser Golf Corp., 222 F.3d 943, 

951 (Fed. Cir. 2000). 

Here, although Petitioner pleaded ownership of several registrations, we make 

our likelihood of confusion determination focusing on Petitioner’s pleaded Regs. ’069 

and ’471. See In re Max Cap. Grp. Ltd., 2010 WL 22358, at *2 (TTAB 2010) (Board 

may confine analysis to certain registered marks because “if confusion is likely 

between those marks, there is no need for us to consider the likelihood of confusion 

with the [other marks], while if there is no likelihood of confusion between [the more 

similar registered marks], then there would be no likelihood of confusion with [the 

other registered marks]”). 

A. Legally Identical and Closely Related Goods; Channels of Trade and  

Classes of Consumers 

 

We first consider the “similarity or dissimilarity and nature of the goods or 

services as described in an application or registration”; “[t]he similarity or 

dissimilarity of established, likely-to-continue trade channels”; and the classes of 

consumers to which the goods are marketed. Stone Lion Cap. Partners, L.P. v. Lion 

Cap. LLP, 746 F.3d 1317, 1320 (Fed. Cir. 2014) (quoting DuPont, 476 F.2d at 1361). 

Here, we make separate determinations as to the relatedness of the parties’ goods: 

an analysis comparing the goods in Petitioner’s pleaded Reg. ’069 with Respondent’s 

goods; and an analysis comparing the goods in Petitioner’s pleaded Reg. ’471 with 

Registrant’s goods. 
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1. Petitioner’s Reg. ’471 Goods 

We begin with Petitioner’s goods in its pleaded Reg. ’471 that include “bicycle 

parts, namely, … forks,” noting that these are identical to Respondent’s “bicycle parts, 

namely, forks.” Where goods are identical, as is the case here, we must also presume 

that these identical goods are offered in the same ordinary trade channels to the same 

classes of purchasers. Monster Energy Co. v. Lo, 2023 WL 417620, at *8 (TTAB 2023) 

(citing In re Viterra Inc., 671 F.3d 1358, 1362 (Fed. Cir. 2012) (finding Board entitled 

to rely on this legal presumption in determining likelihood of confusion)); In re 

Yawata Iron & Steel Co., 403 F.2d 752, 771 (CCPA 1968) (where there are legally 

identical goods, the channels of trade and classes of purchasers are considered to be 

the same). 

2. Petitioner’s Reg. ’069 Goods 

Petitioner’s pleaded Reg. ’069 covers “bicycle parts, namely, shock absorbers,” and, 

as noted, Respondent’s goods include “bicycle parts, namely, forks.” The parties 

dispute the degree of relationship between these identified bicycle parts.  

Petitioner, on the one hand, contends that bicycle shock absorbers “include” 

bicycle suspension forks and that the goods are therefore in-part “identical.”14 In 

support, Petitioner relies on the testimony of Craig Richey, Director of Product & 

Marketing for, Race Face Holding (Canada) Corp., Petitioner’s sister company. 15 Mr. 

Richey’s responsibilities include “developing, marketing, and advertising bicycle-

 
14 28 TTABVUE 29. 

15 13 TTABVUE. 
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related goods by [Petitioner]” and “more specifically, my product responsibilities 

include but are not limited to, shock absorber products, including bicycle forks.”16 Mr. 

Richey explains that “bicycle suspension forks include spring and dampers to enable 

the forks to provide shock absorbing function to the front tire of the bicycle and 

improve handling.”17 Petitioner also relies on Respondent’s testimony that appears, 

at least in part, to corroborate Mr. Richey’s testimony regarding the shared purpose 

of Petitioner’s bicycle “shock absorbers” and bicycle “suspension forks.” Specifically, 

Respondent admits that a bicycle “suspension fork” is a type of bicycle fork that 

“performs [a] suspension function” and will “absorb shock from obstacles like bumps 

along the path of the bicycle.”18 Respondent further acknowledged that the “shock 

absorber[s] mounted on the rear of a bicycle and suspension fork[s] used on the front 

of the bicycle absorb shock.”19 Relying on the aforementioned testimony, Petitioner 

contends that “[s]aid differently, bicycle suspension forks serve as shock absorbers 

for bicycles” and that Respondent “admitted exactly that.”20 

Respondent, on the other hand, argues that “a bicycle fork has nothing in common 

with a shock absorber” and that Petitioner took his testimony out of context.21 

Specifically, Respondent points to his additional testimony:22 

 
16 13 TTABUVE (Richey Decl. ¶ 2). 

17 13 TTABUVE (Richey Decl. ¶ 6). 

18 27 TTABVUE (Yongqiang Dep. 13:13-20). 

19 27 TTABVUE (Yongqiang Dep. 13:4-8). 

20 28 TTABVUE 30. 

21 29 TTABVUE 18. 

22 27 TTABVUE (Yongqiang Dep. 14:8-17). 
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But in relation to the suspension fork at the front, it is for the sake of the 

rider to make it easier for the rider to hold on to the handles and therefore 

make it safer for him. And the suspension device or the absorption device 

at the back, it is for the sake of the frame of the bicycle instead. So I would 

say the two actually perform different functions. One is for the rider. The 

other one is for the frame of the bicycle. 

 

We agree with Respondent only to the point that shock absorbers and suspension 

forks are not legally identical, but instead are two different components of bikes. 

Nevertheless, despite there being a difference, the evidence makes it abundantly 

clear that these two components are very closely related and share the same purpose, 

i.e., absorbing shocks from uneven terrain and assist control by keeping the bike’s 

wheels in contact a bike with the ground. This is best explained in excerpts from an 

REI Expert Advice article regarding “Bike Suspension Basic”:23 

Bike suspension provides improved control, traction and comfort on rooty, 

rocky singletrack or potholed roads. 

… 

 

Full Suspension or Hardtail 

If a bike (usually a mountain bike) offers suspension, then it has 1 or 2 

shock absorbers designed to soften the impact of rough terrain by 

compressing and rebounding. 

… 

 

bikes with front suspension only (a “hardtail”) or full (front and rear 

suspension. Some points of comparison: 

 

 
23 14 TTABVUE 6-15 (Notice of Reliance Ex. J). 
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[red arrows supplied to show placement of rear suspension shock absorber 

(only “full suspension” bike) and suspension forks (on both bikes)] 

… 

 

Front Suspension Explained 

Almost all mountain bikes are equipped with front suspension … 

The most common type of front suspension is the “fork.” 

… 

 

Rear Suspension 

Rear suspension is only found on full-suspension mountain bikes, and is 

commonly referred to as the rear shock, or “shock” for short. The shock 

allows the rear wheel to soak up impacts, helping to keep the tire in contact 

with the ground, increasing rider control and decreasing rider fatigue. 

 

It is also important to point out, as the REI article explains, that bicycle 

manufacturers generally “don’t make their own suspension products” and “turn to 

major suspension brands such as Fox, RockShox, Marzocchi, Manitou, DT Swiss, SR 

Suntour and X-Fusion to outfit their bikes.”24 In addition, bike suspension parts may 

need replacement or be upgraded.25 In other words, it is possible for the owner of a 

full suspension mountain bike made by one manufacturer, e.g., Specialized, to 

already have or to upgrade the suspension of the bike with FOX rear suspension 

shock absorber sold and a suspension fork under a different brand, such as TRIFOX. 

 
24 14 TTABVUE 7 (Notice of Reliance Ex. J). 

25 14 TTABVUE 7 (Notice of Reliance Ex. J). 
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As the record also makes clear and as illustrated above in the REI article photograph, 

the bike rear suspension shock absorber and fork are visible and integral parts of the 

bikes, with the brands emblazoned on the parts themselves and easily viewable to 

the consumer.26 

In terms of channels of trade, bike forks and rear shock absorbers are offered to 

the same class of consumers, bike enthusiasts, and may be found in the same retail 

environments, namely, online and retail stores that sell bicycle parts. The evidence 

shows that online and brick and mortar bike stores sell these goods; for example, 

approximately 47% of consumers purchase bike parts, including, forks and rear shock 

absorbers, through online retailers and 40.7% from local bike shops and 12.6% 

directly from the manufacturer.27 Online retailers include Jenson USA, Chain 

Reaction, Bike24, Backcountry, Nashbar, REI.28 In addition, Petitioner submitted 

evidence showing that it promotes its forks and rear shock absorbers at trade shows 

and through trade or mountain bike enthusiast magazines. 

Because neither Petitioner nor Respondent have limited their channels of trade 

for their goods identified of the registrations, these goods may be found in the some 

of the same customary trade channels for these goods. See In re Detroit Athletic Co., 

903 F.3d 1297, 1308 (Fed. Cir. 2018) (goods identified in registration that contains no 

restrictions on channels of trade or classes of consumers presumed to be sold in “all 

 
26 See, e.g., 18 TTABVUE 38 (showing placement of Respondent’s mark on bike forks) and 13 

TTABVUE 235 (showing placement of Petitioner’s mark on rear shock absorbers). 

27 13 TTABVUE 36 (Richey Dec. Ex. B). 

28 13 TTABVUE 36 (Richey Dec. Ex. B). 
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normal trade channels to all the normal classes of purchasers”). Specifically, the 

evidence shows that the parties’ goods, namely, bike forks and bike rear shock 

absorbers, may be offered for sale by online bike parts retail outlets as well as local 

bike shops, and they may be promoted at the same bike parts trade shows and in the 

same bike enthusiast magazines. See, e.g., In re Embiid, 2021 WL 2285576, at *15 

(TTAB 2021) (Board found “channels of trade and classes of customers plainly 

overlap” where record demonstrated relevant goods sold together on third-party 

websites). 

3. Conclusion: The Goods, Their Trade Channels and  

Classes of Consumers 

 

In view of our above findings, the second DuPont factor weighs heavily in favor of 

finding a likelihood of confusion with respect to Petitioner’s goods in both pleaded 

registrations vis-à-vis Respondent’s goods, and particularly so where the goods are 

in-part identical, i.e., bike forks. 

Similarly, the third DuPont factor also weighs heavily in favor of finding a 

likelihood of confusion because the evidence establishes that Petitioner’s goods, 

including bike forks and rear shock absorbers, and Respondent’s bike forks may be 

offered for sale in the same trade channels to the same classes of consumers. 

B. Strength or Weakness of Petitioner’s FOX and  marks 

Before considering the parties’ marks in terms of similarity, we first assess 

Petitioner’s marks in terms of their strength or weakness because this offers insight 

and helps us determine the scope of protection to which they are entitled.  
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There are two types of strength: conceptual and commercial. In re Chippendales 

USA, Inc., 622 F.3d 1346, 1353-54 (Fed. Cir. 2010) (“A mark’s strength is measured 

both by its conceptual strength ... and its marketplace strength ....”). That is, “the 

fifth DuPont factor enables [plaintiff] to prove that its pleaded marks are entitled to 

an expanded scope of protection by adducing evidence of ‘[t]he fame of the prior mark 

(sales, advertising, length of use)’.” Made in Nature, LLC v. Pharmavite LLC, 2022 

WL 2188890, at *11 (TTAB 2022) (quoting DuPont, 476 F.2d at 1361). The sixth 

DuPont factor allows one party to contract that scope of protection offered to its 

opponent’s mark by adducing evidence of “[t]he number and nature of similar marks 

in use on similar goods [or services].” DuPont, 476 F.2d at 1361.  

The determination of whether a mark is strong or weak is not a binary one. 

Rather, it involves an analysis based on the evidence whereby the mark is placed 

“along a spectrum from very strong to very weak.” See Palm Bay Imps., Inc. v. Veuve 

Clicquot Ponsardin Maison Fondée en 1772, 396 F.3d 1369, 1375 (Fed. Cir. 2005) 

(quoting In re Coors Brewing Co., 343 F.3d 1340, 1344 (Fed. Cir. 2003)). 

In terms of the fifth DuPont factor, Petitioner claims that it is not asserting that 

its marks are famous and suggests this factor should be deemed “neutral.”29 At the 

same time, Petitioner argues that its Fox marks are “inherently distinctive and thus 

strong marks,”30 and Petitioner submitted strong evidence showing commercial 

strength for the FOX marks. 

 
29 28 TTABVUE 32.  

30 28 TTABVUE 24. 
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In terms of Petitioner’s FOX marks and their inherent strength, Petitioner is 

correct that because these marks are registered on the Principal Register, without a 

claim of acquired distinctiveness and unchallenged, they are entitled to a 

presumption of validity under Section 7(b) of the Act, 15 U.S.C. § 1057(b), with the 

additional presumption of being inherently distinctive. Brooklyn Brewery Corp. v. 

Brooklyn Brew Shop, LLC, 17 F.4th 129, 146 (Fed. Cir. 2021). 

Petitioner submitted the testimonial declaration, with exhibits, of Craig Richey, 

Director of Product & Race Marketing for a sister corporation of Petitioner who 

testified to the commercial strength of Petitioner’s FOX marks.31 Mr. Richey’s “job 

responsibilities in that capacity include developing, marketing, and advertising 

bicycle-related goods by [Petitioner and] more specifically, my product 

responsibilities include but are not limited to, shock absorber products, including 

bicycle forks, sold separately and together under the mark FOX.”32  

Based on his “personal knowledge [and] job responsibilities,” Mr. Richey testified 

to “significant sales of bicycle products including bicycle forks and related goods 

bearing the FOX Mark,” specifically:33 

[I]n the United States, Fox Factory’s revenue from sales of bicycle products 

bearing the FOX Mark in 2022 increased to approximately US$246 million 

from approximately US$144 million in 2021, from approximately US$75 

million in 2020, from approximately US$31 million in 2019, and from 

approximately US$17 million in 2018. Furthermore, in my role as Director 

of Marketing, I estimate that at least approximately 55% of Fox Factory’s 

 
31 13 TTABVUE. 

32 13 TTABVUE (Richey Dec. ¶ 2). 

33 13 TTABVUE (Richey Dec. ¶ 9). 
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revenue from sales of bicycle products bearing the FOX Mark is 

attributable to sales of bicycles forks bearing the FOX Mark. 

 

Mr. Richey also testified that:34 

In support of the commercial strength of the FOX Mark, Fox Factory also 

extensively advertises, markets, and promotes its bicycle products offered 

under the FOX Mark which contribute to increasing overall consumer 

awareness of the FOX Mark. I have personal knowledge, based on my job 

responsibilities, that in 2018, Fox Factory spent approximately US$10 

million on advertising marketing and sales expenses in the U.S. for bicycle 

products bearing the FOX Mark; approximately US$8 million in 2019; 

approximately US$8 million in 2020; approximately US$9 million in 2021; 

and approximately US$11 million in 2022. 

 

In audience surveys conducted by VitalMTB.com, an independent online 

mountain bike community showcasing bike and gear reviews, ten thousand 

(10,000) mountain bikers were asked each year which brand of fork and 

shocks they would buy in the future. In such surveys performed annually 

from 2012 to 2023, FOX branded forks by Fox Factory have consistently 

been ranked as one of the top preferred bicycle fork brands by the surveyed 

consumers. 

 

Petitioner promotes and markets the FOX Mark in connection with bike 

suspension parts, primarily forks, through sponsorships of individuals and teams 

participating in bicycle sports, including many “notable professional athletes.”35 

Petitioner has “attended numerous trade shows throughout the U.S. in which bicycle 

products bearing the FOX Mark are exhibited, advertised, promoted and demoed to 

prospective consumers.”36 Petitioner has also received “non-solicited third-party 

media exposure, such as trade publications, website, blogs, and magazines, and by 

 
34 13 TTABVUE (Richey Dec. ¶¶ 10, 11, and Ex. B (copies of the publications by 

VitalMTB.com from 2020 to 2023 featuring the survey results). 

35 13 TTABVUE (Richey Dec. ¶¶ 12-13, listing the names of various athletes). 

36 13 TTABVUE (Richey Dec. ¶ 14, listing the names of various shows, and Ex. C showing 

Petitioner’s booth at one show). 
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the third parties referring to the FOX Mark in such publications and other media” 

and has received numerous awards for its bike parts.37 

Respondent argues that Petitioner’s marks are “conceptually and commercially 

weak.”38 In support, Respondent points to Petitioner’s choice of survey methodology—

i.e., a “Squirt” survey which is discussed infra, and which is sometimes said to be 

especially suitable for marks that are not well known—arguing that this constitutes 

Petitioner’s “own evidence demonstrate[ing] that its FOX Trademarks are weak.”39 

Respondent also refers to evidence “show[ing] multiple third-party registrations 

containing the word FOX for bicycle-related goods” and that the mark “has been 

widely used by various third parties.”40 

We disagree with Respondent’s contention that the survey methodology employed 

by Petitioner’s expert is tantamount to an admission by Petitioner that its marks are 

weak. As explained, a determination that a mark may be deemed to be weak must be 

based on evidence showing consumer perception of the mark, or an element thereof, 

is such that the consumer will attribute less source-identifying significance to it. See, 

e.g., Juice Generation, Inc. v. GS Enters. LLC, 794 F.3d 1334, 1338-39 (Fed. Cir. 2015) 

(when an element of a mark is weak, its source-identifying significance decreases and 

“the public will look to other elements to distinguish the source of the services”). Put 

 
37 13 TTABVUE (Richey Dec. ¶¶ 19, 20, and Ex. I). 

38 29 TTABVUE 24. 

39 29 TTABVUE 22. 

40 29 TTABVUE 24. 
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simply, a party’s choice of survey methodology in litigation, alone, does not reflect on 

how consumers perceive marks. 

As to Respondent’s argument that there are third-party registrations and uses of 

FOX marks, the Federal Circuit has held that “evidence of the extensive registration 

and use of a term by others can be powerful evidence of the term’s weakness.” Embiid, 

2021 WL 2285576, at *16 (quoting Tao Licensing, LLC v. Bender Consulting Ltd., 

2017 WL 6336243, at *14 (TTAB 2017) (citing Jack Wolfskin Ausrustung Fur 

Draussen GmbH & Co. v. Millennium Sports, S.L.U., 797 F.3d 1363, 1373 (Fed. Cir. 

2015) and Juice Generation, 794 F.3d 1338-39 (Fed. Cir. 2015)). 

However, the record in this case is scant in terms of relevant third-party 

registrations and uses of FOX marks. Indeed, much of what Respondent cites to are 

actually pending applications or cancelled registrations or involve unrelated goods or 

services,41 and these have no probative value. See Made in Nature, 2022 WL 2188890, 

at *15 (“A cancelled or expired registration has no probative value other than to show 

that it once issued and it is not entitled to any of the statutory presumptions of 

Trademark Act Section 7(b).”) (citations omitted); In re Team Jesus LLC, 2020 WL 

7312021, at *7 n.29 (TTAB 2020) (pending applications are only evidence that they 

been filed). Moreover, several of the third-party registrations are for unrelated goods 

 
41 Copies or lists of registrations were submitted at: 18 TTABVUE 157-171 (comprising a list 

with incomplete registration or application information (“incomplete list”), not actual copies 

of registrations); 19 TTABVUE 133-158 (the “incomplete list” and copies of Reg. Nos. 

2814637; 6638728; 3514239); 26 TTABVUE 122-143 (Roberts Dep. Exs. 2-5 of copies of Reg. 

Nos. 2814637; 6638728; 3514239 and the “incomplete list”).  
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and thus “have little or no probative value in showing the conceptual weakness of the 

terms” in Petitioner’s marks. Made in Nature, 2022 WL 2188890, at *13.  

In all, we find only four relevant third-party registrations for which copies were 

properly made of record: 

1. SILVER FOX (Reg. No. 3514239) for various bicycle parts and 

accessories; 

 

2. TRAVEL FOX (Reg. No. 6638728) for goods that include “bicycles”;  

 

3. MUDDY FOX (with and without a design) (Reg. Nos. 2814637 and 

3509368), both owned by same entity and for goods that include 

“bicycles.” 

 

The record also shows two third parties using FOX in connection bicycle services 

or on bicycles. The following screenshot appears to show a FOX FIRESTONE 

BICYCLES store located in New Smyrna Beach, Florida: 

.42 

Respondent also submitted the screenshots from what is a foreign retail website 

selling a “FOX MOUNTAIN BIKE”: 

 

 
42 18 TTABVUE 94 (Yongqiang Dec. Ex. H-4). The screenshot submitted was cropped in the 

record and the information presented therein is the extent of that provided. 
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43 

Foreign website evidence may be relevant if it can be shown that US consumers 

are exposed to it. See In re Fabfitfun, Inc., 2018 WL 4043156, at *4 (TTAB 2018) (“[I]t 

is not clear to what extent, if any, U.S. consumers will be exposed to these UK 

websites.”). This website evidence has very little probative value because the record 

does not indicate that US consumers are aware of or would shop this website. The 

use of prices listed in foreign currency “€” (Euros) suggests the opposite: that US 

consumer would not shop with this third-party website. Without additional 

information showing possible U.S. consumer exposure to this use, this screenshot 

does not bear on weakness in the U.S. marketplace. Cf. In re Well Living Lab Inc., 

2017 WL 2876809, at *4 n.10 (TTAB 2017) (“various factors may inform the probative 

value of a foreign website in any given case”). 

 
43 18 TTABVUE 96 (Yongqiang Dec. Ex. H-5). 
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In total, the relevant evidence of third-party registration and use of FOX marks 

is minimal and “falls short of the ‘ubiquitous’ or ‘considerable’ use of the mark 

components present in [other cases].” In re i.am.symbolic, LLC, 866 F.3d 1315, 1329 

(Fed. Cir. 2017), referring to the findings of weakness in Jack Wolfskin, 797 F.4d at 

1373 (relying on “voluminous evidence” of registration and use on related goods) and 

Juice Generation, 794 F.3d at 1339 (relying on “extensive evidence” of third-party 

marks). We have not entirely discounted Respondent’s evidence, but find that it does 

little to show any conceptual or marketplace weakness to Petitioner’s FOX marks. 

Based on the record, we find Petitioner’s FOX marks are not only inherently 

distinctive but also enjoy significant marketplace presence with evidence showing 

considerable exposure amongst consumers of bicycle parts, particularly in the 

mountain bike marketplace. Proquest Info. & Learning Co. v. Island, 2007 WL 

616037, at *10 (TTAB 2007) (Board characterizes renown of plaintiff’s mark as “niche 

market fame” and, “because [defendant] intends to use his mark in the same fields,” 

this factor “weighs strongly in favor of finding a likelihood of confusion.”) The FOX 

marks are demonstrated to be commercially very strong in connection with bicycle 

parts, and particularly so with suspension forks and other bicycle suspensions parts, 

including rear shocks (absorbers). 

Accordingly, the fifth DuPont factor weighs in favor of a conclusion that confusion 

is likely.  

Respondent’s evidence of weakness, as discussed, is minimal and does not move 

the needle in terms of the sixth DuPont factor, thus this factor remains neutral.  



Cancellation No. 92081730 

- 23 - 

C. Similarity of the Marks 

Under the first DuPont factor, we determine the similarity or dissimilarity of 

Petitioner’s and Respondent’s marks in their entireties, taking into account their 

appearance, sound, connotation and commercial impression. DuPont, 476 F.2d at 

1361.  

“The proper test is not a side-by-side comparison of the marks, but instead 

whether the marks are sufficiently similar in terms of their commercial impression 

such that persons who encounter the marks would be likely to assume a connection 

between the parties.” i.am.symbolic, 866 F.3d at 1323 (quoting Coach Servs., Inc. v. 

Triumph Learning LLC, 668 F.3d 1356, 1368 (Fed. Cir. 2012) (internal quotation 

marks omitted)). The focus is on the recollection of the average purchaser, who 

normally retains a general rather than a specific impression of trademarks. See Mini 

Melts, Inc. v. Reckitt Benckiser LLC, 2016 WL 3915987, at *5 (TTAB 2016); In re Mr. 

Recipe, LLC, 2016 WL 1380730, at *6 (TTAB 2016). 

Here, we find Respondent’s mark, TRIFOX, and both of Petitioner’s marks, FOX 

and , to be overall quite similar. The similarity is mainly due to the 

recognizable and arbitrary word FOX being the sole literal element in Petitioner’s 

marks and merely preceded by the prefix TRI- in Respondent’s mark.44 When 

 
44 We take judicial notice that TRI- is a defined as combining form prefix meaning “three: 

have three elements or parts.” MERRIAM-WEBSTER.COM DICTIONARY, Merriam-Webster, 

https://www.merriam-webster.com/dictionary/tri-. Accessed 27 Oct. 2025. See Univ. of Notre 

Dame du Lac v. J.C. Gourmet Food Imp. Co., 1982 WL 52012, at *3 (TTAB 1982) (the Board 

may take judicial notice of dictionary definitions), aff’d, 703 F.2d 1372 (Fed. Cir. 1983); In re 
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verbalized, the marks are likely to sound similar with the second syllable of 

Respondent’s mark likely to be pronounced in the same manner as Petitioner’s marks.  

In terms of appearance, the TRI prefix in Respondent’s mark, TRIFOX, is a point 

of difference, but the word FOX within that mark remains noticeable and consumers 

will view this similarity. Likewise, the fox tail design in Petitioner’s composite mark 

is a difference, but it also reinforces the term FOX and, as often held, consumers 

encountering a composite mark that “consists of words and a design, the words are 

normally accorded greater weight because they are likely to make a greater 

impression upon purchasers, to be remembered by them, and to be used by them to 

request the goods.” In re Aquitaine Wine USA, LLC, 2018 WL 1620989, at *2 (TTAB 

2018) (citing In re Viterra Inc., 671 F.3d 1358 (Fed. Cir. 2012)). In other words, 

consumers familiar with Petitioner’s composite mark are more likely to recall the 

word FOX and use that word if referring to Petitioner’s mark. 

In terms of meaning, and as already discussed in the context of the strength of 

Petitioner’s marks, the word FOX is arbitrary in connection with bicycle parts. 

Consumers are likely to think of the animal, particularly with Petitioner’s composite 

mark having the fox tail design element. Respondent’s mark, TRIFOX, has no 

meaning, but to the extent consumers interpret it as the combination of the prefix 

TRI followed by FOX, the mark will conjure a similar fox-animal meaning as 

Petitioner’s FOX marks. 

 
Red Bull GmbH, 2006 WL 936983, at *3 (TTAB 2006) (online dictionaries that exist in printed 

format or regular fixed editions). 
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In sum, while there are differences between Respondent’s TRIFOX mark and 

Petitioner’s FOX and  marks, the differences are outweighed by the 

aforementioned similarities so that this factor weighs in favor of finding a likelihood 

of confusion. 

D. Actual Confusion and Concurrent Use Without Evidence of Confusion 

The seventh and eighth DuPont factors relate, respectively, to the nature and 

extent of any actual confusion and the extent of the opportunity for actual confusion. 

See DuPont, 476 F.2d at 1361. These “factors are interrelated; the absence of evidence 

of actual confusion, under the seventh DuPont factor, by itself is entitled to little 

weight in our likelihood of confusion analysis unless there also is evidence, under the 

eighth DuPont factor, that there has been a significant opportunity for actual 

confusion to have occurred.” Keystone Consol. Indus., 2024 WL 3771168, at *24-25 

(citation omitted). 

1. Petitioner’s Survey 

Petitioner acknowledges that it is unaware of any known instances of actual 

confusion, but points to the survey it commissioned that helps the seventh DuPont 

factor “weigh[ ] in favor of Petitioner and a finding of likelihood of confusion.”45 In 

support, Petitioner cites to the Board’s decision, Blue Cross and Blue Shield Ass’n v. 

Harvard Cmty. Health Plan Inc., 1990 WL 354563, at *8 fn. 7 (TTAB 1990) (although 

a “study/survey... had certain defects... it nevertheless constitutes evidence of specific 

 
45 28 TTABVUE 36. 
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instances of actual confusion.” (citation omitted). Indeed, surveys are frequently 

analyzed under the seventh DuPont factor.46 

Petitioner’s survey was conducted by its expert witness, Dr. Roberts, and involved 

276 respondents with the “primary objective to determine if [a likelihood of confusion] 

exists between the FOX and TRIFOX brand names.”47 As discussed, supra, Dr. 

Roberts employed a survey methodology known as a “Squirt” survey, as opposed to 

an “Ever-Ready” survey, explaining his choice:48 

the difference, as I mentioned when talking earlier, was that it’s only when 

the senior mark is easy -- we call “top-of-mind awareness.” And so, you 

know, Apple, Ford, Seventh Day Adventists, those are -- those are brands 

that people are familiar with and that lends itself to an Ever-Ready test. 

Without that kind of top-of-mind awareness, which Fox doesn’t have, then, 

the appropriate test would be a Squirt test. 

 

 
46 We also keep in mind Professor McCarthy’s viewpoint that “survey evidence is 

circumstantial, not direct, evidence of the likelihood of confusion. Surveys do not measure 

the degree of actual confusion by real consumers making mistaken purchases. Rather, 

surveys create an experimental environment from which we can get useful data from which 

to make informed inferences about the likelihood that actual confusion will take place.” 6 

MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION § 32:184 (5th Ed.). In other words, a 

properly conducted survey is technically not showing real confusion in the marketplace but 

may be circumstantial evidence from which we may infer whether there exists a likelihood of 

actual confusion. 

47 26 TTABVUE 91 (Roberts Survey Report ¶ 19). 

48 26 TTABVUE (Roberts Dep. 46:14-21). Dr. Roberts references the two types of surveys that 

are commonly employed in likelihood of confusion cases: an Eveready-style format, and 

a Squirt-style format – both so-named from decisions involving these types of surveys. 

The Eveready format involves showing participants the junior mark and asking them to 

name the company they think puts out the mark (and then why they think that or whether 

they can name any other products made by that brand) with the assumption that they are 

aware of the senior mark from prior experiences (i.e. the senior mark is strong). See Union 

Carbide Corp. v. Ever-Ready, Inc., 531 F.2d 366 (7th Cir. 1976). The second format used is 

the Squirt format, and involves presenting participants with both conflicting marks, without 

any assumption of familiarity with any of the marks. See SquirtCo v. Seven-Up Co., 628 F.2d 

1086 (8th Cir. 1980). 
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Dr. Roberts testified to the survey results and that the “Net Confusion Rate 

between the primary mark, FOX, and secondary mark, TRIFOX was found to be 50 

percent, indicating a very strong LOC between the two brands.”49 

Respondent contests the survey for many reasons, including Dr. Roberts’ decision 

to conduct a Squirt survey instead of an Ever-Ready type survey.50 We do not discuss 

every asserted flaw, but agree with Respondent to the extent that the survey has very 

little probative value given the circumstances in this proceeding. That is, in view of 

Petitioner’s strong evidence showing significant commercial strength and consumer 

exposure to its FOX marks in connection with bicycle parts that include forks, the 

Squirt survey was ill-suited for purposes of showing the likelihood that consumers 

would be confused with respect to Petitioner’s FOX mark. 

An Ever-Ready formatted survey is generally more insightful in terms of confusion 

being likely and, as oft-stated, is considered the “model” or “gold standard” of surveys. 

See, e.g., GrubHub Inc. v. Relish Labs LLC, 80 F.4th 835, 853 n.8 (quoting MCCARTHY 

ON TRADEMARKS § 32:174 (5th Ed.)). This is the type of survey “usually employed by 

owners of commercially strong marks.” Parks LLC v. Tyson Foods, Inc., 863 F.3d 220, 

233 (3d Cir. 2017). Again, the record in this case strongly supports a showing of 

significant commercial strength of the FOX marks in connection with bicycle forks. 

 
49 26 TTABVUE (Survey ¶ 6). 

50 We note that Respondent also objected to the admissibility of Dr. Roberts’ “survey, expert 

report, and other related evidence.” 29 TTABVUE 42. This objection is overruled; however, 

for reasons discussed in this opinion, the survey is not persuasive and we would reach the 

same ultimate conclusion regarding a likelihood of confusion if the objection was sustained. 
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In contrast, and as Respondent points out in his brief, because the Squirt format 

involves presenting participants with both conflicting marks, there is an assumption 

of no prior familiarity with any of the marks. See SquirtCo, 628 F.2d 1086. Thus, 

while we decline to treat party’s choice to commission a Squirt survey as evidence 

that its mark is weak, this type of survey is more generally found probative where 

the involved marks are not commercially strong. J.B. Swann, Likelihood of Confusion 

Studies and the Straightened Scope of Squirt, 98 TRADEMARK REP. 739, 746 (2008); 

see also Parks v. Tyson, 863 F.3d at 233 (“Holders of weaker marks more frequently 

employ a Squirt survey....”). 

In sum, we decline to give substantial weight to the survey and, given the parties’ 

agreement that there are no known instances of actual confusion, the seventh DuPont 

factor is neutral in our likelihood of confusion analysis. 

2. Concurrent Use Without Actual Confusion 

Respondent, relying on the parties’ agreement that neither is aware of any 

instances of actual confusion as well as Petitioner’s assertions as to the goods and 

marks, argues this shows that confusion is not likely. Specifically, Respondent 

contends that “assuming arguendo, that [Respondent’s TRIFOX mark] and 

[Petitioner’s FOX marks] are similar; the goods covered by the TRIFOX Registration 

are identical to or overlapping with the goods identified in each of the FOX 

Registrations; and TRIFOX Goods and Petitioner’s goods covered by the FOX 

Trademarks are each presumed to travel through the same channel, the … eighth 
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DuPont factor [involving] concurrent use without evidence of actual confusion [is] in 

favor of Registrant.”51 

In response, Petitioner responds that the record “fails to indicate there being a 

significant opportunity for actual confusion to have occurred in the marketplace.”52 

In this regard, Petitioner relies on the Federal Circuit’s guidance that in order “[t]o 

determine if the absence of actual confusion is indicative of the likelihood of 

confusion, the fact finder looks to real market conditions to evaluate consumer 

exposure to the marks at issue, assessing the length of time of any concurrent use; 

the similarity of the services, customers, and trade channels.” CDOC, Inc. v. Liberty 

Bankers Life Ins. Co., 844 F. App’x 357, 363 (Fed. Cir. 2021) (citing In re Guild Mortg. 

Co., 912 F.3d at 1381). And, here, Petitioner points to what it describes are 

Respondent’s “de minimis” sales since Respondent’s claimed year (2018) of first use 

in the U.S., noting that Respondent’s evidence reflects:53 

Approximate[ly] $75,000 annual sales of goods in the United States 

includes both bicycles and bicycle parts bearing the TRIFOX Mark. Based 

on Registrant’s website at trifoxbike.com, the prices for bicycles bearing 

the TRIFOX Mark range from $899.00 to $2199.00, and $115.00 to $249.99 

for forks. Even if it was assumed that all of Registrant’s sales consisted of 

$115.00 bicycle forks bearing the TRIFOX Mark, Registrant’s sales 

throughout the United States would still only amount to about 50-55 units 

being sold each month. 

 

Petitioner is correct in that the record shows Respondent’s sales in the U.S. for 

goods bearing his TRIFOX mark have been modest. Moreover, although Respondent 

 
51 29 TTABVUE 26, 27. 

52 30 TTABVUE 18. 

53 28 TTABVUE 37 (referencing Respondent’s evidence at 18 TTABVUE (Dong Dec. ¶ 12), 

and 19 TTABVUE (Respondent’s Not. Of Reliance Ex. D)). 
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testified that he and “entities under [his] direct licensing and supervision have also 

been actively marketing our products under the TRIFOX Mark via various 

channels,”54 including social media outlets, he provided little further information for 

us to gauge the extent of any exposure and the impact on consumers based on this 

activity and, more importantly, if there has been any overlap of consumer exposure 

to both Petitioner’s and Respondent’s marks on bicycle parts in the same trade 

channels. While Respondent testifies that he has spent “approximately $150,000 USD 

in marketing our products under the TRIFOX Mark,” there is little further 

information regarding this “approximate” amount and, in over the course of 7 years, 

not by itself that impressive whereby we can infer it entailed an extensive marketing 

campaign reaching many consumers. 

To be clear, in terms of the eighth DuPont factor, an absence of actual confusion 

may weigh against a finding of likelihood of confusion “only if the record indicate[s] 

appreciable and continuous use by [defendant] of its mark for a significant period of 

time in the same markets as those served by [plaintiff] under its mark[].” Gillette 

Can. Inc. v. Ranir Corp., 1992 WL 215312, at *6 (TTAB 1992). There must have been 

a reasonable opportunity for confusion to have occurred. Barbara’s Bakery Inc. v. 

Landesman, 2007 WL 196406, at *5 (TTAB 2007) (the probative value of the absence 

of actual confusion depends upon there being a significant opportunity for actual 

confusion to have occurred). To be further clear and in response to Respondent’s 

argument, while we may find relatedness of the goods, similarity of the marks, and, 

 
54 18 TTABVUE (Dong Dec. ¶ 15). 
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indeed, the same trade channels, that weigh in favor of a likelihood of confusion, this 

does not mean the eighth DuPont factor comes into play. That is, even if there has 

not been any real significant opportunity for actual confusion thus far, those other 

factors are still very much relevant because we must contemplate that a party, such 

as Respondent, can step up marketing and sales at a later date thus creating the 

likelihood for confusion. 

In sum, based on the evidence of record, there has not been a meaningful 

opportunity for actual confusion to have occurred. The eighth DuPont factor is 

therefore neutral in our likelihood of confusion analysis. 

E. Level of Purchasing Care 

Under the fourth DuPont factor, we consider “[t]he conditions under which … sales 

are made, i.e., ‘impulse’ vs. careful, sophisticated purchasing.” DuPont, 476 F.2d at 

1361. 

Respondent argues:55 

Cyclists are sophisticated consumers. Different types of bicycles require 

specifically designed components. For instance, suspension forks are not 

used on racing or performance bicycles; rather, they are commonly used on 

mountain bicycles. Cyclists must carefully select the correct bicycle 

components to ensure they are purchasing the product or service they 

intend to buy. For example, if a cyclist is building a racing or performance 

bicycle, they would never look for a suspension fork.  

 

As such, because the evidence shows that cyclists are sophisticated 

consumers and Petitioner has failed to submit any rebuttal evidence but 

only relied on a presumption, this factor favors Registrant. 

 

 
55 29 TTABVUE 21-22 (internal citations to evidence omitted). 
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There are several problems with Respondent’s argument that undercut his 

ultimate conclusion regarding the consumer purchasing conditions in connection with 

parties’ goods, as identified in the pleaded and subject registrations. First, 

Respondent appears to limit his bicycles and bicycle parts to the “racing or 

performance” market; however, there is no such limitation in either his or Petitioner’s 

registrations’ identifications of goods. We must construe the relevant consumers to 

include purchasers of all bicycles and parts therefor, including suspension forks and 

shock absorbers. As the REI article illustrates, “bike suspension” is considered a topic 

of interest for “new bike shoppers or anyone considering an upgrade.”56 

Respondent’s assertion that suspension forks are “commonly used on mountain 

bicycles” and are not used on Respondent’s “racing or performance bikes” is directly 

contradicted by the record. Petitioner submitted ample evidence showing that it is 

heavily involving in bicycle racing events by sponsoring many professional cycling 

races and professional racers, and touts its suspension products, including forks and 

rear shock absorbers, that are used on the racing or performance bikes in the races.57 

For example:58 

 
56 14 TTABVUE. 

57 See, e.g., 13 TTABVUE (Richey Dec. ¶¶ 12-13). 

58 13 TTABVUE (Richey Ex. F). 
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[Text at bottom reads “UCI DH [Union Cycliste Internationale Downhill] Cup 2020/ 

Elite Men Overall Winner”]. 

 

In terms of pricing, the record shows that forks for bicycles, such as those offered 

by Respondent, may be priced as low as $ 115.59 This is not a particularly high or low 

price point whereby we can infer consumers will exercise a higher degree of care or 

will be subject to impulse purchases. Moreover, the identifications of the parties’ 

goods in the registrations do not set a particular price point. We must therefore 

presume the goods are offered to ordinary consumers at prices ranging from 

inexpensive to expensive. See, e.g., Sabhnani, 2021 WL 6072822, at *21. 

The fourth DuPont factor is neutral. 

F. Other factors 

Respondent also sets forth arguments in connection with the ninth through 

thirteenth DuPont factors – involving, Petitioner’s use on a variety of goods, market 

interface between the parties, Respondent’s right to exclude others, whether 

confusion is de minimis, and other established probative facts. DuPont, 476 F.2d at 

 
59 18 TTABVUE 3, 15 (Dong Dec. ¶ 6 and Ex. B). 
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1361. Respondent argues the ninth and thirteenth DuPont factors are neutral. We 

agree as to the neutral nature of these two factors. 

But Respondent argues that the other three factors should be weighed in his favor 

because they weigh against a finding confusion is likely. Under the guise of the tenth 

DuPont factor, involving market interface of the parties such as past dealings 

between them, DuPont, 476 F.2d at 1361, Respondent argues:60 

Petitioner took no action against Registrant’s use and registration of the 

TRIFOX Trademark until it initiated this cancellation proceeding on 

March 2, 2023—almost five years after Registrant’s first use and two years 

after registration—despite arguing that the parties’ goods are identical or 

overlapping and have traveled through the same channels of trade to the 

same class of purchasers. … Such laches clearly shows the lack of 

likelihood of confusion. 

 

To the extent Respondent is now asserting a laches affirmative defense, this is an 

untimely assertion because it must be pleaded. See Bridgestone/Firestone Rsch., Inc. 

v. Auto. Club de l’Ouest de la France, 245 F.3d 1359, 1361 (Fed. Cir. 2001); see also 

H.D. Lee Co. v. Maidenform Inc., 2008 WL 1976596, at *3 (TTAB 2008) (the reason 

for requiring an affirmative defense to be pleaded is to give the plaintiff notice of the 

defense and an opportunity to respond); U.S. Mineral Prods. Co. v. GAF Corp., 1977 

WL 22644, at *4 n.5 (TTAB 1977) (affirmative defenses which must be affirmatively 

pleaded and in this case were neither pleaded nor tried).  

Even if we were to consider it, it is clear that Respondent has not met his burden 

of proving laches by a preponderance of the evidence. Bridgestone/Firestone, 245 F.3d 

1361 (defendant ultimately bears the burden of proof to establish that, (1) there was 

 
60 29 TTABVUE 28. 
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undue or unreasonable delay by the plaintiff in asserting its rights, and (2) prejudice 

to defendant resulting from the delay). With respect to Respondent’s assertion as to 

the amount of delay, we point out that because “the objection is to the rights which 

flow from registration of the mark,” Nat’l Cable Television Ass’n v. Am. Cinema Eds., 

Inc., 937 F.2d 1572, 1581 (Fed. Cir. 1991) (emphasis supplied, citations omitted), the 

period for laches begins with when the plaintiff is able to challenge these rights. See 

Lincoln Logs Ltd. v. Lincoln Pre-Cut Log Homes, Inc., 971 F.2d 732, 734 (Fed. Cir. 

1992) (laches is “tied to a party’s registration of a mark, not to a party’s use of the 

mark”). “[L]aches begins to run no earlier than the date the involved mark was 

published for opposition (if there was actual knowledge [of trademark use]), and no 

later than the issue date of the registration.” Ava Ruha Corp. v. Mother’s Nutritional 

Center, Inc., 2015 WL 496141, at *5 (TTAB 2015). Here, Respondent makes no 

assertion that Petitioner had actual knowledge of Respondent’s use of his mark prior 

to the registration date, on February 23, 2021, and Petitioner filed the Petition to 

Cancel approximately two years later, on March 2, 2023. It has not been shown that 

this short time period constitutes “unreasonable delay” or that Respondent has been 

prejudiced as a result. 

Finally, as to factors eleven and twelve, Respondent sets forth arguments that are 

mainly expansions on previous arguments already addressed in this decision or 

comprise general statements as to why it believes confusion is not likely. We are not 

persuaded by these arguments, and these two factors are neutral. 

In sum, DuPont factors nine through thirteen remain neutral in our analysis. 
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G. Conclusion: Balancing of Factors 

We must “weigh the DuPont factors used in [our] analysis and explain the results 

of that weighing.” In re Charger Ventures LLC, 64 F.4th 1375, 1383-84 (Fed. Cir. 

2023). “In any given case, different DuPont factors may play a dominant role,” and 

the “weight given to each factor depends on the circumstances of each case.” Id. 

(citation omitted).  

Here, the Respondent’s goods, particularly his bicycle forks, are identical to goods 

identified in Petitioner’s pleaded Reg. ’471, and very closely related to the goods 

identified in Petitioner’s pleaded Reg. ’069. There is a presumption that the parties’ 

goods may be offered for sale in the same trade channels to the same classes of 

consumers, and the evidence in the record confirms the presumption. Respondent’s 

TRIFOX is overall similar to Petitioner’s registered FOX and  marks. There 

are no factors that weigh in favor of finding no likelihood of confusion and, as to the 

other factors argued, we find them neutral in our analysis. On balance, we have no 

difficulty concluding on this record that there is a likelihood of confusion between 

Respondent’s mark and Petitioner’s two marks. 

Decision: The Petition to Cancel is granted under Section 2(d) of the Act. 

 


