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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ATP TOUR, INC.

Petition for Cancellation No.

92081723
Petitioner,
V.
: Registration No.: 5537832
ATP INSTITUTE PTY LTD. : Mark:
AE ~NCEE
Respondent.

RESPONDENT’S ANSWER AND AFFIRMATIVE DEFENSES TO PETITION
FOR CANCELLATION

Respondent, ATP Institute Pty Ltd., (“Respondent”), by and through the
undersigned counsel, hereby submits its Answer and Affirmative Defenses to Petitioner
ATP TOUR, INC’s (“Petitioner”) Petition for Cancellation (“Petition”) in connection with

@ U.S. Trademark Registration No. 5537832 for the mark: (the “ATP SCIENCE

EEEEEEE

The following numbered paragraphs correspond to the numbering of the paragraphs used
in the Petition.
ANSWER
In response to the first unnumbered paragraph below the heading “Petition for

Cancellation,” Respondent admits that it is the owner of the ATP SCIENCE Mark.



Respondent denies that Petitioner will be damaged by the continued registration of the
ATP SCIENCE Mark or that Petitioner has any legitimate grounds for cancellation.
Respondent denies the remaining allegations contained in the first unnumbered
paragraph.

1. Respondent is without knowledge or information sufficient to form a belief
as to the truth of the averments set forth in Paragraph 1 of the Petition and on that basis
denies them.

2. Respondent is without knowledge or information sufficient to form a belief
as to the truth of the averments set forth in Paragraph 2 of the Petition and on that basis

denies them, and affirmatively states that the Petitioner’s inclusion of the abbreviation
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etc.” at the end of the second sentence of Paragraph 2, but before attempting to
individually and collectively define each and every mark included within the defined term
“ATP Marks,” renders the definition of “ATP Marks” unclear and undefined.

3. Respondent is without knowledge or information sufficient to form a belief
as to the truth of the averments set forth in Paragraph 3 of the Petition and on that basis
denies them.

4. Respondent is without knowledge or information sufficient to form a belief
as to the truth of the averments set forth in Paragraph 4 of the Petition and on that basis
denies them.

5. Respondent is without knowledge or information sufficient to form a belief

as to the truth of the averments set forth in Paragraph 5 of the Petition and on that basis

denies them.



6. Respondent is without knowledge or information sufficient to form a belief
as to the truth of the averments set forth in Paragraph 6 of the Petition and on that basis
denies them.

7. Respondent is without knowledge or information sufficient to form a belief
as to the truth of the averments set forth in Paragraph 7 of the Petition and on that basis
denies them.

8. Respondent is without knowledge or information sufficient to form a belief
as to the truth of the averments set forth in Paragraph 8 of the Petition and on that basis
denies them.

0. In response to Paragraph 9 of the Petition, Respondent admits only that the
records of the U.S. Patent and Trademark Office (“USPTO”) identify Petitioner as the
owner of the four U.S. trademark registrations specifically identified therein, but is
without knowledge or information sufficient to form a belief as to the truth of the
averments that these trademarks are part of a list of “other” trademark registrations
identified by Petitioner as “among others” in the first sentence of Paragraph 9 and on that
basis denies them. Respondent admits, on information and belief, printouts from the
electronic database records of the USPTO appear to have been submitted as Exhibit A.
Except as expressly admitted or denied herein, Respondent is without sufficient
knowledge or information to either admit or deny the remaining averments of Paragraph
9, and therefore, denies the same.

10.  Respondent is without knowledge or information sufficient to form a belief
as to the truth of the averments set forth in Paragraph 10 of the Petition and on that basis

denies them.



11. Respondent admits that it is a proprietary limited company of Australia but
denies the remaining allegations set forth in Paragraph 11 of the Petition.

12.  Respondent admits the allegations set forth in Paragraph 12 of the Petition.

13.  Respondent denies the allegations set forth in Paragraph 13 of the Petition.

14. In response to Paragraph 14 of the Petition, Respondent incorporates its
responses to Paragraphs 1 through 13 of this Answer, as if fully re-written herein.

15.  Respondent is without knowledge or information sufficient to form a belief
as to the truth of the averments set forth in Paragraph 15 of the Petition and on that basis
denies them.

16.  Respondent denies the allegations set forth in Paragraph 16 of the Petition.

17.  In response to Paragraph 17 of the Petition Respondent incorporates its
responses to Paragraphs 1 through 16 of this Answer, as if fully re-written herein.

18.  Respondent denies the allegations set forth in Paragraph 18 of the Petition.

19.  Respondent denies the allegations set forth in Paragraph 19 of the Petition.

20. Respondent denies the allegations set forth in Paragraph 20 of the Petition.

21.  In response to Paragraph 21 of the Petition Respondent incorporates its
responses to Paragraphs 1 through 20 of this Answer, as if fully re-written herein.

22.  Respondent denies the allegations set forth in Paragraph 22 of the Petition.

23.  Respondent denies the allegations set forth in Paragraph 23 of the Petition.

24. Respondent denies the allegations set forth in Paragraph 24 of the Petition.

25. In response to Paragraph 25 of the Petition Respondent incorporates its
responses to Paragraphs 1 through 24 of this Answer, as if fully re-written herein.

26. Respondent denies the allegations set forth in Paragraph 26 of the Petition.

27.  Respondent denies the allegations set forth in Paragraph 27 of the Petition.
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28. Respondent denies any and all allegations contained in the Petition that
allege Petitioner will be damaged by the continued registration of Respondent’s ATP
SCIENCE Mark.

29. Respondent denies any and all allegations contained in the Petition that
have not been expressly admitted herein. Respondent denies that Petitioner is entitled to
any relief.

ADDITIONAL DEFENSES

In further answer to the Petition, Respondent asserts each of the following
defenses.

1. The Petition is barred, in whole or in part, by the doctrine of laches and the
Morehouse defense (See Morehouse Mfg. Corp. v. J. Strickland & Co., 4 07 F.2d 881, 160
USPQ 715 (CCPA 1969), because Petitioner unreasonably delayed in asserting any
claimed rights against the ATP SCIENCE Mark causing material prejudice to Respondent
due to that delay. Respondent’s owner’s prior U.S. Trademark Registration No. 4,503,787
covering a substantially similar “ATP SCIENCE” mark for the same goods in Class 5
(specifically, dietary food supplements, mineral food supplements, protein supplements
for human, vitamin supplements, herbal dietary supplements, nutritional supplements
among other supplement products) was applied for on March 19, 2013 and subsequently
registered on April 1, 2014 (the “Doidge Registration”). Jeff Doidge is the predecessor-in-
interest to trademark rights owned by Respondent. Doidge is an owner and co-founder
of Respondent and predecessor-in-interest to Respondent because he individually owned
certain ATP SCIENCE trademarks prior to establishment of Respondent as an IP holding
company. The Doidge Registration overlapped with the existence of the ATP Science Mark

during the delay period at issue. Indeed, Respondent by and through its exclusive
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assignee, ATP Science Pty Ltd., has continuously used the ATP SCIENCE Mark in
commerce within the U.S. since at least 2014, as both a trademark and also as a trade
name. Despite this long history of registration and actual use of the ATP SCIENCE Mark,
Petitioner did not attempt to assert its trademark rights against the ATP Science Mark
until February of 2023, nearly ten years following the application date of the Doidge
Registration. Petitioner’s extensive delay in asserting rights against the ATP SCIENCE
Mark is inexcusable and caused significant, material economic harm to Respondent.
During the period of Petitioner’s inaction, substantial investments were made in the
associated business and the goodwill associated with the ATP SCIENCE Mark grew
substantially.

2, Despite a lengthy period of coexistence in the marketplace, on information
and belief, there exists no evidence of actual consumer confusion as to the source of the
parties’ respective goods and services.

3. Any period of nonuse of the ATP SCIENCE Mark was excusable nonuse.

4. Petitioner has not established that it is the prior, consistent, and exclusive
user of a confusingly similar mark.

5. Petitioner cannot establish priority by registration or through actual use for
any of its ATP marks in Class 5. Petitioner’s rights do not extend to the categories of goods
and services listed in the Registration because Petitioner’s goods and services are not
similar or closely related to Respondent’s Class 5 goods as described in the ATP SCIENCE
Mark.

6. The respective goods and services of the parties are not related and/or the
conditions and activities surrounding the marketing of the goods are not such that they

would or could be encountered by the same persons under circumstances that could,
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because of the similarity of the marks, give rise to the mistaken belief that they originate
from the same source.

7. Petitioner’s mark is not famous and was not famous prior to the date of the
registration of the ATP SCIENCE Mark.

8. Assuming, arguendo, that Petitioner’s mark is considered famous, the
Respondent’s ATP SCIENCE Mark is not likely to blur the distinctiveness of Petitioner’s
ATP mark and cause consumers to associate the Respondent’s products with the
Petitioner’s mark.

9. Petitioner is not the exclusive owner and/or user of all ATP-formative
marks within the Classes covered by the Trademark Registrations cited in Paragraph 9 of
the Petition or all other goods and services that are similar or related to those goods and
services described in Petitioner’s Trademark Registrations.

WHEREFORE, Respondent ATP Institute Pty Ltd., respectfully requests that the
Petition for Cancellation be dismissed in its entirety with prejudice. Respondent further
asks that it be allowed all of its costs and expenses, including but not limited to attorney’s

fees, if and to the fullest extent allowed under law.



Dated: August 10th, 2023

Respectfully submitted,
HARPST BECKER LLC

/John W. Becker/

JOHN W. BECKER (0065491)
CHRISTINE M. GARRITANO (0078423)
MONICA L. WALLACE (0080776)

1559 Corporate Woods Parkway, Suite 250
Uniontown, OH 44685

Telephone: (330) 983-9971

Facsimile: (330) 983-9981
JBecker@harpstbecker.com
CGarritano@harpstbecker.com
MWallace@harpstbecker.com

Counsel for Respondent ATP Institute Pty Ltd.

CERTIFICATE OF SERVICE

I hereby certify that on August 10th, 2023, I caused a true and correct copy of ATP
Institute Pty Ltd.’s Answer to be served by email on the following:

Douglas A. Rettew, Esq.
Patrick J. Rodgers, Esq.

Finnegan, Henderson, Farabow, Garret & Dunner, LLP

910 New York Avenue, NW
Washington, DC 20001
docketing@finnegan.com

Doug.rettew@finnegan.com

Patrick.rodgers@finnegan.com

TTAB-Legal-Assistants@finnegan.com

Counsel for Petitioner ATP TOUR, INC.

/John W. Becker/
JOHN W. BECKER (0065491)
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