UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

General Contact Number: 571-272-8500

General Email: TTABInfo@uspto.gov

LTS/KDS
November 8, 2023

Opposition No. 91278109 (Parent)
Cancellation No. 92081723

ATP Tour, Inc.

U.

ATP Institute Pty Ltd.

Lawrence T. Stanley, Jr., Interlocutory Attorney:

This case now comes up on Opposer/Petitioner ATP Tour, Inc.’s (“ATP Tour”)
motion, filed August 30, 2023, to strike a portion of Applicant/Respondent ATP
Institute Pty Ltd.’s (“ATP Institute”) first affirmative defense in Cancellation No.
92081723 (“the 723 Cancellation”). 10 TTABVUE. The motion is fully briefed.

The Board has carefully considered all of the parties’ arguments, presumes the
parties’ familiarity with the bases for their filings, and does not recount the facts or
arguments here except as necessary to explain this decision. See Guess? IP Holder LP
v. Knowluxe LLC, 116 USPQ2d 2018, 2019 (TTAB 2015).

L. Background
On August 22, 2022, ATP Tour filed a notice of opposition in Opposition No.

91278109 (“the 109 Opposition”) against ATP Institute’s application Serial No.
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i

90701394 for the mark =='*™“* for “confectionery, namely, candy and chocolate; ice

cream bars; dessert mousse; dessert puddings; flavored and sweetened gelatins;

frozen confectionery; high-protein cereal bars; sherbets” in International Class 30,

and “energy drinks; isotonic beverages; sports drinks; sports drinks containing

electrolytes; concentrates and powders used in the preparation of energy drinks and

fruit-flavored beverages; concentrates for use in the preparation of sports drinks;

powders used in the preparation of isotonic sports drinks and sports beverages; sports

drinks, namely, energy drinks” in International Class 32.1 1 TTABVUE. In its notice

of opposition, ATP Tour pleads prior use and registration of the following marks:

ATP, in standard characters, for “publications, namely, magazines in the
field of tennis; association directories; guide, rules, and reference books for
tennis; and tennis player and tennis tournament printed media guides;
calendars and folders; posters; printed tickets; tennis event programs;
paper, fabric-gift, and merchandise bags; statistical books; note pads; score
cards; score sheets; and score charts” in International Class 16; “clothing,
namely, shirts, sweatshirts, caps, and visors” in International Class 25;
“tennis rackets; tennis racket accessories, namely, racket strings, grips, and
covers; and tennis balls” in International Class 28; “association services,
namely, promoting the interests of tennis professionals, the sport of tennis,
tennis tournaments, and recreational tennis facilities” in International
Class 35; and “promulgating, maintaining, and enforcing rules and
standards for facilities regarding their use for tennis tournaments and
tennis-related events; mathematical sports rating services, namely,
calculating the relative ability and performance of tennis players;
entertainment in the nature of tennis tournaments and tennis-related
events; providing information on the sport of tennis via the Internet;
providing online web sites containing tennis information of interest to

1 Filed May 10, 2021 under Section 44(d) of the Trademark Act; perfected under Section 44(e)
of the Trademark Act, based on issuance of Australia Registration No. 2137730. “ATP” and
“SCIENCE” are disclaimed.
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professional tennis players, tennis tournament directors, tennis media,
tennis coaches, other tennis personnel, and tennis fans and spectators;
sanction, certification, coordination, scheduling, and approval of tennis
tournaments; on-line tennis newsletters; setting standards and rules for
tennis tournaments” in International Class 41;2

o for “organizing and conducting charity auctions for
charitable fundraising purposes” in International Class 35; “charitable
services, namely, coordination of monetary contributions to charities and
non-profits” in International Class 36; and “organizing and conducting
tennis and social entertainment events for charitable fundraising purposes”
in International Class 41;3 and

e ATP FINALS, in standard characters, for “charitable fundraising services
by means of a tennis event” in International Class 36; and “entertainment
1n the nature of tennis tournaments; entertainment in the nature of social
tennis-related events; entertainment in the nature of sports events in the
field of tennis; providing information on the sport of tennis via the Internet;
providing online web sites containing tennis information of interest to
professional tennis players, tennis tournament directors, tennis media,
tennis coaches, other tennis personnel, and tennis fans and spectators” in
International Class 41.4

Id. at 5-10. As grounds for opposition, ATP Tour pleads: (1) likelihood of confusion
under Section 2(d) of the Trademark Act; and (2) dilution under Section 43(c) of the
Trademark Act. Id. at 11-12.

On September 30, 2022, ATP Institute filed its answer, denying the salient
allegations in the notice of opposition and purporting to assert thirteen affirmative
defenses. ’109 Opposition, 4 TTABVUE. On October 20, 2022, ATP Tour filed a motion

to strike ATP Institute’s first, second, seventh, and thirteenth affirmative defenses

2 Registration No. 3372952; issued January 22, 2008; renewed.
3 Registration No. 4222659; issued October 9, 2012; renewed. “FOR CHARITY” is disclaimed.
4 Registration No. 5677983; issued February 19, 2019. “FINALS” is disclaimed.
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(109 Opposition, 5 TTABVUE), and on November 22, 2022, ATP Institute filed a
consented motion to suspend proceedings for settlement negotiations (109
Opposition, 8 TTABVUE). On December 8, 2022, the Board granted both motions.
109 Opposition, 10 TTABVUE. Thereafter, ATP Institute filed several additional
consented motions to suspend proceedings for settlement negotiations (109
Opposition, 11, 13, 15 TTABVUE), each of which was granted (109 Opposition, 12,
14, 16 TTABVUE). Proceedings resumed on July 15, 2023. See 109 Opposition, 16
TTABVUE.

On February 28, 2023, ATP Tour filed a petition to cancel in the 723 Cancellation

as
4

against ATP Institute’s Registration No. 5537832 for the mark !r‘\:l:l?p for “natural
pharmaceutical preparations, namely, natural remedy preparations and
supplements for the treatment of gastro-intestinal conditions, hormonal and chemical
imbalances, sleep disorders, weight control, depression and anxiety; pharmaceutical
preparations for the treatment of gastro-intestinal conditions, hormonal and
chemical imbalances, sleep disorders, weight control, depression and anxiety;
pharmaceutical preparations being hormone preparations for human use; dietary
food supplements; mineral food supplements; herbal dietary supplements; dietary
protein supplements for humans; vitamin supplements; nutritional supplements;
vitamin preparations; food supplements consisting of minerals; carbohydrate based

dietary supplements; electrolyte replacement beverages for medical purposes; energy
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drinks being dietary supplements” in International Class 5.5 1 TTABVUE. In its
petition to cancel, ATP Tour alleges prior use and ownership of Registration Nos.
3372952, 4222659, and 5677983 (i.e., the pleaded registrations in the ’109
Opposition), as well as the following registration:

e ATP WORLD TOUR, in standard characters, for “association services,
namely, promoting the interests of tennis professionals, the sport of tennis,
tennis tournaments, and recreational tennis facilities” in International
Class 35; and “entertainment in the nature of tennis tournaments and
tennis-related events; providing information on the sport of tennis via the
Internet; providing online websites containing tennis information of
Interest to professional tennis players, tennis tournament directors, tennis
media, tennis coaches, other tennis personnel, and tennis fans and
spectators” in International Class 41.6

Id. at 5-10. As grounds for cancellation, ATP Tour pleads: (1) likelihood of confusion
under Section 2(d) of the Trademark Act; (2) dilution under Section 43(c) of the
Trademark Act; (3) nonuse under Section 14(6) of the Trademark Act; and
(4) abandonment under Section 14(3) of the Trademark Act. Id. at 11-13.

In its answer, ATP Institute denies the salient allegations in the petition to cancel
and purports to assert nine affirmative defenses, the first of which is reproduced
below:

The Petition is barred, in whole or in part, by the doctrine of laches and the
Morehouse defense (See Morehouse Mfg. Corp. v. J. Strickland & Co., 407 F.2d
881, 160 USPQ 715 (CCPA 1969), because Petitioner unreasonably delayed in
asserting any claimed rights against the ATP SCIENCE Mark causing
material prejudice to Respondent due to that delay. Respondent’s owner’s prior
U.S. Trademark Registration No. 4,503,787 covering a substantially similar

“ATP SCIENCE” mark for the same goods in Class 5 (specifically, dietary food
supplements, mineral food supplements, protein supplements for human,

5 Filed May 19, 2017 under Section 66(a) of the Trademark Act; issued August 14, 2018.
“ATP” and “SCIENCE” are disclaimed.

6 Registration No. 3978366; issued June 14, 2011; renewed. “WORLD TOUR?” is disclaimed



Opposition No. 91278109 and Cancellation No. 92081723

vitamin supplements, herbal dietary supplements, nutritional supplements
among other supplement products) was applied for on March 19, 2013 and
subsequently registered on April 1, 2014 (the “Doidge Registration”). Jeff
Doidge 1s the predecessor-in-interest to trademark rights owned by
Respondent. Doidge is an owner and co-founder of Respondent and
predecessor-in-interest to Respondent because he individually owned certain
ATP SCIENCE trademarks prior to establishment of Respondent as an IP
holding company. The Doidge Registration overlapped with the existence of the
ATP Science Mark during the delay period at issue. Indeed, Respondent by and
through its exclusive 6 assignee, ATP Science Pty Ltd., has continuously used
the ATP SCIENCE Mark in commerce within the U.S. since at least 2014, as
both a trademark and also as a trade name. Despite this long history of
registration and actual use of the ATP SCIENCE Mark, Petitioner did not
attempt to assert its trademark rights against the ATP Science Mark until
February of 2023, nearly ten years following the application date of the Doidge
Registration. Petitioner’s extensive delay in asserting rights against the ATP
SCIENCE Mark is inexcusable and caused significant, material economic
harm to Respondent. During the period of Petitioner’s inaction, substantial
Investments were made in the associated business and the goodwill associated
with the ATP SCIENCE Mark grew substantially.

723 Cancellation, 9 TTABVUE 2-9.

On August 30, 2023, ATP Tour filed a motion to strike a portion of ATP Institute’s
first affirmative defense; namely, ATP Institute’s prior registration defense, also
known as the “Morehouse defense.”” 723 Cancellation, 10 TTABVUE.

II. ATP Tour’s Motion to Strike Defenses
A. Applicable Law

The Board may strike from a pleading any insufficient defense, or any redundant,

immaterial, impertinent, or scandalous matter. Fed. R. Civ. P. 12(f); Am. Vitamin

Prods. Inc. v. DowBrands Inc., 22 USPQ2d 1313, 1314 (TTAB 1992); TRADEMARK

7 ATP Tour does not move to strike the laches portion of ATP Institute’s first affirmative
defense. See 723 Cancellation, 13 TTABVUE 6 n.2 (“Registrant has asserted a laches defense
here, which Petitioner has not moved to strike.”).
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TRIAL AND APPEAL BOARD MANUAL OF PROCEDURE (TBMP) § 506.01 (2023). Motions
to strike are not favored, and as such, a defense will not be stricken as insufficient if
the insufficiency is not clearly apparent, or if it raises factual issues that should be
determined on the merits. TBMP § 506.01. The primary purpose of the pleadings,
under the Federal Rules of Civil Procedure, is to give fair notice of the claims or
defenses asserted. See McDonnell Douglas Corp. v. Nat’l Data Corp., 228 USPQ 45,
47 (TTAB 1985); TBMP § 309.03(a)(2). Thus, the Board, in its discretion, may decline
to strike even objectionable pleadings where their inclusion will not prejudice the
adverse party, but rather will provide fuller notice of the basis for a claim or defense.
Harsco Corp. v. Elec. Sciences Inc., 9 USPQ2d 1570, 1571 (TTAB 1988).
B. The Parties’ Arguments
ATP Tour argues, inter alia, that ATP Institute’s Morehouse defense fails because:

(1) the prior registration forming the basis of the defense (the “Prior Registration”),8

8 Registration No. 4503787 1is for the mark ATP SCIENCE MADE WITHOUT
COMPROMISE, in standard characters, for, inter alia, “dietary food supplements; mineral
food supplements; protein supplements for humans; vitamin supplements; herbal dietary
supplements; nutritional supplements; vitamin preparations; stimulants made of minerals
for increasing energy; stimulants made of vitamins for increasing energy; carbohydrate based
dietary supplements; electrolyte replacement beverages for medical purposes; all of the
foregoing used to increase the level of ATP in the body” in International Class 5. 723
Cancellation, 10 TTABVUE 13-14, 16-18. “ATP” is disclaimed. Registration No. 4503787
issued on April 1, 2014 under Section 66(a) of the Trademark Act and was cancelled on
February 26, 2021. Id.

While Registration No. 4503787 was owned by Jeffrey Doidge, an individual citizen of
Australia (id. at 13, 17), ATP Institute has alleged that Mr. Doidge is its “predecessor-in-
interest” and that Mr. Doidge is “an owner and co-founder of Respondent” (723 Cancellation,
9 TTABVUE 6-7). ATP Tour has not disputed these facts. Moreover, the Board need not
determine whether ATP Institute has properly established itself as Mr. Doidge’s successor-
in-interest because, regardless of whether ATP Institute owned Registration No. 4503787,
the registration has expired and may not form the basis of a Morehouse defense. See Land O’
Lakes, Inc. v. Hugunin, 88 USPQ2d 1957, 1959 n.5 (TTAB 2008); infra at 8-10.
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has been cancelled (723 Cancellation, 10 TTABVUE 5-6); and (2) the mark covered
by the Prior Registration is not “substantially the same” as the mark subject to the
Iinstant cancellation proceeding (id. at 6-8).

In response, ATP Institute argues, inter alia, that: (1) there was no gap in time
between the cancellation of the Prior Registration and the registration of the
challenged mark (723 Cancellation, 12 TTABVUE 4-8); (2) under these facts, the
Morehouse defense should be upheld for public policy reasons (id. at 8-9); and (3) the
challenged mark and the mark in the Prior Registration are “legal equivalents”
because the wording that is “allegedly injurious” is common to both marks (id. at 9-
11).

In reply, ATP Tour argues, inter alia, that: (1) ATP Institute does not dispute that
the Prior Registration “no longer exists,” which renders the Morehouse defense
“unavailable as a matter of law” (723 Cancellation, 13 TTABVUE 2, 4); and (2) the
Morehouse defense does not apply where, as here, the marks at issue contain
“additional words and/or designs—even where both marks contain the sole portion of
the [challenged] mark claimed as damaging” (id. at 7-9).

C. Analysis

ATP Institute has not sufficiently pleaded a Morehouse defense. The Morehouse
defense 1s an equitable defense in the nature of laches, estoppel or acquiescence. TBC
Corp. v. Grand Prix Ltd., 12 USPQ2d 1311, 1313 (TTAB 1989). The Morehouse
defense is available in situations where a registrant already owns a registration for

the same (or substantially similar) mark and goods or services, and which
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registration has not been challenged. It is based on the theory that a plaintiff cannot
be injured by a later registration because there already exists a similar registration
and, therefore, an additional registration for the same or substantially similar mark
and goods or services can no more injure the plaintiff than the prior registration.
Morehouse Mfg. Corp., 160 USPQ at 717.

“Because the injury contemplated under the Morehouse doctrine is injury not from
a party’s prior use of a mark, but rather from the party’s ownership of a registration
for the mark, it necessarily follows that the registration must be in existence in order
to form the basis of an affirmative defense, and that an expired registration may not
form the basis of a valid Morehouse defense.” Land O’ Lakes, Inc., 88 USPQ2d at
1958-59; cf. Action Temporary Servs. Inc. v. Labor Force Inc., 870 F.2d 1563, 10
USPQ2d 1307, 1309 (Fed. Cir. 1989) (“It is well established that, pursuant to section
22 of the Lanham Act, a registration provides constructive notice for all use during
the existence of the registration. However, a canceled registration does not provide
constructive notice of anything.”) (internal citations omitted).

Here, ATP Institute does not allege that the Prior Registration still exists. Indeed,
in its response to ATP Tour’s motion to strike, ATP Institute admits that the Prior
Registration “was registered from April 1, 2014 to April 2, 2020 [sic]”, after which it

was cancelled.?’723 Cancellation, 12 TTABVUE 5. ATP Institute’s argument that the

9 The date of expiration of the Prior Registration is not dependent on the date the Office
undertook the ministerial function of entering the cancellation into the USPTO database.
Inasmuch as the owner of the Prior Registration did not file any paper to maintain the
registration, the owner’s rights in the Prior Registration were extinguished on the day after
its sixth anniversary date. See Land O’ Lakes, Inc., 88 USPQ2d at 1959. Here, the Prior
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since-cancelled Prior Registration coexisted with the challenged mark for “almost two
years” 1s 1napposite (see 723 Cancellation, 12 TTABVUE 5); “for
the Morehouse defense to apply, the prior registration must still exist.”10 Advance
Magazine Publrs., Inc. v. Fashion Elecs., Inc., 2023 USPQ2d 753, at *5 (TTAB 2023).

Accordingly, ATP Tour’s motion to strike the Morehouse defense portion of ATP
Institute’s first affirmative defense is granted.
III. Consolidation with the 109 Opposition

When cases involving common questions of law or fact are pending before the
Board, the Board may order consolidation of the cases. See Fed. R. Civ. P. 42(a) and
TBMP § 511. See Wis. Cheese Grp., LLC v. Comercializadora de Lacteos y Derivados,
S.A. de C.V., 118 USPQ2d 1262, 1264 (TTAB 2016); Venture Out Props. LLC v. Wynn
Resorts Holding LLC, 81 USPQ2d 1887, 1889 (TTAB 2007). In determining whether
to consolidate proceedings, the Board will weigh the savings in time, effort, and
expense which may be gained from consolidation, against any prejudice or
inconvenience which may be caused thereby. See World Hockey Ass’n v. Tudor Metal
Prods. Corp., 185 USPQ 246, 248 (TTAB 1975); TBMP § 511.

Consolidation is discretionary with the Board, and may be ordered upon motion

granted by the Board, or upon stipulation of the parties approved by the Board, or

Registration was registered from April 1, 2014 through April 1, 2020, and the owner’s rights
in the Prior Registration were extinguished on April 2, 2020.

10 The Board need not determine whether the mark in the Prior Registration is substantially
similar to the mark in the challenged registration because, even if the Board were to find
that the marks are substantially similar, the Prior Registration cannot form the basis of a
Morehouse defense because it has been cancelled.

10
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upon the Board’s own initiative. See, e.g., Wis. Cheese Grp., LLC, 118 USPQ2d at
1264.

The parties to the 109 Opposition and the 723 Cancellation are the same, as are
the attorneys of record, and the involved marks, allegations, and claims are similar.
For these reasons, the Board finds that consolidation is appropriate. Venture Out
Props. LLC, 81 USPQ2d at 1889 (consolidation ordered on the Board’s own initiative).
Accordingly, the ’109 Opposition and ’723 Cancellation are consolidated and may be
presented on the same record and briefs. See Hilson Research Inc. v. Soc’y for Human
Res. Mgmt., 27 USPQ2d 1423, 1424 n.1 (TTAB 1993); Helene Curtis Indus. Inc. v.
Suave Shoe Corp., 13 USPQ2d 1618, 1619 n.1 (TTAB 1989).

The Board file will be maintained in the '109 Opposition as the “parent case.” As
a general rule, from this point on, the parties should no longer file separate papers in
connection with each proceeding, but file only a single copy of each paper in the parent
case. Each paper filed should bear the numbers of all consolidated proceedings in
ascending order.

Despite being consolidated, each proceeding retains its separate character and
requires entry of a separate judgment. The decision on the consolidated cases shall
take into account any differences in the issues raised by the respective pleadings; a
copy of the decision shall be placed in each proceeding file.11 See Dating DNA LLC v.

Imagini Holdings Ltd., 94 USPQ2d 1889, 1893 (TTAB 2010).

11 The parties should promptly inform the Board of any other Board proceedings or related
cases within the meaning of Fed. R. Civ. P. 42, so that the Board can consider whether further
consolidation is appropriate.

11
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IV. Summary

ATP Tour’s motion to strike the Morehouse defense portion of ATP Institute’s first
affirmative defense is granted, and the Morehouse defense portion of ATP Institute’s
first affirmative defense is stricken. The cancellation will move forward on ATP
Institute’s denials of ATP Tour’s pleaded claims and the non-stricken portions of ATP
Institute’s affirmative defenses.

The '109 Opposition and the 723 Cancellation are consolidated and may be
presented on the same record and briefs. The Board file will be maintained in the ’109
Opposition as the “parent case.”

V. Proceedings Resumed and Dates Reset

Proceedings are resumed and dates for the consolidated proceedings are reset as

follows:
|Deadline for Discovery Conference in ’723 Cancellation || 12/5/2023|
|Discovery Opens in 723 Cancellation || 12/5/2023|
|Initial Disclosures Due in '723 Cancellation || 1/4/2024|
|Expert Disclosures Due || 5/3/2024|
|Discovery Closes || 6/2/2024|
|Plaintiff’ s Pretrial Disclosures Due || 7/1 7/2024|
IPlaintiff's 30-day Trial Period Ends | 8/31/2024]
|Defendant’s Pretrial Disclosures Due || 9/ 15/2024|
|Defendant’s 30-day Trial Period Ends || 10/30/2024|
|Plaintiff’ s Rebuttal Disclosures Due || 11/ 14/2024|
Plaintiff's 15-day Rebuttal Period Ends | 12/14/2024]
|Plaintiff’ s Opening Brief Due || 2/ 12/2025|
|Defendant’s Brief Due || 3/ 14/2025|
IPlaintiff's Reply Brief Due I 3/29/2025|
|Request for Oral Hearing (optional) Due || 4/8/2025|

12
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Important Trial and Briefing Instructions

Generally, the Federal Rules of Evidence apply to Board trials. Trial testimony is
taken and introduced out of the presence of the Board during the assigned testimony
periods. The parties may stipulate to a wide variety of matters, and many
requirements relevant to the trial phase of Board proceedings are set forth in
Trademark Rules 2.121 through 2.125. These include pretrial disclosures, the
manner and timing of taking testimony, matters in evidence, and the procedures for
submitting and serving testimony and other evidence, including affidavits,
declarations, deposition transcripts and stipulated evidence. Trial briefs shall be
submitted in accordance with Trademark Rules 2.128(a) and (b). Such briefs should
utilize citations to the TTABVUE record created during trial, to facilitate the Board’s
review of the evidence at final hearing. See TBMP § 801.03. Oral argument at final
hearing will be scheduled only upon the timely submission of a separate notice as

allowed by Trademark Rule 2.129(a).

13



