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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ATP TOUR, INC.

Petition for Cancellation No.

92081723
Petitioner,
V.
Registration No.: 5537832
ATP INSTITUTE PTY LTD. : Mark:
AE ~NCEE
Registrant

REGISTRANT’S MEMORANDUM IN OPPOSITION TO PETITIONER’S
MOTION TO STRIKE AFFIRMATIVE DEFENSES

Petitioner requests that the Board strike Registrant’s Morehouse Defense
(Morehouse Mfg. Corp. v. J. Strickland & Co., 56 C.C.P.A. 946, 407 F.2d 881, 160 U.S.P.Q.
715 (1969)) because the Registrant’s prior registered mark was cancelled, and it was not
“substantially the same” as the challenged mark in this proceeding.: 10 TTABVUE 4-7.
Specifically, the Prior Mark was registered from April 1, 2014, until the sixth anniversary
of registration after no declaration of use was filed. But in the meantime, Registrant filed
its application for the Challenged Mark, which was entered by the USPTO as Registration
No. 5537832 on August 14, 2018, before the Registrant’s rights in the Prior Mark expired.
Thus, for nearly two years, both the Prior Mark and the Challenged Mark were

simultaneously registered.

! For purposes of this Opposition, Registration No. 4503787 is referred to as the “Prior Mark,” and
Registration No. 5537832 is referred to as the “Challenged Mark.”



Trademark Rule 2.114(b)(2) provides for the pleading of various affirmative
defenses in an answer to a petition for cancellation. TRADEMARK TRIAL AND APPEAL BOARD
MANUAL OF PRACTICE (“TBMP”) § 311.02(b). Fed.R.Civ.P. 12(f) provides that “the court
may order stricken from any pleading any insufficient defense or any redundant,
immaterial, impertinent, or scandalous matter.” “Motions to strike are not favored, and
matter usually will not be stricken unless it clearly has no bearing upon the issues in the
case. The primary purpose of pleadings, under the Federal Rules of Civil Procedure, is to
give fair notice of the claims or defenses asserted.” TBMP §506.01. A motion to strike an
affirmative defense is generally not favored, particularly when it requires determination
of disputed or substantial issues of law prior to discovery. William Z. Salcer, Panfeld,
Edelman v. Envicon Equities Corp., 744 F.2d 935, 939 (2d Cir.1984), vacated on other
grounds, 478 U.S. 1015, 106 S.Ct. 3324, 92 L.Ed.2d 731 (1986); Ohio State University v.
Ohio University, 51 USPQ2d 1289, 1292 (TTAB 1999). An affirmative defense should not
be stricken on a Rule 12(f) motion unless the matter is impertinent and immaterial. “A
defense will not be stricken as insufficient if the insufficiency is not clearly apparent, or if
it raises factual issues that should be determined on the merits.” TBMP § 506.01; 5C C.
WRIGHT & A. MILLER, FEDERAL PRACTICE AND PROCEDURE CIVIL § 1381 (3d ed. April 2021
Update); see also Carter-Wallace, Inc. v. Riverton Lab'ys, Inc., 47 F.R.D. 366, 368
(S.D.N.Y. 1969) (“These narrow standards are designed to provide a party the opportunity
to prove his allegations if there is the possibility that his defense or defenses may succeed
after a full hearing on the merits.”). Thus, the Board, in its discretion, may decline to strike
even objectionable pleadings where their inclusion will not prejudice the adverse party,
but rather will provide fuller notice of the basis for a claim or defense. Ohio State, 51
USPQ2d at 1292; Harsco Corp. v Elec. Scis. Inc., 9 USPQ2nd 1570, 1572 (TTAB 1988).
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A.  Morehouse Defense
1. The cancellation of Registrant’s Prior Mark should not preclude the
Morehouse Defense under the facts presented by the history of
Registrant’s marks.

Petitioner argues in its Motion to Strike Registrant’s First Affirmative Defense
(“Motion”),2 that the Morehouse defense fails as a matter of law because the Prior Mark
relied upon by Registrant in asserting the defense expired. Petitioner cites O-M Bread,
Inc. v. U.S. Olympic Comm., 65 F.3d 933 (Fed. Cir. 1995), stating that “the Morehouse
(or prior registration) defense prevents a party from challenging a pending application or
registration ‘if the [petitioner] cannot be further injured because there already exists an
injurious registration” and relies upon a single case to illustrate its position, Land O
Lakes, Inc. v. Jim Hugunin, 88 U.S.P.Q.2d 1957 (TTAB 2008). In particular, Petitioner
draws a parallel to the facts in Land O Lakes where the Morehouse defense was based on
a prior registration that was cancelled for failure to “file any paper to maintain
registration,” but the case is otherwise factually and procedurally distinct from this case.

First, there are two procedural differences: (1) Land O Lakes involved an
opposition proceeding, not a cancellation as presented by this case, and (2) the motion at
issue was a renewed motion for judgment on the pleadings, rather than a motion to strike
an affirmative defense, which is only to be granted in limited circumstances. Second, the
chronology of the prosecution history for the marks in Land O Lakes is critically different

from the prosecution history of Registrant’s marks. The applicant in Land O Lakes

claimed ownership of a registration for the mark LAND O LAKES, registered on June 6,

Registrant’s First Affirmative Defense actually states two affirmative defenses, Morehouse and Laches.
9 TTABVUE 5. Petitioner’s Motion asks to strike the entire First Affirmative Defense but only addresses
the Morehouse Defense. 10 TTABVUE 1.



2000. That registration expired by operation of law on June 7, 2006, when applicant
failed to file an affidavit or declaration under Section 8 of the Trademark Act, but the
USPTO did not cancel the registration within its record until March 10, 2007. On January
2, 2007, the applicant in Land O Lakes filed a new application for the same mark and
goods as the prior registration. The applicant therefore argued that he was entitled to rely
on the Morehouse defense because the registration was canceled by the Office after he
had already filed the opposed application for the same mark and goods. The Board
decided that the effective date of expiration of applicant's registration was not dependent
on the date the Office entered the cancellation into the USPTO database, and specifically
held that:

Inasmuch as applicant did not file any paper to maintain his registration,

his rights in the prior registration were extinguished on the day after its

sixth anniversary date. Accordingly, we will not further consider applicant's

Morehouse defense.

Land O Lakes, 88 U.S.P.Q.2d at 1957.

It is upon these two sentences from Land O Lakes that Petitioner bases its
argument. 10 TTABVUE 4-5. But while the Petitioner points out the one basic fact in
common with Land O Lakes, that Registrant’s Prior Mark was cancelled for failure to file
the declaration of use, there are other relevant facts in this case that are not discussed by
Petitioner but warrant application of Morehouse.

The Registrant’s Prior Mark for ATP SCIENCE MADE WITHOUT COMPROMISE
was registered from April 1, 2014 to April 2, 2020, a total of six years before it was

cancelled. On August 14, 2018, the Challenged Mark for ATP SCIENCE and Design was

registered and then coexisted with the Prior Mark for almost two years. Thus, unlike Land



O Lakes (or any of the authority cited in Petitioner’s Motion3), there was no gap in time
between the existence of registrations for the marks at issue in this cancellation
proceeding. During the past 9 years, Petitioner had ample opportunity, yet did not
petition for cancellation of the registration for the Prior Mark, oppose registration of the
Challenged Mark, or petition for cancellation of the Challenged mark, until now.

Even at the time of cancellation of the Prior Mark, Registrant’s Challenged Mark
had been registered for nearly two years. The Board in Land O Lakes refused to recognize
a cancelled mark in an opposition proceeding because the Prior Registration did not exist
for a period of time before the applicant filed the challenged application. This case
presents a quite different situation because Registrant successfully registered the
substantially similar Challenged Mark, before the cancellation of the Prior Mark. In Land
O Lakes, there was a complete gap between expiration of the registration for the prior
mark and the filing of the application for the challenged mark, albeit for a brief period of
time, and there was never any period when the prior mark and challenged mark were
concurrently registered. But here, the period of valid registration of the Prior Mark
overlapped with not only the application for the Challenged Mark, but also a significant
period after its registration.

The Morehouse equitable defense stands for the proposition that a trademark
owner cannot be further injured by a later registration when the Registrant owns an
unchallenged registration for a legally equivalent mark. See O-M Bread, 65 F.3d at 938.

The alleged injury to Petitioner ATP Tour initially arose upon registration of the Prior

3 All of the cases cited by Petitioner in support of its argument against the Morehouse defense, including
Morehouse itself, involve opposition proceedings where the challenged mark is an application rather than
a registration; therefore, the cases do not contemplate, nor would it be possible, that the prior mark
could have existed as of the date the challenged mark registered.
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Mark in April of 2014 and continued through the date of the Challenged Mark’s
registration in August of 2018. That same purported injury still existed 8 months later on
the Prior Mark’s 5th anniversary of registration when it was no longer subject to challenge
for likelihood of confusion or dilution pursuant to § 14 of the Lanham Act, and the same
alleged injury still continued as of the Prior Mark’s 6th anniversary in 2020, when the
registration expired because no declaration of use was filed. Thereafter, and without any
gap between the registrations, Petitioner’s purported injury from the existence of
Registrant’s Challenged Mark nonetheless persisted through the date it filed this
cancellation proceeding on February 28, 2023.

Regardless of the reason Registrant did not file a declaration of use in 2020,
Registrant had already enjoyed the rights of registration of the Challenged Mark for nearly
2 years before the Prior Mark’s expiration. The Challenged Mark poses the exact same
alleged harm to Petitioner that already existed for 4 years under the Prior Mark alone,
then 2 more years while both registrations were active, and then continued another 3
years until present under the existing registration of the Challenged Mark.

The facts of this case are distinguishable from the decisions cited by Petitioner in
the Motion that find the Morehouse defense unavailable if not based on an existing
registration. Board decisions related to Morehouse more commonly involve an opposition
proceeding challenging an application where the second registration could not possibly
overlap with the first registration, but that is not the case here. And in those that were
cancellation proceedings, the decisions rejected Morehouse because the prior registration
expired before registration of the challenged mark. But this case is different because the
Prior Mark’s registration continued to exist even after the Challenged Mark’s registration

for almost 2 years. Petitioner had the opportunity but did not challenge the Prior Mark
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during the whole of its 6-year existence.

While the issue may be one of first impression, if the Morehouse defense would
have been available from 2018 to 2020 while both registrations existed, (an entire year of
which the Prior Mark would have been immune from cancellation on the grounds of
likelihood of confusion or dilution under §14 of the Lanham Act), the defense should be
available now, after an additional 3 years of unchallenged existence, because there never
was a point in time where the existence of the Challenged Mark created an “additional”
injury to Petitioner separate and distinct from an injury that already existed. Any
“additional” injury from the same mark can only occur if there was a time period
immediately before the filing of a cancellation proceeding when the injury did not already
exist. In this case, there was no break between the expiration of the first registration for
the Prior Mark and the issue of the second registration for the Challenged Mark and no
possibility of an “additional” injury; therefore, the rationale under Morehouse still applies
under these facts, and the affirmative defense should not be summarily dismissed at the
pleading stage of this proceeding.

To hold otherwise would also implicate matters of public policy because trademark
owners would be required to maintain multiple similar registrations, and continue the
existence of extraneous registrations that could otherwise be cleared from the USPTO’s
records, just to preserve a defense to a challenge that may never come. The Morehouse
decision recited the purpose of section 8 affidavits of use, and the same principled
purpose exists today:

It should be remembered that the purpose of section 8 affidavits is to

remove from the register automatically marks which are no longer in use.

Failure of registrants to file affidavits results in removal of such deadwood.
. . It is in the public interest to maintain registrations of technically good



trademarks on the register so long as they are still in use. The register then
reflects commercial reality.

Morehouse Mfg. Corp., 56 C.C.P.A. 946, 954, 407 F.2d 881, 887-888 (footnotes omitted).
See also, Torres v. Cantine Torresella S.r.l., 808 F.2d 46, 48 (Fed.Cir.1986);
TRADEMARK MANUAL OF EXAMINING PROCEDURE (“TMEP”) §1604 (“The purpose
of the affidavit or declaration of use ... is to remove marks that are no longer being used
in commerce from the register.”); 82 Fed Reg 6259 (Jan. 19, 2017) (“A register that does
not accurately reflect marks in use in commerce in the United States for the
goods/services identified in the registrations imposes costs and burdens on the public.”).

Thus, the elimination of Registrant’s Morehouse defense under the specific facts
of this case conflicts with the policy considerations regarding the well-established
purpose of section 8 declarations of use and could create an untenable circumstance for
registrants of trademarks that are no longer in use.

2. The Prior Mark and Challenged Mark are legal equivalents under
the law.

In its Motion, Petitioner also argues that the Prior Mark and the Challenged Mark
are not “substantially the same” and therefore the Morehouse Defense is unavailable. 10
TTABVUE 5-7. While the Motion cites several cases for the broad proposition of
similarity, it does not attempt to address the similarity in the allegedly injurious portion
of the Prior and Challenged Marks. Instead, the Motion focuses on “additional elements”
and draws comparisons to stylized marks versus marks using standard characters. But
there is an exception under Morehouse that applies when the alleged injury to Petitioner
is caused by a dominant feature in both of Registrant’s marks.

In some cases, including this case, differences between the Prior Mark and the
Challenged Mark are irrelevant to the harm allegedly suffered by Petitioner. In The Place
for Vision, Inc. v. Pearle Vision Center, Inc., 218 U.S.P.Q. 1022 (TTAB), 1983 WL 51990,
the Board found that the opposer would suffer no “damage” by the issuance of a
registration for PEARLE VISION CENTER where applicant already had two registrations
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for VISION CENTER for similar goods and services. The challenge was based entirely
upon the opposer’s prior use of the VISION CENTER portion of the mark, which was
common to both the challenged application and existing registrations. The Board found
that opposer’s claim of damage related solely to the VISION CENTER portion of the mark,
not the term PEARLE or the design element. In holding that the applicant was entitled to
judgment as a matter of law, the Board held:

While the mark applicant now seeks to register (“PEARLE VISION
CENTER” and a design element) is different from its previously-registered
mark (“VISION CENTER”), we believe applicant is, nonetheless, entitled to
judgment. This is so because opposer’s claim of damage relates only to the
“VISION CENTER” portion of applicant’s mark and not to the “PEARLE”
and design portions of the mark. See Ferro Corp. v. General Refractories
Co., 162 USPQ 47 (TTAB 1969). (Opposer, owner of a registration for word
mark “FERRO,” objecting to registration of applicant’s mark FERROX and
design, cannot be damaged by issuance of a registration to applicant in view
of applicant’s ownership of a registration for word mark “FERROX” for
same goods).

The Place for Vision, Inc. v. Pearle Vision Center, Inc., 218 U.S.P.Q. 1022 (TTAB), 1983
WL 51990. See also GTFEM, Inc. v. Fresh Body LLC, No. 91209621, Dkt. No. 44, (TTAB,
Mar. 4, 2016) (https://ttabvue.uspto.gov/ttabvue/v?pno=91209621&pty=0PP&eno=44)
(not precedential) (holding that prior registration defense was applicable despite
differences between the opposed mark and applicant’s prior mark because opposer’s
likelihood of confusion claim related to dominant “FB” feature in both of applicant’s
marks); See, also Tillamook Country Smoker, Inc. v. Tillamook Cnty. Creamery Ass'n.,
333 F. Supp. 2d 975 (D. Or. 2004), aff'd sub nom. Tillamook Country Smoker, Inc. v.
Tillamook Cnty. Creamery Ass'n, 465 F.3d 1102 (9th Cir. 2006).

Similarly, the operative feature of the Prior Mark and Challenged Mark for
purposes of Petitioner’s claims of harm is the identical term “ATP.” See 1 TTABVUE { 2.
Certainly, Petitioner ATP Tour is not claiming harm to its marks based on the words
“SCIENCE” or a design element, and Petitioner does not claim that those are injurious
portions of the Challenged Mark. Petitioner ATP Tour is alleging harm by the use of
“ATP,” the only feature of the Registrant’s “ATP Marks” that is similar to Petitioner’s “ATP
Marks.” Id. at { 16-20. Under the law, the Petitioner’s two marks would clearly cause the
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same alleged damage to Petitioner. Therefore, Petitioner would not suffer further damage
from continued registration of the Challenged Mark when the exact same damage was
generated by the registration of the Prior Mark, and Registrant should be allowed to
maintain the Morehouse defense beyond this stage of the proceeding.

B. Registrant’s Laches defense.

Registrant’s separate Laches affirmative defense is recited in its First Affirmative
Defense, and Petitioner’s Motion does not request striking the Laches defense; therefore,
it should remain. Petitioner unreasonably delayed in asserting any claimed rights against
Registrant’s ATP SCIENCE marks, causing material prejudice to Registrant due to that
delay. Registrant’s Challenged Mark has been used in commerce in the U.S. in
conjunction with the sale of food supplements, among other categories of goods, since, at
least, 2014, and received its registration almost five years’ ago in 2018. See 9 TTABVUE
5-6. As discussed above, Registrant’s substantially similar Prior Mark was registered in
2014, thereby extending the delay period to nearly nine years. There can be no doubt that
a 9-year period is an undue delay for purposes of the Laches analysis, and Registrant
properly pleaded that Petitioner’s undue delay caused “significant, material economic
harm.” Id. at 6. Registrant has met its burden for purposes of properly pleading the
Laches defense. See Aquion Partners L.P. v. Envirogard Prod. Ltd., 43 U.S.P.Q.2d 1371
(TTAB 1997) (“A prima facie defense of laches requires a showing of (1) unreasonable
delay in asserting one's rights against another, and (2) material prejudice to the latter as
a result of the delay...defense of laches usually requires factual development beyond the
content of the pleadings.”) Importantly, none of the arguments in Petitioner’s Motion
address the Laches defense, and the technical bases asserted by Petitioner to strike the

Morehouse Defense do not apply to Laches. See 10 TTABVUE 4-7.
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If the Board deems it appropriate to strike the Morehouse defense, it should not
strike the entirety of the Registrant’s First Affirmative Defense, but rather should
expressly strike only the Morehouse Defense and note that the Laches defense remains
intact.

C. Conclusion

Registrant’s Morehouse affirmative Defense should not be stricken because the
Registrant maintained continuous registration of the Prior Mark through the date of
registration of the Challenged Mark and for approximately two years thereafter. Under
Morehouse, the timing of the cancellation of a prior mark should be more carefully
analyzed in a cancellation proceeding than an opposition to identify whether the
petitioner would suffer “additional” injury as a result of the challenged mark.

Where the periods of registration for the prior mark and challenged mark overlap,
“additional” injury to the petitioner is less likely to occur. Refusing to recognize a
cancelled prior mark for purposes of the Morehouse defense in a cancellation proceeding
is different from refusing to recognize a cancelled prior mark in an opposition proceeding,
especially in cases like this where the Prior Mark existed at the time the Challenged Mark
registered and causes the same alleged harm to the Petitioner. The Petitioner here has
ignored two separate registrations over the past 9 years, and at no time in that 9-year
period did the Registrant have a gap in owning a registered mark containing the dominant
feature, “ATP.” The facts and circumstances warrant an extension of the Morehouse
defense. The purpose of Morehouse is satisfied by these facts because the alleged injury
stemming from the Challenged Mark existed continuously from the registration of the

Prior Mark in 2014 through the current date.
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Registrant requests that the Board deny the Petitioner’s Motion to Strike.
Dated: September 19, 2023

Respectfully submitted,
HARPST BECKER LLC

/John W. Becker/

JOHN W. BECKER (0065491)
CHRISTINE M. GARRITANO (0078423)
MONICA L. WALLACE (0080776)

1559 Corporate Woods Parkway, Suite 250
Uniontown, OH 44685

Telephone: (330) 983-9971

Facsimile: (330) 983-9981
JBecker@harpstbecker.com
CGarritano@harpstbecker.com
MWallace@harpstbecker.com

Counsel for Registrant ATP Institute Pty Ltd.

CERTIFICATE OF SERVICE

I hereby certify that on September 19, 2023, I caused a true and correct copy of
ATP Institute Pty Ltd.’s Memorandum in Opposition to Petitioners Motion to Strike
Affirmative Defenses to be served by email on the following:

Douglas A. Rettew, Esq.

Patrick J. Rodgers, Esq.

Finnegan, Henderson, Farabow, Garret & Dunner, LLP
910 New York Avenue, NW

Washington, DC 20001

docketing@finnegan.com
Doug.rettew@finnegan.com

Patrick.rodgers@finnegan.com
TTAB-Legal-Assistants@finnegan.com

Counsel for Petitioner ATP TOUR, INC.

/John W. Becker/
JOHN W. BECKER (0065491)
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