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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

ATP TOUR, INC., 

Petitioner, 

v. 

ATP INSTITUTE PTY LTD, 

Registrant. 

Cancellation No. 92081723 

Mark: 
Reg. No.: 5537832 
Issued: Aug. 14, 2018 

PETITIONER’S MOTION TO STRIKE REGISTRANT’S 
FIRST AFFIRMATIVE DEFENSE 

Petitioner ATP Tour, Inc. submits this motion to strike Registrant ATP Institute Pty 

Ltd.’s first affirmative defense because it is insufficient and unavailable as a matter of law under 

Federal Rule of Civil Procedure 12(f).  See Trademark Rule 2.116(a). 

I. FACTUAL BACKGROUND

On May 19, 2017, Registrant filed Trademark Application Serial No. 79219334 for the

mark ATP SCIENCE and Design covering the following goods: 

Natural pharmaceutical preparations, namely, natural remedy preparations and 
supplements for the treatment of gastro-intestinal conditions, hormonal and 
chemical imbalances, sleep disorders, weight control, depression and anxiety; 
pharmaceutical preparations for the treatment of gastro-intestinal conditions, 
hormonal and chemical imbalances, sleep disorders, weight control, depression and 
anxiety; pharmaceutical preparations being hormone preparations for human use; 
dietary food supplements; mineral food supplements; herbal dietary supplements; 
dietary protein supplements for humans; vitamin supplements; nutritional 
supplements; vitamin preparations; food supplements consisting of minerals; 
carbohydrate based dietary supplements; electrolyte replacement beverages for 
medical purposes; energy drinks being dietary supplements in Class 5 (the 
“Application”). 
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The Application matured to Registration No. 5537832 (the “Challenged Registration”) 

on August 14, 2018.  Petitioner petitioned to cancel the Challenged Registration on 

February 28, 2023.  1 TTABVUE. As grounds for its petition, Petitioner alleges a likelihood of 

confusion and dilution via blurring of its ATP Marks.  1 TTABVUE, ¶¶ 14-20. 

On August 10, 2023, Registrant filed its Answer to Petitioner’s petition to cancel.  

9 TTABVUE.  Registrant’s Answer includes, in relevant part, the following affirmative defense: 

First Affirmative Defense: “The Petition is barred, in whole or in part, by the 
doctrine of laches and the Morehouse defense (See Morehouse Mfg. Corp. v. J. 
Strickland & Co., 407 F.2d 881, 160 USPQ 715 (CCPA 1969), because Petitioner 
unreasonably delayed in asserting any claimed rights against the ATP SCIENCE 
Mark causing material prejudice to Respondent due to that delay.  Respondent’s 
owner’s prior U.S. Trademark Registration No. 4,503,787 covering a substantially 
similar “ATP SCIENCE” mark for the same goods in Class 5 (specifically, dietary 
food supplements, mineral food supplements, protein supplements for human, 
vitamin supplements, herbal dietary supplements, nutritional supplements among 
other supplement products) was applied for on March 19, 2013 and subsequently 
registered on April 1, 2014 (the “Doidge Registration”).  Jeff Doidge is the 
predecessor-in-interest to trademark rights owned by Respondent.  Doidge is an 
owner and co-founder of Respondent and predecessor-in-interest to Respondent 
because he individually owned certain ATP SCIENCE trademarks prior to 
establishment of Respondent as an IP holding company.  The Doidge Registration 
overlapped with the existence of the ATP Science Mark during the delay period at 
issue.  Indeed, Respondent by and through its exclusive assignee, ATP Science Pty 
Ltd., has continuously used the ATP SCIENCE Mark in commerce within the U.S. 
since at least 2014, as both a trademark and also as a trade name.  Despite this long 
history of registration and actual use of the ATP SCIENCE Mark, Petitioner did 
not attempt to assert its trademark rights against the ATP Science Mark until 
February of 2023, nearly ten years following the application date of the Doidge 
Registration.  Petitioner’s extensive delay in asserting rights against the ATP 
SCIENCE Mark is inexcusable and caused significant, material economic harm to 
Respondent.  During the period of Petitioner’s inaction, substantial investments 
were made in the associated business and the goodwill associated with the ATP 
SCIENCE Mark grew substantially. 

Id. at 5–6. 

II. ARGUMENT

Federal Rule of Civil Procedure Rule 12(f) provides that “[t]he court may strike from a

pleading an insufficient defense or any redundant, immaterial, . . . [or] impertinent[] . . . matter.” 
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See also TRADEMARK TRIAL AND APPEAL BOARD MANUAL OF PROCEDURE (“TBMP”) § 506.  

The Board may grant a motion to strike or, on its own initiative, strike from a pleading any 

insufficient defense and any matter that clearly has no bearing on the issues in the case.  Ohio 

State Univ. v. Ohio Univ., 51 USPQ2d 1289, 1292 (TTAB 1999).  Motions to strike should be 

granted where appropriate to “streamline the ultimate resolution of the action.”  5C CHARLES

ALAN WRIGHT & ARTHUR MILLER, FEDERAL PRACTICE AND PROCEDURE § 1380 (3d ed. 2022) 

(citation omitted).  Where an affirmative defense is unavailable and/or futile, it should be 

stricken with prejudice.  See Foman v. Davis, 371 U.S. 178, 183 (1962) (futility of amendment is 

a reason to deny a Rule 15(a) motion); Am. Express Mktg. & Dev. Corp. v. Gilad Dev. Corp., 

94 USPQ2d 1294, 1300 (TTAB 2010) (leave to amend answer to plead an additional affirmative 

defense denied as futile where defense is unavailable); Leatherwood Scopes Int’l, Inc. v. 

Leatherwood, 63 USPQ2d 1699, 1702 (TTAB 2002) (denying motion to amend notice of 

opposition because proposed claim of acquiescence was “legally insufficient, and allowing the 

proposed amendment therefore would be futile”).   

As demonstrated below, striking Registrant’s insufficient and unavailable affirmative 

defense will allow the Board and the parties to focus on the properly pleaded issues to be 

resolved in this case without wasting judicial resources.  See Sidney-Vinstein v. A.H. Robins Co., 

697 F.2d 880, 885 (9th Cir. 1983) (“[T]he function of a 12(f) motion to strike is to avoid the 

expenditure of time and money that must arise from litigating spurious issues by dispensing 

with those issues prior to trial[.]”); In re Gabapentin Patent Litig., 648 F. Supp. 2d 641, 647 

(D.N.J. 2009) (“The purpose of a motion to strike is to clean up the pleadings, streamline 

litigation, and avoid unnecessary forays into immaterial matters.”) (quotations and citation 

omitted). 
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A. Registrant’s first affirmative defense (Morehouse) should be stricken as
insufficient and unavailable as a matter of law.

Registrant’s Morehouse affirmative defense should be stricken as insufficient and 

unavailable as a matter of law for two reasons.  First, the Morehouse defense is only available 

if the prior registration is active, and Registrant’s asserted prior registration has been cancelled. 

Second, the mark covered in the prior registration is not substantially the same as the mark 

covered by the Challenged Registration, as it must be.   

1. Registrant’s Morehouse defense fails as a matter of law because the
asserted prior registration has been cancelled.

The Morehouse case stands for the proposition that a petitioner cannot be damaged by 

the issuance of a second registration when the registrant already has an existing, unchallenged 

registration of the same mark for the same goods.  See O-M Bread, Inc. v. U.S. Olympic 

Comm’n, 36 USPQ2d 1041, 1045 (Fed. Cir. 1995); see also TBMP § 311.02(b).  As a result, 

the Morehouse (or prior registration) defense prevents a party from challenging a pending 

application or registration “if the [petitioner] cannot be further injured because there already 

exists an injurious registration.”  O-M Bread, 36 USPQ2d at 1045.  “Because the injury 

contemplated under the Morehouse doctrine is injury not from a party’s prior use of a mark but 

rather from the party’s ownership of a registration for the mark, it necessarily follows that the 

registration must be in existence in order to form the basis for the claim of damage, and that an 

expired registration may not form the basis of a valid Morehouse defense.”  Land O Lakes, Inc. 

v. Hugunin, 88 USPQ2d 1957, 1957 (TTAB 2008) (emphasis added).  For example, in Land O

Lakes, the court refused to consider the applicant’s Morehouse defense because the asserted 

prior registration had been cancelled for failure to “file any paper to maintain the registration.” 

Id. (“Inasmuch as applicant did not file any paper to maintain his registration, his rights in the 
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prior registration were extinguished on the day after its sixth anniversary date.  Accordingly, 

we will not further consider applicant’s Morehouse defense.”).  

So too here.  Registrant asserts that it owns the rights to Registration No. 4503787, and 

because Petitioner did not challenge that registration, Petitioner cannot now, under Morehouse, 

cancel the Challenged Registration here.  9 TTABVUE 5-6.  Registrant fails to mention, 

however, that Registration No. 4503787 is cancelled, and has been since February 26, 2021. 

(Declaration of Patrick J. Rodgers (“Rodgers Decl.”), ¶¶ 2-3, Exs. 1-2.)  Registrant asserts no 

other registrations as the basis for its Morehouse defense.  See 9 TTABVUE 5-6.  Because 

Registrant’s Morehouse defense is based solely on an “expired registration [that] may not form 

the basis of a valid Morehouse defense,” Land O Lakes, 88 USPQ2d at 1957, Registrant’s 

Morehouse defense fails as a matter of law and must be stricken with prejudice. 

2. Registrant’s Morehouse defense fails as a matter of law because the
mark covered in the prior registration is not substantially the same as
the mark covered in the Challenged Registration.

The Morehouse defense can apply only where an applicant or registrant “owns a prior 

registration for essentially the same mark identifying essentially the same goods or services that 

are the subject of the proposed application.”  Citigroup Inc. v. Capital City Bank Grp., Inc., 94 

USPQ2d 1645, 1651 (TTAB 2010) (citing Morehouse Mfg. Corp. v. J. Strickland & Co., 160 

USPQ 715, 717 (CCPA 1969)); see also Mag Instrument, Inc. v. The Brinkmann Corp., 96 

USPQ2d 1701, 1711 (TTAB 2010) (similar).  Accordingly, the question when evaluating the 

applicability of the Morehouse defense to a particular case is “whether the registered marks are, 

in fact, substantially the same marks so that they project the same image and symbolize a single 

and continuing commercial impression.”  Citigroup, 94 USPQ2d at 1651 (quoting S & L 

Acquisition Co. v. Helene Arpels Inc., 9 USPQ2d 1221, 1226 (TTAB 1987)).  Where the marks 

are not “substantially the same,” the Morehouse defense is inapplicable. 
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For instance, in Citigroup, the mark CAPITAL CITY BANK was not found to be 

“substantially the same” as  (i.e., a stylized version of the same mark) 

because “the mark CAPITAL CITY BANK, in standard character form, could create a different 

commercial impression than the mark in applicant’s prior registrations.”  Id. at 1652.  

Accordingly, the Morehouse defense was unavailable.  Id. at 1652-53.  The Morehouse defense 

also was unavailable in Mag Instrument because the marks MAGNUM MAX and MAGNUM 

MAXFIRE were not “substantially identical.”  96 USPQ2d at 1711-12. 

Neither are the marks covered in Registrant’s prior registration and Challenged 

Registration.  The mark covered in Registrant’s asserted prior registration is ATP SCIENCE 

MADE WITHOUT COMPROMISE.  (See Rodgers Decl., Exs. 1-2.)  The mark covered in the 

Challenged Registration is the following stylized design of ATP SCIENCE: 

In Mag Instrument, the marks were not “substantially identical” (and the Morehouse defense 

could not apply) where one of the two marks contained an additional element (MAGNUM MAX 

versus MAGNUM MAXFIRE).  96 USPQ2d at 1711-12.  And in Citigroup, the marks were not 

“substantially the same” (and the Morehouse defense could not apply) even where the marks 

were identical because one mark was in standard characters and the other was stylized.  94 

USPQ2d at 1651-53.  Here, the mark covered by the Challenged Registration is both stylized and 

does not contain the same elements as the mark covered by the prior registration, making these 
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marks even further afield than the marks in either Mag Instruments or Citigroup.  Because the 

mark Registrant relies on for its Morehouse defense is not substantially the same as the mark 

covered in Registrant’s Challenged Registration, the Morehouse defense cannot apply as a matter 

of law, and Registrant’s Morehouse defense should be stricken with prejudice. 

III. CONCLUSION

In the interest of efficiency and to streamline resolution of this proceeding, Opposer

respectfully requests that the Board strike Registrant’s first affirmative defense. 

Respectfully submitted, 

Dated:  August 30, 2023   By:   /Douglas A. Rettew/ 
Douglas A. Rettew 
Patrick J. Rodgers 
FINNEGAN, HENDERSON, FARABOW, 
  GARRETT & DUNNER, L.L.P. 
901 New York Avenue, N.W. 
Washington, D.C.  20001-4413 
Telephone: (202) 408-4000 

docketing@finnegan.com 
doug.rettew@finnegan.com 
patrick.rodgers@finnegan.com 
TTAB-Legal-Assistants@finnegan.com 

Attorneys for Opposer 
ATP TOUR, INC. 



CERTIFICATE OF SERVICE 

I certify that a true and accurate copy of the foregoing PETITIONER’S MOTION TO 

STRIKE REGISTRANT’S FIRST AFFIRMATIVE DEFENSE was served by e-mail on 

August 30, 2023 on counsel of record for Registrant at the following address of record: 

MONICA L WALLACE 
HARPST BECKER LLC 
1559 CORPORATE WOODS PKWY, SUITE 250 
UNIONTOWN, OH 44685 

jbecker@harpstbecker.com 
mwallace@harpstbecker.com 
jpenrod@harpstbecker.com 

 / Judy Valusek / 
Trademark Legal Assistant 
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DECLARATION OF PATRICK J. RODGERS IN SUPPORT OF PETITIONER’S 

MOTION TO STRIKE REGISTRANT’S FIRST AFFIRMATIVE DEFENSE 
 

 I, Patrick J. Rodgers, declare as follows: 

1. I am an attorney at Finnegan, Henderson, Farabow, Garrett & Dunner, L.L.P. and 

am counsel for Registrant ATP Tour, Inc. in this action.  I make this declaration in support of 

Petitioner’s Motion to Strike Registrant’s First Affirmative Defense.  This declaration is based 

on my personal knowledge. 

2. Attached as Exhibit 1 is a true and correct copy of a printout from the Trademark 

Electronic Search System database of Registration No. 4503787. 

3. Attached as Exhibit 2 is a true and correct copy of a printout from the Trademark 

Status & Document Retrieval database of Registration No. 4503787. 

 I declare under penalty of perjury of the laws of the United States that the foregoing 

is true and correct pursuant to 28 U.S.C. § 1746.  This declaration was executed on 

August 30, 2023 in Washington, DC.   

 

       _______________________________ 
       Patrick J. Rodgers 


















