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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Wise Payments Limited, Cancellation No. 92081285

Petitioner,
V.

)

)

)

)

)

Metropolitan Life Insurance Company, )
)

Registrant. )

ANSWER TO FIRST AMENDED
PETITION FOR CANCELLATION AND AFFIRMATIVE DEFENSES

Metropolitan Life Insurance Company (“Registrant”), by and through its undersigned
counsel hereby answers the First Amended Petition for Cancellation filed by Wise Payments
Limited (“Petitioner”) as limited by the Board’s September 13, 2023, Order by addressing each
allegation and submitting affirmative defenses.

ANSWERS

1. On December 28, 1992, Registrant filed Application Serial No. 74/343,625, for
Retirewise (the “Subject Mark”).

RESPONSE: Admitted.

2. Application Serial No. 74/343,625 matured into the Subject Registration on May 9,
1995, in connection with the following services in international class 36: underwriting, brokerage
and administration of life, health, property and casualty insurance, annuities and pensions;
financial, estate and retirement planning services; brokerage and administration of mutual funds.

RESPONSE: Admitted.

3. Registrant has abandoned the Subject Registration and has not used the Subject
Mark in commerce within the past three years in connection with the services of the Subject

Registration.



RESPONSE: Denied.

4. No record was uncovered on the internet of the Registrant ever using the Subject
Mark in connection with the services of the Subject Registration.

RESPONSE: Registrant lacks knowledge or information sufficient to form a belief as to
what investigation Petitioner performed on the Internet, but otherwise denies that no record of
Registrant using the Subject Mark in connection with the services of the Subject Registration
exists.

5. Additionally, evidence of use submitted in connection with prosecution of
Application Serial No. 74/343,625 and maintenance of the Subject Registration do not show use
of the Subject Mark in connection with all the services of the Subject Registration.

RESPONSE: Denied.

6. On January 23, 2015, Heidi C. Constantine, Senior Counsel of Registrant, executed
a declaration of continued use for the Subject Registration which stated that Registrant’s
Retirewise mark “is in use in commerce on or in connection with all goods/services, or to indicate
membership in the collective membership organization, listed in the existing registration for this
specific class: underwriting, brokerage and administration of life, health, property and casualty
insurance, annuities and pensions; financial, estate and retirement planning services; brokerage
and administration of mutual funds” in international class 36.

RESPONSE: Admitted that Heidi C. Constantine executed a Combined Declaration of
Use and Application for Renewal of Registration of a Mark under Sections 8 & 9 on January 23,
2015, and the Declaration speaks for itself.

7. Heidi C. Constantine executed the declaration of continued use for the Subject

Registration despite being warned that willful false statements are punishable by fine or



imprisonment, or both, under 18 U.S.C. § 1001, and that such willful false statements could
jeopardize the validity of the Subject Registration.

RESPONSE: Petitioner’s claim of fraud was dismissed by the Board in its September 13,
2023, Order, and this allegation pertains to that claim. To the extent that any response is required,
admitted that Heidi C. Constantine executed a Combined Declaration of Use and Application for
Renewal of Registration of a Mark under Sections 8 & 9 on January 23, 2015, and the Declaration
speaks for itself.

8. Heidi C. Constantine executed the declaration of continued use for the Subject
Registration on January 23, 2015, when she knew that the Subject Mark was not being used in
connection with all the listed services of the Subject Registration in United States commerce at the
time the declaration was executed.

RESPONSE: Petitioner’s claim of fraud was dismissed by the Board in its September 13,
2023, Order, and this allegation pertains to that claim. To the extent that any response is required,
denied.

9. Indeed, the specimen, submitted at the time of filing the declaration of continued
use for the Subject Registration, which Ms. Constantine reviewed, did not contain any actual
evidence of the Subject Mark in use in commerce in connection with the listed services of the
Subject Registration.

RESPONSE: Petitioner’s claim of fraud was dismissed by the Board in its September 13,
2023, Order, and portions of this allegation pertain to that claim. To the extent that any response
is required, denied. Additionally, Registrant denies that the specimen did not contain any actual
evidence of the Subject Mark in use in commerce in connection with the listed services of the

Subject Registration.



10.  Rather, the specimen submitted consists solely of information regarding an
educational workshop series and does not show use of the Subject Mark in connection with the
listed services of the Subject Registration.

RESPONSE: Denied.

11.  Accordingly, Heidi C. Constantine was aware, based on her own submissions to
the United States Patent and Trademark Office (“USPTO”), that the Subject Mark was not being
used in connection with the listed services of the Subject Registration.

RESPONSE: Petitioner’s claim of fraud was dismissed by the Board in its September 13,
2023, Order, and this allegation pertains to that claim. To the extent that any response is required,
denied.

12.  An internet search likewise reveals no use of the Subject Mark in connection with
the listed services of the Subject Registration as of January 23, 2015.

RESPONSE: Registrant lacks knowledge or information sufficient to form a belief as to
what investigation Petitioner performed on the Internet, but otherwise denies that there was no use
of the Subject Mark in connection with the listed services of the Subject Registration as of January
23,2015.

13. Accordingly, submissions made to the USPTO by Heidi C. Constantine on behalf
of Registrant were fraudulent.

RESPONSE: Petitioner’s claim of fraud was dismissed by the Board in its September 13,
2023, Order, and this allegation pertains to that claim. To the extent that any response is required,
denied.

14. Said false statements in the declaration of continued use for the Subject Registration

were made with the intent to induce the USPTO to maintain the Subject Registration, and



reasonably relying upon the truth of said false statements, the USPTO did, in fact, maintain the
Subject Registration.

RESPONSE: Petitioner’s claim of fraud was dismissed by the Board in its September 13,
2023, Order, and this allegation pertains to that claim. To the extent that any response is required,
denied.

15.  Registrant pleads the abandoned and fraudulently obtained and maintained Subject
Registration in a counterclaim submitted (against Petitioner) in connection with Opposition No.
91276647.

RESPONSE: Petitioner’s claim of fraud was dismissed by the Board in its September 13,
2023, Order, and the allegation that the Subject Registration was “fraudulently obtained and
maintained” pertains to that claim. To the extent that any response is required, Registrant denies
that the Subject Registration was “fraudulently obtained and maintained.” Registrant denies the
remaining allegations in Paragraph 15.

16.  Accordingly, continued existence of the Subject Registration will cause irreparable
harm, injury and damage to Petitioner in that it would cause Petitioner to defend a counterclaim
based upon a fraudulently obtained and abandoned Service mark registration.

RESPONSE: Petitioner’s claim of fraud was dismissed by the Board in its September 13,
2023, Order, and the allegation that the Subject Registration was “fraudulently obtained” pertains
to that claim. To the extent that any response is required, Registrant denies that the Subject
Registration was “fraudulently obtained.” Registrant denies the remaining allegations in

Paragraph 16.



AFFIRMATIVE DEFENSES

Without prejudice to the denials set forth in this Answer to the First Amended Petition for
Cancellation, and without admitting any allegations in the First Amended Petition for Cancellation
not otherwise admitted, and by way of further answer, Registrant alleges and asserts the following
defenses in response to Petitioner’s allegations.

1. The allegations in the First Amended Petition for Cancellation lack evidentiary
support and are unlikely to have evidentiary support after discovery. Particularly, a search on the
Internet reveals Registrant’s use of the Subject Mark in connection with the services of the Subject
Registration. Additionally, the specimen submitted by Applicant for the Subject Mark on January
23,2015, shows use of the RETIREWISE mark in connection with the covered services.

2. The U.S. Patent & Trademark Office has determined not to institute expungement
proceedings against the Subject Registration twice, finding in both instances that “documentary
evidence does not establish that the mark was never in use with the recited services” and “the
evidence of record supports use of the mark with the registered services.”

3. Registrant presently has insufficient knowledge or information upon which to form
a belief concerning whether Registrant has additional, yet unstated, affirmative defenses available.
Registrant reserves the right to assert additional affirmative defenses for which it has developed

factual support, pending the outcome of discovery.



Date: October 25, 2023

Respectfully submitted,

Metropolitan Life Insurance Company

/s/ Allyson M. Martin

Amy C. Ziegler

Allyson M. Martin

GREER, BURNS & CRAIN, LTD.
300 South Wacker Drive, Suite 2500
Chicago, IL 60606

UNITED STATES
tmdocket@gbc.law
aziegler@gbc.law

amartin@gbc.law

Counsel for Registrant



CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and complete copy of this paper has been
served upon the attorney of record in this proceeding, by email to their email address of record
addressed to:

BEN NATTER

HAUG PARTNERS LLP

745 FIFTH AVENUE, 10TH FLOOR

NEW YORK, NY 10151

UNITED STATES

bnatter@haugpartners.com, mbarer@haugpartners.com, ttab@haugpartners.com,
docket@haugpartners.com

on this date.
Respectfully submitted,

Dated October 25, 2023 By /Allyson Martin/
Allyson Martin




