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I1. DESCRIPTION OF THE RECORD

In accordance with Rule 2.128(b) of the Trademark Rules of Practice and § 801.03 of the
Trademark Trial and Appeal Board Manual of Procedure (“TBMP”), Petitioner Funkshion

Productions (“Petitioner”) provides the following description of the record:

TTABVUE No. | Date Filed Description of Document

17 04/08/2024 e Testimonial Declaration of Aleksandar Stojanovic

e Ex.1,U.S.Reg. No. 5,888,123 for SWIM FASHION
WEEK and TSDR Record for same

e Ex.2, TSDR Records for MIAMI SWIM FASHION
WEEK, U.S. App. Serial No. 90/743,813, and
MIAMI SWIM WEEK, U.S. App. Serial No.
90/744,864

e Ex. 3, Publicly available sample of uses of the MIAMI
SWIM WEEK mark by Petitioner

18 04/08/2024 e Ex. 4, Representative sample of press coverage
concerning Petitioner and use of the MIAMI SWIM
WEEK, MIAMI SWIM FASHION WEEK and
MIAMI SWIM WEEK marks, including excerpts
from Forbes, Harper’s Bazaar, Cosmopolitan,
FashionWeekOnline.com, Deco Drive, Bloom,
Fashionista, and Nylon

e Ex. 5, True and correct copy of the City of Miami
Beach Proclamation recognizing Petitioner and the
MIAMI SWIM WEEK mark

e Ex. 6, U.S. Reg. No. 6,914,634 for MIAMI SWIM
WEEK and TSDR Record for same

e Ex. 7, Registrant’s Response to Petitioner’s First Set
of Interrogatories; Registrant’s Response to
Petitioner’s First Request for Admission; and
Registrant’s Response to Petitioner’s First Request for
Production of Documents and Things to Registrants
[sic]

e Ex. 8, Document production from Registrant,
consisting of excerpts from social media and “Miami
Swim Week 2022 — The Show Agreement”

e Ex. 9, Email communications between Petitioner and
Registrant dated October 2020 regarding Registrant’s
unauthorized use of Petitioner’s photographs
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19 04/08/2024 e Ex. 3, Confidential sample of uses of the MIAMI

SWIM WEEK mark by Petitioner

20 06/08/2024 e Testimonial Declaration of Mohamed Uzair

e Ex. 1, U.S. Reg. No. 6,914,634 for MIAMI SWIM
WEEK

e Ex. 2, Document production from Registrant,
consisting of excerpts from social media, “Miami
Swim Week 2022 — The Show Agreement,” State of
Florida Department of State Fictitious Name
registration for MIAMI SWIM WEEK, dated April
16, 2021, and “Miami Swim Week The Shows
Investment / Expense Report 2020, 2021, 2022”

e Ex. 3, Proclamation from the City of Miami Beach

e Ex.4,U.S.Reg. No. 5,888,123 for SWIM FASHION
WEEK

e Ex. 5, Notice of Abandonment, dated November 22,
2016, for U.S. App. Serial No. 86/649,559 for MIAMI
SWIM FASHION WEEK, Suspension Notice of U.S.
App. Serial No. 90/743,813 for MIAMI SWIM
FASHION WEEK, and Suspension Notice of U.S.
App. Serial No. 90/744,864 for MIAMI SWEEK
WEEK

e Ex. 6, Webpage excerpts

21 07/22/2024 e Supplemental Testimonial Declaration of Aleksandar
Stojanovic

e Ex. AA, Social media excerpts evidencing consumer
confusion between Petitioner and Registrant

III.  ISSUES PRESENTED

Whether a likelihood of confusion exists between Petitioner’s family of SWIM FASHION
WEEK®, MIAMI SWIM FASHION WEEK, and MIAMI SWIM WEEK trademarks
(collectively, the “SWIM WEEK Marks”), on the one hand, and Registrant DCSW Group’s
(“Registrant”) MIAMI SWIM WEEK mark (“Registrant’s Mark™), on the other, and if so, whether
Petitioner’s senior and prior use of the SWIM WEEK Marks entitle Petitioner to cancel U.S. Reg.

No. 6,914,634 for Registrant’s Mark.
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IV. STATEMENT OF THE FACTS

A. Petitioner and the SWIM WEEK Marks

Petitioner is one of the most celebrated experiential event production companies in
Miami, specializing in innovative fashion show and fashion presentation concept, production and
execution. See TTABVUE Docket Entry No. 17 (“Dkt. ) at p. 2 (Testimonial Declaration of
Aleksandar Stojanovic, 9 3). Petitioner has garnered a reputation in the fashion industry for
consistently executing projects at the highest levels, attracting high profile designers from
Tommy Hilfiger to Betsey Johnson, among many others. Id. (Testimonial Declaration of
Aleksandar Stojanovic, 9 4).

Petitioner owns, among others, U.S. Trademark Reg. No. 5,888,123 for the mark SWIM
FASHION WEEK®), registered in connection with “Entertainment in the nature of fashion
shows,” in International Class 41. Petitioner has continuously and substantially exclusively used
the SWIM FASHION WEEK® mark in commerce since at least as early as June 1, 2008. /d. at
pp. 3 and 11-13 (Testimonial Declaration of Aleksandar Stojanovic, § 5 and Ex. 1).

Petitioner also owns U.S. Trademark Application Serial Nos. (i) 90/743,813 for MIAMI
SWIM FASHION WEEK, filed in connection with “Entertainment services in the nature of
development, creation, production and post-production services of multimedia entertainment
content; Entertainment services in the nature of development, creation, production, distribution,
and post-production of fashion shows and presentations; Entertainment in the nature of fashion
shows,” in International Class 41; and (ii) 90/744,864 for MIAMI SWIM WEEK, filed in
connection with “Entertainment services in the nature of development, creation, production and

post-production services of multimedia entertainment content; Entertainment in the nature of
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fashion shows,” in International Class 41 (the “Applications”)(collectively with SWIM
FASHION WEEK®, the “SWIM WEEK Marks”). Id. at pp. 3 and 14-87 (Testimonial
Declaration of Aleksandar Stojanovic, 9 6 and Ex. 2).

Petitioner has continuously and substantially exclusively used the MIAMI SWIM
WEEK mark in commerce since at least as early as June 1, 2009, and the MIAMI SWIM
FASHION WEEK mark in commerce since at least as early as January 20, 2015. Id. atp. 3
(Testimonial Declaration of Aleksandar Stojanovic, | 7).

Petitioner has spent a considerable amount of resources, time, and effort marketing and
promoting its SWIM WEEK Marks in the fashion industry. Id. at pp. 3-4 (Testimonial
Declaration of Aleksandar Stojanovic, 9 8). In particular, Petitioner uses the MIAMI SWIM
WEEK mark is association with the development of its internationally-recognized Miami Beach

fashion event:

July14-18,2016

Miami Swim Week

March15-18,2017
Fall/Winter
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Id. at pp. 4 and 88-92 (Testimonial Declaration of Aleksandar Stojanovic, § 9 and Ex. 3
[public]); Dkt. 19 at pp. 1-81 (Testimonial Declaration of Aleksandar Stojanovic, Ex. 3
[confidential]). Petitioner’s continuous, extensive and substantially exclusive use of the SWIM
WEEK Marks has resulted in millions of customers worldwide and dollars in revenue:

MIAMI SWIM WEEK 2019 NUMBERS:

Age of Altendees

18 Primary Segmentation: 25 10

41 % Male 59 % Female

5 % Millenials & Content Creators

$75K Median HHI

Engaged Digital & Social Community
170K+ Users on Paraiso Digital & Social Platforms
25M+ Paraiso Ambassador Program Reach

500M+ Social Media Impressions

1.2 Billion Media Impressions

Source: MBVCA & Burrellestuce Media Measurement Service:

Dkt. 17 at pp. 4-5 (Testimonial Declaration of Aleksandar Stojanovic, q 10); Dkt. 18 at pp. 2-34
(Testimonial Declaration of Aleksandar Stojanovic, Ex. 4). As a result of Petitioner’s extensive
use, Petitioner has built up significant recognition in the SWIM WEEK Marks, which are a
symbol of Petitioner’s quality, reputation and goodwill, and serve as an instant source identifier
for Petitioner. Through Petitioner’s extensive promotional efforts and advertising expenditures,
Petitioner has been successful in educating the public to associate Petitioner’s SWIM WEEK
Marks with Petitioner’s services. Dkt. 17 at p. 5 (Testimonial Declaration of Aleksandar
Stojanovic, § 11).

Since launching, Petitioner has garnered local, national and international acclaim and

received extensive unsolicited publicity based on the company’s success. For example, Petitioner
10
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has been the subject of media coverage by Forbes, Harper’s Bazaar, Cosmopolitan,

FashionWeekOnline.com, Deco Drive, Bloom, Fashionista, and Nylon among others.

Forbes

In 2021, Miami will be recognized globally as the launching pad for swimwear and swim

fashion. More to the point, Paraiso Miami Swim Week is essential to the survival of the

industry overall. Briefly, it is a multi-platform gathering that enhances relationship building,

new design — while connecting buyers and suppliers to make that Miami Sizzle translate

into a swimwear sales for a market segmentation humming to the tune of 18.85 billion

dollars - all the way to the bank. And according to Statista Reseach Department, this markét
alue will reach a value of 29.1 billion U.S. dollars by 2025. Now that’s a-lot of Miamj

Dkt. 17 at pp. 5-6 (Testimonial Declaration of Aleksandar Stojanovic, q 12); Dkt. 18 at pp. 2-34
(Testimonial Declaration of Aleksandar Stojanovic, Ex. 4). Petitioner has also been awarded the
Key to the City of Miami Beach, five different proclamations from the City of Miami Beach,
Fashion Group International Award for Swim Week and second one for Lifetime Achievement
Award, Beacon Council Creative Award, and MANA Fashion Pioneer Award for Swim Week.
Dkt. 17 at pp. 6 (Testimonial Declaration of Aleksandar Stojanovic, § 13); Dkt. 18 at pp. 35-36
(Testimonial Declaration of Aleksandar Stojanovic, Ex. 5).
B. Registrant and Registrant’s Mark
According to the Trademark Electronic Search System (“TESS”) of the United States

Patent and Trademark Office (“PTO”), Registrant is the record owner of U.S. Registration No.
11
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6,914,634 (the “‘634 Reg.”) for Registrant’s Mark, which registration issued on the
Supplemental Register on November 29, 2022. Dkt. 17 at pp. 6-7 (Testimonial Declaration of
Aleksandar Stojanovic, 4 14); Dkt. 18 at pp. 37-38 (Testimonial Declaration of Aleksandar
Stojanovic, Ex. 6). The ‘634 Reg. identifies Registrant’s first use of the mark as October 31,
2020 in connection with “Entertainment services in the nature of development, creation,
production and post-production services of multimedia entertainment content,” in International
Class 41. Id.

Petitioner and Respondent are direct competitors in the fashion and event production
industry. Petitioner uses its SWIM WEEK Marks in connection with services identical and/or
substantially related to those identified in the ‘634 Reg., as well as those offered under each of
Petitioner’s SWIM WEEK Marks. Dkt. 17 at p. 7 (Testimonial Declaration of Aleksandar
Stojanovic, 4 15).

Specifically, Registrant represented that it “specializ[es] in innovative fashion concepts,
production, and execution” and “showcase[es] production and execution of fashion concepts”
under Registrant’s Mark. Dkt. 17 at p. 7 (Testimonial Declaration of Aleksandar Stojanovic, 4
16); Dkt. 18 at pp. 39-69 (Testimonial Declaration of Aleksandar Stojanovic, Ex. 7). Similarly,
Registrant described its services as “[e|ntertainment and multimedia services including fashion,
art and trade shows with multi media [sic] production content creation.” Id. As detailed above,
these services offered by Registrant are identical to those offered by Petitioner. Registrant’s
services are also identical to those identified in Petitioner’s federal trademark registration for
SWIM FASHION WEEK®, namely “Entertainment in the nature of fashion shows,” in

International Class 41. Id.
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Petitioner and Registrant are using the MIAMI SWIM WEEK trademark in connection
with services that travel in identical trade channels. Registrant conceded that it “advertise[s] and
promote[s]” and “offer[s] for sale and sell[s] [its] services over the internet” and “via a website.”
Dkt. 17 at p. 7 (Testimonial Declaration of Aleksandar Stojanovic, 9 17); Dkt. 18 at pp. 39-69
(Testimonial Declaration of Aleksandar Stojanovic, Ex. 7). Petitioner also advertises, promotes,
offers for sale and sells its fashion show services over the internet and via a website. 1d.

With respect to actual and potential purchasers of the parties’ respective services,
documents produced by Registrant demonstrate that Registrant targets the same consumers of
Petitioner. Dkt. 17 at pp. 7-8 (Testimonial Declaration of Aleksandar Stojanovic, 4 18); Dkt. 18
at pp. 70-98 (Testimonial Declaration of Aleksandar Stojanovic, Ex. 8). Registrant is advertising
to designers and fashion aficionados. Id. Registrant described the “size of the market” for its
services as “50,000,000.” Id.; see also Dkt. 18 at pp. 39-69 (Testimonial Declaration of
Aleksandar Stojanovic, Ex. 7). This is the same demographic to whom Petitioner markets its
services under its MIAMI SWIM WEEK trademark and Petitioner’s SWIM WEEK Marks. /d.;
see also Dkt. 17 at pp. 4 and 88-92 (Testimonial Declaration of Aleksandar Stojanovic, 9 9 and
Ex. 3 [public]); Dkt. 18 at pp. 2-34 (Testimonial Declaration of Aleksandar Stojanovic, Ex. 4);
and Dkt. 19 at pp. 1-81 (Testimonial Declaration of Aleksandar Stojanovic, Ex. 3 [confidential]).

Registrant adopted Registrant’s Mark with the intention of deriving a benefit from
Petitioner’s business reputation. See Dkt. 17 at pp. 8-9 (Testimonial Declaration of Aleksandar
Stojanovic, 4 19). In October 2020, days before Registrant purportedly first used Registrant’s
Mark, it came to Petitioner’s attention that Registrant was making unauthorized use of

Petitioner’s MIAMI SWIM WEEK mark and brazenly advertising and promoting its
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competitive fashion events, online and through press kits, with photographs derived from

Petitioner and Petitioner’s events:

Home > VIP SHOW TICKETS DC & MIAMI 2020

On sale

VIP SHOW TICKETS DC &
MIAMI 2020

$225.00- $150.00

Select an option *

Quantity *

1

Add to Cart
Description

VIP TICKETS ARE ON SALE FOR BOTH DC SWIM
WEEK & MIAMI SWIM WEEK FASHION SHOWS.

VIPTICKETS ARE LIMITED

MAIMI SWIM WEEK

JULY 11TH - 5PM - VIP RECEPTION & RED CARPET
3 WINE BAR TICKETS.

PREFERRED VIP SEATING

ACCESS TO ALL SHOWS AND APFTER PARTIES

DC SWIM WEEK

AUGUST - 6:30PM - VIP RECEPTION & RED CARPET
OPEN WINE BAR

PREFERRED VIP SEATING

ACCESS TO ALL SHOWS

~ Miami Swim Week 2021 Press Kit.pdf (page 7 of 19)

SUMMER
EVENT
EXPERIENCE

Boxy CHARM BACKSTAGE
AND FRONT OF HOUSE
BEAUTY ACTIVATION

PRESENTATION AND COCKTAIL PARTY FOR FREEBELLA BAES AND BIKINIS RUNWAY
SWIMWEAR AT KASKADES ROOFTOP SHOW

MONDAY SWIMWEAR
RUNWAY SHOW

Zzlzé‘/u;
‘ ~

SPORTS ILLUSTRATED
R mwav Qunaw

WALGREENS ROOFTOP MELISSA SHOES MiAMI SWIM WEEK
| QuincanE FuenT HOT-AS-HELL RUNWAY SHOW

\ SOBE ROOFTOP INFLUENCER
FITnFss Cr ass Ry XTEND RaRRF

Brrninriat

Id. On October 29, 2020, Petitioner reached out to Registrant directly via email and advised as

follows:
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We noticed you are using the photos from our shows on your website. I would
kindly ask you to take them down to avoid any confusion. It is misleading as
those were not shows done by Your company.
See Dkt. 17 at pp. 9-10 (Testimonial Declaration of Aleksandar Stojanovic, § 20); Dkt. 18 at pp.
99-100 (Testimonial Declaration of Aleksandar Stojanovic, Ex. 9). Registrant responded to
Petitioner, also by email, on October 30, 2020, apologizing for the “mix up.” See Dkt. 17 at p. 10
(Testimonial Declaration of Aleksandar Stojanovic, 9 21).

Since then, the public has been purposefully led to believe that Registrant’s services
originated from Petitioner. See Dkt. 21 at pp. 3 and 5-26 (Supplemental Testimonial Declaration
of Aleksandar Stojanovic, 4 5 and Ex. AA). Petitioner compiled various photographs and videos
captured and posted on social media platforms by third-party consumers promoting and/or
attending Petitioner’s events. /d. Such evidence demonstrates that third-party consumers have
erroneously identified or “tagged” Registrant, known on social media as
@miamiswimweekshows, in these social medial posts under the misunderstanding that
Registrant is affiliated and associated with fashion events produced by Petitioner. /d.
(Supplemental Testimonial Declaration of Aleksandar Stojanovic, 9 6).

For example, the photograph featured in the document identified as FUNKSHION000204
was taken at a fashion show produced by Petitioner. The social media account
@dupondrealestate, which comments that “Miami Swim Week” is “Miami’s Hottest Annual
Events” mistakenly tagged Registrant, and not Petitioner. /d. (Supplemental Testimonial

Declaration of Aleksandar Stojanovic, 9 7). Screenshots from video footage shared in the

document identified as FUNKSHIONO000205 were taken from Petitioner’s fashion show.
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However, the social media account @britmanuela.goddess mistakenly tagged Registrant, and not
Petitioner. Id. (Supplemental Testimonial Declaration of Aleksandar Stojanovic, 9 8).

The same is true for the photographs featured in the documents identified as
FUNKSHIONO000206 through FUNKSHION000221. In each photograph, the consumer
incorrectly identified Registrant as the source of Petitioner’s services. Id. (Supplemental
Testimonial Declaration of Aleksandar Stojanovic, 9 9). No other fashion production company is
identified by these consumers. Id. at p. 4 (Supplemental Testimonial Declaration of Aleksandar
Stojanovic, 9 10). Likewise, video footage from Petitioner’s events has been credited to
Registrant in videos posted on YouTube. Id. (Supplemental Testimonial Declaration of
Aleksandar Stojanovic, 4 11).

Registrant itself has perpetuated and contributed to this consumer confusion in bad faith.
In the document identified as FUNKSHIONO000203, Registrant listed the “Sports Illustrated
Show — W South Beach” on its website located at dcswimweek.com, as part of the “Miami Swim
Week — Designer Schedule 2024.” The Sports Illustrated Show at the W South Beach, however,
was produced by Petitioner, not Registrant. /d. (Supplemental Testimonial Declaration of
Aleksandar Stojanovic, 4 12). Indeed, Registrant has also posted video footage from Petitioner’s
fashion shows on Registrant’s (@Miamiswimweekshows YouTube channel. Id. (Supplemental
Testimonial Declaration of Aleksandar Stojanovic, 9 13).

Consequently, Registrant’s use of Registrant’s Mark is causing actual consumer
confusion in the marketplace. Id. (Supplemental Testimonial Declaration of Aleksandar

Stojanovic, 4 14).
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V. ARGUMENT
A. Grounds for Cancellation

The party seeking cancellation must prove two elements: (1) that it has standing; and (2)
that there are valid grounds for cancelling the trademark registration. See Lipton Industries, Inc.
v. Ralston Purina Co., 670 F.2d 1024, 213 U.S.P.Q. 185 (C.C.P.A. 1982); see also Cunningham
v. Laser Golf Corp., 222 F.3d 943, 951, 55 U.S.P.Q.2d 1842 (Fed. Circ. 2000); Herbko Intern. v.
Koppa Books, Inc., 308 F.3d 1156, 64 U.S.P.Q2d 1375 (Fed. Cir. 2002).

Under Section 2(d) of the Lanham Act, 15 U.S.C. 1052(d), registration should be denied
when the mark is confusingly similar to another mark: (i) registered in the Patent and Trademark
Office, or (ii) previously used in the United States and not abandoned. See Section 14 of the
Lanham Act, 15 U.S.C. 1064. “The issue of likelihood of confusion is the ultimate conclusion
of law to be decided by the court...” Giant Food, Inc. v. Nation’s Foodservice, Inc., 710 F.2d
1565, 1569 (Fed. Cir. 1983); see also Sweats Fashions Inc. v. Pannill Knitting Co. Inc., 833 F.2d
1560, 4 U.S.P.Q.2d 1793 (Fed. Cir. 1987). “Further, in determining the issue of likelihood of
confusion, and hence whether there is any genuine issue of material fact relating to that ultimate
legal question, [the TTAB] must consider those of the thirteen evidentiary factors listed in In re
E.I. DuPont de Nemours & Co., 476 F.2d 1357 (CCPA 1973), which are of record and pertinent
to the case in question.” The thirteen DuPont factors are as follows:

(1) similarity or dissimilarity of the marks in their entireties as to appearance,
sound, connotation and commercial impression;

(2) similarity or dissimilarity and nature of the goods or services as described
in an application or registration or in connection with which a prior mark
1S in use;

3) similarity or dissimilarity of established, likely-to-continue trade channels;
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4) the conditions under which and buyers to whom sales are made, i.e.
“impulse” vs. careful, sophisticated purchasing;

5) fame of the prior mark;
(6) number and nature of similar marks in use on similar goods;
(7) nature and extent of any actual confusion;

(8) length of time during and conditions under which there has been
concurrent use without evidence of actual confusion;

9) the variety of goods on which a mark is or is not used;
(10)  the market interface between applicant and the owner of a prior mark;

(11)  the extent to which applicant has a right to exclude others from use of its
mark on its goods;

(12) the extent of potential confusion, i.e., whether de minimis or substantial;
and

(13) any other established fact probative of the effect of use.
DuPont, supra, at 1361. DuPont also recognized, however, that when determining likelihood of
confusion, “each case must be decided on its own facts . . .” and that “each [of these thirteen
elements] may from case to case play a dominant role.” Id.

B. Petitioner has Standing to Cancel Registrant’s Registration

Standing is a threshold issue that must be proven by the plaintiff in every inter partes
case. See Empresa Cubana Del Tabaco v. Gen. Cigar Co., 753 F.3d 1270, 111 USPQ2d 1058,
1062 (Fed. Cir. 2014), cert. denied, 135 S. Ct. 1401, 191 L. Ed. 2d 360 (2015). Here, Petitioner
has standing to seek cancellation because Petitioner has (1) a “real interest” in the proceeding;
and (2) a reasonable basis for the belief that Petitioner will suffer damage by the continued
registration of Registrant’s Mark. Ritchie v. Simpson, 50 U.S.P.Q.2d 1023, 1025-26 (Fed. Cir.
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1999). Petitioner has submitted evidence of Petitioner's ownership of its pleaded trademark
registration and applications.! See Dkt. 17 at pp. 3 and 11-87 (Testimonial Declaration of
Aleksandar Stojanovic, 9 5-6 and Exs. 1-2).

In addition, Petitioner has presented evidence of its use of its SWIM WEEK Marks in
connection with services identical and/or substantially related to those identified in the ‘634 Reg.
Dkt. 17 at pp. 4 and 88-92 (Testimonial Declaration of Aleksandar Stojanovic, 9§ 9 and Ex. 3
[public]); Dkt. 19 at pp. 1-81 (Testimonial Declaration of Aleksandar Stojanovic, Ex. 3
[confidential]); see also Dkt. 17 at p. 7 (Testimonial Declaration of Aleksandar Stojanovic, 4 16);
Dkt. 18 at pp. 39-69 (Testimonial Declaration of Aleksandar Stojanovic, Ex. 7). The similarity of
the marks and services supports a reasonable basis for Petitioner’s claims of likelihood of
confusion and Petitioner’s real interest in cancelling the ‘634 Reg. to prevent damage to
Petitioner’s SWIM WEEK Marks, its goodwill and Petitioner’s reputation. See Giersch v.
Scripps Networks Inc., 90 USPQ2d 1020, 1022 (TTAB 2009)(common-law use sufficient to
establish standing); see also Dexas Int'l, Ltd. v. Ideavillage Prods. Corp., 2018 TTAB LEXIS
279, *6-7 (TTAB July 24, 2018)(“Moreover, Opposer received a cease-and-desist letter from
Applicant claiming that the parties' marks would cause a likelihood of confusion. ‘[CJease and
desist letters provide additional evidence that opposer has business interests that have been
affected, i.e., a real interest in the proceeding, and thus, has standing.’”)(citing Miller v. Miller,
105 USPQ2d 1615, 1619 (TTAB 2013)); Std. Tools & Equip. Co. v. Dropship LLC, 2018 TTAB

LEXIS 166, *13 (TTAB May 7, 2018)(“All of the aforementioned evidence demonstrates that

! Petitioner’s pleaded applications for MIAMI SWIM FASHION WEEK and MIAMI SWIM WEEK have both been
suspended pending consideration of this cancellation proceeding, which further demonstrates Petitioner’s standing. See TP/
Holdings, Inc. v. TrailerTrader.com, LLC, 126 USPQ2d 1409, 1413 (TTAB 2018)("standing" established by USPTO Office
Action suspending application pending possible refusal to register based on alleged likelihood of confusion).
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Opposer has a real interest in this proceeding and a reasonable belief that it would be damaged
by registration of Applicant's mark. In view thereof, Opposer has established its standing.”).
C. Petitioner has Priority

Priority may be established through ownership of a prior registration, actual use, or
through use analogous to trademark use. See 15 U.S.C. 1052(d); 7.4.B. Systems v. PacTel
Teletrac, 77 F.3d 1372, 37 U.S.P.Q.2d 1879 (Fed. Cir. 1996).

Petitioner has demonstrated use of: (i) the SWIM FASHION WEEK® mark in
commerce since at least as early as June 1, 2008; (ii) the MIAMI SWIM WEEK mark in
commerce since at least as early as June 1, 2009; and (iii) the MIAMI SWIM FASHION
WEEK mark in commerce since at least as early as January 20, 2015. See Dkt. 17 at pp. 3 and
11-87 (Testimonial Declaration of Aleksandar Stojanovic, 9§ 5-6 and Exs. 1-2). As noted above,
Registrant filed its application on May 18, 2021, alleging use of Registrant’s Mark as of October
31, 2020, and Registrant subsequently conceded that Registrant did not use Registrant’s Mark in
interstate commerce prior to this date. See Dkt. 17 at pp. 6-7 (Testimonial Declaration of
Aleksandar Stojanovic, 9 14); Dkt. 18 at pp. 37-38 (Testimonial Declaration of Aleksandar
Stojanovic, Ex. 6); see also Dkt. 17 at p. 7 (Testimonial Declaration of Aleksandar Stojanovic,

16); Dkt. 18 at pp. 39-69 (Testimonial Declaration of Aleksandar Stojanovic, Ex. 7).

Owner Petitioner Petitioner Petitioner Registrant
Mark SWIM MIAMI SWIM | MIAMI SWIM | MIAMI SWIM
FASHION FASHION WEEK WEEK
WEEK WEEK
Date of First Use 06/01/2008 03/18/2008 03/01/2009 10/31/2020
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Filing Date 04/14/2018 05/30/2021 05/31/2021 05/18/2021

Registration Date 10/22/2019 N/A N/A 11/29/2022

Given that Petitioner’s first use date precedes the earliest date on which Registrant can
rely for priority purposes, Petitioner therefore has priority of use of Petitioner’s SWIM WEEK
Marks. See, e.g., Han Beauty Inc. v. Alberto-Culver Co., 236 F.3d 1333, 57 USPQ2d 1557, 1559
(Fed. Cir. 2001)(evidence supports Board's finding that the plaintiff's marks "exist and arose
before [defendant's] filing date").

D. There is a Likelihood of Confusion Between Petitioner’s SWIM
WEEK Marks and Registrant’s Mark

The Lanham Act provides that a mark which “consists of or comprises a mark which so
resembles a mark registered in the Patent and Trademark Office...as to be likely when used on or
in connection with the goods and services of the application, to cause confusion, or to cause
mistake, or to deceive” shall not be registered or permitted to continue to be registered. 15
U.S.C. 1052(d). To determine whether the registration of Registrant’s Mark will give rise to
confusion, mistake or deception, the Board should analyze any of the applicable thirteen (13)
factors set forth in /n re E.I. DuPont de Nemours & Co., supra, “focusing on whether the
purchasing public would mistakenly assume that the respective services originate from the same
source as, or are associated with” Petitioner’s services. In re Majestic Distilling Co., 65
U.S.P.Q.2d 1201, 1203 (Fed. Cir. 2003).

1. The Marks are Identical in Appearance, Sound, Commercial Impression and
Meaning

With respect to the similarity of the marks, the Board looks to the marks in their entireties

and to their appearance, sound, connotation, and commercial impression. /n re E.I. du Pont de
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Nemours & Co., supra. The test is not whether the marks can be distinguished when subjected to
a side-by-side comparison, but rather whether the marks are sufficiently similar in terms of their
overall commercial impression so that confusion as to the source of the services offered under
the marks is likely to result. See San Fernando Electric Mfg. Co. v. JFD Electronics Components
Corporation, 565 F.2d 683, 196 USPQ 1, 3 (CCPA 1977).

In the instant proceeding, the record conclusively establishes that Registrant’s Mark is
likely to cause confusion, mistake or deception with at least certain of Petitioner’s SWIM
WEEK Marks when offered or used in connection with the respective services. Wet Seal Inc. v.
FD Mgmt. Inc., 82 U.S.P.Q.2d 1629, 1638 (TTAB 2007)(similarity of marks and goods and
services are “key considerations)(citing Federated Foods, Inc. v. Fort Howard Paper Co., 192
U.S.P.Q. 24 (C.C.P.A. 1976)). Registrant has appropriated Petitioner’s MIAMI SWIM WEEK
mark in its entirety to identify its competitive services. The marks are identical in appearance,
sound, connotation and commercial impression. Indeed, the marks consist of three identical
terms — MIAMI and SWIM and WEEK - that appear in the same sequence. The respective
marks, both in typed form, also lack a design element or some form of stylized lettering.? The
mere similarity in either sound, appearance, meaning or commercial impression alone is
sufficient to find a likelihood of confusion. In re Mack, 197 USPQ 755 (TTAB 1977). Likewise,
because Petitioner’s trademarks are famous (see discussion infra), they must be accorded a wide
latitude of legal protection vis-a-vis competing marks. Recot, Inc. v. Becton, 214 F.3d 1322,

1327, 54 F.2d 1894, 1897 (Fed. Cir. 2000). Therefore, the marks are confusingly similar in

2 In fact, Petitioner has received Office Actions from the USPTO where it has been concluded the marks are
confusingly similar. See Dkt. 17 at pp. 3 and 14-87 (Testimonial Declaration of Aleksandar Stojanovic, 4 6 and Ex.
2).
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appearance and Registrant’s use of the phrase MIAMI SWIM WEEK erroneously suggests an
affiliation or association with Petitioner.

This factor overwhelmingly weighs in favor of Petitioner.

2. The Parties’ Respective Services are Identical

The Board must also consider the services named in relevant registrations and pending
applications. CBS Inc. v. Morrow, 708 F.2d 1579, 1581, 218 U.S.P.Q. 198 (Fed. Cir. 1983); see
also Hewlett-Packard Co. v. Packard Press Inc., 281 F.3d 1261, 62 U.S.P.Q.2d 1001 (Fed. Cir.
2002). There is no dispute that both Petitioner and Registrant offer entertainment services in the
fashion industry. The registrations and applications at issue both identify such services in
International Class 41. Dkt. 17 at pp. 4 and 88-92 (Testimonial Declaration of Aleksandar
Stojanovic, 4 9 and Ex. 3 [public]); Dkt. 19 at pp. 1-81 (Testimonial Declaration of Aleksandar
Stojanovic, Ex. 3 [confidential]); see also Dkt. 17 at p. 7 (Testimonial Declaration of Aleksandar
Stojanovic, 4 16); Dkt. 18 at pp. 39-69 (Testimonial Declaration of Aleksandar Stojanovic, Ex.
7). Thus, for the purposes of the determination of a likelihood of confusion, these services are
legally identical. See Anthony's Pizza & Pasta Int'l, Inc. v. Anthony's Pizza Holding Co., 2009
TTAB LEXIS 718, 24-26 (TTAB Nov. 10, 2009)(“The services are legally identical. Defendant
has registered its mark and is seeking to register its word and design marks for "restaurant
services, namely, eat-in and take-out coal oven pizza and other items" and plaintiff has registered
its marks for restaurant services.”).

Indeed, as detailed above, Registrant represented that it “specializ[es] in innovative
fashion concepts, production, and execution” and “showcase[es] production and execution of

fashion concepts” under Registrant’s Mark. Similarly, Registrant described its services as
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“[eIntertainment and multimedia services including fashion, art and trade shows with multi
media [sic] production content creation.” Dkt. 17 at p. 7 (Testimonial Declaration of Aleksandar
Stojanovic, 4 16); Dkt. 18 at pp. 39-69 (Testimonial Declaration of Aleksandar Stojanovic, Ex.
7). These services offered by Registrant are identical to those offered by Petitioner. Registrant’s
services are also identical to those identified in Petitioner’s federal trademark registration for
SWIM FASHION WEEK®, namely “Entertainment in the nature of fashion shows,” in
International Class 41.

Also of significance, if the marks of the respective parties are identical, as in this
proceeding, the degree of similarity between the services necessary to support a finding of
likelihood of confusion is substantially lessened. See, e.g., In re Shell Oil Co., 992 F.2d 1204,
1207, 26 USPQ2d 1687, 1689 (Fed. Cir. 1993); In re Davey Prods. Pty Ltd., 92 USPQ2d 1198,
1202 (TTAB 2009); In re Thor Tech, Inc., 90 USPQ2d 1634, 1636 (TTAB 2009); Amcor, Inc. v.
Amcor Industries, Inc., 210 USPQ 70 (TTAB 1981); TMEP § 1207.01(a). Under this lessened
standard, the shared use of MIAMI SWIM WEEK is more than sufficient to support a finding
of likelihood of confusion.

Based on the foregoing, the parties’ respective services are identical and highly related,
and this factor also favors Petitioner.

3. The Marks are Used in Connection With Services That Travel in Identical Trade
Channels

As discussed above, Petitioner and Respondent are direct competitors in the fashion and
event production industry and they are using the MIAMI SWIM WEEK trademark in
connection with services that travel in identical trade channels. Initially, because the services

identified by the parties’ respective marks are legally identical and substantially overlapping, the
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Board must presume that the channels of trade and classes of purchasers are the same. See
Genesco Inc. v. Martz, 66 USPQ2d 1260, 1268 (TTAB 2003)("Given the in-part identical and in-
part related nature of the parties' goods, and the lack of any restrictions in the identifications
thereof as to trade channels and purchasers, these clothing items could be offered and sold to the
same classes of purchasers through the same channels of trade"); In re Smith and Mehaffey, 21
U.S.P.Q.2d 1531, 1532 (TTAB 1994)("Because the goods are legally identical, they must be
presumed to travel in the same channels of trade, and be sold to the same class of purchasers").

Moreover, the identifications set forth in the registrations and applications have no
restrictions as to nature, type, channels of trade, or classes of purchasers. Therefore, it is
presumed that these services travel in all normal channels of trade and are available to the same
class of purchasers. In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir.
2012)(quoting Hewlett-Packard Co.., 281 F.3d at 1268).

Registrant conceded that it “advertise[s] and promote[s]” and “offer[s] for sale and sell[s]
[its] services over the internet” and “via a website.” Dkt. 17 at p. 7 (Testimonial Declaration of
Aleksandar Stojanovic, 4 17); Dkt. 18 at pp. 39-69 (Testimonial Declaration of Aleksandar
Stojanovic, Ex. 7). Petitioner also advertises, promotes, offers for sale and sells its fashion show
services over the internet and via a website. Thus, the parties’ identical trade channels favor a
finding of likelihood of confusion.

4. The Advertising Media Employed by the Parties is Presumed Similar

Where parties are direct competitors in an industry, it is presumed that the methods of
doing business and advertising channels are similar. Nailtiques Cosmetic Corp. f/k/a Dominguez

and Co., Inc. v. Salon Sciences, Corp., 1997 U.S. Dist. LEXIS 4662, *8§ (S.D. Fla. 1997).
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Through Petitioner’s extensive promotional efforts and advertising expenditures, Petitioner has
been successful in educating the public to associate Petitioner’s SWIM WEEK Marks with
Petitioner’s services. Dkt. 17 at p. 5 (Testimonial Declaration of Aleksandar Stojanovic,  11).
It is presumed that both Petitioner and Registrant advertise over the Internet, through social
media outlets (i.e., on Facebook and Instagram), and through their respective business websites,
as admitted by Registrant. Dkt. 17 at p. 7 (Testimonial Declaration of Aleksandar Stojanovic, 9
17); Dkt. 18 at pp. 39-69 (Testimonial Declaration of Aleksandar Stojanovic, Ex. 7).

Moreover, the Board can presume that the advertising media employed by both Petitioner
and Registrant is similar based on the fact that Petitioner and Registrant are competitors.
Registrant targets the same consumers of Petitioner. Dkt. 17 at pp. 7-8 (Testimonial Declaration
of Aleksandar Stojanovic, 9 18); Dkt. 18 at pp. 70-98 (Testimonial Declaration of Aleksandar
Stojanovic, Ex. 8). As noted above, Registrant is advertising to designers and fashion
aficionados, which is the same demographic to whom Petitioner markets its services under its
MIAMI SWIM WEEK trademark and Petitioner’s SWIM WEEK Marks. Id. Thus, this factor
also weighs in favor of Petitioner and of finding that confusion is likely.

5. The Famous SWIM WEEK Marks

The fifth du Pont evidentiary factor requires the Board to consider evidence of the fame
of Petitioner’s asserted trademarks, and to give great weight to such evidence if it exists. See,
e.g., Bose Corp. v. OSC Audio Products Inc., 293 F.3d 1367, 63 USPQ2d 1303, 1309 (Fed. Cir.
2002)("famous marks thus enjoy a wide latitude of legal protection."); see also Kenner Parker
Toys, Inc. v. Rose Art Industries, Inc., 963 F.2d 350, 22 USPQ2d 1453, 1456 (Fed. Cir. 1992)("A

strong mark ... casts a long shadow which competitors must avoid.").
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As set forth in the testimony of Mr. Stojanovic, Petitioner is one of the most celebrated
experiential event production companies in Miami and has garnered a reputation in the fashion
industry for consistently executing projects at the highest levels, attracting high profile designers
from Louis Vuitton, Chanel and Lacoste, among many others. Dkt. 17 p. 2 (Testimonial
Declaration of Aleksandar Stojanovic, 9 4 3-4). Petitioner has spent a considerable amount of
resources, time, and effort marketing and promoting its SWIM WEEK Marks in the fashion
industry and the development of its internationally-recognized Miami Beach fashion event. /d. at
pp. 3-4 (Testimonial Declaration of Aleksandar Stojanovic, 9 8-9). Furthermore, Petitioner’s
continuous, extensive and substantially exclusive use of the SWIM WEEK Marks has resulted
in millions of customers worldwide and dollars in revenue. Id. at p. 4 (Testimonial Declaration
of Aleksandar Stojanovic, 4 10). And, since launching, Petitioner has garnered local, national and
international acclaim and received extensive unsolicited publicity based on the company’s
success. For example, Petitioner has been the subject of media coverage by Forbes, Harper’s
Bazaar, Cosmopolitan, FashionWeekOnline.com, Deco Drive, Bloom, Fashionista, and Nylon
among others. Id. at pp. 5-6 (Testimonial Declaration of Aleksandar Stojanovic, 9 12).

Based on Petitioner’s extensive and continuous use and successful advertising and
promotional efforts, the SWIM WEEK Marks are extremely well-known, distinctive, and
famous and have garnered widespread international recognition with the consuming public.
Petitioner’s evidence suffices to establish that Petitioner’s SWIM WEEK Marks — and in
particular, its MIAMI SWIM WEEK mark, are famous marks, for purposes of the fifth du Pont
likelihood of confusion factor. See, e.g., Time Warner Entm't Co. L.P. v. Jones, 2002 TTAB

LEXIS 462, *21-22, 65 U.S.P.Q.2D (BNA) 1650, 1659 (TTAB July 17, 2002)(“Although there
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is no direct evidence as to the amounts of opposer's sales and advertising pertaining solely to the
Road Runner, opposer's indirect evidence of fame, including but not limited to the length of time
in which the mark has been in use, the large number of requests for licenses of the mark, and the
nationwide advertising exposure of the mark, persuades us that the mark is famous under the
fifth du Pont factor.”). That fame weighs heavily in Petitioner’s favor.

In light of the authorities cited above, the fame of Petitioner’s SWIM WEEK Marks
must be deemed a dominant factor in the likelihood of confusion analysis in this case.

6. Registrant’s Bad Faith

"Under the thirteenth du Pont factor, applicant's bad faith adoption of [its] mark is
relevant to our likelihood of confusion analysis." Edom Labs. Inc. v. Lichter, 102 USPQ2d 1546,
1553 (TTAB 2012); see also L.C. Licensing Inc. v. Berman, 86 USPQ2d 1883, 1890 (TTAB
2008). Where one party adopts another party’s mark with the intention of deriving a benefit from
the business reputation of the senior user, this fact alone may be enough to justify the inference
that there is confusing similarity. See Frehling Enters., Inc. v. International Select Group, Inc.,
192 F. 3d 1330 (11th Cir. 1999); Babit Elecs., Inc. v. Dynascan Corp., 38 F. 3d 1161, 1179 (11th
Cir. 1994); Sigma Chi Fraternity v. Sethscot Collection, 2000 U.S. Dist. LEXIS 6332, at *24
(S.D. Fla. 2000). "When there is evidence of an applicant's intent to adopt a mark that suggests to
purchasers a successful mark already in use by another, the Board may, and ought to, take into
account that intent when resolving the issue of likelihood of confusion when that issue is not free
from doubt." Clinique Labs. LLC v. Absolute Dental, LLC, 2011 TTAB LEXIS 161, *41 (TTAB
Apr. 28, 2011)(citing L.C. Licensing, 86 USPQ2d at 1890 (“Bad faith, or intent to confuse, falls

under the thirteenth du Pont factor any other established fact probative of the effect of use.")).
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Registrant’s bad faith is manifest in its knowing and deliberate appropriation of, and
obvious intent to obtain a free ride on, Petitioner’s famous MIAMI SWIM WEEK and SWIM
WEEK Marks. Polo Fashions, Inc. v. Magic Trimming, Inc., 603 F. Supp. 13, 19 (S.D. Fla.
1984). Before adopting any mark or investing into a branding strategy, Registrant had an
obligation to determine whether the business name was available for use, but instead adopted
both Petitioner’s MIAMI SWIM WEEK mark and photographs to lure business. See Dkt. 17 at
pp. 9-10 (Testimonial Declaration of Aleksandar Stojanovic, § 20); Dkt. 18 at pp. 99-100
(Testimonial Declaration of Aleksandar Stojanovic, Ex. 9); see also Frehling, 192 F. 3d at 1340.
Specifically, Registrant filed its trademark application to register Registrant’s Mark only months
after Petitioner sent correspondence regarding Registrant’s infringing actions, which evidences
not just mere knowledge of Petitioner’s claimed rights, but Registrant’s intent to confuse and
deceive consumers. "[A] party which knowingly adopts a mark similar to one used by another
for related goods [or services] should not be surprised to find scrutiny of the filer's motive."
L'Oreal S.A. v. Marcon, 102 USPQ2d 1434, 1442 (TTAB 2012); see also First Int'l Servs. Corp.
v. Chuckles Inc., 5 USPQ2d 1628, 1633 (TTAB 1988)("[W ]here there is evidence of an
applicant's intent to adopt a mark that suggests to purchasers a successful mark already in use by
another, the Board may, and ought to, take into account that intent when resolving the issue of
likelihood of confusion when that issue is not free from doubt."). Registrant’s actions are
suspect, at best, on this record.

As discussed above, Petitioner has continuously and substantially exclusively used the
MIAMI SWIM WEEK mark in commerce since at least as early as June 1, 2009, and the

MIAMI SWIM FASHION WEEK mark in commerce since at least as early as January 20,
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2015. Id. Further, Petitioner owns a federal trademark registration for SWIM FASHION
WEEK®, which is public record. Every trademark registered on the Principal Register is
constructive notice to all of the registrant’s rights. 15 U.S.C. § 1072. Accordingly, this factor
weighs in favor of a finding of a likelihood of confusion.

7. Evidence of Actual Confusion

Finally, the consumer confusion that has already occurred and will inevitably continue to
be caused by Registrant’s intentional actions unquestionably harms Petitioner’s goodwill and
reputation. See Dkt. 21 at pp. 4 and 5-26 (Supplemental Testimonial Declaration of Aleksandar
Stojanovic, 4 14 and Ex. AA).

Actual confusion is the best evidence of a likelihood of confusion. Brooklyn Brewery
Corp. v. Brooklyn Brew Shop, LLC, 2020 USPQ2d 10914, at *19 (TTAB 2020), aff’d in relevant
part, vacated in part, 17 F.4th 129 (Fed. Cir. 2021)(citing Edom Labs., 102 U.S.P.Q.2d at 1553
(“Evidence of actual confusion, where it exists, would of course be highly probative of a
likelihood of confusion . . . .”)); see also In re Majestic Distilling Co., 65 USPQ2d at 1205 ("A
showing of actual confusion would of course be highly probative, if not conclusive, of a high
likelihood of confusion.")(emphasis added); 4 J. THOMAS MCCARTHY, MCCARTHY ON
TRADEMARKS & UNFAIR COMPETITION § 23:13 (5th ed. March 2023)("Any evidence of
actual confusion is strong proof of the fact of a likelihood of confusion.").

Here, extensive examples of actual confusion have occurred for the Parties’ consumers.
As detailed in the foregoing sections, the public has been purposefully led to believe that
Registrant’s services originated from Petitioner. See Dkt. 21 at pp. 4 and 5-26 (Supplemental

Testimonial Declaration of Aleksandar Stojanovic, § 14 and Ex. AA). Third-party consumers
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have erroneously identified or “tagged” Registrant, known on social media as
@miamiswimweekshows, in these social medial posts under the misunderstanding that
Registrant is affiliated and associated with fashion events produced by Petitioner. /d.

Registrant itself has perpetuated and contributed to this consumer confusion in bad faith.
In the document identified as FUNKSHIONO000203, Registrant listed the “Sports Illustrated
Show — W South Beach” on its website located at dcswimweek.com, as part of the “Miami Swim
Week — Designer Schedule 2024.” The Sports Illustrated Show at the W South Beach, however,
was produced by Petitioner, not Registrant. Registrant has also posted video footage from
Petitioner’s fashion shows on Registrant’s (@Miamiswimweekshows YouTube channel. /d.

Petitioner’s exposure to further damage by confusion with Registrant is clear. Consequently,
Registrant’s use of Petitioner’s famous MIAMI SWIM WEEK and SWIM WEEK Marks is causing
actual consumer confusion in the marketplace. /d. This factor weighs heavily in favor of a finding of
likelihood of confusion.

VII. CONCLUSION

Petitioner respectfully submits that: (1) Petitioner’s MIAMI SWIM WEEK mark and
Registrant’s Mark, when compared in their entireties, are identical in appearance, sound,
connotation, and commercial impression that there exists a likelihood of confusion among the
parties’ marks; (2) the parties’ respective services are legally identical and substantially
overlapping; (3) the marks are used in connection with services that travel in identical trade
channels; (4) the advertising media employed by the parties is presumed similar; (5) Registrant
deliberately appropriated Petitioner’s famous SWIM WEEK Marks; and (6) Registrant is

causing actual consumer confusion. Petitioner further submits that there is no genuine question
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of material fact as to the issue of likelihood of confusion. Accordingly, Petitioner respectfully
submits that its Petition to Cancel should be GRANTED.

Date: September 20, 2024 Respectfully submitted,

FRIEDLAND VINING, P.A.

_/s/Jaime Rich Vining
By: David K. Friedland
Jaime Rich Vining
6619 South Dixie Highway, Box 157
Miami, FL 33143
(305) 777-1721 telephone
e-mail: dkf@friedlandvining.com
e-mail: JRV@friedlandvining.com

Counsel for Petitioner

CERTIFICATE OF SERVICE

WE HEREBY CERTIFY that the foregoing PETITIONER’S OPENING BRIEF was
served upon Registrant by delivering true and correct copies of same to Registrant’s counsel via
email on September 20, 2024, as follows:

ANNICK KOLOKO

LAW OFFICE OF ANNICK KOLOKO
266 ELMWOOD AVENUE, #161
BUFFALO, NY 14222
akoloko@kolokolaw.com
mohducis@dcswimweek.com

/s/ Jaime Rich Vining
Jaime Rich Vining
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