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Cancellation No. 92081190 

 

Funkshion Productions 

 

v. 

DCSW Group 

 

 

Before Cataldo, Larkin, and Lebow, 

Administrative Trademark Judges. 

 

By the Board: 

 

This proceeding now comes before the Board for consideration of (1) Petitioner 

Funkshion Productions’ motion (filed May 9, 2023) for summary judgment on its 

pleaded claim of likelihood of confusion;1 and (2) Respondent DCSW Group’s cross-

motion (filed June 7, 2023) for summary judgment on the same claim.2 The motions 

are fully briefed. 

 

                                            
1 9 TTABVUE. In this order, the Board cites to the proceeding record by the TTABVUE docket 

entry number and TTABVUE page number, in accordance with the guidance provided in 

TRADEMARK TRIAL AND APPEAL BOARD MANUAL OF PROCEDURE (TBMP) §§ 106.03, 702.05 

and 801.01 (2023). Specifically, the number preceding TTABVUE corresponds to the docket 

entry number, and any number(s) following TTABVUE refer to the page number(s) of the 

docket entry where the cited materials appear. 

2 13 TTABVUE. 

UNITED STATES PATENT AND TRADEMARK OFFICE 

Trademark Trial and Appeal Board 

P.O. Box 1451 

Alexandria, VA 22313-1451 

General Contact Number: 571-272-8500 

General Email: TTABInfo@uspto.gov 

THIS OPINION IS NOT A 

PRECEDENT OF THE 

TTAB 

mailto:TTABInfo@uspto.gov
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I. Background 

Respondent is the owner of Registration No. 6914634 on the Supplemental 

Register for the standard character mark MIAMI SWIM WEEK (with “SWIM WEEK” 

disclaimed) for use in connection with “Entertainment services in the nature of 

development, creation, production and post-production services of multimedia 

entertainment content” in International Class 41.3 

Petitioner has filed a petition to cancel Respondent’s registration, claiming a 

likelihood of confusion with its SWIM FASHION WEEK, MIAMI SWIM FASHION 

WEEK and SWIM FASHION WEEK marks, and pleading ownership of Registration 

No. 5888123 for the standard character mark SWIM FASHION WEEK (Registered 

under Section 2(f), with “FASHION WEEK” disclaimed) for use in connection with 

“Entertainment in the nature of fashion shows” in International Class 41.4 Petitioner 

also pleads ownership of the following pending use-based service mark applications: 

Serial No. Mark Services 

90743813 MIAMI SWIM 

FASHION WEEK 

Entertainment services in the nature of 

development, creation, production and post-

production services of multimedia entertainment 

content; Entertainment services in the nature of 

development, creation, production, distribution, 

and post-production of fashion shows and 

presentations; Entertainment in the nature of 

fashion shows, in Class 415 

                                            
3 Filed May 18, 2021 under a Section 1(a) use in commerce basis, with a claimed date of first 

use anywhere and in commerce of October 31, 2020. The registration issued on November 29, 

2022. 

4 Filed April 14, 2018 under a Section 1(a) use in commerce basis, with a claimed date of first 

use anywhere and in commerce of June 1, 2008. The registration issued on October 22, 2019. 

5 Filed May 30, 2021 under a Section 1(a) use in commerce filing basis, with a claimed date 

of first use anywhere of March 18, 2008 and a claimed date of first use in commerce of 

January 20, 2015. 
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90744864 MIAMI SWIM 

WEEK 

Entertainment services in the nature of 

development, creation, production and post-

production services of multimedia entertainment 

content; Entertainment in the nature of fashion 

shows, in Class 416 

 

Both applications have been suspended. Petitioner also claims common law rights in 

the marks.7  

II. Preliminary Matter – Evidentiary Issues 

A. Respondent’s Internet Printout Evidence 

As an initial matter, Petitioner objects, pursuant to Trademark Rule 2.120(h)(1),8 

37 C.F.R. § 2.120(h)(1), and Fed. R. Civ. P. 37(b)(2)(B), to the documents attached to 

Respondent’s Cross-Motion as Exhibits 1-4 on the basis that Respondent failed to 

properly or timely disclose these documents during discovery prior to offering such 

evidence. Petitioner also argues that the documents, which appear to be various 

website pages, are inadmissible because they are not properly formatted. 

Petitioner’s First Request for Production of Documents and Things included the 

following request, which elicited the following response from Registrant on March 22, 

2023: 

Request No. 28 

All documents upon which you rely to support your allegation in your Fourth 

Affirmative Defense in your “Answer and Affirmatives Defenses” [sic] that 

“Petitioner marks [sic] are merely descriptive for the services it seeks to 

register.” 

 

                                            
6 Filed May 31, 2021 under a Section 1(a) use in commerce filing basis, with a claimed date 

of first use anywhere of March 1, 2009, and a claimed date of first use in commerce of June 

1, 2009. 

7 1 TTABVUE 5-6, ¶¶ 4-5. 

8 Petitioner erroneously cites Trademark Rule 2.120(g)(1). 
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Response: Subject to the foregoing General Objections, Registrant responds 

as follows: Submitted. 

 

14 TTABVUE 22. Petitioner contends that while Respondent produced a series of 

unmarked documents in response to Petitioner’s requests for production, none of 

them were the exhibits to Respondent’s cross-motion, and Respondent did not 

supplement its discovery responses or document production at any time. 13 

TTABVUE 5. 

In reply to Petitioner’s objection, Respondent argues that it did not have the 

opportunity to supplement its discovery responses, as Petitioner’s motion for 

summary judgment halted the discovery. 15 TTABVUE 2-3. We take this as a 

concession by Respondent that the documents it produced in response to Petitioner’s 

documents requests did not include those identified in Exhibits 1-4 of Respondent’s 

cross-motion. Respondent does not address Petitioner’s argument that the printouts 

are improperly formatted Internet evidence. 

As Petitioner notes, the disputed exhibits consist of printouts from Internet 

websites that lack source identification (e.g., the URL) or the date when the materials 

were accessed. Materials obtained from the Internet that identify: (1) dates they were 

accessed; and (2) their source (e.g., the URL), are considered to be self-authenticating 

and may be admitted into evidence in the same manner as a printed publication in 

general circulation in accordance with 37 C.F.R. § 2.122(e). TBMP § 704.08(b). 

Moreover, they are only admissible for what they show on their face, and not as proof 

of any facts asserted therein. See Safer Inc. v. OMS Invs., Inc., 94 USPQ2d 1031, 1040 

(TTAB 2010); TBMP § 704.08. Because it does not fall within an exception to the 
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hearsay rule, Internet evidence will not be considered to prove the truth of any matter 

stated therein. WeaponX Performance Prods. Ltd. v. Weapon X Motorsports, Inc., 126 

USPQ2d 1034, 1041 (TTAB 2018). 

Here, Respondent has failed to authenticate the four Internet website printouts, 

either by indicating their source (URL) and the date they were printed, or by 

authenticating them by affidavit or declaration pursuant to Fed. R. Civ. P. 56(c)(4). 

As a result, the Board will not consider these printouts and Respondent is estopped 

from relying upon them.9 

B. Request for Additional Discovery 

Respondent argues that summary judgment is inappropriate at this stage of the 

proceeding, as it has not had the opportunity to complete discovery. Respondent 

contends that additional discovery would provide further evidence of the weakness of 

Petitioner’s marks.10 

A party that believes that it cannot effectively oppose a motion for summary 

judgment without first taking discovery may file a request with the Board for time to 

take the needed discovery. The request must be supported by an affidavit showing 

that the nonmoving party cannot, for reasons stated therein, present facts essential 

to justify its opposition to the motion. See Fed. R. Civ. P. 56(d); Opryland USA Inc. v.  

Great Am. Music Show Inc., 970 F.2d 847, 23 USPQ2d 1471, 1475 (Fed. Cir. 1992) 

                                            
9 Because we find that Respondent’s printouts are inadmissible for failure to authenticate, 

we do not reach Petitioner’s arguments regarding Respondent’s failure to supplement its 

discovery responses. 
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(finding sufficient need for additional discovery); TBMP § 528.06. In the event the 

moving party fails to support its Fed. R. Civ. P. 56(d) motion by an affidavit, the 

motion generally will be denied. TBMP § 528.06. 

In the present case, Respondent merely argues that summary judgment is 

inappropriate, but has not filed a request for additional discovery pursuant to Fed. R. 

Civ. P. 56(d). Even if we were to construe Respondent’s cross-motion as such a 

request, Respondent has failed to provide a supporting affidavit showing that the 

nonmoving party cannot, for reasons stated therein, present facts essential to justify 

its opposition to the motion. In addition, Respondent filed a response and cross-

motion in opposition to Petitioner’s motion for summary judgment, rendering moot 

any motion for Rule 56(d) discovery. See, e.g., Bad Boys Bail Bonds, Inc. v. Yowell, 

115 USPQ2d 1925, 1930 (TTAB 2015) (Fed. R. Civ. P. 56(d) motion moot because 

party filed substantive response to summary judgment motion); Ava Ruha Corp. v. 

Mother’s Nutritional Ctr., Inc., 113 USPQ2d 1575, 1578 (TTAB 2015) (same); Ron 

Cauldwell Jewelry, Inc. v. Clothestime Clothes, Inc., 63 USPQ2d 2009, 2012 n.8 

(TTAB 2002) (same). 

Based upon the foregoing, Respondent’s request for additional discovery is 

denied. 

III. Summary Judgment Standard 

Summary judgment is an appropriate method of disposing of cases in which there 

are no genuine disputes as to material facts, thus allowing resolution as a matter of 

law. See Fed. R. Civ. P. 56(a). The burden is on the party moving for summary 
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judgment to demonstrate the absence of any genuine dispute of material fact and that 

it is entitled to summary judgment as a matter of law. Fed. R. Civ. P. 56(c). In 

considering the propriety of summary judgment, all evidence must be viewed in the 

light most favorable to the non-movant, and all justifiable inferences are to be drawn 

in the non-movant’s favor. See Lloyd’s Food Prods., Inc. v. Eli’s, Inc., 987 F.2d 766, 25 

USPQ2d 2027, 2029 (Fed. Cir. 1993). The Board does not resolve disputes of material 

fact on summary judgment but rather only ascertains whether disputes of material 

fact exist. See Univ. Book Store v. Univ. of Wis. Bd. of Regents, 33 USPQ2d 1385, 1389 

(TTAB 1994); see also Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 249 (1986) (“at 

the summary judgment stage the judge’s function is not himself to weigh the evidence 

and determine the truth of the matter but to determine whether there is a genuine 

issue for trial.”). 

When a moving party’s motion for summary judgment is supported by evidence 

sufficient to indicate that there is no genuine dispute as to any material fact and that 

the moving party is entitled to judgment as a matter of law, the burden shifts to the 

non-moving party to demonstrate the existence of at least one genuine dispute as to 

a material fact that requires resolution at trial. The non-moving party may not rest 

on the mere allegations of its pleadings and assertions, but must designate specific 

portions of the record or produce additional evidence showing the existence of a 

genuine dispute as to a material fact for trial. Consequently, factual assertions 

without evidentiary support are insufficient to defend against a motion for summary 

judgment. See Hornblower & Weeks Inc. v. Hornblower & Weeks Inc., 60 USPQ2d 
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1733, 1739 (TTAB 2001) (“applicant has produced no evidence, or raised any 

expectation that at trial it could produce evidence....”). 

Nonetheless, the burden of the non-movant to respond arises only if the summary 

judgment motion is properly supported. Adickes v. S.H. Kress & Co., 398 U.S. 144, 

160-161 (1970). If the evidence does not support the motion, “summary judgment 

must be denied even if no opposing evidentiary matter is presented.” Id. (quoting Fed. 

R. Civ. P. 56 advisory committee notes to the 1963 amendments). 

When cross-motions for summary judgment are presented, as is the case here, the 

Board evaluates each motion on its own merits and resolves all doubts and draws all 

reasonable inferences against the party whose motion is being considered. Ava Ruha 

Corp., 113 USPQ2d at 1579. The mere fact that both parties have moved for summary 

judgment does not necessarily mean there are no genuine disputes of material fact, 

or authorize the resolution of such disputes, or dictate that the Board should enter 

judgment in favor of one of the parties. See Drive Trademark Holdings LP v. Inofin, 

83 USPQ2d 1433, 1437 (TTAB 2007). 

IV. The Parties’ Arguments and Evidence 

In support of its motion, Petitioner has submitted the declaration of Aleksandar 

Sale Stojanovic, owner of Petitioner,11 and the declaration of Jaime Rich Vining, 

counsel for Petitioner.12 Respondent has not provided any admissible evidence in 

response to Petitioner’s motion or in support of its own cross-motion. 

                                            
11 Stojanovic dec., 9 TTABVUE 20, ¶ 1. 

12 Vining dec.,10 TTABVUE 43. 
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The uncontroverted evidence shows that Petitioner is an event production 

company located in Miami, Florida, specializing in fashion show and fashion 

presentation concept, production and execution.13 Petitioner has continuously and 

substantially exclusively used its registered mark SWIM FASHION WEEK in 

commerce in connection with “Entertainment in the nature of fashion shows,” in 

International Class 41 since at least as early as June 1, 2008.14 Petitioner has 

continuously and substantially exclusively used the MIAMI SWIM WEEK mark in 

commerce in connection with “Entertainment services in the nature of development, 

creation, production and post-production services of multimedia entertainment 

content; Entertainment in the nature of fashion shows” since at least as early as June 

1, 2009, and the MIAMI SWIM FASHION WEEK mark in commerce in connection 

with “Entertainment services in the nature of development, creation, production and 

post-production services of multimedia entertainment content; Entertainment 

services in the nature of development, creation, production, distribution, and post-

production of fashion shows and presentations; Entertainment in the nature of 

fashion shows” since at least as early as January 20, 2015.15 Petitioner has spent a 

considerable amount of resources, time, and effort marketing and promoting its three 

marks in the fashion industry. In particular, Petitioner uses the MIAMI SWIM 

WEEK mark in association with the development of its Miami Beach fashion event.16 

                                            
13 Stojanovic dec., 9 TTABVUE 20, ¶ 3. 

14 Id. at ¶ 5. 

15 Id. at 21 ¶ 7. 

16 Id. at ¶¶ 8-9. 
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Petitioner also provided evidence showing that its MIAMI SWIM WEEK services 

include Internet and social media content.17  Petitioner claims that its continuous, 

extensive and substantially exclusive use of the SWIM FASHION WEEK, MIAMI 

SWIM WEEK and MIAMI SWIM FASHION WEEK marks has resulted in millions 

of customers worldwide and dollars in revenue.18 

Petitioner further claims, and Respondent does not dispute, that as a result of its 

extensive use, Petitioner has built up significant recognition in its marks, which are 

symbols of its quality, reputation and goodwill, and serve as an instant source 

identifier for Petitioner. Petitioner’s owner claims that, through Petitioner’s 

extensive promotional efforts and advertising expenditures, Petitioner has been 

successful in educating the public to associate Petitioner’s SWIM FASHION WEEK, 

MIAMI SWIM WEEK and MIAMI SWIM FASHION WEEK marks with its services.19 

Since launching, Petitioner has garnered local, national and international acclaim 

and received extensive unsolicited publicity based on the company’s success. For 

example, it has been the subject of media coverage by Forbes, Harper’s Bazaar, 

                                            
17 Exhibit 3 to Stojanovic Decl., 11 TTABVUE. This evidence is confidential and was filed 

under seal. Respondent did not object to the evidence, so we will consider it. See, e.g., Genesco 

Inc. v. Martz, 66 USPQ2d 1260, 1266 (TTAB 2003) (documents construed as being offered 

under 37 C.F.R. § 2.122(e) and deemed to be of record despite lack of information as to source 

and date since applicant did not object to the materials and moreover treated them as of 

record; however, probative value of such materials necessarily limited due to lack of 

information as to source and date). 

18 9 TTABVUE 22, ¶ 10. 

19 Id. at 23 ¶ 11. 
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Cosmopolitan, FashionWeekOnline.com, Deco Drive, Bloom, Fashionista, and Nylon, 

among others.20 

 Petitioner argues that it is entitled to petition to cancel Respondent’s registration, 

that priority is not at issue, and that, under the relevant factors set forth in In re E. 

I. du Pont de Nemours & Co., 177 USPQ 563, 567 (CCPA 1973) (“DuPont”), there is 

no genuine dispute that a likelihood of confusion exists. In particular, Petitioner 

argues that Respondent’s MIAMI SWIM WEEK mark is confusingly similar to its 

SWIM FASHION WEEK, MIAMI SWIM FASHION WEEK and MIAMI SWIM 

WEEK marks.21 Petitioner further asserts that the parties’ recited services are 

identical and are offered through overlapping channels of trade to overlapping 

consumers.22 In addition, Petitioner asserts that the advertising media employed by 

the parties is presumed similar. Petitioner also contends that Respondent adopted its 

mark in bad faith.23  

In response to Petitioner’s motion, Respondent argues that Petitioner’s mark is 

weak and descriptive and that the respective marks of Petitioner and Respondent are 

different and not likely to be confused. Respondent further claims in its brief that 

Mercedes Benz created a fashion week concept and called it “Fashion week Miami 

Swim” or “Swim Fashion Week,” and that Mercedes Benz stopped providing its 

fashion week concept in Miami, allowing several producers to produce events under 

                                            
20 Id. at ¶ 12. 

21 9 TTABVUE 14. 

22 Id. at 15-16. 

23 Id. at 17. 
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“Miami Swim Week.” Respondent claims that, similar to other third-party production 

companies, Petitioner has been associated with the mark MIAMI SWIM WEEK as 

one of the producers of the event. Respondent argues that the use of the words MIAMI 

SWIM WEEK by several production companies demonstrates there is no clear 

association between Petitioner and the mark.24  

Respondent also argues that Petitioner’s assertion of bad faith is not supported by 

the facts, as the MIAMI SWIM WEEK mark is not associated with Petitioner 

exclusively. Respondent further claims that, given the large number of parties using 

unrelated marks, the extent of confusion is minimal. However, Respondent failed to 

provide any admissible evidence in support of its several assertions, and “[a]ttorney 

argument is no substitute for evidence.” Cai v. Diamond Hong, Inc., 901 F.3d 1367, 

127 USPQ2d 1797, 1799 (Fed. Cir. 2018) (quoting Enzo Biochem, Inc. v. Gen-Probe 

Inc., 424 F.3d 1276, 76 USPQ2d 1616, 1622 (Fed. Cir. 2005)). 

Respondent does not dispute that the services of both parties are entertainment 

services in the fashion industry, but argues that the similarity or dissimilarity of 

established or likely-to-continue the trade channels of Petitioner and Respondent has 

not yet been established because discovery is not yet complete.25 As discussed above, 

Respondent’s arguments based upon the need for additional discovery are not 

persuasive. 

                                            
24 13 TTABBVUE 4. 

25 Id. at 5. 
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In reply to Respondent’s argument that Petitioner’s mark is weak, Petitioner 

argues that Respondent has introduced no credible evidence as to current use or the 

scope of use of SWIM WEEK or MIAMI SWIM WEEK by third parties, or whether 

there is concurrent use in any market such that consumers are conditioned to ignore 

the phrase SWIM WEEK common to the Parties’ marks, or Respondent’s Mark in its 

entirety. Petitioner further notes that Respondent failed to make any submission 

regarding the actual use of any of the purported third-party uses of the marks at 

issue. 

V. Analysis 

Assuming for purposes of this motion only that Petitioner is entitled to oppose and 

has priority of use of its pleaded marks, we must determine if there are genuine 

disputes of material fact regarding the issue of likelihood of confusion. In determining 

the issue of likelihood of confusion and whether there is any genuine dispute of 

material fact, we consider all of the DuPont factors which are relevant under the 

present circumstances and for which there is evidence of record. See In re E.I. DuPont 

DeNemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). See also Cunningham 

v. Laser Golf Corp., 222 F.3d 943, 55 USPQ2d 1842, 1845 (Fed. Cir. 2000) (“the 

obligation to consider a factor does not arise in a vacuum and only arises if there is 

evidence of record relating to that factor”); In re Mighty Leaf Tea, 601 F.3d 1342, 

1346, 94 USPQ2d 1257, 1259 (Fed. Cir. 2010) (“Not all of the DuPont factors are 

relevant to every case, and only factors of significance to the particular mark need be 

considered.”). 
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On this record, drawing all possible inferences in favor of each nonmoving party, 

we find that neither Petitioner nor Respondent has carried its respective burden of 

demonstrating that it is entitled to judgment in its favor as a matter of law. Upon 

careful consideration of the Petitioner’s declarations and evidence, and the parties’ 

arguments, we find that there are, at a minimum, genuine disputes of material fact 

regarding the relatedness of the parties’ respective services and the trade channels 

through which they may be encountered. Petitioner argues that the services 

identified in its applications for MIAMI SWIM WEEK and MIAMI SWIM FASHION 

WEEK and Respondent’s registration are identical. However, neither of these marks 

of Petitioner is registered. Petitioner therefore must rely on its alleged prior common 

law rights in these marks, and consideration of the question of likelihood of confusion 

must be confined to the specific services with which the marks are used, as well as 

the specific trade channels and actual purchasers or potential purchasers, as 

disclosed by the evidence, without the benefit of the presumptions ordinarily accorded 

a registration. See Asplundh Tree Expert Co. v. Defibrator Fiberboard AG, 208 USPQ 

954, 959 (TTAB 1980).26  

In light of the foregoing, the parties’ respective motions for summary judgment on 

the claim of likelihood of confusion are denied.27  

                                            
26 Petitioner also does not argue in its brief that the services identified in its registration for 

SWIM FASHION WEEK are related to those identified in Respondent’s registration. 

27 The fact that we have identified in this order only a few material facts that are genuinely 

in dispute should not be construed as a finding that these are necessarily the only issues that 

remain for trial. The parties are reminded that evidence submitted in support of or in 

opposition to a motion for summary judgment is of record only for consideration of that 

motion. To be considered at final hearing, any such evidence must be properly introduced 
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VI. Trial Dates Reset  

Proceedings are resumed. Discovery and trial dates are reset as indicated below:  

Expert Disclosures Due 12/11/2023 

Discovery Closes 1/10/2024 

Plaintiff’s Pretrial Disclosures Due 2/24/2024 

Plaintiff’s 30-day Trial Period Ends 4/9/2024 

Defendant’s Pretrial Disclosures Due 4/24/2024 

Defendant’s 30-day Trial Period Ends 6/8/2024 

Plaintiff’s Rebuttal Disclosures Due 6/23/2024 

Plaintiff’s 15-day Rebuttal Period Ends 7/23/2024 

Plaintiff’s Opening Brief Due 9/21/2024 

Defendant’s Brief Due 10/21/2024 

Plaintiff’s Reply Brief Due 11/5/2024 

Request for Oral Hearing (optional) Due 11/15/2024 

 

Generally, the Federal Rules of Evidence apply to Board trials. Trial testimony is 

taken and introduced out of the presence of the Board during the assigned testimony 

periods. The parties may stipulate to a wide variety of matters, and many 

requirements relevant to the trial phase of Board proceedings are set forth in 

Trademark Rules 2.121 through 2.125. These include pretrial disclosures, the 

manner and timing of taking testimony, matters in evidence, and the procedures for 

submitting and serving testimony and other evidence, including affidavits, 

declarations, deposition transcripts and stipulated evidence. Trial briefs shall be 

submitted in accordance with Trademark Rules 2.128(a) and (b). Oral argument at 

                                            
during the appropriate trial period. See, e.g., Levi Strauss & Co. v. R. Joseph Sportswear Inc., 

28 USPQ2d 1464 (TTAB 1993); TBMP § 528.05(a). 
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final hearing will be scheduled only upon the timely submission of a separate notice 

as allowed by Trademark Rule 2.129(a). 

 

 


