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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
O. C. TANNER COMPANY, )
) Cancellation No. 92081030
Petitioner, )
)
VS. ) Mark: THANKS MATTERS
)
MOTIVOSITY, INC,, ) Registration No.: 5341699
) Filed: June 3,2016
Registrant. ) Registered: November 21, 2017
)
ANSWER TO COUNTERCLAIM

O. C. Tanner Company (“Petitioner”), by its attorneys of record, answers the

Counterclaim filed by Motivosity, Inc. (“Registrant”) seeking to cancel Registration Numbers 2630107,
3490706 and 6719526 (“Counterclaim”) for the marks THANKS, THANKS and the THANKS logo,
identified as Registration Nos. 2630107, 3490706 and 6719526, as registered on October 8, 2002, August
19, 2008 and May 3, 2022, respectively (sometimes “Petitioner’s Registrations™), as follows:

1. Petitioner denies the allegations of paragraph 1 of the Counterclaim.

2. Petitioner admits that it has an address at the place noted. Petitioner denies that it is a US
entity formed at the federal level and notes that it is a corporation formed in the state of Utah.

3. Petitioner admits the allegations of paragraph 3 of the Counterclaim.

4. Petitioner admits the allegations of paragraph 4 of the Counterclaim.

5. Petitioner admits the allegations of paragraph S of the Counterclaim as it relates to the federal
service mark registration number and registration date. Petitioner denies that the federal registration is for
the THANKS word mark in typed drawing form. The registration is instead for a unique stylized logo

design consisting of a star with nine points with a smiley face and two eyes on the left side, in



combination with the word THANKS in a specific stylized lower case font on the right side (the
“THANKS logo mark”).

6. Petitioner admits that Registration No. 6719526 has been registered for less than five years
and notes that the law speaks for itself as to when a federally registered mark is eligible for filing a
section 15 declaration of incontestability.

7. Petitioner denies the allegations of paragraph 7 of the Counterclaim. Petitioner further notes
that paragraph 7 sets forth statements that are contrary to federal law as it relates to merely descriptive
marks and acquired distinctiveness. The relevant statute was amended to preclude the statements in
question. Descriptive terms are not considered generic terms subject to cancellation. Likewise, under the
law descriptive marks acquire distinctiveness after five years of use with Petitioner’s THANKS mark in
use more than 18 years. Petitioner’s THANKS mark is not descriptive, let alone generic, as confirmed by
numerous examiners and registrations and by Registrant’s own registration for its THANKS MATTERS
mark, with no disclaimer of the word THANKS as a descriptive or generic term.

8. As it relates to paragraph 8 of the Counterclaim, Petitioner admits that Registration No.
2630107 lists certain services relating to the THANKS mark and that the identification of services in the
registration speaks for itself. Petitioner denies the remaining allegations of paragraph 8 including the
highlighting and underlining improperly set forth therein.

9. As it relates to paragraph 9 of the Counterclaim, Petitioner admits that Registration No.
3490706 lists certain services relating to the THANKS mark and that the identification of services set
forth in the registration speaks for itself. Petitioner denies the remaining allegations of paragraph 9
including the highlighting and underlining improperly set forth therein.

10. As it relates to paragraph 10 of the Counterclaim, Petitioner admits that Registration No.
6719526 lists certain services relating to the mark and that the identification of services set forth in the

registration speaks for itself. Petitioner denies the remaining allegations of paragraph 10 including that



the registration is for the THANKS word mark in typed drawing form, and notes that the registration is
for the unique stylized design identified above as the THANKS logo mark. Petitioner further denies that
the registration includes the highlighting and underlining improperly set forth therein.

11. Petitioner denies the allegations of paragraph 11 of the Counterclaim. Paragraph 11 sets
forth improper statements that are contrary to federal law as it relates to merely descriptive marks and
acquired distinctiveness as set forth in Petitioner’s answer to paragraph 7 above.

12. Petitioner denies the allegations of paragraph 12 of the Counterclaim. Petitioner further
notes that paragraph 12 misstates the law relating to generic terms and descriptive terms as set forth in the
statute, the Trademark Manual of Examining Procedure (“TMEP”) and in leading treatises and cases, it
fails to properly apply the law, it ignores the identification of services and goods set forth in the
registrations, and it overlooks the facts of the case and numerous analogous cases. Registrant’s allegation
is based on a false premise. Contrary to the allegation, at no point does the identification of services in
Petitioner’s Registrations make any mention of merely “saying thanks,” precluding any possible
genericness. No such words are mentioned or used in the identification. The identification controls.
Moreover, the common name, and hence the generic term, for Petitioner’s software, website and related
services and goods as viewed by the relevant purchasing public, namely employers, is instead “employee
incentive, employee award, and employee recognition services,” precluding any possible genericness.
Registrant’s own registration confirms this point. It includes the word THANKS in the same field of use
as Petitioner, but with no disclaimer as a generic or even descriptive term.

13. Petitioner denies the allegations of paragraph 13 of the Counterclaim. Petitioner further
notes that paragraph 13 misstates the law relating to generic terms as set forth in the statute, the TMEP
and in leading treatises and cases, it fails to properly apply the law, it ignores the identification of services
and goods set forth in the registrations, and it overlooks the facts of the case and numerous analogous

cases. The common name, and hence the generic term, for merchandise such as trophies as recognized by



the purchasing public is “trophies,” not THANKS. The common name and generic term for jewelry is
“jewelry,” not THANKS. Likewise for all other merchandise noted in the registrations, whether
purchased for employees or others, as confirmed by dictionary definitions. This precludes any possible
genericness. Numerous third party federal registrations for similar marks confirm this point, with none
held to be generic terms. Some are noted in paragraph 10 of the affirmative defenses below.

14. Petitioner denies the allegations of paragraph 14 of the Counterclaim. Petitioner further
notes that paragraph 14 misstates the law relating to generic terms as set forth in the statute, the TMEP
and in leading treatises and cases, it fails to properly apply the law, it ignores the identification of services
and goods set forth in the registrations, and it overlooks the facts of the case and numerous analogous
cases, for the reasons noted in Petitioner’s answer to paragraphs 7, 12 and 13 above.

15. Petitioner denies the allegations of paragraph 15 of the Counterclaim. Petitioner further
notes that paragraph 15 misstates the law relating to generic terms as set forth in the statute, the TMEP
and in leading treatises and cases, it fails to properly apply the law, it ignores the identification of services
and goods set forth in the registrations, and it overlooks the facts of the case and numerous analogous
cases, for the reasons noted in Petitioner’s answer to paragraph 13 above, and in Petitioner’s answers to
paragraphs 7 and 12 above.

16. Petitioner denies the allegations of paragraph 16 of the Counterclaim. Petitioner further
notes that paragraph 16 misstates the law relating to generic terms and descriptive terms as set forth in the
statute, the TMEP and in leading treatises and cases, it fails to properly apply the law, it ignores the
identification of services and goods set forth in the registrations, and it overlooks the facts of the case and
numerous analogous cases. The term THANKS is in no way descriptive of trophies, jewelry or any other
merchandise. Whether used on a bagel, light fixture, boat, semi-truck or other goods, it does not describe
a feature or attribute of the good itself. Moreover, exclusive federal registration rights are expressly

approved for descriptive marks under the federal statute once used for five years. Likewise, as noted



above, the term THANKS is in no way the common name or generic term for the merchandise or services
in question, refuting genericness. Likewise as to the other goods and services. Registrant’s narrow
interpretation would preclude virtually all federal registrations contrary to federal law, since most are
comprised of standard words from the English language as in this case. Numerous federal registrations
confirm that the terms HAPPY BIRTHDAY, HELLO, GOODBYE, WECOME and ILOVE YOU are in
no sense generic and thus they are fully registerable as further noted and confirmed in paragraph 11 of the
affirmative defenses below.

17. Petitioner denies the allegations of paragraph 17 of the Counterclaim.

18. Petitioner denies the allegations of paragraph 18 of the Counterclaim. Petitioner further
notes the points set forth in its answers to paragraphs 7, 12 and 13 above.

19. Petitioner denies the allegations of paragraph 19 of the Counterclaim. Petitioner further
notes that paragraph 19 misstates the law relating to generic terms and descriptive terms, it fails to
properly apply the law, it ignores the identification of services and goods set forth in the registrations, and
it overlooks the facts of the case and analogous cases. Registrant’s allegation is based on a false premise
and must be rejected for the reasons set forth in Petitioner’s answers to paragraph 13 above, and in
Petitioner’s answers as set forth in paragraphs 7 and 12 above.

20. Petitioner denies the allegations of paragraph 20 of the Counterclaim. Petitioner further
notes that paragraph 20 misstates the law relating to generic terms and descriptive terms, it fails to
properly apply the law, it ignores the identification of services and goods set forth in the registrations, and
it overlooks the facts of the case and analogous cases. At no point does the identification of services in
Petitioner’s Registrations make any mention of merely “saying thanks,” precluding any possible
genericness, and thus allowing use by third parties in this context to continue. Petitioner is not seeking
registration rights in connection with “saying thanks,” and never has. The world is free to continue

“saying thanks” since Petitioner has no federal registration rights for the same. Moreover, use of “thanks”



or “thank you” simply as part of a sentence or paragraph in a descriptive sense, and not as a stand-alone
dominant trademark identifying source, is generally fair use and not precluded. Such use is not
infringement and thus Registrant’s allegations are incorrect and have no application. Such use is in sharp
contrast to Petitioner’s use of the mark with software and related services for employee incentive,
employee award and employee recognition services for employee contractual services to increase
performance, productivity and quality, for which Petitioner holds federal registration rights. The
allegation in the Counterclaim that Petitioner’s Registrations impact “a wide range of common gifts and
goods,” is false. Petitioner’s Registrations cover only a small handful of goods, and solely in three
classes of goods, representing a tiny fraction of the universe of goods sold in commerce. The allegation
in the Counterclaim that “millions of online and brick-and-mortar businesses would infringe” Petitioner’s
mark if not found to be generic, is also false for the reasons noted above. Petitioner’s registration and use
date back more than 18 years with no known clear infringers until recently. There is only one infringer on
the federal registry with a registration for a THANKS mark in Petitioner’s field of use with employee
incentive, employee award and employee recognition services, namely Registrant. No other similar third
party registration covers the field in question making clear the reason for Registrant’s false genericness
Counterclaim.

21. Petitioner denies the allegations of paragraph 21 of the Counterclaim. Petitioner further
notes that paragraph 21 misstates the law relating to generic terms and descriptive terms, it fails to
properly apply the law, it ignores the identification of services and goods set forth in the registrations, and
it overlooks the facts of the case and analogous cases, for the reasons set forth in Petitioner’s answer to
paragraph 20 above, and in Petitioner’s answers to paragraph 7, 12, 13 and 16 above.

22. Petitioner admits that it is seeking to register additional THANKS marks and THANKS logo
marks, including those identified in paragraph 22 of the Counterclaim. Petitioner notes that none of the

applications seek registration protection with “saying thanks,” all are in the narrow context of software,



software as a service and related services pertaining to employees, employee incentives, employee awards
and rewards, and employee recognition, as incentive compensation and in similar contexts, thus
precluding any possible finding of genericness.

23. Petitioner denies the allegations of paragraph 23 of the Counterclaim.

24, Petitioner denies each and every allegation of the Counterclaim and of any and all affirmative
defenses and modifications filed by Registrant to the extent not specifically admitted herein.

AFFIRMATIVE DEFENSES

In further answer to the Counterclaim, Petitioner asserts as separate affirmative defenses that:

1. The Counterclaim, and each paragraph, taken individually or collectively, fails to state a basis
for the relief sought.

2. Registrant’s Counterclaim is barred because Petitioner’s THANKS mark is not a generic term
as defined by federal law. By definition, “generic terms are terms that the relevant purchasing public
understands primarily as the common or class name for the goods or services.” TMEP § 1209.01(c); 15
U.S.C. § 1064(3). In a cancellation action the genericness test is applied solely to those goods and
services “defined by an applicant’s identification of goods or services.” TMEP §1209.01(c)(i). The
identification set forth in the registration controls. A mark can be generic only if it is “the common
name” for the goods and services identified in the registration.

3. The THANKS mark is in no sense generic as it relates to the goods set forth in Petitioner’s
Registrations. The common name, and hence the generic term, for merchandise such as trophies as
recognized by the purchasing public is “trophies,” not THANKS. The common name and generic term
for jewelry is “jewelry,” not THANKS. Likewise for all other merchandise set forth in Petitioner’s
Registrations, whether purchased for employees or others. The word THANKS is not in any sense the
common name for any of the goods, precluding genericness. Numerous third party federal trademark

registrations for similar marks confirm this point, with none held to be generic terms. Some are noted in



paragraph 10 of Petitioner’s affirmative defenses below.

4, The THANKS mark is in no sense generic as it relates to the services set forth in Petitioner’s
Registrations. The common name, and hence the generic term, for Petitioner’s software, website and
related services as viewed by the relevant purchasing public, namely employers, is “employee incentive,”
“employee award,” and “employee recognition” services, and not THANKS, precluding any possible
genericness. Likewise, the common name and the generic term for Petitioner’s gift redemption service is
“computerized and online ordering services,” and not THANKS, precluding genericness. Likewise for all
of the services set forth in Petitioner’s Registrations. The dictionary definitions for each confirm it. The
word THANKS is not even close to the common name precluding genericness. Numerous third party
federal service mark registrations for similar marks confirm this point, as noted in paragraph 10 of
Petitioner’s affirmative defenses below.

5. Registrant’s claim that the word THANKS is generic is based on a false premise - on a fiction
that does not exist. It falsely assumes that Petitioner’s Registrations cover “saying thanks.” To the
contrary, at no point do any of Petitioner’s Registrations or applications mention or otherwise cover
“thanks,” “saying thanks” or “expressing gratitude,” precluding a finding that THANKS is a generic term
as it relates to Petitioner’s Registrations. No such word or word equivalents are used in its identification
of services. The identification controls for purposes of determining genericness in a cancellation action.
This alone is sufficient to preclude genericness.

6. While “employee incentive,” “employee award” and “employee recognition” services can
have many possible purposes and objectives, including, by way of example, fulfilling a legal duty,
abiding by a contract, promoting future performance, encouraging quality, increasing self-esteem or
standing, providing financial support, a step to a promotion, or more, it need not have any connection
with “saying thanks.” That aspect may well be irrelevant or an unintended side effect at best. Thus in no

sense can THANKS be viewed “primarily” as the common name for such services. Instead, the common



name is “employee incentive,” “employee award,” and “employee recognition” services, precluding
genericness. Moreover, this is the only possible result where, as here, the identification of services makes
no mention of “saying thanks.”

7. A generic term, by definition, is only generic as applied to the specific class of goods and
services to which it refers, thus barring Registrant’s claim of genericness. Petitioner’s Registrations
include several different services and some goods, including such things as computerized online ordering
services, providing incentive compensation cards, promoting electronic gift cards of others, and more,
which extend far beyond, and are not the same as, “saying thanks” as claimed in the Counterclaim. Thus,
the THANKS mark and the THANKS stylized logo mark cannot be generic.

8. The test for genericness is applied, not to the public generally, but solely to the understanding
of “the relevant purchasing public.” TMEP §1209.01(c); 15 U.S.C. §1064(3). Here Petitioner’s services
as set forth in its registrations relate to “employees,” with the services offered to employers for the benefit
of their employees. Petitioner’s employer customers are sophisticated, often large companies, who know
well that the “common name” or generic term for Petitioner’s services is “employee incentive,”
“employee award” and “employee recognition” services, and not the word THANKS. Based on
Petitioner’s extensive use of the word for over 18 years, and its large promotional expenditures relating to
the mark, employers instead recognize the word THANKS as a distinctive service mark designation used
to identify the source of Petitioner’s services and goods. These points preclude genericness.

9. To be generic the word must be understood “primarily” as the common name for the good or
service, not simply as one possible interpretation. TMEP § 1209.01(c) & 1209.01(c)(i); 15 U.S.C.
§1064(3); McCarthy on Trademarks §12:6 (2020). In no sense is the word “thanks” viewed “primarily”
as the common name for “employee incentive,” “employee award” or “employee recognition” software,
websites and services offered to an employer for compensation purposes. The dictionary meanings are

entirely different, precluding genericness. One is based on an employer’s contractual legal duty to



compensate as per the understanding of the parties, while the other relates solely to warm feelings of
kindness involving expressions of gratitude. In many ways they are opposites.

10. Registrant’s Counterclaim falsely alleges that the words THANKS and THANK YOU are
generic and cannot be granted exclusive rights or federal registration status as applied to merchandise and
services. Numerous third party federal trademark and service mark registrations refute this claim. They
make clear that in no sense are the words THANKS or THANKS YOU generic or otherwise in the public
domain. There are hundreds of federal registrations for marks using the word THANK, THANKS or
THANK YOU, with and without other words, including many that use solely these words. Notably, not
one was held to be a generic, thus rejecting Registrant’s allegations. Examples of current approved
federal registrations follow: THANK YOU (Reg. No. 5914739 — pens), THANK YOU (Reg. No.
5112010 — pre-paid telephone calling cards), THANK YOU (Reg. No. 4387499 — design of advertising
material), THANKYOU. (Reg. No. 5263135 - charitable fundraising), THANKYOU. (Reg. No. 5552816
— foodstuffs and beverages), THANKYOU. (Reg. No. 5526677 — soaps), THANK YOU (Reg. No.
2877221, 0831933 and 0592509 — canned fruits and fillings), THANK YOU! THANK YOU! (Reg. No.
2348053 — restaurant services), and others. Moreover, based on information and belief, none were held to
be descriptive, let alone generic.

11. Registrant’s Counterclaim also falsely alleges that exclusive rights and federal registration
status cannot be granted for words used as “human greetings, responses and communications” in
connection with merchandise and services. Numerous third party federal registrations refute this claim.
There are hundreds of federal registrations for marks using the very “greeting” words referred to in
Registrant’s Counterclaim, namely the words HAPPY BIRTHDAY, HELLO, GOODBYE, WELCOME
and I LOVE YOU, as used with and without other words. This includes many that use solely these
words, with none held to be generic terms. Federal registrations for HAPPY BIRTHDAY with no other

words include Reg. No. 5417632 (bakery products), Reg. No. 2783736 (cupcakes),Reg. No. 5481271
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(alcoholic beverages), Reg. No. 5864988 (pet food), Reg. No. 2666131 (jewelry), Reg. No. 2247421
(leather goods), and others. Federal registrations for HELLO with no other words include Reg. No.
6775310 (deodorant, dental flosses, and discount programs), Reg. No. 5991885 (mouthwash), Reg.
N0.5961202 (milk frothers), Reg. No. 5932698 (telephone management), Reg. No. 563 8883 (automobile
cleaning), Reg. No. 4370022 (travel management), Reg. No. 4522035 (charitable fundraising), Reg. No.
5116818 (electronic publications), Reg. No. 4482076 (vibrators and adult products), Reg. No. 4578113
(chocolate), Reg. No. 3922016 (jams), and others. Federal registrations for GOODBYE with no other
words include Reg. No. 6261658 (skincare and hair care preparations), Reg. No. 4219891 (tampons and
more), and others. Federal registrations for WELCOME with no other words include Reg. No. 6713384
(website software for creating virtual events), Reg. No. 6083918 (store featuring plaques and clothing),
Reg. No. 6186750 (podcasts and entertainment), Reg. No. 5 185100 (software services to enable
communication), Reg., No. 5421076 (clothing), Reg. No. 4908719 (motel services), Reg. No. 5200191
(yoga mats), Reg. No. 3469674 (medical computer programs), and others. Federal registrations for I
LOVE YOU with no other words include Reg. No. 1551962 (massage devices), Reg. No. 6032176
(clothing), Reg. No. 6043083 (coffee), Reg. No. 50951 16 (drinking glasses), Reg. No. 4979951 (wine),
Reg. No. 0992418 (stuffed rag dolls), and more. Each of these rejects Registrant’s false allegation.

12. Registrant’s Counterclaim is barred because within the relevant purchasing group, namely
employers with employees, Petitioner’s THANKS mark is well recognized as a service mark referring to
Petitioner and its services. This is confirmed through 18 years of use for the mark, extensive use on the
internet and on multiple nationwide websites, in printed materials and solicitations, and ongoing use with
many corporations and businesses over many years. All such use points to Petitioner. Thus, the
THANKS mark and the THANKS logo mark are identifiers of source or origin, namely well recognized
service marks, which by definition precludes genericness.

13. Registrant’s own federal registration for the THANKS MATTERS mark provides compelling

11



evidence that the word THANKS as used in Petitioner’s mark is not generic. Registrant’s registration
covers precisely the same type of services as some of those offered by Petitioner, namely “a website
featuring technology” that enables employer “companies and organizations” to mahage “employee
incentive award programs and to promote employee productivity, performance, recognition and morale.”
Notably, though the mark contains the word THANKS like Petitioner’s mark, at no point did Registrant
add a disclaimer for the word THANKS as a generic term, or even as a descriptive term, for purposes of
its federal registration, which would have been required if it were a generic or descriptive term.
Registrant’s registration constitutes an admission on this point. Likewise, the United States Patent and
Trademark Office examiner concluded that the word THANKS in Registrant’s registrations is not
descriptive, let along generic, and thus no disclaimer was required. The absence of a disclaimer
constitutes an admission by Registrant that THANKS is not generic or descriptive, precluding
Registrant’s arguments otherwise.

14, Registrant’s registration, in describing the services, states that they function as an “incentive
award program,” and that they are “to promote employee productivity, performance, recognition and
morale,” in the same manner as Petitioner’s earlier registrations and use. Noticeably absent from
Registrant’s services identification is any reference to “thanks” or “saying thanks,” despite use of the
word THANKS in its mark. Registrant thus confirms and admits that use of the THANKS mark with
employee incentive, employee award and employee recognition services, is in no sense the same as
“saying thanks.” They are fundamentally different by dictionary definition and in practice. Registrant’s
own registration precludes Registrant’s genericness arguments.

15. Contrary to Registrant’s allegations, a finding that Petitioner’s THANKS mark is not generic
will in no sense result in “millions of online and brick-and-mortar businesses” becoming infringers, nor
will it in any way deprive the public from using the word “thanks.” To the contrary, the only infringer is

the Registrant, and the only limitations imposed will be on the Registrant. At no point does the
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identification of services in Petitioner’s Registrations make any mention of merely “saying thanks,”
precluding any possible genericness, thus allowing continued use by other third parties and the public in
this specific context. Petitioner is not seeking registration rights in connection with “saying thanks.” The
public is free to continue “saying thanks.” Moreover, use of “thanks” or “thank you” simply as part of a
sentence or paragraph in a descriptive sense, and not as a stand-alone dominant trademark identifying
source, is generally fair use and not precluded. Such use is not infringement and thus Registrant’s
allegations are incorrect. That type of use is fully distinguishable from Petitioner’s registration and use of
the mark with software and related services for employee incentive, employee award and employee
recognition services for employee contractual services to increase performance, productivity and quality
(which matches precisely with Registrant’s registration description). Likewise, contrary to the
Counterclaim, Petitioner’s Registrations do not in any sense impact “a wide range of common gifts and
goods,” as alleged by Registrant. Instead they cover only a very small handful of items, and solely in
three classes of goods, representing a tiny fraction of the universe of goods sold in commerce. The
foregoing points also confirm that in no sense will “millions of online and brick-and-mortar businesses”
become infringers if Petitioner’s Registrations continue. Petitioner’s Registrations date back 18 years
with no infringers of the type in question until recently. There is only one infringer on the federal registry
with a registration for a THANKS mark in Petitioner’s ficld of use with employee incentive, employee
award and employee recognition services, namely Registrant. No other similar registration covers the
field in question, making clear the reason for Registrant’s improper genericness Counterclaim. It is an
attempt to circumvent the law and allow Registrant to continue its infringing conduct with a highly
similar mark in precisely the same field of use as Petitioner.

16. Registrant’s Counterclaim is also barred because, contrary to Registrant’s allegations, the
THANKS mark is not descriptive as used with Petitioner’s goods and services. In order to be descriptive

a mark must describe the goods or services. The word “thanks” does not in any sense describe
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Petitioner’s trophies, jewelry, figurines or other goods set forth in its registrations, precluding
descriptiveness. Likewise the word “thanks” does not describe Petitioner’s software, website and other
“employee incentive, employee award, and employee recognition” services, precluding descriptiveness.
Petitioner’s Registrations state that its mark is used for “promoting job productivity and quality,”
“providing incentives,” “redeeming goods,” and other functions, with no mention of “saying thanks,”
precluding descriptiveness. Not one of the four or five examiners who reviewed Petitioner’s applications
found the THANKS mark to be descriptive, or otherwise required a disclaimer on descriptiveness
grounds. Numerous other analogous federal registrations confirm this point. Registrant’s own
registration for the THANKS MATTERS mark confirms it, with no disclaimer of the word THANKS as
descriptive, constituting an admission on the part of Registrant that Petitioner’s mark is not descriptive or
generic.

17. Registrant’s Counterclaim is barred because even if the THANKS mark were descriptive,
which is expressly denied, under federal law a trademark registration cannot be cancelled on grounds that
the mark is descriptive. The relevant statute was amended to preclude it. The Trademark Law Revision
Act of 1988 amended the statute to delete the provision allowing cancellation for marks that become “the
common descriptive name of an article or substance . . .” 15 U.S.C. §1064(3). Accordingly, the
allegations in the Counterclaim seeking cancellation of Petitioner’s Registrations on the grounds the mark
is “merely descriptive for the goods or services for which they are registered” are contrary to law. They
are rejected on the face of the statute. Descriptive terms are in no sense considered generic terms subject
to cancellation. If a term is descriptive it cannot be generic. Likewise, under federal law descriptive
marks are considered distinctive and fully registerable after five years of use, with Petitioner’s mark in
use for more than 18 years.

18. The federal statute, cases and commentators make clear that Petitioner’s federal trademark

and service mark registrations create a “strong presumption” that the word THANKS as used with the
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goods and services set forth in the registrations is not generic. 15 U.S.C 1115 (the registration “shall be
prima facie evidence of the validity of the registered mark and of the registration for the mark, of the
registrant’s ownership of the mark, and of the registrant’s exclusive rights to use the registered mark in
commertce on or in connection with the goods or services specified in the registration . . .”); McCarthy on
Trademarks §12:12 (2020) (“If the plaintiff has a federal registration, it constitutes a strong presumption
that the term is not generic . . . ). They also confirm that Registrant bears the burden of overcoming the
strong presumption. McCarthy on Trademarks §12:12 (2020). Registrant’s arguments and evidence fall
short for the reasons set forth above. They do not overcome the presumption, thus precluding genericness
and cancellation of Petitioner’s Registrations.

19. The cases and commentators also confirm that Registrant can prevail on the issue of
genericness only if there is “persuasive and clear evidence.” McCarthy on Trademarks §12:12 (2020) (“a

court should not find genericness without persuasive and clear evidence that the contested term has

become generic among a majority of the buyer group.”); see In re Hotels.com, L.P., 573 F. 3d 1300, 1302
91 U.S.P.Q. 2d 1532 (Fed Cir. 2009) (“’clear evidence’ is equivalent to ‘clear and convincing
evidence.”). The points noted above refute such a possibility, thus precluding genericness and
cancellation of Petitioner’s Registrations.

20. Registrant’s Counterclaim is barred because Registrant, based on information and belief,
lacks sufficient facts and proof with respect to a claim for or the elements for genericness, and thus cannot
properly assert the same.

WHEREFORE, having fully answered Registrant’s Counterclaim, Petitioner respectfully requests
that the Counterclaim be dismissed in its entirety and that Petitioner’s Registrations for the THANKS
mark, identified as Registration Nos. 2630107 and 3490706, and for the THANKS logo mark, identified
as Registration No. 6719526, be retained in all International Classes.

Please recognize Lester K. Essig and Arthur B. Berger, members of the Bar of the State of Utah,
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and the law firm of Ray Quinney & Nebeker P.C., whose mailing address is 36 South State Street, Suite

1400, Salt Lake City, Utah 84111, with telephone number (801) 532-1500, as attorneys for Petitioner in

the above-captioned cancellation proceeding. Please address all correspondence to them.

DATED this 3rd day of April, 2023.

Respectfully submitted,

O. C. TANNER COMPANY

It ooty

Lester K. Essig J

Arthur B. Berger

RAY QUINNEY & NEBEKER P.C.

36 South State Street, Suite 1400

Salt Lake City, Utah 84111
Telephone: (801) 532-1500

Attorneys for Petitioner

CERTIFICATE OF SERVICE

I hereby certify that on this 3rd day of April, 2023, a true and correct copy of the foregoing

ANSWER TO COUNTERCLAIM was sent by email to Kirk Dorius at Dorius IP Law, attorney for

Registrant, at the following address: kirk@DoriusIPLaw.com.

1634013

At Py
%
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