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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party has filed a petition to cancel the registration indicated below.

Petitioner information

Name Kabushiki Kaisha Shueisha a/t/a Shueisha Inc.
Entity Corporation Citizenship Japan
Address 2-5-10 HITOTSUBASHI

CHIYODA-KU

TOKYO, 101-8050

JAPAN

Attorney informa- | JASON D. JONES

tion FROSS ZELNICK LEHRMAN & ZISSU, P.C.

151 WEST 42ND STREET, 17TH FLOOR

NEW YORK, NY 10036

UNITED STATES

Primary email: jjones@fzlz.com

Secondary email(s): dnuzzaci@fzlz.com, ttabfiling@fzlz.com
212-813-5900

Docket no. SHUE 2208902

Registration subject to cancellation

Registration no. 5485136 | Registration date | 06/05/2018
Register Principal
Registrant Si hui bing

NO 363 SIZHAI VILLAGE
DONGBAIHU TOWN
ZHUJI ZHEJIANG, 311800
CHINA

Goods/services subject to cancellation

Class 025. First Use: Oct 1, 2017 First Use In Commerce: Oct 1, 2017

All goods and services in the class are subject to cancellation, namely: Camisoles; Gloves; Hats;
Headwear; Infantwear; Leotards; Men's suits, women's suits; One-piece garments for children; Rain
wear; Scarves; Shoes; Socks; Swim suits; Thermal underwear; Tracksuits; Underclothing; Wind suits;
Yoga pants; Costumes for use in role-playing games; Shawls and headscarves

Grounds for cancellation

Priority and likelihood of confusion Trademark Act Sections 14(1) and 2(d)

Mark never used in commerce Trademark Act Section 14(6)

No use of mark in commerce before application, Trademark Act Sections 14(1) and 1(a), (c), and
amendment to allege use, or statement of use (d)

was due



https://estta.uspto.gov

Fraud on the USPTO Trademark Act Section 14(3); In re Bose Corp.,

580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir.
2009)

Mark cited by petitioner as basis for cancellation

U.S. registration 4698861 Application date 06/19/2014

no.

Register Principal

Registration date | 03/10/2015 Foreign priority NONE
date

Word mark JOJO'S BIZARRE ADVENTURE

Design mark

JOJO'S BIZARRE ADVENTURE

Description of
mark

NONE

Goods/services

Class 009. First use: First Use: Oct 31, 1999 First Use In Commerce: Oct 31,
1999

Computer game programs; Computer game software; Downloadable computer
game programs; downloadable computer game programs featuring download-
able digital characters, costumes and related digital accessories for use in play-
ing video games; Downloadable computer game software via a global computer
network and wireless devices; Video game software

Class 041. First use: First Use: Aug 21, 2012 First Use In Commerce: Aug 21,
2012
Entertainment services, namely, providing a computer game for use network-

wide by network users via mobile phones and computers; providing computer
games via network between communications networks and computers

Attachments 86314294#TMSN.png( bytes )
F4740587.pdf(22446 bytes )

Signature /Jason D. Jones/

Name Jason D. Jones

Date

08/02/2022




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Registration No. 5,485,136
Mark: JOJO’S ADVENTURE

KABUSHIKI KAISHA SHUEISHA a/t/a
SHUEISHA INC.,
Petitioner, Cancellation No.
-against-
SI HUI BING,
Registrant.

PETITION FOR CANCELLATION

Petitioner Kabushiki Kaisha Shueisha a/t/a Shueisha Inc. (“Petitioner”) believes that it will
be damaged by the continued registration of U.S. Trademark Registration No. 5,485,136, issued
on June 5, 2018, to Registrant Si Hui Bing (“Registrant”) for the mark JOJO’S ADVENTURE in
International Class 25, and therefore petitions to cancel the same pursuant to Section 14 of the

Lanham Act, 15 U.S.C. § 1064. As grounds for this cancellation, Petitioner alleges as follows:

FACTS
L. Petitioner and Petitioner’s JOJO’S BIZARRE ADVENTURE Mark
1. Petitioner is a Japanese corporation located and doing business at 2-5-10

Hitotsubashi, Chiyoda-Ku, Tokyo, Japan 101-8050.

2. Petitioner is the owner of U.S. Trademark Reg. No. 4,698,861, issued March 10,
2015, for the mark JOJO’S BIZARRE ADVENTURE (“Petitioner’ Mark™) for “Computer game
programs; Computer game software; Downloadable computer game programs; downloadable

computer game programs featuring downloadable digital characters, costumes and related digital
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accessories for use in playing video games; Downloadable computer game software via a global
computer network and wireless devices; Video game software” in International Class 9 based on
first use of the mark for these goods in 1999 and for “Entertainment services, namely, providing a
computer game for use network-wide by network users via mobile phones and computers;
providing computer games via network between communications networks and computers” in
International Class 41 based on first use of the mark for these services in 2012.

3. The above registration is valid, subsisting, and in full force and effect. Moreover,
the registration has become incontestable pursuant to Section 15 of the Lanham Act, 15 U.S.C.
§ 1065, and thus constitutes conclusive evidence of the validity of the mark, of Petitioner’s
ownership of the mark, and of Petitioner’s exclusive right to use the mark in connection with the
goods and services identified in the registration. See 15 U.S.C. § 1115(b).

II. Registrant and its JOJO’S ADVENTURE Registration

4. Upon information and belief, and according to the records of the U.S. Patent and
Trademark Office (the “USPTO”), Registrant is an individual of Chinese citizenship residing in
China.

5. According to the records of the USPTO, on October 13, 201 7—Ilong after Petitioner
first used and obtained its registration for Petitioner’s Mark—Registrant filed U.S. Trademark
Application Serial No. 87/644,258 to register the mark JOJO’S ADVENTURE (“Registrant’s
Mark”) for use in connection with “Camisoles; Gloves; Hats; Headwear; Infantwear; Leotards;
Men's suits, women's suits; One-piece garments for children; Rain wear; Scarves; Shoes; Socks;
Swim suits; Thermal underwear; Tracksuits; Underclothing; Wind suits; Yoga pants; Costumes

for use in role-playing games; Shawls and headscarves” in International Class 25 based on a first
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use in commerce date of October 1, 2017, pursuant to Section 1(a) of the Lanham Act, 15 U.S.C.
§ 1051(a).

6. On June 5, 2018, the application for Registrant’s Mark matured to registration, and
the USPTO issued U.S. Trademark Registration No. 5,485,136 (the ‘“Registration”) for
Registrant’s Mark to Registrant.

7. At the time Registrant adopted and applied to register Registrant’s Mark, Registrant
was on constructive notice of Petitioner’s prior and exclusive rights in Petitioner’s Mark by virtue
of Petitioner’s federal trademark registration pursuant to Section 22 of the Lanham Act, 15 U.S.C.
§ 1072. Moreover, upon information and belief, at the time Registrant adopted and applied to
register Registrant’s Mark, Registrant had actual knowledge of Petitioner’s prior and superior
rights in Petitioner’s Mark.

8. Registrant is not connected to Petitioner in any way, and Registrant has not been
authorized by Petitioner to register or use Registrant’s Mark.

9. The continued registration of Registrant’s Mark is inconsistent with Petitioner’s
prior and superior rights in Petitioner’s Mark and will substantially damage Petitioner’s
investment and goodwill in Petitioner’s Mark. Petitioner is therefore entitled to bring this
statutory cause of action and has standing to assert the claims set forth herein.

FIRST GROUND FOR RELIEF:
PRIORITY AND LIKELTHOOD OF CONFUSION UNDER 15 U.S.C. § 1052(d)

10. Petitioner repeats the allegations contained in Paragraphs 1 through 9 above as if
fully set forth herein.

11.  The application filing date for the Registration and the first use in commerce date
alleged therein are subsequent to Petitioner’s first use in United States commerce of Petitioner’s

Mark and subsequent to Petitioner obtaining a federal trademark registration for Petitioner’s Mark.
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As such, Petitioner’s rights in Petitioner’s Mark are prior and superior to any rights Registrant may
claim in Registrant’s Mark. The continued registration of Registrant’s Mark is inconsistent with
Petitioner’s prior rights and statutory grant of exclusivity of use.

12. Registrant’s Mark is highly similar and/or virtually identical to Petitioner’s Mark
in sight, sound, and overall commercial impression.

13. The goods identified in the Registration are highly related to the goods and services
identified in the registration for Petitioner’s Mark and, upon information and belief, are or will be
sold to the same consumers and through the same channels of trade as the goods and services
identified in the registration for Petitioner’s Mark.

14. Based on Petitioner’s prior rights in Petitioner’s Mark, the similarity of the parties’
marks, the relatedness of the parties’ respective goods and services, and the overlapping consumers
and trade channels, consumers are likely to falsely believe that the goods offered by Registrant
under Registrant’s Mark originate from or are otherwise associated with Petitioner, or that there is
some relationship between Registrant and Petitioner or the goods of Registrant and the goods and
services of Petitioner, all to Petitioner’s injury and harm.

15. As a result of the foregoing, the continued registration of Registrant’s Mark in
connection with the goods set forth in the Registration is likely to cause confusion, to cause
mistake, or to deceive the public into the false belief that the goods offered by Registrant under
Registrant’s Mark come from or are otherwise sponsored by or connected with Petitioner, in
violation of Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d).

16. By reason of the foregoing, Petitioner is likely to be harmed by the continued

registration of Registrant’s Mark.
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SECOND GROUND FOR RELIEF:
VOID AB INITIO FOR NON-USE UNDER 15 U.S.C. § 1051(a)

17.  Petitioner repeats the allegations contained in Paragraphs 1 through 9 above as if
fully set forth herein.

18. Upon information and belief, the specimen submitted by Registrant in connection
with the application to register Registrant’s Mark is not a legitimate specimen showing use of
Registrant’s Mark and, in fact, Registrant’s Mark was not in use in commerce in connection with
the goods identified in the application to register Registrant’s Mark at the time such application
was filed under Section 1(a) of the Lanham Act, 15 U.S.C. § 1051(a).

19.  Upon information and belief, Registrant’s Mark is not presently being used in
commerce in connection with any of the goods identified in the Registration.

20. Because Registrant’s Mark was not in use in commerce in connection with the
goods identified in the Registration on or before the filing date of Registrant’s use-based
application, the Registration is void ab initio under Section 1(a) of the Lanham Act, 15 U.S.C. §
1051(a).

21. By reason of the foregoing, Petitioner is likely to be harmed by the continued
registration of Registrant’s Mark.

THIRD GROUND FOR RELIEF:
FRAUD BASED ON FALSE DECLARATION OF USE

22. Petitioner repeats the allegations contained in Paragraphs 1 through 9 above as if
fully set forth herein.

23. Contemporaneously with its filing of the application to register Registrant’s Mark,
Registrant submitted a Declaration that states, inter alia, “[t]he mark is in use in commerce on or

in connection with the goods/services in the application.”
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24, Based upon Petitioner’s investigation, the specimen submitted with the application
to register Registrant’s Mark is not a legitimate specimen showing use of Registrant’s Mark and,
in fact, Registrant’s Mark was not in use in commerce in connection with the goods identified in
the application to register Registrant’s Mark at the time such application was filed under Section
1(a) of the Lanham Act.

25. Because, upon information and belief and based on Petitioner’s investigation,
Registrant was not using Registrant’s Mark in commerce in connection with the goods identified
in its Section 1(a) application at the time Registrant filed the application, the Declaration submitted
in support of the application to register Registrant’s Mark was false.

26. Upon information and belief, Registrant knew at the time it filed its Section 1(a)
application that the specimen submitted in support thereof was not legitimate, that it was not using
Registrant’s Mark in commerce in connection with any of the goods identified in its application,
and that the Declaration submitted in support of the application was false.

217. Upon information and belief, Registrant intended to deceive the USPTO by falsely
asserting that it was using Registrant’s Mark in commerce in connection with the goods identified
in its use-based application to register Registrant’s Mark as of the filing date of the application.
Upon information and belief, Registrant’s false statements were made for the purpose of obtaining
a registration to which Registrant is not entitled.

28. The USPTO would not have approved the application for Registrant’s Mark for
registration but for the false statement that Registrant was using Registrant’s Mark in commerce
in connection with the goods identified in the application to register Registrant’s Mark as of the

filing date. Thus, the falsehood was a material misstatement of fact.
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29.  Asaresult of Registrant’s willful and materially false statement and fake specimen
submission made in connection with the application to register Registrant’s Mark, Registrant has
committed fraud against the USPTO, which invalidates the Registration.

30. By reason of the foregoing, Petitioner is likely to be harmed by the continued

registration of Registrant’s Mark.

FOURTH GROUND FOR RELIEF
NO USE AFTER THREE YEARS OF REGISTRATION 15 U.S.C. § 1064(6)

31. Petitioner repeats the allegations contained in paragraphs 1 through 9 above as if

fully set forth herein.

32. Registrant’s Mark was registered on June 5, 2018. Upon information and belief
and based on Petitioner’s investigation, Registrant has never used Registrant’s Mark in United

States commerce in connection with any of the goods identified in the Registration.

33. In light of the foregoing, the Registration should be cancelled pursuant to Section

14(6) of the Lanham Act, 15 U.S.C. § 1064(6).

WHEREFORE, Petitioner respectfully requests that this cancellation be sustained and that

the Registration for Registrant’s Mark be cancelled in its entirety.

Dated: New York, New York FROSS ZELNICK LEHRMAN & ZISSU, P.C.
August 2, 2022
By: /Jason D. Jones/
Jason D. Jones (jjones @fzlz.com)
Daniel M. Nuzzaci (dnuzzaci@fzlz.com)
151 West 42nd Street, 17th Floor
New York, New York 10036
Phone: (212) 813-5900

Attorneys for Petitioner
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