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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Registration No. 5625021
Filed: August 29, 2016
Issued: December 11, 2018
Mark: ENGAGE BY MOBILE INSIGHT
AGILYSYS NV, LLC
Petitioner,

V. Cancellation No. 92080005

INTEGRATED DIGITAL IP, LLC,

Registrant.

SECOND AMENDED PETITION FOR CANCELLATION

Petitioner Agilysys NV, LLC (“Agilysys”), a Delaware limited liability company having
an address of 1000 Windward Course Suite 250, Alpharetta, Georgia 30005, and pursuant 15
U.S.C. § 1064, believes it has been and will continue to be damaged by Registration No. 5,625,021
for the mark ENGAGE BY MOBILE INSIGHT, and hereby submits this Second Amended
Petition for Cancellation in accordance with 37 C.F.R. § 2.115 And Fed. R. Civ. P 15. As grounds
for cancellation, Agilysys alleges as follows:

The Registration

1. Registrant Integrated Digital IP, LLC is the applicant and owner of record of
Registration No. 5,625,021 for the mark ENGAGE BY MOBILE INSIGHT in connection with
the following goods and services:

Downloadable software in the nature of a mobile application for gathering relevant

business field information for submission to a dedicated web portal, including
monitoring employee field work compliance in the gathering of said relevant field



information in the field of field sales and operations management and customer
relationship management; Downloadable software in the nature of mobile
applications for use in the management of business activities, namely, field sales
force operations, customer relationship management, and employee GPS locating
and tracking in the field of field sales and operations management and customer
relationship management (International Class 009);

Business management services, namely, business administration of information
technology and management services for field sales force and customer relationship
management in the field of field sales and operations management and customer
relationship management (International Class 035);

Providing an online portal for remote internet access for the purposes of gathering,
reporting, and controlling data, namely, visit metadata, GPS location, form answers
and sales statistics, and allowing third-party management of sales forces and
customers in the field of field sales and operations management and customer
relationship management (International Class 038); and

Computer services, namely, application service provider, namely, hosting,
managing, developing, and maintaining nondownloadable software applications,
websites, databases, and mobile applications in the field of field sales and
operations management and customer relationship management; providing
temporary use of online non-downloadable software applications that allow users
to access, collect, view, report, and remotely manage sales operations in the field
of field sales and operations management and customer relationship management;
database design and development in the field of field sales and operations
management and customer relationship management; software as a service (SaaS)
services, namely, hosting software for use by others in the gathering, analyzing,
reporting, and management of business activities, namely, sales force activities and
operations in the field of field sales and operations management and customer
relationship management (International Class 042).

Agilysys’s Mark
2. Agilysys is the owner of Application No. 90/901,688' for the mark A
ENGAGE BY AGILYSYS & Design (“Applicant’s Application”), in connection with the
following goods and services:

Downloadable computer software in the field of hospitality management, namely,
customer relationship management (International Class 009); and

Tt its Order issued on November 30, 2022, the Board characterized Applicant’s Application as being “abandoned.”
This is not correct. Applicant’s Application is live and still pending.
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Providing temporary use of on-line non-downloadable software for property

management in the hospitality industry, namely, management of promotions,

reservations and bookings, and customer relationship management (International

Class 042).

3. Since at least as early as March 2020, Agilysys has used its A ENGAGE
BY AGILYSYS & Design mark in connection with the recited goods in International
Classes 009 and 042.

4. Agilysys also owns common law rights throughout the United States, by
virtue of its nationwide, continuous, and exclusive use of its A ENGAGE BY AGILYSYS
& Design mark.

5. On May 31, 2022, the United States Patent and Trademark Office
(“USPTO”) issued an Office Action against Agilysys’s application for A ENGAGE BY
AGILYSYS & Design mark, refusing registration under Section 2(d) of the Lanham Act,
15 U.S.C. § 1052(d) on the grounds of a potential likelihood of confusion with Registrant’s
Registration No. 5,625,021.

6. In the Office Action, the Examiner asserted that the common term
“ENGAGE” in Agilysys’s and Registrant’s respective marks “is more significant in
creating a commercial impression in the minds of consumers” than other elements and that
the respective “goods and services are related because they are both customer relationship
management software.” The Examiner concluded that consumers were therefore likely to
be “confused, mistaken, or deceived as to the commercial source” of Agilysys’s and
Registrant’s respective goods and/or services.”

7. Agilysys is being irreparably harmed and will continue to be damaged as a

result of the continued registration of Registrant’s Registration No. 5,625,021, by being

deprived of the benefits of federal registration for Agilysys’s A ENGAGE BY AGILYSYS



& Design mark. Upon the partial cancellation of Registrant’s Registration No. 5,625,021
in Classes 9 and 42, Agilysys’s application for A ENGAGE BY AGILYSYS & Design
mark will likely be approved for publication.

Registrant’s Abandonment of the Registration

8. On information and belief, Registrant does not currently offer any products
or services under the ENGAGE BY MOBILE INSIGHT mark. Registrant’s internet
website does not advertise or otherwise refer to any goods or services in connection with
the ENGAGE BY MOBILE INSIGHT mark, and a search of the website for the term
ENGAGE BY MOBILE INSIGHT, or just the word “engage” returns no results.

9. Registrant does not offer any app on the Google Play Store or Apple Store
under the name or mark ENGAGE BY MOBILE INSIGHT.

10. A search of the history of Registrant’s website <mobileinsight.com> shows
that the last recorded use of the term ENGAGE BY MOBILE INSIGHT occurred more
than three years ago, on February 18, 2019.

11. A comprehensive Google® online search only returns a single use of the
term ENGAGE BY MOBILE INSIGHT, in connection with a YouTube video from
December 29, 2016.

12. Based on information and belief, Registrant has intentionally abandoned the
ENGAGE BY MOBILE INSIGHT mark, has not used the mark in commerce for at least
three years, and has no good faith intent to resume the use of the mark.

COUNT 1: PARTIAL ABANDONMENT
(§ 14 of the Trademark Act, 15 U.S.C. § 1064(3))

13. Agilysys incorporates by reference the allegations contained in paragraphs



14.  Based on information and belief, Registrant is not currently using the term
ENGAGE BY INSIGHT MOBILE in commerce as a trademark.

15. Based on information and belief, Registrant has not used the ENGAGE BY
INSIGHT MOBILE mark in commerce for at least three years, and has abandoned the
ENGAGE BY INSIGHT MOBILE mark.

16. Based on information and belief, Registrant has discontinued use of
Registration No. 5,625,021 for the ENGAGE BY INSIGHT MOBILE mark in connection
with at least the claimed goods and services in International Classes 9 and 42, with no
intent to resume use.

17.  Upon, the Board’s restriction of Registrant’s Registration to only Classes
35 and 38, there will be no basis for a likelihood of confusion between Applicant’s Mark
and Registrant’s Registration.

18.  Accordingly, Agilysys respectfully requests that the Board find that Registrant’s
Registration No. 5,625,021 has been abandoned as to Classes 009 and 042, and that the Board limit

Registrant’s registration to only Classes 35 and 38, pursuant to 15 U.S.C. § 1068 and 15 U.S.C. §

1052(d).
COUNT 2: NONUSE
(§ 14 of the Trademark Act, 15 U.S.C. § 1064(6))
19. Agilysys incorporates by reference the allegations contained in paragraphs 1-18.
20. Based on information and belief, and after a review of State and Federal trademark

records, websites controlled by Registrant, and internet websites where Registrant’s relevant goods
and services would likely be advertised or offered for sale, it is apparent that Registrant does not
use—and has never used—the ENGAGE BY INSIGHT MOBILE mark with all of the goods and

services listed Classes 9 and 42 in U.S. Registration No. 5,625,021.



21. If the mark in Registration No. 5,625,021 is permitted to continue in Classes 9 and
42, Agilysys will be irreparably harmed because, among other reasons, Applicant will be unable
to use or register Agilysys’s A ENGAGE BY AGILYSYS & Design mark.
22. Because Registrant does not use, and has never used, the mark in U.S. Registration
No. 5,625,021 for the goods and services listed in Classes 9 and 42, U.S. Registration No.
5,625,021 should be cancelled with respect to Classes 9 and 42 pursuant to 15 U.S.C. §1064(6).
23. The Board’s cancellation of Classes 9 and 42 of U.S. Registration No. 5,625,021
will eliminate any likelihood of confusion between the mark in Applicant’s Application and U.S.
Registration No. 5,625,021.
24. Accordingly, because Petitioner Agilysys is being and will continue to be severely
and irreparably damaged by the continued registration of Registrant’s Registration No. 5,625,021,
and Agilysys prays, pursuant to 15 U.S.C. § 1068, that this Petition for Cancellation be sustained
in favor of Petitioner Agilysys and that Registration No. 5,625,021 be cancelled in total or, in the
alternative, be restricted only to Classes 35 and 38.
Respectfully submitted,
Dated: December 5, 2022 By: /Matthew R. Grothouse/
Matthew R. Grothouse (Atty. No. 6314834)
Ice Miller LLP
200 W. Madison Street Suite 3500

Chicago, Illinois 60606
matt.grothouse@icemiller.com

Attorneys for Petitioner Agilysys NV, LLC



CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing Second Amended Complaint
was served this 5th of December, 2022, via electronic mail upon the following:

RICHARD S ROSS
Florida Bar. No. 436630
525 NE 14 AVE
FT LAUDERDALE, FL
33301 Phone: 954-252-9110
Email: prodp@ix.netcom.com

Attorney for Registrant

/s/ Matthew. R. Grothouse
Matthew R. Grothouse




