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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation
Notice is hereby given that the following party has filed a petition to cancel the registration indicated below.

Petitioner information

Name Quintessential, LLC
Entity limited liability company Citizenship California
Address 1310 2D STREET

NAPA, CA 94559
UNITED STATES

Attorney informa- | BERNARD W. GERDELMAN

tion PAULE, CAMAZINE & BLUMENTHAL, P.C.
165 N. MERAMEC AVE.

110

ST. LOUIS, MO 63105

UNITED STATES

Primary email: bgerdelman@pcblawfirm.com
Secondary email(s): dslaby@pcblawfirm.com
3142443624

Docket no.

Registration subject to cancellation

Registration no. | 6714718 | Registration date | 04/26/2022
Register Supplemental
Registrant Vineyard Brands, LLC

20TH STREET NORTH, SUITE 100
BIRMINGHAM, AL 35203
UNITED STATES

Goods/services subject to cancellation

Class 035. First Use: Mar 1, 2021 First Use In Commerce: Mar 1, 2021

All goods and services in the class are subject to cancellation, namely: Administering a wine club by
means of selecting wines based on consumer expectations and arranging periodic shipment toclub
members

Grounds for cancellation

| Priority and likelihood of confusion | Trademark Act Sections 23(a) and 2(d)

Mark cited by petitioner as basis for cancellation

U.S. application 90835535 Application date 07/19/2021
no.



https://estta.uspto.gov

Register Principal

Registration date | NONE Foreign priority NONE
date

Word mark FAMILY WINERIES DIRECT

Design mark

Family Wineries Direct

Description of
mark

NONE

Goods/services Class 035. First use: First Use: Mar 2012 First Use In Commerce: Mar 2012
On-line retail store services featuringwine
Attachments 90835535#TMSN.png( bytes )
Petition for Cancellation.pdf (04151367xA1AA6).pdf(252313 bytes )
Signature /Bernard W. Gerdelman/
Name Bernard W. Gerdelman

Date

06/08/2022




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

QUINTESSENTIAL, LLC, In the matter of
a California limited liability company, Registration No. 6,714,718
Petitioner
V. For the mark: Family Vineyards Direct
VINEYARD BRANDS, LLC, Registered on the Principal Register
a California limited liability company, On April 26, 2022
Registrant

Cancellation No.

PETITION FOR CANCELLATION

Petitioner, Quintessential, LLC, a California limited liability company with a principal
place of business at 1310 Second Street, Napa, California 94559, believes that it is damaged by the
U.S. registration of 6,714,718, FAMILY VINEYARDS DIRECT, registered on April 26, 2022 by
Vineyards Brands, LLC, a California limited liability company (“Registrant”) with a principal
place of business at 20th Street North, Suite 100, Birmingham, Alabama 35203, and hereby

petitions to cancel such registration.

The grounds for cancellation are as follows:

1. Petitioner owns and has used the FAMILY WINERIES DIRECT mark in connection with
on-line retail store services featuring wine since at least as early as March, 2012.

2. Petitioner’s FAMILY WINERIES DIRECT mark is well known throughout the United
States by those engaged in the business of marketing and selling wines at retail online.

3. Petitioner has spent numerous hours and substantial financial resources since March, 2012
developing extensive goodwill throughout the United States with respect to its FAMILY

WINERIES DIRECT mark and services.

04151366.DOCX/1/9758-001



4, As a result of its efforts in promotional activities and advertising and its use of the mark
online, Petitioner has garnered a valuable reputation as the source for wines sold under the
FAMILY WINERIES DIRECT mark and, through the last ten years, has acquired
distinctiveness of the mark with wine marketers and wine consumers across the United
States.

5. The application to register the FAMILY VINEYARDS DIRECT trademark on the
Principal Register, was filed on September 24, 2020, amended to the Supplemental
Register on March 26, 2021 and issued on April 26, 2022. The registration identifies
Vineyard Brands, LLC, a California limited liability company, as Registrant thereunder
with an address of 20th Street North, Suite 100, Birmingham, Alabama 35203.

6. Registration No. 6,714,718 identifies first use in commerce as March 1, 2021 in connection
with “administering a wine club by means of selecting wines based on consumer
expectations and arranging periodic shipment to club members” in International Class 35.
In fact, Registrant provides online retail sale of wine under the FAMILY VINEYARDS
DIRECT mark through the website familyvineyardsdirect.com.

7. The Registrant’s services are substantially similar, if not identical, to the Petitioner’s
services and offered in the same geographic area, to the same consumers and through the
same trade channels.

8. Petitioner’s use of its mark in commerce predates that of the Registrant by nine years.

0. Upon information and belief, Registrant had knowledge of the FAMILY WINERIES
DIRECT trademark and Petitioner’s use of the mark in connection with its services prior to

filing the application for Registration No. 6,714,718.

04151366.DOCX/1/9758-001



10. Petitioner filed an Application (Serial No. 90/835535) to register, on the Principal Register,
the FAMILY WINERIES DIRECT mark for “On-line retail store services featuring wine,”
in International Class 35 on July 19, 2021.

11. Petitioner’s application asserted under Section 2(f) of the Trademark Act that the FAMILY
WINERIES DIRECT mark has acquired distinctiveness based on (a) five or more years of
use in interstate commerce, and (b) supporting evidence in the form of an Affidavit and
Exhibit thereto, copies of which are attached hereto as Exhibit A and incorporated into this
petition by reference.

12. On December 23, 2021, the examining attorney assigned to the Application to register
FAMILY WINERIES DIRECT (Serial No. 90/835535) issued a Notice of Suspension
suspending Petitioner’s application to register the FAMILY WINERIES DIRECT mark
until a final determination was made regarding the registration of the FAMILY
VINYARDS DIRECT mark, asserting that Petitioner’s mark so resembles the FAMILY
VINEYARDS DIRECT mark, for which the application was then pending, as to be likely
to cause confusion, to cause mistake, or to deceive as to the source of origin for Petitioner’s
services.

13. Registration No. 6,714,718 creates an erroneous impression that Registrant’s services
originate from, are affiliated with, are sponsored by, approved by, licensed or in some other
legitimate way are connected with the Petitioner.

14. The goodwill and reputation of Petitioner’s FAMILY WINERIES DIRECT mark and
services thereunder are harmed by Registrant’s use of the FAMILY VINEYARDS
DIRECT trademark with identical or substantially similar services by the same consumers

and advertised through the same trade channels.

04151366.DOCX/1/9758-001



15. Registration of 6,714,718, is contrary to 15 U.S.C. §1052(d) and violates or diminishes the

prior and superior rights of Petitioner in the FAMILY WINERIES DIRECT trademark.

WHEREFORE, Petitioner prays that the FAMILY VINEYARDS DIRECT mark,
Registration No. 6,714,718 be cancelled under the Lanham Act, 15 U.S.C. §1064 (3), and this
Petition to Cancel be decided in favor of Petitioner. Kindly direct all correspondence to the

Attorney for the Petitioner as seen below.

Respectfully submitted,

Bernawrd W. Gerdelmowv

Bernard W. Gerdelman Date submitted
Missouri Bar No. 26628 June 8, 2022
Phone: (314) 244-3624

Email: bgerdelman@pcblawfirm.com

David M. Slaby

Missouri Bar No. 48035

Phone: (314) 244-3650

Email: dslaby@pcblawfirm.com
Attorneys for Petitioner

Paule, Camazine & Blumenthal, P.C.
165 N. Meramec Ave., Suite 110

St. Louis, Missouri 63105

Phone: (314) 727-2266

04151366.DOCX/1/9758-001
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EXHIBIT A TO PETITION FOR CANCELLATION
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AFFIDAVIT IN SUPPORT
OF CLAIM OF ACQUIRED DISTINCTIVENESS
UNDER 15 U.S.C. §1052(D)

Affiant, Stephen D. Kreps, being first duly sworn upon his oath, does state that the following
facts are true to the best of his knowledge, information and belicf:

1. Affiant is the President and in charge of the general operations of Quintessential, LLC, a
California limited liability company who is the named applicant (“Applicant”) in the
application (the “Application™) to register the trademark FAMILY WINERIES DIRECT
(the “Mark™) submitted to the United States Patent and Trademark Office
contemporaneously herewith.

2. Applicant has been engaged in the business of the importation, distribution and sale of wine
within the United States since 2004,

3. Applicant is now, and has been since January, 2012 the registrant of the domain name
familywineriesdirect.com.

4. Applicant established a website at the URL familywineriesdirect.com (the “Website™) in
January, 2012, and has been selling wine through the Website at retail (the “Services™) in
interstate commerce continuously since March, 2012. The Mark is featured prominently
throughout the Website,

5. Since March 2012, the gross revenues from sale of wine under the Mark through the Website is
Two Hundred Fifty-Five Thousand, Five Hundred Seventy-Six and 74/100 Dollars
($255,576.74), generated by more than One Thousand Four Hundred (1,400) separate
orders to consumers residing in at least seven (7) different states.

6. In addition to using the Mark as the URL for the Website, Applicant also uses the Mark in
connection with the Services on email correspondence with customets and suppliers,
social media, order confirmations and invoices sent to customers, copies of which
have been submitted as specimens with the Application.

7. Applicant has advertised Applicant’s Services offered at the Website through social media,
including Facebook, Google and Instagram. Advertising expenditures to promote the
Services offered under the Mark at the Website total approximately Filieen Thousand
Dollars ($15,000.00) since January 2019,

8. Since January, 2019 the Website has recorded more than Thirty-nine Thousand (39,000) visits.

9. Various wineries whose goods are offered through the Website promote the Website through

the websites that are operated by the wineries. Wine commentators also
frequently mention the Website as a resource from which wines they review may be

purchased. Examples of this type of promotion are attached to this Affidavit as Exhibit
A.

10. The Mark has been in exclusive and continuous use by Applicant since at least as garly as
March, 2012 in connection with the Services as described above, and, as a result, the
Mark has become distinctive of applicant’s services as deseribed in the accompanying
Application.

Further Affiant sayeth not.

Sk cus

Stephen D. Kreps, PresidentefQuintessential, LLC




statEor Vi Ssoun )

COUNTY OF W&mﬂﬂ )

On this 29 day of Tune, 2021 before me personally appeared Stephen D. Kreps, to me known to be the
person described in and who executed the foregoing instrument and acknowledged that he executed the
same as his free act and deed.

WITNESS WHEREOF, I have hereunto set my hand and affixed my official seal in the County of

\ State of Califernie; the day and year first above written.
A S50 L

LISA STIERN
Notary Public, Notary Seal
State of Missouri
Warren C01UE‘»\;;051 1
mmission #
My Co%?mission Expires 10-02-2023

Notary Public: () /A -

Commission Expiration Date: )TV 22,2023

EXHIBIT A TO AFFIDAVIT OF STEPHEN D. KREPS
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