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Petition for Cancellation

Notice is hereby given that the following party has filed a petition to cancel the registration indicated below.

Petitioner information

Name Big Run Studios Inc.

Entity Corporation Citizenship Delaware

Address 1999 HARRISON ST.
18TH FLOOR PMB 21
OAKLAND, CA 94612
UNITED STATES

Attorney informa-
tion

CONNIE ELLERBACH
FENWICK & WEST LLP
801 CALIFORNIA STREET
MOUNTAIN VIEW, CA 94041
UNITED STATES
Primary email: trademarks@fenwick.com
Secondary email(s): cellerbach@fenwick.com, jmalashevich@fenwick.com
650-988-8500

Docket no. 36280-00070

Registration subject to cancellation

Registration no. 2815593 Registration date 02/17/2004

Register Principal

Registrant SMALL GAMES CO.
4200 THISTLEWOOD ROAD
HATBORO, PA 19040
UNITED STATES

Goods/services subject to cancellation

Class 028. First Use: Jul 24, 2003 First Use In Commerce: Jul 24, 2003
All goods and services in the class are subject to cancellation, namely: card game

Grounds for cancellation

Abandonment Trademark Act Section 14(3)

Attachments WORD STAR - Small Games Co - Petition to Cancel-US.pdf(67804 bytes )
WORD STAR - Small Games Co - Petition to Cancel-US - Exhibits.pdf(5081187
bytes )
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the matter of 
Trademark Registration No. 2815593 
Registration Date: February 17, 2004 
Mark: WORD STAR 
  
 ) 
BIG RUN STUDIOS INC.  ) 
 Petitioner,  ) 
  )    Cancellation No.      
          vs.  ) 
  ) 
SMALL GAMES CO.  ) 
 Registrant.  ) 
  ) 
 
 

 
PETITION FOR CANCELLATION 

Big Run Studios Inc., a Delaware corporation having a principal place of business 

at 1999 Harrison St., 18th Floor PMB 213, Oakland, California, United States, 94612 (hereinafter 

“Big Run” or “Petitioner”), believes it is and will continue to be harmed by U.S. Registration No. 

2815593 for the mark WORD STAR, owned by Small Games Co., a Pennsylvania corporation 

having an address at 4200 Thistlewood Road, Halboro, Pennsylvania, United States, 19040 

(“Registrant”), and therefore petitions for cancellation of the Registration.   

As grounds for cancellation, it is alleged that: 

1. The United States Patent and Trademark Office issued Registration No. 

2815593, on February 17, 2004, as a result of claims in Registrant’s intent to use-based Application 

No. 76/432,181, filed July 17, 2002, and Statement of Use, filed November 25, 2003, that 

Registrant was entitled to use the WORD STAR mark and was using the mark in connection with 

all of the goods and services stated in the Statement of Use at least as early as July 24, 2003, as 

the dates of first use and first use in commerce. The WORD STAR Registration was issued for use 
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of the WORD STAR mark in connection with a “card game” in Class 28. A true and correct copy 

of the WORD STAR registration is attached hereto as Exhibit A.  

2. Petitioner is in the business of developing and providing game software and 

related services in the United States.  

3. On August 3, 2021, Petitioner filed U.S. Application No.  90/862,330 to 

register the mark WORD STAR in connection with “Downloadable computer game software and 

downloadable mobile applications featuring games; downloadable electronic game software; 

downloadable video game software and downloadable mobile applications featuring video games; 

downloadable virtual goods, namely, computer programs featuring clothing, hair styles, fashion 

accessories, and avatar animation packages for use in electronic games” in class 9 and “Online 

gaming services, namely, providing online electronic games and conducting online electronic 

game tournaments; providing online non-downloadable game software and game applications; 

organization of electronic game competitions, contests, and challenges; providing a website 

featuring entertainment information related to electronic games and gaming; providing 

entertainment information in the fields of electronic games and gaming; information, advisory, 

and consulting services relating to online electronic games and gaming events” in class 41 

(“Petitioner’s Application”). A true and correct copy of Petitioner’s Application is attached hereto 

as Exhibit B.  

5. In an Office Action dated May 3, 2022, the Trademark Examiner refused 

registration of Petitioner’s Application on the ground that confusion was likely between 

Petitioner’s WORD STAR mark and Registrant’s WORD STAR mark. Accordingly, Petitioner is 

likely to be damaged by maintenance of Registration No. 2815593 because, unless the registration 

is cancelled, it may prevent Petitioner’s Application from maturing to registration. A true and 

correct copy of the May 3, 2022 Office Action is attached hereto as Exhibit C.   

6. On information and belief, a website affiliated with Registrant that purports 

to allow customers to purchase the goods identified in Registration No. 2815593, does not in fact 

show use of the mark in commerce because the “add to cart” mechanisms are non-functional. 
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Screenshots of the website, and the error page that loads when attempting to use the “add to cart” 

function, are attached hereto as Exhibits D and E. 

7. On information and belief, if Registrant was using the WORD STAR mark 

in U.S. commerce for the goods claimed in Registration No. 2815593, Registrant abandoned any 

and all rights in the WORD STAR mark and specifically in Registration No. 4989329, by ceasing 

active use of WORD STAR for the goods claimed in the registration for at least three consecutive 

years with intent not to resume use in commerce now or in the future.  

8. If Registration No. 2815593 is not cancelled, Registrant would continue to 

have at least a prima facie exclusive right to use a mark in connection with the services for which 

it has abandoned the mark. Such continued registration is and would continue to be a source of 

damage and injury to Petitioner and to the purchasing public.  

WHEREFORE, Petitioner prays that this Petition for Cancellation be sustained, 

that Registrant’s U.S. Registration No. 2815593 be cancelled pursuant to Lanham Act §14, 15 

U.S.C. §1064.   
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This Petition for Cancellation is being submitted along with our authorization to 

charge $600.00 to our Deposit Account No. 50-0261 for the filing fee.  Please charge any 

additional fees required to this same account.  

 

Please direct all notices, pleadings and correspondence relating to this matter to: 

 
Connie L. Ellerbach, Esq.  
FENWICK & WEST LLP 
Silicon Valley Center 
801 California Street 
Mountain View, California 94041  
Telephone:  (650) 988-8500 / Facsimile:  (650) 938-5200 
Email: cellerbach@fenwick.com;  

trademarks@fenwick.com; 
            jmalashevich@fenwick.com     

 

Respectfully submitted, 

 

 

Date:  June 3, 2022       /Jason K. Malashevich/                 
Connie L. Ellerbach, Esq. 
Jason K. Malashevich, Esq. 
Attorneys for Petitioner 
FENWICK & WEST LLP 
Silicon Valley Center 
801 California Street 
Mountain View, CA 94041 
650-988-8500 
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PTO- 1478

Approved for use through 08/31/2021. OMB 0651-0009

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number

Trademark/Service Mark Application, Principal Register

Serial Number: 90862330

Filing Date: 08/03/2021

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 90862330

MARK INFORMATION

*MARK WORD STAR

STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT WORD STAR

MARK STATEMENT
The mark consists of standard characters, without claim to any

particular font style, size, or color.

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK Big Run Studios Inc.

*MAILING ADDRESS 1999 Harrison St., 18th Floor PMB 213

*CITY Oakland

*STATE

(Required for U.S. applicants)
California

*COUNTRY/REGION/JURISDICTION/U.S. TERRITORY United States

*ZIP/POSTAL CODE

(Required for U.S. and certain international addresses)
94612

*EMAIL ADDRESS XXXX

LEGAL ENTITY INFORMATION

TYPE corporation

STATE/COUNTRY/REGION/JURISDICTION/U.S. TERRITORY OF

INCORPORATION
Delaware

GOODS AND/OR SERVICES AND BASIS INFORMATION

INTERNATIONAL CLASS 009 

*IDENTIFICATION

Downloadable computer game software and downloadable

mobile applications featuring games; downloadable electronic

game software; downloadable video game software and

downloadable mobile applications featuring video games;

downloadable virtual goods, namely, computer programs

featuring clothing, hair styles, fashion accessories, and avatar

animation packages for use in electronic games

FILING BASIS SECTION 1(b)

INTERNATIONAL CLASS 041 

../APP0002.JPG


*IDENTIFICATION

Online gaming services, namely, providing online electronic

games and conducting online electronic game tournaments;

providing online non-downloadable game software and game

applications; organization of electronic game competitions,

contests, and challenges; providing a website featuring

entertainment information related to electronic games and

gaming; providing entertainment information in the fields of

electronic games and gaming; information, advisory, and

consulting services relating to online electronic games and

gaming events

FILING BASIS SECTION 1(b)

ATTORNEY INFORMATION

NAME Connie L. Ellerbach

ATTORNEY DOCKET NUMBER 36280/70

ATTORNEY BAR MEMBERSHIP NUMBER XXX

YEAR OF ADMISSION XXXX

U.S. STATE/ COMMONWEALTH/ TERRITORY XX

FIRM NAME Fenwick & West LLP

STREET 801 California Street

CITY Mountain View

STATE California

COUNTRY/REGION/JURISDICTION/U.S. TERRITORY United States

ZIP/POSTAL CODE 94041

PHONE 650-988-8500

FAX 650 938-5200

EMAIL ADDRESS trademarks@fenwick.com

OTHER APPOINTED ATTORNEY Jason Malashevich and all other attorneys of Fenwick & West

CORRESPONDENCE INFORMATION

NAME Connie L. Ellerbach

PRIMARY EMAIL ADDRESS FOR CORRESPONDENCE trademarks@fenwick.com

SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES) NOT PROVIDED

FEE INFORMATION

APPLICATION FILING OPTION TEAS Standard

NUMBER OF CLASSES 2

APPLICATION FOR REGISTRATION PER CLASS 350

*TOTAL FEES DUE 700

*TOTAL FEES PAID 700

SIGNATURE INFORMATION

SIGNATURE /Andrew Bell/

SIGNATORY'S NAME Andrew Bell

SIGNATORY'S POSITION CEO



SIGNATORY'S PHONE NUMBER 415-269-7541

DATE SIGNED 08/03/2021

SIGNATURE METHOD Sent to third party for signature
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Approved for use through 08/31/2021. OMB 0651-0009

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number

 

Trademark/Service Mark Application, Principal Register

Serial Number: 90862330

Filing Date: 08/03/2021

To the Commissioner for Trademarks:

MARK: WORD STAR (Standard Characters, see mark)

The literal element of the mark consists of WORD STAR. The mark consists of standard characters, without claim to any particular font style,

size, or color.

The applicant, Big Run Studios Inc., a corporation of Delaware, having an address of

      1999 Harrison St., 18th Floor PMB 213

      Oakland, California 94612

      United States

      XXXX

requests registration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principal Register

established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended, for the following:

International Class 009:  Downloadable computer game software and downloadable mobile applications featuring games; downloadable

electronic game software; downloadable video game software and downloadable mobile applications featuring video games; downloadable

virtual goods, namely, computer programs featuring clothing, hair styles, fashion accessories, and avatar animation packages for use in electronic

games

Intent to Use: The applicant has a bona fide intention, and is entitled, to use the mark in commerce on or in connection with the identified

goods/services.

International Class 041:  Online gaming services, namely, providing online electronic games and conducting online electronic game tournaments;

providing online non-downloadable game software and game applications; organization of electronic game competitions, contests, and

challenges; providing a website featuring entertainment information related to electronic games and gaming; providing entertainment information

in the fields of electronic games and gaming; information, advisory, and consulting services relating to online electronic games and gaming

events

Intent to Use: The applicant has a bona fide intention, and is entitled, to use the mark in commerce on or in connection with the identified

goods/services.

The owner's/holder's proposed attorney information: Connie L. Ellerbach. Other appointed attorneys are Jason Malashevich and all other

attorneys of Fenwick & West. Connie L. Ellerbach of Fenwick & West LLP, is a member of the XX bar, admitted to the bar in XXXX, bar

membership no. XXX, and the attorney(s) is located at

      801 California Street

      Mountain View, California 94041

      United States

      650-988-8500(phone)

      650 938-5200(fax)

      trademarks@fenwick.com

The docket/reference number is 36280/70.

Connie L. Ellerbach submitted the following statement: The attorney of record is an active member in good standing of the bar of the highest

court of a U.S. state, the District of Columbia, or any U.S. Commonwealth or territory.

The applicant's current Correspondence Information:

      Connie L. Ellerbach

       PRIMARY EMAIL FOR CORRESPONDENCE: trademarks@fenwick.com       SECONDARY EMAIL ADDRESS(ES) (COURTESY

COPIES): NOT PROVIDED

Requirement for Email and Electronic Filing: I understand that a valid email address must be maintained by the applicant owner/holder and

the applicant owner's/holder's attorney, if appointed, and that all official trademark correspondence must be submitted via the Trademark

../APP0002.JPG


Electronic Application System (TEAS).

A fee payment in the amount of $700 has been submitted with the application, representing payment for 2 class(es).

Declaration

Basis:

If the applicant is filing the application based on use in commerce under 15 U.S.C. § 1051(a):

The signatory believes that the applicant is the owner of the trademark/service mark sought to be registered;

The mark is in use in commerce and was in use in commerce as of the filing date of the application on or in connection with the

goods/services in the application;

The specimen(s) shows the mark as used on or in connection with the goods/services in the application and was used on or in

connection with the goods/services in the application as of the application filing date; and

To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

And/Or

If the applicant is filing the application based on an intent to use the mark in commerce under 15 U.S.C. § 1051(b), § 1126(d),

and/or § 1126(e):

The signatory believes that the applicant is entitled to use the mark in commerce;

The applicant has a bona fide intention to use the mark in commerce and had a bona fide intention to use the mark in commerce as

of the application filing date on or in connection with the goods/services in the application; and

To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

To the best of the signatory's knowledge and belief, no other persons, except, if applicable, concurrent users, have the right to use the

mark in commerce, either in the identical form or in such near resemblance as to be likely, when used on or in connection with the

goods/services of such other persons, to cause confusion or mistake, or to deceive.

To the best of the signatory's knowledge, information, and belief, formed after an inquiry reasonable under the circumstances, the

allegations and other factual contentions made above have evidentiary support.

The signatory being warned that willful false statements and the like are punishable by fine or imprisonment, or both, under 18 U.S.C. §

1001, and that such willful false statements and the like may jeopardize the validity of the application or submission or any registration

resulting therefrom, declares that all statements made of his/her own knowledge are true and all statements made on information and

belief are believed to be true.

Declaration Signature

Signature: /Andrew Bell/   Date: 08/03/2021

Signatory's Name: Andrew Bell

Signatory's Position: CEO

Signatory's Phone Number: 415-269-7541

Signature method: Sent to third party for signature

Payment Sale Number: 90862330

Payment Accounting Date: 08/03/2021

Serial Number: 90862330

Internet Transmission Date: Tue Aug 03 10:33:21 ET 2021

TEAS Stamp: USPTO/BAS-XXX.XXX.XXX.XX-202108031033218

11576-90862330-781aa65129977edefb167ea96

4ecdd8bc81ca67a296b257931120a55467351b61

-DA-33212838-20210802193107641154
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To: Connie L. Ellerbach(trademarks@fenwick.com)

Subject: U.S. Trademark Application Serial No. 90862330 - WORD STAR - 36280/70

Sent: May 03, 2022 03:33:29 PM EDT

Sent As: tmng.notices@uspto.gov

Attachments

76432181
screencapture-en-wikipedia-org-wiki-Word_game-16516058185701
screencapture-www-yugioh-card-com-en-16516060054891
screencapture-play-google-com-store-apps-details-16516060210221
screencapture-www-yugioh-card-com-en-events-16516060318491
screencapture-www-pokemon-com-us-pokemon-tcg-16516060872371
screencapture-play-google-com-store-apps-details-16516061002581
screencapture-www-pokemon-com-us-play-pokemon-16516061105621
screencapture-magic-wizards-com-en-products-challenger-decks-16516061829201
screencapture-play-google-com-store-apps-details-16516062088141
screencapture-www-magic-gg-16516062203881
screencapture-www-ahdictionary-com-word-search-html-16516057967971

United States Patent and Trademark Office (USPTO) 

Office Action (Official Letter) About Applicant’s Trademark Application

 

U.S. Application Serial No. 90862330

Mark:  WORD STAR

Correspondence Address:  
CONNIE L. ELLERBACH 
FENWICK & WEST LLP 
801 CALIFORNIA STREET 
MOUNTAIN VIEW CA 94041 UNITED STATES

Applicant:  Big Run Studios Inc.

Reference/Docket No. 36280/70

Correspondence Email Address:  trademarks@fenwick.com

 
 

NONFINAL OFFICE ACTION

 

mailto:trademarks@fenwick.com
mailto:tmng.notices@uspto.gov
https://exm-tmng.uspto.gov/cms/rest/case/90862330/evidence/XCE202205031516468160400354.pdf?accessLevel=internal
https://exm-tmng.uspto.gov/cms/rest/case/90862330/evidence/WCEscreencapture-en-wikipedia-org-wiki-Word_game-16516058185701.jpg?accessLevel=internal
https://exm-tmng.uspto.gov/cms/rest/case/90862330/evidence/WCEscreencapture-www-yugioh-card-com-en-16516060054891.jpg?accessLevel=internal
https://exm-tmng.uspto.gov/cms/rest/case/90862330/evidence/WCEscreencapture-play-google-com-store-apps-details-16516060210221.jpg?accessLevel=internal
https://exm-tmng.uspto.gov/cms/rest/case/90862330/evidence/WCEscreencapture-www-yugioh-card-com-en-events-16516060318491.jpg?accessLevel=internal
https://exm-tmng.uspto.gov/cms/rest/case/90862330/evidence/WCEscreencapture-www-pokemon-com-us-pokemon-tcg-16516060872371.jpg?accessLevel=internal
https://exm-tmng.uspto.gov/cms/rest/case/90862330/evidence/WCEscreencapture-play-google-com-store-apps-details-16516061002581.jpg?accessLevel=internal
https://exm-tmng.uspto.gov/cms/rest/case/90862330/evidence/WCEscreencapture-www-pokemon-com-us-play-pokemon-16516061105621.jpg?accessLevel=internal
https://exm-tmng.uspto.gov/cms/rest/case/90862330/evidence/WCEscreencapture-magic-wizards-com-en-products-challenger-decks-16516061829201.jpg?accessLevel=internal
https://exm-tmng.uspto.gov/cms/rest/case/90862330/evidence/WCEscreencapture-play-google-com-store-apps-details-16516062088141.jpg?accessLevel=internal
https://exm-tmng.uspto.gov/cms/rest/case/90862330/evidence/WCEscreencapture-www-magic-gg-16516062203881.jpg?accessLevel=internal
https://exm-tmng.uspto.gov/cms/rest/case/90862330/evidence/WCEscreencapture-www-ahdictionary-com-word-search-html-16516057967971.jpg?accessLevel=internal


The USPTO must receive applicant’s response to this letter within six months of the issue date 

below or the application will be abandoned.  Respond using the Trademark Electronic Application 
System (TEAS).  A link to the appropriate TEAS response form appears at the end of this Office 
action.  

Issue date:  May 03, 2022

The referenced application has been reviewed by the assigned trademark examining attorney. Applicant 
must respond timely and completely to the issue(s) below. 15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 
2.65(a); TMEP §§711, 718.03.
 
Summary of Issues:

Section 2(d) Refusal - Likelihood of Confusion•
Amended Identification of Goods and Services Required•
Disclaimer Required •

 
Section 2(d) Refusal – Likelihood of Confusion

 
Registration of the applied-for mark is refused because of a likelihood of confusion with the mark(s) in 
U.S. Registration No(s). 2815593. Trademark Act Section 2(d), 15 U.S.C. §1052(d); see TMEP 
§§1207.01 et seq. See the attached registration(s).
 
Trademark Act Section 2(d) bars registration of an applied-for mark that is so similar to a registered 
mark that it is likely consumers would be confused, mistaken, or deceived as to the commercial source 
of the goods and/or services of the parties. See 15 U.S.C. §1052(d). Likelihood of confusion is 
determined on a case-by-case basis by applying the factors set forth in In re E. I. du Pont de Nemours 

& Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973) (called the “du Pont factors”). In re 

i.am.symbolic, llc, 866 F.3d 1315, 1322, 123 USPQ2d 1744, 1747 (Fed. Cir. 2017). Any evidence of 
record related to those factors need be considered; however, “not all of the DuPont factors are relevant 
or of similar weight in every case.” In re Guild Mortg. Co., 912 F.3d 1376, 1379, 129 USPQ2d 1160, 
1162 (Fed. Cir. 2019) (quoting In re Dixie Rests., Inc., 105 F.3d 1405, 1406, 41 USPQ2d 1531, 1533 
(Fed. Cir. 1997)).
 
Although not all du Pont factors may be relevant, there are generally two key considerations in any 
likelihood of confusion analysis: (1) the similarities between the compared marks and (2) the 
relatedness of the compared goods and/or services. See In re i.am.symbolic, llc, 866 F.3d at 1322, 123 
USPQ2d at 1747 (quoting Herbko Int’l, Inc. v. Kappa Books, Inc., 308 F.3d 1156, 1164-65, 64 
USPQ2d 1375, 1380 (Fed. Cir. 2002)); Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 
1098, 1103, 192 USPQ 24, 29 (C.C.P.A. 1976) (“The fundamental inquiry mandated by [Section] 2(d) 
goes to the cumulative effect of differences in the essential characteristics of the goods [or services] and 
differences in the marks.”); TMEP §1207.01.
 
Applicant's mark is WORD STAR (standard characters) for “Downloadable computer game software 
and downloadable mobile applications featuring games; downloadable electronic game software; 
downloadable video game software and downloadable mobile applications featuring video games; 
downloadable virtual goods, namely, computer programs featuring clothing, hair styles, fashion 
accessories, and avatar animation packages for use in electronic games” in International Class 009 and 
“Online gaming services, namely, providing online electronic games and conducting online electronic 
game tournaments; providing online non-downloadable game software and game applications; 

https://www.uspto.gov/trademarks-application-process/abandoned-applications
https://www.uspto.gov/trademarks-application-process/abandoned-applications


organization of electronic game competitions, contests, and challenges; providing a website featuring 
entertainment information related to electronic games and gaming; providing entertainment information 
in the fields of electronic games and gaming; information, advisory, and consulting services relating to 
online electronic games and gaming events” in International Class 041.
 
Registrant's mark is WORD STAR (standard characters) for “card game” in International Class 028.
 
Comparison of the Marks
 
Marks are compared in their entireties for similarities in appearance, sound, connotation, and 
commercial impression. Stone Lion Capital Partners, LP v. Lion Capital LLP, 746 F.3d 1317, 1321, 
110 USPQ2d 1157, 1160 (Fed. Cir. 2014) (quoting Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin 

Maison Fondee En 1772, 396 F.3d 1369, 1371, 73 USPQ2d 1689, 1691 (Fed. Cir. 2005)); TMEP 
§1207.01(b)-(b)(v). “Similarity in any one of these elements may be sufficient to find the marks 
confusingly similar.” In re Inn at St. John’s, LLC, 126 USPQ2d 1742, 1746 (TTAB 2018) (citing In re 

Davia, 110 USPQ2d 1810, 1812 (TTAB 2014)), aff’d per curiam, 777 F. App’x 516, 2019 BL 343921 
(Fed. Cir. 2019); TMEP §1207.01(b).
 
In a likelihood of confusion determination, the marks in their entireties are compared for similarities in 
appearance, sound, connotation, and commercial impression. In re i.am.symbolic, llc, 866 F.3d 1315, 
1323, 123 USPQ2d 1744, 1748 (Fed. Cir. 2017); Stone Lion Capital Partners, LP v. Lion Capital LLP, 
746 F.3d 1317, 1321, 110 USPQ2d 1157, 1160 (Fed. Cir. 2014) (quoting Palm Bay Imps., Inc. v. Veuve 

Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d 1369, 1371, 73 USPQ2d 1689, 1691 (Fed. Cir. 
2005)); In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 
1973); TMEP §1207.01(b)-(b)(v).
 
In the present case, applicant’s mark is WORD STAR and registrant’s mark is WORD STAR. These 
marks are identical in appearance, sound, and meaning, “and have the potential to be used . . . in 
exactly the same manner.” In re i.am.symbolic, llc, 116 USPQ2d 1406, 1411 (TTAB 2015), aff’d, 866 
F.3d 1315, 123 USPQ2d 1744 (Fed. Cir. 2017). Additionally, because they are identical, these marks 
are likely to engender the same connotation and overall commercial impression when considered in 
connection with applicant’s and registrant’s respective goods and/or services. Id.

 
Therefore, the marks are confusingly similar. 
 
Comparison of the Goods and Services
 
The goods and/or services are compared to determine whether they are similar, commercially related, 
or travel in the same trade channels. See Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 
1369-71, 101 USPQ2d 1713, 1722-23 (Fed. Cir. 2012); Herbko Int’l, Inc. v. Kappa Books, Inc., 308 
F.3d 1156, 1165, 64 USPQ2d 1375, 1381 (Fed. Cir. 2002); TMEP §§1207.01, 1207.01(a)(vi).
 
The compared goods and/or services need not be identical or even competitive to find a likelihood of 
confusion. See On-line Careline Inc. v. Am. Online Inc., 229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 
(Fed. Cir. 2000); Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir. 2000); 
TMEP §1207.01(a)(i). They need only be “related in some manner and/or if the circumstances 
surrounding their marketing are such that they could give rise to the mistaken belief that [the goods 
and/or services] emanate from the same source.” Coach Servs., Inc. v. Triumph Learning LLC, 668 
F.3d 1356, 1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting 7-Eleven Inc. v. Wechsler, 83 



USPQ2d 1715, 1724 (TTAB 2007)); TMEP §1207.01(a)(i).
 
The goods and services of the parties are related because they are commonly provided by the same 
entities.  The attached evidence shows applicant’s and registrant’s goods and services being provided 
under the same marks, namely, Yu-Gi-Oh, Pokemon, and Magic, indicating these goods and 
services frequently emanate from a common source.
 
The overriding concern is not only to prevent buyer confusion as to the source of the goods and/or 
services, but to protect the registrant from adverse commercial impact due to use of a similar mark by a 
newcomer. See In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir. 1993). 
Therefore, any doubt regarding a likelihood of confusion determination is resolved in favor of the 
registrant. TMEP §1207.01(d)(i); see Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 
1265, 62 USPQ2d 1001, 1003 (Fed. Cir. 2002); In re Hyper Shoppes (Ohio), Inc., 837 F.2d 463, 464-
65, 6 USPQ2d 1025, 1026 (Fed. Cir. 1988).
 
Thus, upon encountering the marks on their respective goods and services, consumers are likely to be 
confused and mistakenly believe the goods and services emanate from a common source.
 
Although applicant’s mark has been refused registration, applicant may respond to the refusal(s) by 
submitting evidence and arguments in support of registration. If applicant responds to the refusal(s), 
applicant must also respond to the requirement(s) below. 
 
Amended Identification of Goods and Services Required

 
The wording “organization of electronic game ... challenges; information, advisory, and consulting 
services relating to gaming events” in the identification of services is indefinite and must be clarified 
because the nature of the services is unclear. See 37 C.F.R. §2.32(a)(6); TMEP §1402.01. 
 
Applicant must clarify the wording “information, advisory, and consulting services relating to online 
electronic games ” in the identification of goods and/or services in International Class(es) 041 because 
it is indefinite and too broad. See 37 C.F.R. §2.32(a)(6); TMEP §§1402.01, 1402.03. This wording is 
indefinite because it does not make clear what the subject matter of the services is. Further, this 
wording could identify goods and/or services in more than one international class, as provided below. 
 
Applicant may adopt the following identification, if accurate (bold indicates modified language):
 
International Class 009: No changes required;

 
International Class 041: Online gaming services, namely, providing online electronic games and 
conducting online electronic game tournaments; providing online non-downloadable game software 
and game applications; organization of electronic game competitions, contests, and challenges being 

competitions; providing a website featuring entertainment information related to electronic games and 
gaming; providing entertainment information in the fields of electronic games and gaming; 
information, advisory, and consulting services relating to providing online electronic games and 
conducting gaming events;
 
International Class 042: Information, advisory, and consulting services relating to the design 

of online electronic games; 
 



Applicant may amend the identification to clarify or limit the goods and/or services, but not to broaden 
or expand the goods and/or services beyond those in the original application or as acceptably amended. 
See 37 C.F.R. §2.71(a); TMEP §1402.06. Generally, any deleted goods and/or services may not later be 
reinserted. See TMEP §1402.07(e).
 
For assistance with identifying and classifying goods and services in trademark applications, please see 
the USPTO’s online searchable U.S. Acceptable Identification of Goods and Services Manual. See 
TMEP §1402.04.
 
Multi-Class Advisory 
 
The application identifies goods and/or services in more than one international class; therefore, 
applicant must satisfy all the requirements below for each international class based on Trademark Act 
Section 1(b):
 

(1)        List the goods and/or services by their international class number in 
consecutive numerical order, starting with the lowest numbered class.

 
(2)        Submit a filing fee for each international class not covered by the fee(s) 

already paid (view the USPTO’s current fee schedule). The application identifies goods 
and/or services that are classified in at least 3 classes; however, applicant submitted a 
fee(s) sufficient for only 2 class(es). Applicant must either submit the filing fees for the 
classes not covered by the submitted fees or restrict the application to the number of 
classes covered by the fees already paid.

 
See 37 C.F.R. §2.86(a); TMEP §§1403.01, 1403.02(c).
 
For an overview of the requirements for a Section 1(b) multiple-class application and how to satisfy the 
requirements online using the Trademark Electronic Application System (TEAS) form, see the 
Multiple-class Application webpage.
 
Disclaimer Required

 
Applicant must disclaim the wording “WORD” because it is merely descriptive of an ingredient, 
quality, characteristic, function, feature, purpose, or use of applicant’s goods and/or services. See 15 
U.S.C. §1052(e)(1); DuoProSS Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d 1247, 1251, 103 
USPQ2d 1753, 1755 (Fed. Cir. 2012); TMEP §§1213, 1213.03(a).
 
The attached evidence from The American Heritage Dictionary shows this wording means "a sound or 
combination of sounds, or its representation in writing or printing, that symbolizes and communicates a 
meaning..." and the attached evidence from Wikipedia shows that WORD games are a category of 
games that "test ability with language or [] explore its properties."  Thus, the wording merely describes 
that applicant’s game software are such games and that its game services concern such games.
 
Applicant may respond to this issue by submitting a disclaimer in the following format:
 

No claim is made to the exclusive right to use “WORD” apart from the mark as shown.

 
For an overview of disclaimers and instructions on how to provide one using the Trademark Electronic 

https://tmidm.uspto.gov/id-master-list-public.html
https://tmidm.uspto.gov/id-master-list-public.html
https://tmidm.uspto.gov/id-master-list-public.html
https://tmidm.uspto.gov/id-master-list-public.html
https://www.uspto.gov/trademark/laws-regulations/how-satisfy-requirements-multiple-class-application-or-multiple-class#list
https://www.uspto.gov/trademark/laws-regulations/how-satisfy-requirements-multiple-class-application-or-multiple-class#fees
https://www.uspto.gov/trademark/trademark-fee-information
https://www.uspto.gov/trademark/laws-regulations/how-satisfy-requirements-multiple-class-application-or-multiple-class


Application System (TEAS), see the Disclaimer webpage.
 
Response Guidelines

 
If applicant has questions regarding this Office action, applicant may call or email the assigned 
trademark examining attorney.  Although the trademark examining attorney cannot provide legal 
advice or statements about applicant’s rights, the trademark examining attorney can provide applicant 
with additional explanation about the refusal(s) and/or requirement(s) in this Office action.  See TMEP 
§§705.02, 709.06.  Although the USPTO does not accept emails as responses to Office actions, emails 
can be used for informal communications and will be included in the application record.  See 37 C.F.R. 
§§2.62(c), 2.191; TMEP §§304.01-.02, 709.04-.05.
 
How to respond.  Click to file a response to this nonfinal Office action.

 

/John Sullivan/ 
John Sullivan 
Trademark Examining Attorney 
Law Office 114 
(571) 272-9519 
john.sullivan@uspto.gov

 

RESPONSE GUIDANCE

Missing the response deadline to this letter will cause the application to abandon.  The 
response must be received by the USPTO before midnight Eastern Time of the last day of the 
response period.  TEAS maintenance or unforeseen circumstances could affect an applicant’s 
ability to timely respond.

•

Responses signed by an unauthorized party are not accepted and can cause the application to 

abandon.  If applicant does not have an attorney, the response must be signed by the individual 
applicant, all joint applicants, or someone with legal authority to bind a juristic applicant.  If 
applicant has an attorney, the response must be signed by the attorney.

•

If needed, find contact information for the supervisor of the office or unit listed in the 
signature block.

•

https://www.uspto.gov/trademark/laws-regulations/how-satisfy-disclaimer-requirement
https://teas.uspto.gov/office/roa/
https://www.uspto.gov/trademarks-application-process/abandoned-applications
https://www.uspto.gov/trademarks-application-process/abandoned-applications
https://www.uspto.gov/trademarks-application-process/filing-online/filing-documents-during-outage
https://www.uspto.gov/trademarks-maintaining-trademark-registration/responding-office-actions
https://www.uspto.gov/trademarks-application-process/abandoned-applications
https://rdms-tmep-vip.uspto.gov/RDMS/detail/manual/TMEP/current/TMEP-600d1e2068.html
https://www.uspto.gov/trademark/contact-trademarks/other-trademark-contact-information
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United States Patent and Trademark Office (USPTO)

USPTO OFFICIAL NOTICE

Office Action (Official Letter) has issued  
on May 03, 2022 for  

U.S. Trademark Application Serial No.  90862330

A USPTO examining attorney has reviewed your trademark application and issued an Office 
action.  You must respond to this Office action in order to avoid your application 
abandoning.  Follow the steps below.

(1)  Read the Office action. This email is NOT the Office action.

(2)  Respond to the Office action by the deadline using the Trademark Electronic Application 
System (TEAS). Your response must be received by the USPTO on or before 11:59 p.m. 
Eastern Time of the last day of the response period. Otherwise, your application will be 
abandoned. See the Office action itself regarding how to respond.

(3)  Direct general questions about using USPTO electronic forms, the USPTO website, the 
application process, the status of your application, and whether there are outstanding deadlines 
to the Trademark Assistance Center (TAC).

After reading the Office action, address any question(s) regarding the specific content to the 
USPTO examining attorney identified in the Office action.

GENERAL GUIDANCE

Check the status of your application periodically in the Trademark Status & 
Document Retrieval (TSDR) database to avoid missing critical deadlines.

•

Update your correspondence email address to ensure you receive important USPTO 
notices about your application.

•

Beware of trademark-related scams. Protect yourself from people and companies that 
may try to take financial advantage of you. Private companies may call you and pretend 
to be the USPTO or may send you communications that resemble official USPTO 
documents to trick you. We will never request your credit card number or social security 
number over the phone. And all official USPTO correspondence will only be emailed 
from the domain “@uspto.gov.” Verify the correspondence originated from us by using 
your Serial Number in our database, TSDR, to confirm that it appears under the 
“Documents” tab, or contact the Trademark Assistance Center. 

•

http://tsdr.uspto.gov/documentviewer?caseId=sn90862330&docId=NFIN20220503
https://www.uspto.gov/trademarks/apply/abandoned-applications
https://www.uspto.gov/trademark
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center
https://www.uspto.gov/trademarks-application-process/check-status-view-documents
http://tsdr.uspto.gov/documentviewer?caseId=sn90862330&docId=NFIN20220503
http://tsdr.uspto.gov/documentviewer?caseId=sn90862330&docId=NFIN20220503
https://teas.uspto.gov/ccr/cca
https://www.uspto.gov/trademarks/protect/scam-awareness
http://tsdr.uspto.gov/documentviewer?caseId=sn90862330&docId=NFIN20220503
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center


Hiring a U.S.-licensed attorney. If you do not have an attorney and are not required to 
have one under the trademark rules, we encourage you to hire a U.S.-licensed attorney 
specializing in trademark law to help guide you through the registration process. The 
USPTO examining attorney is not your attorney and cannot give you legal advice, but 
rather works for and represents the USPTO in trademark matters.

•

 

https://www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney
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