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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

OLE MEXICAN FOODS. INC.,
Petitioner
- . Cancellation No. 92078483
U.S. Registration No. 5,096,461
PRODUCE SOLUTIONS, S.L.

Registrant

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

RESPONSE TO NOTICE OF DEFAULT

Now comes the named Registrant/Respondent in the above identified proceedings, and

responds to the notice of default entered by the Board against Respondent on January 9, 2022

for not filing a Motion to extend its time to answer or timely filing an answer. The reasons for

the delayed response are as follows:

Registrant/ Respondent, a foreign national in Spain received the Notice of Default
(Exhibit A) and promptly contacted the undersigned to respond to the Board.
During the period November, December 2021 the country of Spain was

effectively shut down by covid and related government decrees severely limited



movement, individuals normal actions and working procedures. Thus the original
Petition of Cancellation did not reach the necessary personal of respondent for
timely action.

3. Upon receiving the Notice of Default, the registrant/Respondent had its
distributor contact the undersigned who sent Respondent a Power of Attorney
(Exhibit B) which was signed .

4. An Answer was prepared and timely filed with the Board (Exhibit C) and served
upon opposing counsel along with this Response.

5. If any fees are due in this proceeding please charge deposit Account 07-1340.

WHEREFORE, Respondent respectfully requests that the Trademark Trial and Appeal
Board dismiss the Notice of Default, enter the Answer and reset the discovery
conference, initial disclosures, discovery and trial will be reset the Petition for
Cancellation without prejudice.

Respectfully submitted,

/John S. Hale/

John S. Hale, Esq.

6718 Whittier Ave, Suite 200
McLean, Virginia 22101

Email: 6718gipplehale@gmail.com
Phone: (703) 628-4188

Counsel for Registrant

Jamie D Boggio, Esq.

6718 Whittier Avenue, Suite 200
MclLean, Virginia 22101

Phone: (571) 723 5520



Co-Counsel for Registrant

CERTIFICATE OF MAILING
I hereby certify that a true copy of the foregoing RESPONSE was
deposited with the United States Postal Service, first class, postage prepaid, this
7th day of February, 2022 in an envelope addressed:

Paul S. Owens

Paul S. Owens & Associates
P.O Box 15310

Atlanta, GA 30333-0310

Tel (404) 370-9800

Email: psowens@bellsouth.net

/John S. Hale/
John S. Hale




EXHIBIT A

UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

General Contact Number: 571-272-8500

General Email: TTABInfo@uspto.cov

January 9, 2022
Cancellation No. 92078483
Olé Mexican Foods, Inc.

V.

PRODICEX SOLUTIONS, S.L.

NOTICE OF DEFAULT

An answer to the petition to cancel was due in this proceeding on December 29,
2021. Inasmuch as it appears that no answer has been filed, nor has Respondent filed a
motion to extend its time to answer, a notice of default is hereby entered against
Respondent under Fed. R. Civ. P. 55(a).

Accordingly, proceedings are suspended. Respondent is allowed until thirty days from
the date of this order to show cause why judgment by default should not be entered
against Respondent in accordance with Fed. R. Civ. P. 55(b)(2).

The failure to file a timely answer tolls all deadlines, including the discovery
conference, until the issue of default is resolved. See Trademark Rule 2.114(a).

The schedule for the discovery conference, initial disclosures, discovery and trial will

be reset in the event that the Board resumes proceedings.



UNITED STATES PATENT AND TRADEMARK OFFICI EX | I I B I I B

BEFORE THE PATENT TRIAL AND APPEAL BOARD

OLE MEXICAN FOODS, INC.
Petitioner,
V.
PRODICEX SOLUTIONS, S.L.
Respondent
Reg. No. 5096461

Reg. Date: December 6, 2006

Inter Partes Review No.: Unassigned

Cancellation No. 92078483

Trademark owner revokes all previous representation granted to previous and current counsel in
connection with its trademark registration no. 5096461 and cancellation proceedings No. 92078483.

Please recognize the correspondence address (including any electronic mail
address) for the above-identified inter partes review to be the following address for
the newly appointed counsels:

John S. Hale

6718gipplehale@gmail.com

Jaime D. Boggio ;
jboggio@brandialic.com f// /,:.f'—‘*\ /

o 7
The undersigned is authorized to sign this Power cFﬂ ) emark Owner.

By:

For: PRODICEX SOLUTIONS, S.L.
Name: Gonzalo Garcia Jul
Title: Managing Director

Date: January 21st, 2.022



EXHIBIT C

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

OLE MEXICAN FOODS. INC.,

Petitioner
V. 7 Cancellation No. 92078483
U.S. Registration No. 5,096,461
PRODUCE SOLUTIONS, S.L.
Registrant

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

ANSWER TO PETITON
FOR CANCELLATION

Now comes the named Registrant in the above identified proceedings, and answers by
counsel the individually numbered allegations of the Petition for Cancellation as follows:

1. Registrant admits the allegations of paragraph 1 of the Petition for Cancellation .

2. Registrant is unable to determine the veracity of the allegations of paragraph 2 of
the Petition for Cancellation and therefore denies the same.

3. Registrant is unable to determine the veracity of the allegations of paragraph 3 of
the Petition for Cancellation and therefore denies the same.

4. Registrant is unable to determine the veracity of the allegations of paragraph 4 of

the Petition for Cancellation and therefore denies the same.



10.

11.

12.

13.

14.

15.

16.

Registrant denies the allegations of paragraph 5 of the Petition for Cancellation.
Registrant is unable to determine the veracity of the allegations of paragraph 6 of
the Petition for Cancellation and therefore denies the same.

Registrant denies the allegations of paragraph 7 of the Petition for Cancellation.
Registrant re-asserts and re-alleges the answers in paragraphs 1 -7 herein.
Registrant denies the allegations of paragraph 9 of the Petition for Cancellation
Registrant re-asserts and re-alleges the answers in paragraphs 1 -9 herein.
Registrant denies the allegations of paragraph 11 of the Petition for Cancellation.
Registrant denies the allegations of paragraph 12 of the Petition for Cancellation.
Registrant re-asserts and re-alleges the answers in paragraphs 1 - 12 herein.
Registrant denies the allegations of paragraph 14 of the Petition for Cancellation
Registrant denies the allegations of paragraph 15 of the Petition for Cancellation.

Registrant denies the allegations of paragraph 16 of the Petition for Cancellation.

AFFIRMATIVE DEFENSES

In addition to the foregoing answers and responses to the allegations set
forth in the Petition for Cancellation, the Registrant asserts the following

affirmative defenses:

FIRST DEFENSE

That Registrant’s use of its mark IOLE, U.S. Registration Number



5,096,461 does not present any likelihood of confusion with any of Petitioner’s

alleged marks.

SECOND DEFENSE

That the goods provided with Petitioner’s OLE marks are significantly
different from the goods of Registrant’s IOLE mark and would not present a

likelihood of confusion.

THIRD DEFENSE
That Registrant’s first use of IOLE is prior to Petitioner’s alleged first use

of its OLE marks in the United States.

FOURTH DEFENSE
That Petitioner’s rights to cancel Registrant’s registered marks are
precluded by the doctrine of estoppel in that it knew for over five (5) years of
Registrant’s use and failed to take any action until after Registrant had filed

Section 8 and 15 Declarations for its mark.

FIFTH DEFENSE
That Petitioner’s rights to cancel Registrant’s registered marks are

precluded by the doctrine of laches in that it knew for over five (5) years of



Registrant’s use and failed to take any action until after Registrant had filed

Section 8 and 15 Declarations for its mark.

SIXTH DEFENSE

That Petitioner’s has licensed and/or allowed its OLE marks to be used
without adequate quality controls and/or supervision and that this failure has
resulted in a naked license rendering its licensed and/or used marks to be
abandoned or abandoned for certain products or services or markets and these

marks are unenforceable.

SEVENTH DEFENSE

That Petitioner’s rights to cancel Registrant’s registered mark for prior use
are precluded by the doctrine of incontestable after Registrant filed Section 8

and 15 Declarations for its mark IOLE.

WHEREFORE, Registrant prays that the Trademark Trial and Appeal
Board dismiss the Petition for Cancellation with prejudice and pass Registrant’s

pending application to allowance.



Respectfully submitted,

/John S. Hale/

John S. Hale, Esq.

6718 Whittier Ave, Suite 200
McLean, Virginia 22101

Email: 6718gipplehale@gmail.com
Phone: (703) 628-4188

Counsel for Registrant

Jamie D Boggio, Esq.

6718 Whittier Avenue, Suite 200
McLean, Virginia 22101

Phone: (571) 723 5520
Co-Counsel for Registrant



CERTIFICATE OF MAILING

I hereby certify that a true copy of the foregoing ANSWER AND
AFFIRMATIVE DEFENSES was deposited with the United States Postal
Service, first class, postage prepaid, this 7th day of February, 2022 in an envelope
addressed:

Paul S. Owens

Paul S. Owens & Associates

P.OBox 15310

Atlanta, GA 30333-0310

Tel (404) 370-9800
Email: psowens@bellsouth.net

/John S. Hale/
John S. Hale




