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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

NPG Records, LLC, and the Estate of Cancellation Proceeding No. 92077741
Prince Rogers Nelson by and through

Comerica Bank & Trust, N.A., in its In the matter of U.S. Reg. No. 5936286
fiduciary capacity as personal

representative,

For the mark: PURPLE RAIN

Petitioners,

V.

M&M Wine Cellar
DBA L’uva Bella Winery,

Registrant.

MOTION TO SUBSTITUTE PARTY

Petitioners in this proceeding hereby move the Trademark Trial and Appeal Board to
substitute the Estate of Prince Rogers Nelson by and through Comerica Bank & Trust, N.A., in
its fiduciary capacity as personal representative (the “Estate”), with Paisley Park Enterprises, LLC
(“Paisley Park™), a Delaware limited liability company.

BACKGROUND

Prince Rogers Nelson, the international superstar known across the globe as “Prince,” died
intestate on April 21, 2016. (Declaration of Andrea L. Bruce in Support of Motion to Substitute
(“Bruce Decl.”), §4.) Comerica Bank & Trust, N.A. (“Comerica”), was appointed Personal
Representative of the Estate of Prince Rogers Nelson on February 1, 2017 by the Carver County
Minnesota District Court. (/d.) As Personal Representative of the Estate, Comerica had the legal
right to bring actions for misappropriation of Prince’s name, image and likeness and related

causes of action, which were held directly by Prince at the time of his death. (/d.)



Effective June 24, 2022, the Estate assigned its interest in all rights of publicity, including
Prince’s name, voice, signature, photograph or likeness; all ancillary music rights; all licenses and
similar contractual rights or permissions, all royalties fees, income, payments, or other proceeds;
all claims and causes of action with respect to any ofthe foregoing; and all other rights, privileges,
and protections of any kind whatsoever, to Paisley Park. (/d., § 5.) Attached as Exhibit 1 to the
Declaration of Andrea L. Bruce is a true and correct copy of the Intellectual Property Assignment
signed between the Estate, as Assignor, and Paisley Park, as Assignee. (/d., Ex. 1). As a result,
the Estate no longer owns any interest in Prince’s intellectual property rights or rights of publicity.

A probate hearing is currently scheduled for July 29, 2022, after which Petitioners
anticipate that the probate court will issue an order closing the Estate and discharging Comerica
from its duties as Personal Representative of the Estate. (/d., g 6.)

ARGUMENT

The Board should grant the motion to substitute. A motion to substitute is appropriate
“where the facts or record clearly support [a] motion to substitute and [the opposing party] will
not be prejudiced thereby.” Arbrook, Inc. v. La Citrique Belge, Naamloze Vennootschap, 184
U.S.P.Q. 505, 1974 WL 20110, at *1 (TTAB 1974). It is well-established that when there has
been an assignment of a mark that is the subject of a proceeding before the Board, the assignee
may be substituted upon showing by the assignor that the assignment has either been recorded
with the USPTO, or that proof of assignment has been submitted in the Board proceeding record.
TMBP 512.01; See, e.g., Leading Jewelers Guild, Inc. v. LJOW Holdings, LLC, 82 U.S.P.Q.2d
1901, 2007 WL 749713, at *1 n.1 (TTAB 2007) (substitution allowed following assignment);
Societe Des Produits Nestle S.A. v. Basso Fedele & Figli, 24 U.S.P.Q.2d 1079, 1992 WL 240696,

at *1 (TTAB 1992) (same); Liberty & Co., Ltd. v. Liberty Trouser Co., Inc., 216 U.S.P.Q. 65,



1982 WL 52021, at *1 n.1 (TTAB 1982) (same). As such, assignment of a party plaintiff’s rights
of publicity provides an appropriate basis for a motion to substitute. See The John W. Carson
Found. v. Toilets.com, Inc., 94 U.S.P.Q.2d 1942, 2010 WL 1233881, at *1 n.2 (TTAB 2010)
(granting a motion to substitute The John W. Carson Foundation as party plaintiff in place of the
originally-identified trustees of the John W. Carson Trust after the trustees demonstrated that any
interest Johnny Carson’s name, voice, signature, photograph, image, likeness, and all other
interests in Johnny Carson’s rights of publicity had been assigned to the foundation).

Given the recent assignment of all the Estate’s rights of publicity and other intellectual
property rights to Paisley Park, Petitioners seek to substitute Paisley Park for the Estate as a party
plaintiff in this proceeding. Paisley Park now owns all rights in Prince’s rights of publicity and
the Estate no longer has any interest in this proceeding.

The parties have discussed this motion and Registrant has indicated that it does not oppose

the motion.

CONCLUSION

Petitioners respectfully request that its Motion to Substitute Party be granted.



Dated: July 27, 2022

/Laura L. Myvers/
Laura L. Myers (MN Bar No. 387116)
Tracy L. Deutmeyer (Iowa AT0002009)
Cara S. Donels (Iowa AT0014198)
FREDRIKSON & BYRON, P.A.
200 South Sixth Street, Suite 4000
Minneapolis, MN 55402-1425
Phone: (612) 492-7000
Fax: (612) 492-7077
Imyers@fredlaw.com
tdeutmeyer@fredlaw.com
cdonels@fredlaw.com
[P@fredlaw.com

ATTORNEYS FOR PETITIONERS

CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of this Motion to Substitute Party has been

served on counsel for Registrant, on July 27, 2022, via e-mail addressed as follows:

kmh@mccarthylebit.com; vary.michael@gmail.com; and mdm@mccarthylebit.com.

/Laura L. Myers/
Laura L. Myers




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

NPG Records, LLC, and the Estate Cancellation Proceeding No. 92077741
of Prince Rogers Nelson by and
through Comerica Bank & Trust, In the matter of U.S. Reg. No. 5936286

N.A., in its fiduciary capacity as
personal representative,

Petitioners, For the mark: PURPLE RAIN

V.

M&M Wine Cellar
DBA L’uva Bella Winery,

Registrant.

DECLARATION OF ANDREA L. BRUCE IN SUPPORT OF
PETITIONERS’ MOTION TO SUBSTITUTE PARTY

I, Andrea L. Bruce, declare as follows:

1. I am Vice President and Manager of Comerica Bank & Trust, N.A.’s
(“Comerica’s”) Specialty Asset Management Department. 1 joined Comerica in 1994 and have
spent the last 25 years specializing in the administration of unique and closely held assets in trust
and estate accounts.

2. Comerica Bank & Trust, N.A. as Personal Representative of the Estate of Prince
Rogers Nelson (“the Estate”), is a Petitioner in this proceeding. I lead Comerica’s service as

Personal Representative of the Estate.



3. Paisley Park Enterprises, LLC, (formerly Paisley Park Enterprises, Inc.) (“Paisley
Park”), is a Delaware limited liability company with an address of 7801 Audubon Road,
Chanhassen, Minnesota 55317. I am currently the President of Paisley Park, and have been
involved with the management of Paisley Park for nearly six years.

4. Prince Rogers Nelson, the international superstar known across the globe as
“Prince,” died intestate on April 21, 2016. Comerica was appointed Personal Representative of
the Estate on February 1, 2017 by the Carver County, Minnesota District Court. As Personal
Representative of the Estate, Comerica had the legal right to bring actions for misappropriation of
Prince’s name, image and likeness and related causes of action, which were held directly by Prince
at the time of his death.

5. Effective June 24, 2022, the Estate assigned its interest in all rights of publicity,
including Prince’s name, voice, signature, photograph or likeness; all ancillary music rights; all
licenses and similar contractual rights or permissions, all royalties fees, income, payments, or other
proceeds; all claims and causes of action with respect to any of the foregoing; and all other rights,
privileges, and protects of any kind whatsoever, to Paisley Park. Attached as Exhibit 1 is a true
and correct copy of the Intellectual Property Assignment between the Estate, as Assignor, and
Paisley Park, as Assignee.

6. A probate hearing is currently scheduled for July 29, 2022, after which Petitioners
anticipate that the probate court will issue an order closing the Estate and discharging Comerica

Bank & Trust, N.A., from its duties as Personal Representative of the Estate.

Dated: July 27, 2022 /Andrea L. Bruce/
Andrea L. Bruce




EXHIBIT 1



INTELLECTUAL PROPERTY ASSIGNMENT

This INTELLECTUAL PROPERTY ASSIGNMENT (“IP Assignment™), is made and
entered into effective as of \J me OUI’ , 2022 (“Effective Date”), by and between
The Estate of Prince Rogers Nelson (“The Prince Estate”), which owns or is successor in interest
to various legal entities, fictitious business names, and alter egos belonging to Prince Rogers
Nelson (“Prince”), including without limitation those on Appendix A, by and through Comerica
Bank & Trust, N.A., in its fiduciary capacity as personal representative (collectively, “Assignor”),
and Paisley Park Enterprises, LLC, a Delaware limited liability company (“Assignee”).

WHEREAS, The Prince Estate is the Estate of the late Prince Rogers Nelson (“Prince”),
the world-famous musical artist, who died on April 21, 2016. Comerica was duly appointed by the
Minnesota District Court, Carver County as the personal representative of The Prince Estate in
File No. 10-PR16-46. The Prince Estate owns and controls various intellectual property assets
previously held by Prince, including without limitation the post-mortem rights of publicity in
Prince’s name, image and likeness.

WHEREAS, Paisley Park Enterprises, LLC is the successor-in-interest to Paisley Park
Enterprises, Inc. by means of conversion.

WHEREAS, Assignor has agreed to assign the Assigned Rights, inclusive of the Works
(as such terms are defined below) to Assignee and has agreed to execute and deliver this IP
Assignment for recording with governmental authorities including, but not limited to, the United
States Copyright Office.

NOW, THEREFORE, for good and valuable consideration, the receipt and sufficiency of
which are hereby acknowledged, the parties agree as follows:

1. Incorporation of Recitals. The above recitals and attached schedules and appendix are
hereby incorporated into this IP Assignment as if fully set forth herein.

% Assignment. Assignor hereby irrevocably and absolutely conveys, transfers, and assigns
to Assignee, its successors and assigns, all of Assignor’s right, title, and interest, of any kind
whatsoever including without limitation authorship or status as claimant or publisher, throughout
the world, in and to the following (which right, title and interest collectively shall be referred to,
inclusive of the Works, as the “Assigned Rights™):

(a) all copyrights in the works of authorship listed on Schedule 1, and all other visual
works of authorship owned or controlled by Assignor whether or not listed on Schedule 1
and whether registered or unregistered, arising under any applicable law of any jurisdiction
throughout the world or any treaty or other international convention and all issuances,
extensions, and renewals of such registrations and applications (collectively, “Works”);

(b) all of Assignor’s right, title, and interest in and to all copies and other tangible
embodiments of the Works in all languages and in all forms and media now or hereafter
known or developed;



(c) any right of publicity, including Assignor’s right to use Prince’s name, voice,
signature, photograph, or likeness, in any manner, on or in products, merchandise, or
goods, or for purposes of advertising or selling, or soliciting purchases of, products,
merchandise, goods or services;

(d) all ancillary music rights as defined by the IRS in connection with the settlement
of the Estate (the “Ancillary Music Rights™), but excluding those rights in musical
compositions and sound recordings held by NPG Music Publishing, LLC and NPG
Records, LLC, respectively;

(e) all licenses and similar contractual rights or permissions, whether exclusive or
nonexclusive, related to any of the foregoing;

® all royalties, fees, income, payments, and other proceeds now or hereafter due or
payable to Assignor with respect to any and all of the foregoing;

(2) all claims and causes of action with respect to any of the foregoing, whether
accruing before, on, or after the date hereof, including all rights to and claims for damages,
restitution, and injunctive and other legal and equitable relief for past, present, and future
infringement, misappropriation, violation, misuse, breach, or default, with the right but no
obligation to sue for such legal and equitable relief and to collect, or otherwise recover,
any such damages; and

(2) all other rights, privileges, and protections of any kind whatsoever of Assignor
accruing under any of the foregoing provided by any applicable law, treaty, or other
international convention throughout the world.

For the avoidance of doubt, Assignor and Assignee specifically acknowledge that the Assigned
Rights are subject to all prior licenses and contracts that Assignor may have entered into prior to
the Effective Date hereof with respect to the Assigned Rights;

~

PR Recordation and Further Actions. Assignor hereby authorizes the Register of Copyrights
in the United States Copyright Office and the officials of corresponding entities or agencies in any
applicable jurisdictions to record and register this IP Assignment upon request by Assignee.

4, Successors and Assigns. This IP Assignment shall be binding upon and shall inure to the
benefit of the parties hereto and their respective successors and assigns.

kS Counterparts. This I[P Assignment may be executed in counterparts, each of which shall
be deemed an original, but all of which together shall be deemed to be one and the same agreement.
A signed copy of this IP Assignment delivered by facsimile, e-mail or other means of electronic
transmission shall be deemed to have the same legal effect as delivery of an original signed copy
of this IP Assignment.

[Signature Page Follows]



IN WITNESS WHEREOF, Assignor has duly executed and delivered this IP
Assignment as of the Effective Date.

The Estate of Prince Rogers Nelson, by and
through Comerica Bank & Trust, N.A., in its
fiduciary capacity as personal representative
(“Assignor”)

By: Andrea L. Bruce
Its: Vice President

Signature: O/Mw /A A m/%

AGREED TO AND ACCEPTED:

PAISLEY PARK ENTERPRISES, LLC
(“Assignee”)
Member:

Estate of Prince Rogers Nelson
By: Comerica Bank & Trust, N.A., its Personal

Representative

By: Andrea L, Bruce, Vice President

/)
Signature: ( él)/\dwﬂ }\ @québ




APPENDIX A

3RDEYEGIRL
Alexander Nevermind
Austra Chanel
Azifwekaré

Bill Lewis

Bust It Publishing
Camille

Christopher
Christopher Tracey
Coco, Joey
Controversy Music
Crucial

D1J Christopher
Ecnirp

Ecnirp Music
Evolsidog

Freddie The Phantom
Girlsongs

Gemini

H Man

His Royal Badness
John Lewis

King

Last Song Publishing
Madhouse

Majesty

Mr. Simple

Nelson, Prince
Nelson, Prince R.
Nelson, Prince Rogers
New Power Generation
NPG Records

P. Mann

Paisley Park

Paisley Park Enterprises, Inc.
Paisley Park Music
Paisley Park Records
Parisongs

PRINCE
PRINCE3EG
PRNIP,LLC

PRN Music Corp.
PRN Productions, Inc.
NPG Publishing
Rocker Happyfeller



Son Of A King

Starr, Jamie

TAFKAP

The Artist Formerly Known as Prince
The New Power Generation Drum Corp
The Purple One

The Starr Company

The Symbol

Tionna Music

Tora Tora

Water Productions, Inc.

Whitefox Publishing

Yo Grandmal!

Yo Mamal!



SCHEDULE 1

Title Reg. No. Reg. Date Claimant Author

Paisley Park Logo VA0002214336 | 8/12/2020 Paisley Park Enterprises, Inc., Warner Bros. Records Inc.,
Transfer: By written agreement employer for hire

Love Symbol: no. 2 VA0000832222 | 6/27/1997 Paisley Park Enterprises, Inc. Elisabeth Schoening

Love Symbol: no. 1 Paisley Park Enterprises, Inc.

Purple Rain The Estate of Prince Rogers Martin Homent
Nelson

Works per February Comerica Band & Trust, N.A., as Randee St. Nicholas

9, 2017 Photography Personal Representative of the

Agreement

Estate of Prince Rogers Nelson




Love Symbol #2

The Estate of Prince Rogers

Steven Parke

N Yo, . ..
i Album Title Painting Nelson
&
&J
Celebration 2019 The Estate of Prince Rogers Anthony Malzone
Nelson
Celebration 2019 | The Estate of Prince Rogers Martin Homent
Armory Nelson
“Prince Eyes” and PRNIP, LLC Martin Homent
other works per April
18, 2020 Professional
Services Agreement
Butterflies & Zebras Prince Rogers Nelson Spencer Derry
Paisley Gold Sounds Prince Rogers Nelson Spencer Derry




3rdeyesoul Prince Rogers Nelson Spencer Derry
Photography shoot at The Estate of Prince Rogers John Wagner
Paisley Park Nelson

Welcome 2 America
tour video

The Estate of Prince Rogers
Nelson

Live Nation

Sign O’ The Times
Photo and video
event coverage

Paisley Park

Anthony Sylvers, Aglow
Cinematics

Photographs The Estate of Prince Rogers Trevor Guy
Nelson

Photographs per July The Estate of Prince Rogers Getty Images

2017 Agreement Nelson

Gold Bars The Estate of Prince Rogers Steven Parke

Nelson
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