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By the Trademark Trial and Appeal Board:

This proceeding is before the Board for consideration of Respondent’s motion to
dismiss pursuant to Fed. R. Civ. P. 12(b)(6) filed in lieu of an answer. 4 TTABVUE.
The motion is fully briefed.!

Motion to Dismiss

To state a claim upon which relief can be granted, a plaintiff need only allege

sufficient factual matter as would, if proved, establish that (1) the plaintiff has an

entitlement to a statutory cause of action,? and (2) a valid ground exists for opposing

1 The Board has considered the parties’ submissions and presumes the parties’ familiarity
with the factual bases for the motion, and does not recount the facts or arguments here,
except as necessary to explain the Board’s order. See Guess? IP Holder L.P. v. Knowluxe LLC,
116 USPQ2d 2018, 2019 (TTAB 2015).

2 Board decisions have previously analyzed the requirements of Sections 13 and 14 of the
Trademark Act, 15 U.S.C. §§ 1063-64, under the rubric of “standing.” Despite the change in
nomenclature, our prior decisions and those of the Federal Circuit interpreting Sections 13
and 14 remain applicable. Peterson v. Awshucks SC, LLC, 2020 USPQ2d 11526, at *5 n.34
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or cancelling the mark. See Lipton Indus., Inc. v. Ralston Purina Co., 670 F.2d 1024,
213 USPQ 185, 187 (CCPA 1982). Specifically, a complaint must contain sufficient
factual matter, accepted as true, that states a claim to relief that is plausible on its
face. See Ashcroft v. Igbal, 556 U.S. 662 (2009). “The elements of each claim should
be stated concisely and directly, and include enough detail to give the defendant fair
notice.” Fair Indigo LLC v. Style Conscience, 85 USPQ2d 1536, 1538 (TTAB 2007)
(citing Fed. R. Civ. P. 8(e)(1) and Harsco Corp. v. Elec. Scis. Inc., 9 USPQ2d 1570,
1571 (TTAB 1988) (since function of pleadings is to give fair notice of claim, a party
1s allowed reasonable latitude in its statement of its claims)). “The purpose of a Rule
12(b)(6) motion is to challenge ‘the legal theory of the complaint, not the sufficiency
of any evidence that might be adduced’ and ‘to eliminate actions that are fatally
flawed in their legal premises and destined to fail.” Fair Indigo, 85 USPQ2d at 1538
(quoting Advanced Cardiovascular Sys., Inc. v. SciMed Life Sys., Inc., 988 F.2d 1157,
26 USPQ2d 1038, 1041 (Fed. Cir. 1993)).

Entitlement

A party in the position of plaintiff may cancel a registered mark where such
cancellation is within the zone of interests protected by the statute and the party’s
reasonable belief in damage is proximately caused by the continued registration of
the mark. See Corcamore, LLC v. SFM, LLC, 978 F.3d 1298, 2020 USPQ2d 11277, at

*6-7 (Fed. Cir. 2020), cert. denied, __S. Ct. __ (2021); Australian Therapeutic Supplies

(TTAB 2020) (citing Spanishtown Enters., Inc. v. Transcend Res., Inc., 2020 USPQ2d 11388,
at *2 (TTAB 2020)).
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Pty. Ltd. v. Naked TM, LLC, 965 F.3d 1370, 2020 USPQ2d 10837, at *3 (Fed. Cir.
2020) (citing Lexmark Int’l, Inc. v. Static Control Components, Inc., 572 U.S. 118, 109
USPQ2d 2061, 2067 n.4 (2014)), cert. denied, __ S. Ct. __ (2021); Peterson, 2020
USPQ2d 11526, at *5. Proof of entitlement to a statutory cause of action in a Board
proceeding is intended to ensure that the plaintiff has a real interest in the matter,
and 1s not a mere intermeddler. Syngenta Crop Prot., Inc. v. Bio-Chek, LLC, 90
USPQ2d 1112, 1118 n.8 (TTAB 2009) (citing Ritchie v. Simpson, 170 F.3d 1092, 50
USPQ2d 1023, 1025-26 (Fed. Cir. 1999)).

In support of entitlement, Petitioner alleges that it “operates in direct competition
with Respondent, including, among other things, selling one or more products
through the same marketing channels, pursuing one or more of the same retail
customers, promoting the sales of products through one of more of the same ballet
industry events.” 1 TTABVUE 3-4, § 2. For purposes of pleading entitlement,
Petitioner’s allegation that it “operates in direct competition with Respondent” (1
TTABVUE 3, q 2) is sufficient to plead that Petitioner is more than a mere
intermeddler, and that it possesses the requisite personal interest in the outcome of
this proceeding beyond that of the general public and reasonable belief of damage
from the continued registration of Respondent’s mark necessary to plead its
entitlement to maintain the cancellation. See Books on Tape, Inc. v. Booktape Corp.,
836 F.2d 519, 5 USPQ2d 1301, 1302 (Fed. Cir. 1987) (finding the petitioner, as “a
competitor of respondent, clearly has an interest in the outcome beyond that of the

public in general and has standing,” and finding “wrong as a matter of law” the



Cancellation No. 92077612

holding that “petitioner has no standing to bring a cancellation proceeding under
section 2(d)’ because it has not established proprietary rights in” the challenged
mark); Jewelers Vigilance Comm., Inc. v. Ullenberg Corp., 823 F.2d 490, 2 USPQ2d
2021, 2024 (Fed. Cir. 1987) (finding that a party “may maintain an opposition without
proprietary rights in a mark or without asserting that it has a right or has an interest
in using the alleged mark sought to be registered by an applicant,” which “is true
irrespective of the grounds upon which the opposer relies in asserting the
nonregistrability of applicant’s mark”). Further, inasmuch as the sole claim in the
petition to cancel is fraud on the USPTO, “it is in the public interest ... to prohibit
registrations procured or maintained by fraud.” Treadwell’s Drifters, Inc. v. Marshak,
18 USPQ2d 1318, 1320 (TTAB 1990).

Fraud

Turning to Petitioner’s fraud claim, such a claim requires identifying a materially
false statement in a party’s submission to obtain or maintain a registration, and
pleading that this materially false statement was knowingly made with the intent to
deceive the USPTO into issuing or maintaining the registration.? See In re Bose, 91
USPQ2d at 1941.

To support its claim, Petitioner alleges that, “[iln the SOU, Respondent

represented to the USPTO that [it] had used the VIRTISSE mark in commerce in

3 There 1s no fraud if a misrepresentation is occasioned by an honest misunderstanding or
inadvertence without an intent to deceive. Smith Int’l, Inc. v. Olin Corp., 209 USPQ 1033,
1043 (TTAB 1981). Unless a party alleging fraud can point to clear and convincing evidence
that supports drawing an inference of deceptive intent, it will not be entitled to judgment on
a fraud claim. In re Bose Corp., 580 F.3d 1240, 91 USPQ2d 1938, 1942 (Fed. Cir. 2009). Any
doubt must be resolved against the party making a claim of fraud. Id. at 1939.
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connection with products other than ‘dance slippers’ and ‘dance shoes” (1 TTABVUE
6, 9 17); that this representation was false because, “[p]rior to Respondent filing the
SOU, ... [it] had not used the VIRTISSE mark in commerce in connection” with goods
other than “dance slippers” and “dance shoes” (id. at 6, 9 18-21); that Respondent
knew this was false (id. at 7, 9 22); that this misrepresentation was material to the
USPTO’s determination to issue the registration (id. at 7, 4 23); and that it was made
with the intent to deceive the USPTO into issuing the registration (id. at 7, § 29). In
view thereof, fraud is sufficiently pleaded.

Respondent, however, argues that “Petitioner does not include a single factual
allegation supporting its assertion that the VIRTISSE mark was not used in
connection with each of the goods in the registration prior to or at the time of filing
the statement of use.” 4 TTABVUE 7. On the contrary, the factual allegations
underlying the fraud claim arise from Petitioner’s “reasonable investigation” that
purportedly “confirm|[s] that Respondent has only ever sold ‘dance slippers’ and ‘dance
shoes’ in commerce and that Respondent does not offer for sale, and has not sold, in
commerce any of the other products identified in the Registration.” 1 TTABVUE 4,
9 4; see Meckatzer Lowenbrdu Benedikt Weif3 KG v. White Gold, LLC, 95 USPQ2d
1185, 1187 (TTAB 2010) (“Under this standard, we find that petitioner has
sufficiently alleged fraud. Its allegations are ... based on the results of an
investigation which, petitioner alleges, revealed that respondent was not using its
mark on all of the goods listed in its Statements of Use at the time the Statements of

Use were filed.”). Moreover, Petitioner alleges that on July 14, 2021 it visited a



Cancellation No. 92077612

website “promot[ing] the sale of products under the VIRTISSE trademark,” “clicked
on the ‘Our Products’ link and downloaded the pdf file (‘Our Products Brochure’); and
that, “[a]s reflected in the Our Products Brochure, Respondent only includes dance
shoes and dance slippers in Respondent’s product offering,” and not all of the goods
set forth in the identification. Id. at 6, § 15. As Petitioner maintains, “Respondent’s
own website substantiated the findings of Petitioner’s investigation.” 8 TTABVUE 9.
Thus, these factual allegations are sufficient to plead fraud.

Decision

In view of the foregoing, Respondent’s motion to dismiss is denied.
Schedule

Proceedings are resumed, and dates are reset as follows:

Time to Answer 2/7/2022
Deadline for Discovery Conference 3/9/2022
Discovery Opens 3/9/2022
Initial Disclosures Due 4/8/2022
Expert Disclosures Due 8/6/2022
Discovery Closes 9/5/2022
Plaintiff’s Pretrial Disclosures Due 10/20/2022
Plaintiff’s 30-day Trial Period Ends 12/4/2022
Defendant’s Pretrial Disclosures Due 12/19/2022
Defendant’s 30-day Trial Period Ends 2/2/2023
Plaintiff’'s Rebuttal Disclosures Due 2/17/2023
Plaintiff’'s 15-day Rebuttal Period Ends 3/19/2023
Plaintiff’s Opening Brief Due 5/18/2023
Defendant’s Brief Due 6/17/2023
Plaintiff’'s Reply Brief Due 7/2/2023
Request for Oral Hearing (optional) Due 7/12/2023
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General Information

Generally, the Federal Rules of Evidence apply to Board trials. Trial testimony is
taken and introduced out of the presence of the Board during the assigned testimony
periods. The parties may stipulate to a wide variety of matters, and many
requirements relevant to the trial phase of Board proceedings are set forth in
Trademark Rules 2.121 through 2.125. These include pretrial disclosures, the
manner and timing of taking testimony, matters in evidence, and the procedures for
submitting and serving testimony and other evidence, including affidavits,
declarations, deposition transcripts and stipulated evidence. Trial briefs shall be
submitted in accordance with Trademark Rules 2.128(a) and (b). Oral argument at
final hearing will be scheduled only upon the timely submission of a separate notice

as allowed by Trademark Rule 2.129(a).



