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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SUBARU OF AMERICA, INC.,
Petitioner,
Cancellation No. 92077478

V.

SPACE EXPLORATION TECHNOLOGIES
CORP.,

Registrant.

N N N N N N N N N N N N

REGISTRANT’S RESPONSE TO PETITIONER’S MOTION TO STRIKE
REGISTRANT’S AFFIRMATIVE DEFENSES

Petitioner Subaru of America, Inc.’s (“Petitioner’”) Motion to Strike Registrant’s
Affirmative Defenses (“Mot.”) is a second attempt to prematurely litigate the merits of Space
Exploration Technologies Corp.’s (“Registrant”) affirmative defenses. Motions to strike are
disfavored, and may be granted only where a responsive pleading contains an “insufficient
defense or any redundant, immaterial, impertinent, or scandalous matter.” TBMP § 506.01; see
also Fed. R. Civ. P. 12(f). Registrant’s First Amended Answer (“Amended Answer”) contains
neither.

The Board’s April 29, 2022 Order (“Order”) identified discrete issues for Registrant to
address with respect to the pleading of its affirmative defenses of laches and acquiescence.
Those issues have been addressed in the Amended Answer that Registrant filed on May 31,
2022, which contains detailed factual allegations to support each of Registrant’s affirmative
defenses. The Amended Answer also supplemented Registrant’s denial of Paragraph 14 of the

Consolidated Petition to Cancel (“Petition) to account for more recent information between the



filing of Registrant’s original Answer and the Amended Answer. As the Board held in the
Order, Registrant’s original answer to Paragraph 14 contains “permissible amplifications of
Respondent’s denials to the salient allegations in the petition to cancel, and provide Petitioner a
more complete notice of Respondent’s position with respect to Petitioner’s likelihood of
confusion claim.” Order at 8. The amendment to Registrant’s answer to Paragraph 14 does the
same.

The Amended Answer fully addresses the issues raised in the Order and provides more
than adequate notice of the factual bases for Registrant’s affirmative defenses of laches and
acquiescence, as well as its denial of Paragraph 14 of the Petition. Accordingly, the Motion to
Strike should be denied.

I. REGISTRANT’S AFFIRMATIVE DEFENSES HAVE BEEN ADEQUATELY
PLED AND SHOULD NOT BE STRICKEN

The Trademark Trial and Appeal Board Manual of Procedure (“TBMP”) requires an
answer to include a “short and plain statement” of any affirmative defenses. TBMP §
311.02(b)(1). Motions to strike are disfavored, and “a defense will not be stricken as insufficient
if the insufficiency is not clearly apparent, or if it raises factual issues that should be determined
on the merits.” TBMP § 506.01; see also Glanbia Nutritionals (Ireland) Ltd. v. Finkelstein, No.
91254757, 2020 WL 5870294, at *1 (TTAB Sept. 30, 2020) (same). This is consistent with the
“primary purpose of pleadings,” which “is to give fair notice of the claims or defenses asserted.”
TBMP § 506.01.

The Board will typically strike affirmative defenses only where the allegations “simply
reiterate the elements of the defenses and do not include any facts.” East West Bank v. Plubell
Firm LLC, No. 91233279, 2018 WL 1110045, at *5 (TTAB Feb. 27, 2018) (striking affirmative

defenses for this reason); see also Great Adirondack Steak & Seafood Cafe, Inc. v. Adirondack



Pub & Brewery, Inc., No. 91219162, 2015 WL 9906660, at *5 (TTAB Mar. 30, 2015) (striking
affirmative defenses that were “bald, conclusory allegations that are not supported by any
facts”).

The Amended Answer clearly identifies the factual bases for Registrant’s affirmative
defenses of laches and acquiescence, both of which are available in cancellation proceedings. To
the extent Petitioner raises issues with Registrant’s affirmative defenses, they are issues of fact
that should be determined at a later stage of the proceeding, not on a pre-discovery motion to

strike.

A. The Amended Answer Provides Adequate Factual Bases for the Affirmative
Defense of Laches.

The affirmative defense of laches requires the registrant to allege: “(1) unreasonable
delay in assertion of one’s rights against another; and (2) material prejudice to the latter
attributable to the delay.” Fifty-Six Hope Rd. Music Ltd. v. Island Food & Fun, Inc., No.
92057058, 2014 WL 4896416, at *6 (TTAB Sept. 17, 2014).

In its Order, the Board identified a single, narrow issue concerning the pleading of
Registrant’s affirmative defense of laches, stating that “it is unclear the date Respondent relies on
for the purpose of laches, i.e., whether Petitioner purportedly had actual knowledge of
Respondent’s trademark use of the STARLINK mark, such that laches begins to run.” Order at
4. Registrant addressed this issue in the Amended Answer by specifically identifying the dates
on which Registrant relies for the purposes of laches:

[O]n information and belief, Petitioner knew about Registrant’s STARLINK

Mark at the time it was published for opposition on July 3, 2018. Sophisticated

parties, like Petitioner, routinely rely on trademark monitoring services to ensure

that they are aware of applications for trademarks that may be confused with their

own. On information and belief, Petitioner would have been notified by its

monitoring service about Registrant’s applications on or around the day they were
filed, August 21, 2017, well before the applications were published for



opposition. Petitioner also would have been notified by its monitoring service
about Registrant’s applications on or around the day they were published for
opposition, July 3, 2018. By waiting three years to challenge Registrant’s
STARLINK Mark after having actual knowledge at the time the applications were
published for opposition, Petitioner has caused unfair prejudice to the Registrant.

Amended Answer at 13—14 (emphasis added). The Amended Answer plainly alleges that
Petitioner had actual knowledge of Registrant’s STARLINK Mark at the time it was published
for opposition on July 3, 2018.

It is well established that affirmative defenses may be pled on “information and belief.”
See, e.g., 360 Mortg. Grp., LLC v. Stonegate Mortg. Corp., No. 14-CV-00310-F, 2016 WL
9805217, at *2 (E.D.N.C. June 30, 2016) (noting that “parties may plead [affirmative defenses]
on information and belief”); see also 5 Charles Alan Wright & Arthur R. Miller, Federal Practice
and Procedure § 1224 (4th ed. Apr. 2022 update) (“Pleading on information and belief is a
desirable and essential expedient when matters that are necessary to complete the statement of a
claim are not within the knowledge of the [party] but he has sufficient data to justify interposing
an allegation on the subject.”). It is entirely plausible, given Petitioner’s extensive trademark
portfolio and enforcement of its alleged rights, that it would engage a service to monitor new
trademark applications; Petitioner’s receipt of trademark watch notices are sufficient to establish
Petitioner’s knowledge of Registrant’s application. See Pinkette Clothing, Inc. v. Cosmetic
Warriors, Ltd., No. 15-cv-04950 SJO, 2017 WL 6049370, at *2 (C.D. Cal. Feb. 16, 2017)
(receipt of trademark watch notices by plaintiff’s counsel supported defendant’s laches defense);
see also Covenant Imaging LLC v. Viking Rigging & Logistics, Inc., No. 19-CV-23329-UU,
2020 WL 12442005, at *3 (S.D. Fla. Mar. 10, 2020) (explaining that pleading “upon information
and belief” is only “insufficient where there is no factual content to render such a belief
plausible” but is permitted where defendant provides the “factual basis for its affirmative

defense”).



Petitioner provides no support for its argument that “the Board’s acceptance of these
allegations in support of a laches defense might create a dangerous policy.” Mot. at 10. The one
case it does cite, Phillies v. Philadelphia Consol. Holding Corp., 107 USPQ2d (BNA) 2149,
2153 (TTAB 2013), addressed the lack of fair notice provided by pleadings that rely on vague,
indefinite language “such as ‘including, but not limited to,” or ‘wide variety of goods and
services.”” In contrast, the Amended Answer provides specific factual allegations, on
information and belief, to support the date by which Petitioner was aware of Registrant’s
trademark registrations.

Petitioner’s remaining arguments are without merit. First, Petitioner argues that
Registrant described Petitioner’s delay as “extensive” rather than “unreasonable.” Amended
Answer at 13. Similar language concerning Petitioner’s delay was included in Registrant’s
original Answer, and the Order did not hold that Registrant’s allegation on this issue was
insufficient. In any event, Petitioner’s argument is semantical. The Amended Answer contains
factual allegations to support the unreasonableness of Petitioner’s delay: “By waiting three years
to challenge Registrant’s STARLINK Mark, Petitioner has caused unfair prejudice to the
Registrant.” Amended Answer at 13-14. Shorter delays have been found to be unreasonable and
to support a laches defense, particularly where the petitioner was aware of the registrant’s
activities, as the Amended Answer here alleges. For example, in Trans Union Corp. v. Trans

Leasing Int’l, Inc., 200 USPQ (BNA) 748, 756 (TTAB 1978), the Board explained:

While it would appear from the record that only a period of about
two and a half years elapsed between opposer’s first knowledge of
applicant and its activities under the marks here in issue and the
filing of the subject proceeding and that this normally may not be
considered an inordinate period of delay, nevertheless it should not
be condoned or excused on the facts in this case. That is, opposer
knew of applicant's existence and its intended sphere of operations
under the marks in question almost from the start of applicant's



operations and took no affirmative action to stop or nip such use in
the bud so to speak.

See also Ava Ruha Corp. v. Mother’s Nutritional Ctr., Inc., 113 USPQ2d (BNA) 1575, 1580
(TTAB 2015) (delay of a “little over three years and two months” may support unreasonable
delay for purposes of acquiescence and laches, as may “time periods shorter than, or only
slightly longer than this.””). Ultimately, whether the delay between Subaru’s awareness of
Registrant’s application to register the STARLINK Mark and the filing of its Petition constitutes
“unreasonable delay” is a question of fact that cannot be resolved on a motion to strike. Ava
Ruha Corp., 113 USPQ2d (BNA) at 1580 (“The two foundational inquiries of undue or
unreasonable delay and prejudice are questions of fact.”). For that reason, Petitioner’s reliance
on cases that were decided on full trial records are irrelevant to the present inquiry on
Petitioner’s Motion to Strike. See Coca-Cola Co. v. Meenaxi Enter., 2021 USPQ2D (BNA) 709
(TTAB June 28, 2021) (decision after trial), rev’d on other grounds, --- F.4th ----, 2022 WL
2335343 (Fed. Cir. June 29, 2022); Schiedmayer Celesta GmbH v. Piano Factory Grp., Inc.,
2019 USPQ2d (BNA) 341894 (TTAB 2019) (decision on full trial record).

Petitioner also claims, “SpaceX has not alleged any particular prejudice in support of its
laches defense.” Mot. at 10. Once again, the Order did not hold that Registrant failed to allege
prejudice in its original Answer. In any event, the elements of delay and prejudice are common
to a claim of laches and acquiescence, and, in pleading acquiescence, the Amended Answer
provides a factual basis for Petitioner’s unreasonable delay and corresponding prejudice to
Registrant:

Registrant continued to make substantial investments in Registrant’s STARLINK

Mark. Petitioner’s about-face regarding Registrant’s STARLINK Mark after

years of exchanges between the parties is inexcusable and highly prejudicial to
Registrant.

Amended Answer at 14.



These allegations are supported by the Amended Answer’s preliminary statement,
which lists the investments that Registrant made in its STARLINK business after 2018,
including:

e Continually improved the design of STARLINK related hardware, including
satellites, user terminals, and ground stations;

e Designed and built out manufacturing facilities and operations in Redmond
and Los Angeles, California;

e Manufactured thousands of satellites and performed 30 launches to put almost
2000 of them into orbit;

e Manufactured and shipped tens of thousands of user terminals throughout the
United States;

e Built out dozens of grounds stations and points of presence throughout the
United States;

e Developed and managed a supply chain comprising hundreds of vendors; and

e Developed myriad software suites for everything from operating our satellites
to managing user accounts.

Amended Answer at 5.

As Petitioner itself concedes, “economic prejudice” is one “general categor[y] of
prejudice that may flow from an unreasonable delay.” Mot. at 10. Economic prejudice includes
the “development of a valuable business and good will.” See Teledyne Techs. Inc. v. Western
Skyways, Inc., 78 USPQ2d 1203, 1211 (TTAB 2006), aff’d, 208 F. App’x 886, 887 (Fed. Cir.
2006) (“Economic prejudice arises from investment in and development of the trademark, and
the continued commercial use and economic promotion of a mark over a prolonged period adds
weight to the evidence of prejudice.”) (emphasis added).

Registrant has provided adequate factual allegations to support its affirmative defense of

laches. Accordingly, Petitioner’s Motion to Strike Registrant’s laches defense should be denied.



B. The Amended Answer Clearly Identifies the Facts that Form the Bases for
the Affirmative Defense of Acquiescence.

The affirmative defense of acquiescence requires a Registrant to allege: “(1) That
petitioner actively represented that it would not assert a right or a claim; (2) that the delay
between the active representation and assertion of the right or claim was not excusable; and (3)
that the delay caused the registrant undue prejudice.” Coach House Rest., Inc. v. Coach & Six
Rests., Inc., 934 F.2d 1551, 1564 (11th Cir. 1991).

The Order stated that Registrant needed to “clearly identify an active representation made
on Petitioner’s part that Petitioner would” allow Registrant to register the STARLINK mark.
Order at 5-6. The Board instructed Registrant to “observe the distinction ... between
acquiescence as to use and acquiescence as to registration” in its explanation of Petitioner’s
representations. Order at 5 (quoting Coach House Rest., 19 934 F.2d at 1558). The Order also
required Registrant to state “when that active representation was made.” Order at 6. The
Amended Answer addresses each of these issues:

Since 2018, Registrant engaged in several discussions with both Petitioner and
Subaru Corporation regarding its planned use of Registrant’s STARLINK Mark.
During these discussions, Petitioner was aware of Registrant’s pending
applications for the STARLINK Mark. Neither Petitioner nor Subaru Corporation
ever expressed an objection to Registrant’s registration of Registrant’s
STARLINK Mark for the goods and services identified in the Registrations.

Prior to filing the Petition, the only concern expressed by Petitioner was in a July
26, 2019 letter, in which attorneys for Petitioner requested Registrant “please
refrain from using the STARLINK network as a branded feature of automobiles,
including Tesla cars.” The letter also expressed Petitioner’s understanding that
“SpaceX is using the same name STARLINK for a high-speed broadband internet
satellite network.” This letter followed Registrant’s August 2018 letter to other
counsel for Petitioner in which Registrant identified its U.S. trademark
applications for Registrant’s STARLINK Mark.

Amended Answer at 14.



The “active representation” required for an affirmative defense of acquiescence is “some
affirmative act by [petitioner] which led [registrant] to reasonably believe” that the petitioner
would not take action. DAK Indus., Inc. v. Daiichi Kosho Co. Ltd., 25 USPQ2d (BNA) 1622,
1625 (TTAB 1992). This act may be “orally or through [] conduct,” Coach, Inc. v. Kmart
Corps., 756 F. Supp. 2d 421, 427 (S.D.N.Y. 2010) (emphasis added), and may be “an express or
clearly implicated representation.” Armida Winery, Inc. v. Graveyard Vineyards, No. 9205926,
2016 WL 1677300, at *5 (TTAB Mar. 2, 2016) (emphasis added); see also ProFitness Physical
Therapy Ctr. v. Pro-Fit Orthopedic and Sports Physical Therapy P.C., 314 F.3d 62, 68 (2d Cir.
2002) (“[A] plaintiff communicates active consent by conduct that amounts to an explicit or
implicit assurance that plaintiff, with knowledge of defendant's conduct, will not assert its
trademark rights.”) (emphasis added).

The Amended Answer identifies conduct by Petitioner that implied it “assented to the
registration of STARLINK Mark for the goods and services identified in the Registrations, and
that they would not object to the Registrations.” Amended Answer at 14. Namely, “[s]ince
2018, Registrant [has] engaged in several discussions with both Petitioner and Subaru
Corporation regarding its planned use of Registrant’s STARLINK Mark,” during which
Petitioner “was aware of Registrant’s pending applications for the STARLINK Mark” but never
“expressed an objection to Registrant’s registration” of the STARLINK Mark. Amended
Answer at 14 (emphasis added).

The Amended Answer specifically identifies the dates of two such communications, both
of which clearly related to the registration of the STARLINK Mark for the goods and services
identified in Registrant’s registrations. In the first communication, a letter in August 2018,

Registrant identified its U.S. trademark applications for Registrant’s STARLINK Mark, and in



the second, a letter in July 2019, “attorneys for Petitioner requested Registrant ‘please refrain
from using the STARLINK network as a branded feature of automobiles, including Tesla cars.’”
Amended Answer at 14. This series of communications raises a question of fact as to whether
Petitioner made a “clearly implicated representation” that would lead Registrant to believe
Petitioner would not challenge its trademark registration that covered different services. See
Armida Winery, Inc., 2016 WL 1677300, at *6 (affirmative defense of acquiescence not
appropriate for resolution on summary judgment where “accounts differ[ed] as to when the
conversation [between the parties] occurred and what was said” and created “genuine disputes of
material fact as to whether Petitioner’s conduct was an implicit representation not to assert its
prior rights against Respondent”); see also Trans Tool, LLC v. All State Gear Inc., Case No. SA-
19-CV-1304-JKP, 2022 WL 608945, at *11 (W.D. Tex. Mar. 1, 2022) (“Silence

may constitute an implicit assurance” for purposes of acquiescence; holding acquiescence
defense could not be resolved on summary judgment).

These facts alleged in the Amended Answer are distinguishable from the facts in the
cases on which Petitioner relies. Petitioner cites Hitachi Metals Int’l, Ltd. v. Yamakyu Chain
Kabushiki Kaisha, 209 USPQ 1057, 1067 (TTAB 1981) in support of its argument that it did not
“assent[] to, encourage([], or further[] the activity on the part of the defendant.” Mot. at 13.
However, the plaintiff in Hitachi Metals had specifically objected to the defendant’s sale of
chains bearing the contested mark and thus had not acquiesced to the defendant’s sale of those
chains. Id. Here, Petitioner only objected to Registrant’s use of its mark in connection with
goods and services that were not covered by Registrant’s trademark applications, namely “as a

branded feature of automobiles.” Amended Answer at 14.
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Likewise, in Coach House Rest., Inc., 934 F.2d at 1558, the court found no acquiescence
where petitioner “actively represented that the registrant could use its logo,” but was unaware of
the registrant’s efforts to register the trademark, id. at 1556. In contrast, the Amended Complaint
includes factual allegations that Petitioner was aware of Registrant’s trademark applications by
2018, well before Petitioner stated its limited concerns with Registrant’s use of the STARLINK
Mark in 2019. Finally, in Nahshin v. Prod. Source Int'l, LLC, 107 USPQ2d 1257 (BNA), 1263
(TTAB 2013), the Board found there was no acquiescence because “petitioner viewed
respondent as a distributor, not as the owner of the mark,” when it was engaging with the
respondent. By contrast, there is no question that Petitioner knew Registrant considered itself a
rightful owner of the STARLINK Mark during their communications.

Whether the discussions between the parties described in the Amended Answer “amount
to an active representation that Subaru would not assert a particular right or claim against
SpaceX, and/or that Subaru would allow SpaceX to register the STARLINK mark,” Mot. at 12,
is a question of fact that cannot be resolved on a motion to strike. Because Registrant has
provided Petitioner with fair notice of the nature of its acquiescence defense, the Board should
deny Petitioner’s Motion to Strike the affirmative defense of acquiescence.

I1. AS THE BOARD ALREADY HELD, PARAGRAPH 14 PROVIDES FULLER
NOTICE OF THE BASES FOR RESPONDENT’S DENIAL

The Order already rejected Petitioner’s motion to strike Registrant’s denial of Paragraph
14, holding that Registrant’s answer to Paragraph 14 included “permissible amplifications of
Respondent’s denials to the salient allegations in the petition to cancel, and provide Petitioner a
more complete notice of Respondent’s position with respect to Petitioner’s likelihood of
confusion claim.” Order at 8 (citing Topco Holdings, Inc. v. Hand 2 Hand Indus., LLC, 2022

USPQ2d (BNA) 54, at *11 (TTAB 2022)).
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The Amended Answer denies the allegations contained in Paragraph 14 of the Petition
that, “[s]ince Subaru first introduced its STARLINK system, it has been hugely successful.” Just
like the original Answer, the Amended Answer amplifies Registrant’s denial by alleging that the
media and customers have criticized Petitioner’s STARLINK system. See Amended Answer
9 14. Registrant made three minor changes to this paragraph from its original Answer:

o First, it updated the date used for the reviews of Petitioner’s STARLINK application
from October 2021 to May 2022, which is appropriate given the passage of time between

the original Answer and the Amended Answer. See Mot. Ex. A. at 8-10.

e Second, Registrant updated the average number of “stars” that the application received on

Google Play from 2.0 to 2.1 to make the statistic more current — a favorable change for

the Petitioner. /d. at 8.

e Third, Registrant added a few examples of reviews from Google Play to further amplify
its denial. Id.

The Board granted Registrant leave to amend its Answer, and these small changes in the
Amended Answer are appropriate in this context. See Order at 9. Petitioner has not identified
any prejudice that will suffer as a result of these minor additions, which provide a more complete
and current basis for Registrant’s denial of Petitioner’s allegations. See Ohio State Univ. v. Ohio
Univ., 51 USPQ2d 1289 (BNA), 1292 (TTAB 1999) (“[T]he Board, in its discretion, may
decline to strike even objectionable pleadings where their inclusion will not prejudice the
adverse party, but rather will provide fuller notice of the basis for a claim or defense.”). As
explained in the Order, “amplifications of denials are permitted by the Board because they serve
to give the plaintiff fuller notice of the position to which the defendant plans to take in defense of
its right to registration.” Order at 8 (citing TBMP § 311.02(d)); see also Wal-mart Stores, Inc. &
Walmart Apollo, LLC v. Xchangelabs LLC, No. 91239180, 2018 WL 4278018, at *1 (TTAB
Sept. 5, 2018) (denying motion to strike where the content went “beyond a mere reiteration of a

denial and, instead, serve[d] to amplify the denial and provide greater notice”).
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By identifying recent criticisms of Petitioner’s product, Registrant further amplifies its
denial of Petitioner’s allegations that there will be a likelihood of confusion; reasonable
consumers looking to subscribe to Registrant’s cutting edge, high-speed satellite internet service
are not likely to be confused into believing that Registrant’s high quality services come from
Petitioner or are any way associated with its outdated infotainment system, the quality of which
has been criticized as “disappointing” and “worthless.” See Glanbia Nutritionals, 2020 WL
5870294, at *2 (denying motion to strike where “assertions include[d] specific arguments and
reasons for Applicant’s denials . . . [and] serve[d] to give Opposer fuller notice [of] Applicant’s
defense of the likelihood of confusion claim™).

For these reasons, the Board should deny Petitioner’s Motion to Strike the amendments to
Paragraph 14, as it already did in the Order.

CONCLUSION

For the foregoing reasons, Registrant respectfully requests that the Board deny
Petitioner’s Motion to Strike in its entirety.

Dated: New York, New York
July 11, 2022

DEBEVOISE & PLIMPTON LLP

By: /s/ Megan K. Bannigan
Megan K. Bannigan
(mkbannigan@debevoise.com)
David H. Bernstein
(dhbernstein@debevoise.com)
Jared I. Kagan
(jikagan@debevoise.com)
Anna M. Rennich
(amrennich@debevoise.com)

919 Third Avenue
New York, New York 10022
Tel: (212) 909-6127

Attorneys for Registrant
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