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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

DOTERRA HOLDINGS, LLC,
Cancellation No. 92077230
Petitioner,
V. Mark: TERRALITE (Design)
TERRALITE, LLC, Registration No. 5,213,385
Respondent.

RESPONDENT’S MOTION FOR LEAVE TO FILE AMENDED ANSWER

Pursant to Fed. R. Civ. P. 15(a), Respondent Terralite, LLC (hereinafter
“Respondent” or “Terralite”) respectfully moves for leave to amend its Answer to re-assert
an affirmative defense of laches. A copy of Terralite’s proposed First Amended Answer,
with the proposed changes underlined and in red, is attached as Exhibit A.

A. Statement of Relevant Facts

On May 25, 2021, Petitioner doTerra Holdings, LLC (“doTerra”) filed a Petition for
Cancellation of U.S. Reg. No. 5,213,385 (“the ‘385 Mark™). The ‘386 Mark was applied
for on October 19, 2016, published for opposition on March 14, 2017, and registered on
May 30, 2017. On August 3, 2021, Terralite filed its Answer, which asserted eleven
affirmative defenses. Applicant further reserved the right to amend or supplement its
Answer to assert additional affirmative defenses upon further discovery and investigation.

On August 30, 2021, the Board participated in the parties’ discovery conference,
wherein the Board struck the Respondent’s First, Second, Third, Fourth, and Fifth

Affirmative Defenses, but provided that “Respondent was advised that the Board is
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generally liberal in granting leave to amend, provided the amendment would not violate
settled law or be prejudicial to the adverse party. [internal citations omitted] In the event
that Respondent uncovers factual allegations in the discovery process that would support
an available affirmative defense, Respondent may file a motion for leave to amend its
answer under Fed. R. Civ. P. 15(a).” Dkt. No. 10, pg. 4, FN 5. Of the affirmative defenses
that were stricken, the Second Affirmative Defense asserted that Petitioner was barred from
seeking cancellation of the ‘385 Mark under the doctrine of laches. Dkt. No. 7, pg. 3. With
respect to the deadlines in this case, discovery closes March 1, 2022. Dkt. No. 4.

B. Legal Standard

Rule 15(a) of the Federal Rules of Civil Procedure provides that a party may amend
its pleading with the court’s leave and the “[t]he court should freely give leave when justice
so requires.” It is well-settled that “amendments to pleadings should be allowed with great
liberality at any stage of the proceeding where necessary to bring about a furtherance of
justice unless it is shown that entry of the amendment would violate settled law or be
prejudicial to the rights of any opposing parties.” American Optical Corp. v. American
Olean Tile Co., Inc., 168 USPQ 471, 473 (TTAB 1970). Moreover, leave is more freely
allowed with the proceeding is still in the discovery stage, such that any resulting prejudice
is lessened. See Microsoft Corp. v. Qantel Bus. Sys. Inc., 16 USPQ2d 1732, 1733-34
(TTAB 1990) (noting that undue prejudice will not result from an amendment to
cancellation petition where proceeding is still in the discovery stage); Flatley v. Trump, 11

USPQ2d 1284 (TTAB 1989) (providing “[i]nasmuch as these cases are still in the
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discovery stage, respondent would not be prejudiced by allowance of the proposed
amendment”).

An affirmative defense is sufficiently pled if it gives plaintiff fair notice of the
defense asserted. See TBMP 311.02(b)(1); Ohio State University v. Ohio University, 51
USPQ2d 1289, 1292 (TTAB 1999).

C. Argument

The Board should grant Respondent leave to amend its answer to assert an
affirmative defense for laches because it is in furtherance of justice, the proposed
amendment will not violate settled law, and Petitioner will not be prejudiced by the
amendment.

First the proposed amendment to assert an affirmative defense of laches will not
violate settled law. TBMP 311.02(b)(1) provides that an affirmative defense may include
laches. Furthermore, by statute, the defense of laches is avaiable in inter partes
proceedings. 15 U.S.C. §1069.

Second, Petitioner will not suffer any prejudice as a result of the proposed
amendment. The case is still in a relatively early part of the discovery period, which is open
until March 1, 2022. No depositions have been taken. Petitioner has sent out a first set of
discovery requests and responses are due October 27, 2021. If Petitioner needs to take
discovery in connection with the proposed affirmative defense, Petitioner has plenty of
time to send discoevry requests or a deposition notice. Therefore, there is no prejudice to

Petitioner.
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Finally, the proposed affirmative defense is sufficiently pled to give Petitioner fair
notice of the defense asserted. The elements of laches are (1) unreasonable delay in
assertion of one’s rights against another; and (2) material prejudice to another attributable
to that delay. Bridgestone/Firestone Research, Inc. v. Automobile Club de L’ Ouest de la
France, 245 F.3d 1359, 1361, 58 USPQ2d 1460, 1462 (Fed. Cir. 2001).

Plaintiff’s proposed amended answer sufficiently alleges facts that provide
Petitioner with fair notice of the basis for the affirmative defense of laches. Specificailly,
in its proposed First Affirmative Defense, Respondent states:

Petitioner is barred from seeking cancellation of the ‘385 Mark under the
doctrine of laches because the ‘385 Mark was applied for on October 19,
2016, published for opposition on March 14, 2017, and registered on May
30, 2017. Petitioner filed this Petition for Cancellation of the ‘385 Mark on
May 25, 2021—over four years after the publication of the ‘385 Mark. The
elements of laches are (1) unreasonable delay in assertion of one’s rights
against another; and (2) material prejudice to another attributable to that
delay. Bridgestone/Firestone Research, Inc. v. Automobile Club de L’Ouest
de la France, 245 F.3d 1359, 1361, 58 USPQ2d 1460, 1462 (Fed. Cir. 2001).
There was an unreasonable delay of around four years from when the ‘385
Mark was applied for, published, and/or registered to when Petitioner
asserted its rights in a Petition for Cancellation. Due to this unreasonable
delay, Respondent was materially prejudiced by expending time, money, and
resources building its brand related to the ‘385 Mark, building goodwill with
consumers, and selling products. Accordingly, Petitioner is barred from
seeking cancellation of the ‘385 Mark under the doctrine of laches because
there was a unreasonable delay of about four years from when the ‘385 Mark
was applied for, published, and/or registered to when Petitioner filed the
cancellation proceeding, and Respondent was materially prejudiced as a
result of that unreasonable delay.

Ex. A, pgs. 3-4.
Accordingly, Respondent has pled facts with respect to the dates that the ‘385 Mark was

filed (October 19, 2016), published for opposition (March 14, 2017), registered (May 30,
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2017), and when Petitioner filed its Petition for Cancellation of the ‘385 Mark (May 25,
2021). Respondent alleges that this delay of over four years from the date the of the
publication of the ‘385 Mark to the date the Petitioner filed the Petition to Cancel the ‘385
Mark is an unreasonable delay. Finally, Respondent asserts that it was materially
prejudiced from this delay because it spent time, money, and resources to develop the brand
relating to the ‘385 Mark, developing goodwill with consumers, and selling products.
Therefore, Petitioner has fair notice that the defense of laches is based on the unreasonable
delay from when the ‘385 Mark was applied for, published, and/or regsitered to when
Petitioner filed its Petition to Cancel the ‘385 Mark and that the delay materially prejudiced
Respondent.

D. Conclusion

In view of the foregoing, Respondent respectfully requests that the Board grant it
leave to file its proposed first amended answer.

Date: October 22, 2021 Respectfully submitted,

By: /s/ John K. Buche

John K. Buche (CA Bar No. 239477)
Byron E. Ma (CA Bar No. 299706)
BUCHE & ASSOCIATES, P.C.

875 Prospect St., Suite 305

La Jolla, California 92037

E-mail: jbuche@buchelaw.com
E-mail: bma@buchelaw.com

Attorneys for Respondent
Terralite, LLC
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CERTIFICATE OF TRANSMISSION

I hereby certify that this RESPONDENT’S MOTION FOR LEAVE TO FILE
AMENDED ANSWER is being filed electroncially with the Trademark Trial and Appeal
Board through ESTTA located at http://estta.uspto.gov/.

Date: October 22. 2021 /s/ Byron E. Ma
Byron E. Ma

CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing RESPONDENT’S
MOTION FOR LEAVE TO FILE AMENDED ANSWER has been served on Petitioner’s
counsel, by sending said copy on October 22, 2021, via e-mail to:

James C. Watson

Krista Weber Powell

Glenn R. Bronson
TRASKBRITT, P.C.

230 South 500 East, Suite 300
P.O Box 2550

Salt Lake City, Utah 84110
jwatson(@traskbritt.com
kwpowell@traskbritt.com
grbronson@traskbritt.com

Attorney for Petitioner
doTerra Holdings, LLC

Date: October 22. 2021 /s/ Byron E. Ma
Byron E. Ma
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EXHIBIT A



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

DOTERRA HOLDINGS, LLC,
Cancellation No. 92077230
Petitioner,
V. Mark: TERRALITE (Design)
TERRALITE, LLC, Registration No. 5,213,385
Respondent.

RESPONDENT’S FIRST AMENDED ANSWER

Respondent Terralite, LLC (hereinafter “Respondent” or “Terralite”) hereby
answers the averments upon which the Petitioner doTerra Holdings, LLC (hereinafter
“Petitioner” or “doTerra”) relies for this cancellation of the mark TERRALITE (Design),
which is the subject of U.S. Registration No. 5,213,385 (the “‘385 Mark”), registered on
May 30, 2017.

Respondent answers to Petitioner’s grounds for cancellation as set forth in the
Petition for Cancellation are as follows:

l. Regarding paragraph 1, Respondent is without sufficient information to admit or
deny the Petitioner’s allegations and assertions, and, therefore, denies.
2. Regarding paragraph 2, Respondent is without sufficient information to admit or
deny the Petitioner’s allegations and assertions, and, therefore, denies.
3. Regarding paragraph 3, Respondent is without sufficient information to admit or

deny the Petitioner’s allegations and assertions, and, therefore, denies.
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4. Regarding paragraph 4, Respondent is without sufficient information to admit or
deny the Petitioner’s allegations and assertions, and, therefore, denies.
5. Regarding paragraph 5, Respondent is without sufficient information to admit or
deny the Petitioner’s allegations and assertions, and, therefore, denies.

COUNT 1 -ALLEGED PRIORTIY AND LIKELIHOOD OF CONFUSION
6. Regarding paragraph 6, admit.
7. Regarding paragraph 7, Respondent is without sufficient information to admit or
deny the Petitioner’s allegations and assertions, and, therefore, denies.
8. Regarding paragraph 8, deny.
0. Regarding paragraph 9, deny.
10.  Regarding paragraph 10, deny.
11.  Regarding paragraph 11, deny.
12.  Regarding paragraph 12, deny.
13.  Regarding paragraph 13, deny.
14.  Regarding paragraph 14, deny.
15.  Paragraph 15 assumes facts and calls for a legal conclusion. Respondent does not
need the consent or approval of Petitioner to use the mark TERRALITE, accordingly,
Respondent denies that Petitioner’s consent or approval is required to use the mark
TERRALITE.
16.  Regarding paragraph 16, Responding Party denies that doTerra will be damaged by
the continued registration of the ‘385 Mark.
17.  Regarding paragraph 17, deny.
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COUNT 2 - ALLEGED NON-USE WITH CERTAIN GOODS AT TIME OF

FILING

18.  Regarding paragraph 18, Respondent admits that on October 19, 2016, it filed the

application that resulted in Trademark Registration No. 5213385 based on use. Respondent

denies the remaining allegations of paragraph 18.

19.  Regarding paragraph 19, deny.

20.  Regarding paragraph 20, deny.

21.  Regarding paragraph 21, deny.

22.  Regarding paragraph 22, deny.

COUNT 3 -ALLEGED PARTIAL ABANDONMENT

23.  Regarding paragraph 23, admit.

24.  Regarding paragraph 24, deny.

25.  Regarding paragraph 25, deny.

26.  Regarding paragraph 26, deny.

FIRST AFFIRMATIVE DEFENSE

Petitioner is barred from seeking cancellation of the ‘385 Mark under the doctrine

of laches because the ‘385 Mark was applied for on October 19, 2016, published for

opposition on March 14, 2017, and registered on May 30, 2017. Petitioner filed this

Petition for Cancellation of the ‘385 Mark on May 25, 2021—over four vears after the

publication of the ‘385 Mark. The elements of laches are (1) unreasonable delay in

assertion of one’s rights against another: and (2) material prejudice to another attributable

to that delay. Bridgestone/Firestone Research, Inc. v. Automobile Club de L’ ’Quest de la
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France, 245 F.3d 1359, 1361, 58 USPQ2d 1460, 1462 (Fed. Cir. 2001). There was an

unreasonable delay of around four vyears from when the ‘385 Mark was applied for,

published, and/or registered to when Petitioner asserted its rights in a Petition for

Cancellation. Due to this unreasonable delay, Respondent was materially prejudiced by

expending time, money, and resources building its brand related to the ‘385 Mark, building

goodwill with consumers, and selling products. Accordingly, Petitioner is barred from

seeking cancellation of the ‘385 Mark under the doctrine of laches because there was a

unreasonable delay of about four years from when the ‘385 Mark was applied for,

published, and/or registered to when Petitioner filed the cancellation proceeding, and

Respondent was materially prejudiced as a result of that unreasonable delay.

SECOND AFFIRMATIVE DEFENSE

There is an absence of likelihood of confusion between the ‘385 Mark and the

Petitioner’s mark.

THIRD AFFIRMATIVE DEFENSE

Petitioner is barred from seeking cancellation of the ‘385 Mark because it has
abandoned its use of its mark in connection with certain goods and/or services.

FOURTH AFFIRMATIVE DEFENSE

Petitioner is barred from seeking cancellation of the ‘385 Mark because the
Petitioner’s alleged mark is generic.

FIFTH AFFIRMATIVE DEFENSE

Petitioner is barred from seeking cancellation of the ‘385 Mark because the
Respondent has priority.
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SIXTH AFFIRMATIVE DEFENSE

Petitioner is barred from seeking cancellation of the ‘385 Mark because the
Petitioner’s alleged mark is not inherently distinctive and lacks secondary meaning.

SEVENTH AFFIRMATIVE DEFENSE

Petitioner is barred from seeking cancellation of the ‘385 Mark because Respondent
owns a prior registration, so Petitioner would not suffer any alleged added damage from
the continued existence of the challenged registration.

Respondent reserves the right to amend and/or supplement this ANSWER and these
affirmative defenses, including adding additional affirmative defenses in the event
discovery or other information indicates that they are appropriate.

WHEREFORE, Respondent, has made full answers, prays for judgment in its favor
and for dismissal of the Cancellation with prejudice.

Date: October 22, 2021 Respectfully submitted,

By: /s/ John K. Buche

John K. Buche (CA Bar No. 239477)
Byron E. Ma (CA Bar No. 299706)
BUCHE & ASSOCIATES, P.C.

875 Prospect St., Suite 305

La Jolla, California 92037

E-mail: jbuche@buchelaw.com
E-mail: bma@buchelaw.com

Attorneys for Respondent
Terralite, LLC
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