
 

 

 

 

August 30, 2021 

 

Cancellation No. 92077230 

 

doTERRA Holdings, LLC 

 

v. 

Terralite 

 
Jill M. McCormack, Interlocutory Attorney: 

On August 30, 2021, the Board participated in the parties’ discovery conference, 

which was conducted by phone. See TRADEMARK TRIAL AND APPEAL BOARD MANUAL 

OF PROCEDURE (TBMP) § 401.01 (2021). The participants were Krista Weber Powell 

and James Watson, counsel for Petitioner; Byron Ma, counsel for Respondent; and 

Jill M. McCormack, attorney for the Board.1 

I. RELATED PROCEEDINGS 

The parties indicated that they are not aware of any related proceedings. In the 

event that a civil action or separate Board proceeding between the parties is 

instituted, the parties are required to promptly advise the Board so that the Board 

can determine whether suspension or consolidation is appropriate. See TBMP 

§§ 510.02(a) and 511; see also Trademark Rule 2.117(a). 

                                              
1 It is the responsibility of each party to ensure that the Board has the party’s current 
correspondence address, including an email address. TBMP § 117.07. The Board must be 

promptly notified of any address or email address changes for the parties or their attorneys.  
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II. SETTLEMENT 

Because its jurisdiction is limited to registrability determinations, unlike the 

federal courts, the Board does not take an active role in the settlement process. 

However, the Board typically will grant a consented or joint motion to suspend 

proceedings for a reasonable period of time in order to allow the parties to engage in 

settlement negotiations. See TBMP § 510.03(a); see also Trademark Rule 2.117(c).  

Stipulations to suspend the proceeding for settlement negotiations should be filed 

promptly because, absent suspension, the Board presumes the parties are preparing 

for trial and adhering to the disclosure, discovery, and trial deadlines set by the 

Board. Atlanta-Fulton County Zoo Inc. v. De Palma, 45 USPQ2d 1858, 1859 (TTAB 

1998) (“[I]t is well established that the mere existence of settlement negotiations 

alone does not justify a party’s inaction or delay.”). 

III. PLEADED CLAIMS AND DEFENSES 

Respondent owns a registration for the stylized word mark  for the 

following goods in International Class 32: 

Bath oils; Bath oils and bath salts; Bath oils for cosmetic purposes; Bath 

salts; Body oil; Coconut oil for cosmetic purposes; Cosmetic creams for 

skin care; Cosmetic masks; Cosmetic oils; Cosmetic oils for the 

epidermis; Cosmetic preparations for baths; Cosmetic preparations for 

body care; Cosmetic preparations for skin care; Cosmetic preparations 

for skin renewal; Cosmetic preparations, namely, skin balsams; 

Cosmetic sun oils; Cosmetics and cosmetic preparations; Fragrances for 

personal use; Natural essential oils; Air fragrancing preparations; 

Aromatic oils for the bath; Body spray used as a personal deodorant and 

as fragrance; Essential oils for aromatherapy use; Essential oils for use 

in aromatherapy; Hair care preparations consisting of organic coconut 

virgin oil and coconut virgin oil; Non-medicated cosmetic skin care 

                                              
2 Registration No. 5213385 issued May 30, 2017. 
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preparations consisting of organic coconut virgin oil and coconut virgin 

oil; Oils for cosmetic purposes; Room fragrances; Scented fabric 

refresher spray. 

A. PETITION TO CANCEL 

On May 25, 2021, Petitioner filed a petition to cancel Respondent’s registration. 

Petitioner pleads common law rights in the mark DOTERRA for essential oils and 

personal care products, including topical oils, coconut oil, skin care preparations, 

masks, personal fragrance, hair care preparations, and room fragrances. This is 

sufficient to plead Petitioner’s entitlement to a statutory cause of action.3 See Giersch 

v. Scripps Networks, Inc., 90 USPQ2d 1020, 1023 (TTAB 2009). Petitioner also pleads 

legally sufficient claims of priority and likelihood of confusion, partial non-use, and 

partial abandonment. See Lewis Silkin LLP v. Firebrand LLC, 129 USPQ2d 1015, 

1019 (TTAB 2018) (abandonment); Nike, Inc. v. Palm Beach Crossfit Inc., 116 

USPQ2d 1025, 1030 (TTAB 2015) (priority and likelihood of confusion); Clorox Co. v. 

Salazar, 108 USPQ2d 1083, 1086-87 (TTAB 2013) (non-use). 

B. ANSWER 

On August 3, 2021, Respondent filed a legally sufficient answer that denies the 

salient allegations in the petition to cancel and asserts eleven “Affirmative Defenses.” 

As to the First, Second, Third, Fourth, and Fifth Affirmative Defenses, Respondent’s 

bald assertions are legally insufficient absent supporting factual allegations. Midwest 

                                              
3 Board decisions have previously analyzed the requirements of Sections 13 and 14 of the 
Trademark Act, 15 U.S.C. §§ 1063–64, under the rubric of “standing.” Despite the change in 

nomenclature, our prior decisions and those of the Federal Circuit interpreting Section 13 
and 14 remain applicable. See Spanishtown Enters., Inc. v. Transcend Res., Inc., 2020 

USPQ2d 11388, at *2 (TTAB 2020).  
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Plastic Fabricators Inc. v. Underwriters Labs. Inc., 5 USPQ2d 1067, 1069 (TTAB 

1987). A legally sufficient pleading of a defense must include enough factual detail to 

provide fair notice of the basis for the defense. Fed. R. Civ. P. 8(b)(1); see IdeasOne 

Inc. v. Nationwide Better Health Inc., 89 USPQ2d 1952, 1953 (TTAB 2009).4 

Accordingly, Respondent’s First, Second, Third, Fourth, and Fifth Affirmative 

Defenses are stricken.5 

IV. ARRANGEMENTS FOR DISCLOSURES, DISCOVERY, AND TRIAL 

A. INITIAL DISCLOSURES 

The parties must serve initial disclosures. Fed. R. Civ. P. 26(a)(1) provides “a party 

must, without awaiting a discovery request, provide to the other parties:  

(i) the name and, if known, the address and telephone number of each 

individual likely to have discoverable information—along with the 

subjects of that information—that the disclosing party may use to support 

its claims or defenses, unless the use would be solely for impeachment;  

(ii) a copy—or a description by category and location—of all documents, 

electronically stored information, and tangible things that the disclosing 

party has in its possession, custody, or control and may use to support its 

claims or defenses, unless the use would be solely for impeachment ...”  

                                              
4 In addition, where the ground for cancellation is abandonment, equitable defenses such as 

laches, estoppel, acquiescence, waiver, and unclean hands, are not available in light of the 
overriding public interest in removing abandoned registrations from the register. See, e.g., 

Linville v. Rivard, 41 USPQ2d 1731, 1733 n. 5 (TTAB 1997), aff’d on other grounds, 133 F.3d 
1446, 45 USPQ 1374 (Fed. Cir. 1998); Am. Vitamin Prods. Inc. v. DowBrands Inc., 22 

USPQ2d 1313, 1314 (TTAB 1992); TBC Corp. v. Grand Prix Ltd., 12 USPQ2d 1311 (TTAB 
1989); see also TBMP § 311.02(b). 

5 Respondent was advised that the Board is generally liberal in granting leave to amend, 

provided the amendment would not violate settled law or be prejudicial to the adverse party. 
Polaris Indus. Inc. v. DC Comics, 59 USPQ2d 1798, 1799 (TTAB 2000). In the event that 

Respondent uncovers factual allegations in the discovery process that would support an 
available affirmative defense, Respondent may file a motion for leave to amend its answer 

under Fed. R. Civ. P. 15(a). 
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The Board advises that initial disclosures should be promptly supplemented as the 

parties’ trial strategy evolves, to avoid surprise at trial, and to allow discovery to be 

taken from prospective witnesses.6 

B. DISCOVERY 

With respect to discovery, the scope of the pleadings determines the scope of 

discovery. See Fed. R. Civ. P. 26(b) (1) (“Parties may obtain discovery regarding any 

non-privileged matter that is relevant to any party’s claim or defense…”). The parties 

were advised to consult the “Discovery Guidelines” listed in the TBMP § 414 before 

making or objecting to discovery requests. The Board expects parties to cooperate 

with one another in the discovery process. See TBMP § 408.01. The parties each have 

a duty not only to make a good faith effort to satisfy the legitimate discovery needs of 

their adversary, but also to make a good faith effort to seek only such discovery as is 

proper and relevant to the issues in the case. See TBMP § 408.01. 

The parties are limited to seventy-five interrogatories, including subparts; 

seventy-five requests for production of documents and things, including subparts; and 

seventy-five requests for admission. See Trademark Rules 2.120(d)–(e) and (i). 

Interrogatories, requests for production, and requests for admission must be served 

early enough in the discovery period, as originally set or as may have been reset by 

the Board, so that responses will be due no later than the close of the discovery period. 

                                              
6 The parties should not file their initial disclosures, discovery requests, or discovery 
responses with the Board, except as permitted under Trademark Rule 2.120(k)(8); in 

connection with a motion to compel discovery, as required by Trademark Rule 2.120(f)(1); or 
in connection with a motion to determine the sufficiency of an answer or objection to a request 

for admission, as required by Trademark Rule 2.120(i)(1).  
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Trademark Rule 2.120(a)(3). Similarly, discovery depositions must be properly 

noticed and taken during the discovery period. Id. 

If either party plans to file a motion to compel discovery or a motion to test the 

sufficiency of a response or objection to a request for admission, the moving party 

must first confer with the other party in good faith to attempt to resolve or narrow 

the dispute, and then must demonstrate its good-faith efforts as part of its motion. 

See Trademark Rules 2.120(f)(1) and 2.120(i); see also TBMP § 523.02. The obligation 

to meet and confer in good faith is a mutual obligation. Motions to compel discovery, 

motions to test the sufficiency of responses or objections to a request for admission, 

and motions for summary judgment must be filed no later than the day before the 

deadline for pretrial disclosures for the first testimony period as originally set or as 

reset. Trademark Rules 2.120(f)(1), 2.120(i)(1), and 2.127(e)(1). 

To the extent either party plans to use an expert witness, such party must make 

their expert witness disclosure by the set deadline, and provide the Board with 

notification that the party will be employing an expert. Trademark Rule 

2.120(a)(2)(iii). The Board may suspend proceedings to allow the parties to take 

discovery of a designated expert witness or to allow a rebuttal expert witness. 

C. PRETRIAL AND TRIAL 

Pretrial disclosures are governed by Trademark Rule 2.121(e) and Fed. R. Civ. P. 

26(a)(3) with one exception: the Board does not require pretrial disclosure of each 

document or other exhibit that a party plans to introduce at trial as required by Fed. 

R. Civ. P. 26(a)(3)(A)(iii). Additionally, if a party does not plan to take testimony from 
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any witness in any form, it must state so in its pretrial disclosures. A party need not 

disclose, prior to its testimony period, any notices of reliance it intends to file during 

its testimony period. Trademark Rule 2.121(e).7 

In addition to submission of evidence under notices of reliance,8 parties may 

introduce evidence in the form of testimony depositions taken by a party during its 

assigned testimony period, or in the form of affidavit or declaration testimony 

submitted during its testimony period, subject to the right of the adverse party to 

conduct cross-examination. See TBMP § 703.01 and authorities cited therein. The 

submission of evidence and testimony during the parties’ assigned testimony periods 

corresponds to the trial in court proceedings. A party may take trial testimony only 

during its assigned testimony period, except by stipulation of the parties approved by 

the Board, or, on motion, by order of the Board. See Fossil Inc. v. Fossil Grp., 49 

USPQ2d 1451, 1454 n.1 (TTAB 1998); Of Counsel Inc. v. Strictly of Counsel 

Chartered, 21 USPQ2d 1555, 1556 n.2 (TTAB 1991). If witness testimony is presented 

in the form of an affidavit or declaration, the adverse party may elect to take oral 

cross-examination of that witness as provided under Trademark Rule 2.123(c).9 

V. STANDARD PROTECTIVE ORDER 

The Board’s Standard Protective Order is automatically imposed in this 

proceeding pursuant to Trademark Rule 2.116(g), unless the parties, by stipulation 

                                              
7 For information regarding pretrial disclosures, the parties should consult TBMP § 702.01. 

8 For information concerning submission of evidence by notice of reliance, see TBMP § 704.  

9 If an affiant or declarant witness is not within the jurisdiction of the United States, then 
the adverse party may elect to take and bear the expense of cross-examination of the witness 

by written questions. See Trademark Rules 2.123(a)(1) and 2.124.  
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approved by the Board, agree to an alternative order, or a motion by a party to use 

an alternative order is granted by the Board. See TBMP §§ 412.01–.02. Although they 

are not required to do so, the parties may elect to exchange executed copies of the 

order. Because of the automatic imposition of the protective order, parties may 

designate information or documents as confidential but typically cannot withhold 

properly discoverable information or documents on that basis. See TBMP § 412.01. 

VI. ACCELERATED CASE RESOLUTION 

The Board informed the parties of its Accelerated Case Resolution (ACR) process, 

an alternative to typical Board inter partes proceedings. See Chanel Inc. v. 

Makarczyk, 110 USPQ2d 2013, 2016–17 (TTAB 2013); Chanel Inc. v. Makarczyk, 106 

USPQ2d 1774, 1775 (TTAB 2013); Bond v. Taylor, 119 USPQ2d 1049, 1051 (TTAB 

2016); Swiss Grill Ltd. v. Wolf Steel Ltd., 115 USPQ2d 2001, 2002 (TTAB 2015). 

The form of ACR can vary, but the process often approximates a summary bench 

trial, or cross-motions for summary judgment and accompanying evidentiary 

submissions, that the parties agree to submit in lieu of creating a traditional trial 

record and post-trial briefing. If the parties stipulate to ACR they could avoid a formal 

trial altogether. Although the Board may not decide disputed issues of material fact 

when considering a motion for summary judgment, the parties may stipulate to the 

submission of such briefs and evidence in lieu of trial and agree that the Board may 

resolve and decide any genuine dispute of material fact that may be found to exist. 

As an alternative to the “traditional” ACR process discussed above, the parties 

also may explore stipulating to facts, evidence, and/or procedures at trial. See, e.g., 
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Target Brands, Inc. v. Hughes, 85 USPQ2d 1676, 1678 (TTAB 2007). The Board 

allows the parties to stipulate to a variety of deviations from the Board ’s rules in 

order to streamline discovery and testimony. If the parties adopt ACR early in the 

proceeding, they could realize a significant savings in time and cost. 

More information about the Board’s ACR options can be found in TBMP 

§§ 528.05(a)(2), 702.04, and 705, and on the Board’s website. If the parties wish to 

revisit the issue of ACR after they review this order, they should call the assigned 

Interlocutory Attorney to schedule a teleconference regarding ACR. 

VII. PROCEEDING SCHEDULE 

Dates remain as set in the Board’s July 2, 2021 order. (4, 5 TTABVUE). 

 


